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CHAPTER ONE 
 

COPYRIGHT INFRINGEMENT 
 

 
 

1.01 Statutory Provisions 
 

 
 

§ 106.  EXCLUSIVE RIGHTS IN COPYRIGHTED WORKS 
 

Subject to sections 107 through 122, the owner of copyright under this title has the exclusive rights to do 

and to authorize any of the following: 
 

(1) to reproduce the copyrighted work in copies or phonorecords; 
 
(2) to prepare derivative works based upon the copyrighted work; 
 
(3) to distribute copies or phonorecords of the copyrighted work to the public by sale or other 

transfer of ownership, or by rental, lease, or lending; 
 
(4) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and motion 

pictures and other audiovisual works, to perform the copyrighted work publicly; 
 
(5) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and pictorial, 

graphic, or sculptural works, including the individual images of a motion picture or other audiovisual 

work, to display the copyrighted work publicly; and 
 
(6) in the case of sound recordings, to perform the copyrighted work publicly by means of a digital 

audio transmission. 
 
 

1.01(a)   Exclusive Rights 
 
Section 106 of the Act describes the exclusive rights owned by copyright holders.  Restrictions and 

limitations on such rights appear in Sections 107 through 122.  One of the most misunderstood rights is 

that of public performance, having been the subject of “urban legends” about what is a public 

performance, who is responsible for obtaining a license and who is liable for resulting copyright 

infringement.  As the cases below illustrate, enforcement of this provision, along with the remedies in 

Section 502-505 is a powerful tool in enforcing the rights of copyright holders. 
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VICTOR HERBERT, Harry B. Smith, et al., Petitioners, v. SHANLEY COMPANY 

242 U.S. 591 (1917) 
 

Mr. Justice HOLMES delivered the opinion of the court: 
 
These two cases present the same question: whether the performance of a copyrighted musical 

composition in a restaurant or hotel without charge for admission to hear it infringes the exclusive right of 

the owner of the copyright to perform the work publicly for profit. Act of March 4, 1909, chap. 320, § 

1(e), 35 Stat. at L. 1075, Comp. Stat. 1913, § 9517. The last-numbered case was decided before the other 

and may be stated first. The plaintiff owns the copyright of a lyric comedy in which is a march called 

‘From Maine to Oregon.’ It took out a separate copyright for the march and published it separately. The 

defendant hotel company caused this march to be performed in the dining room of the Vanderbilt Hotel 

for the entertainment of guests during meal times, in the way now common, by an orchestra employed 

and paid by the company. It was held by the circuit court of appeals, reversing the decision of the district 

court, that this was not a performance for profit within the meaning of the act. 136 C. C. A. 639, 221 Fed. 

229. 
 
The other case is similar so far as the present discussion is concerned. The plaintiffs were the composers 

and owners of a comic opera entitled ‘Sweethearts,’ containing a song of the same title as a leading 

feature in the performance. There is a copyright for the opera and also one for the song, which is 

published and sold separately. This the Shanley Company caused to be sung by professional singers, upon 

a stage in its restaurant on Broadway, accompanied by an orchestra. The district court, after holding that 

by the separate publication the plaintiffs’ rights were limited to those conferred by the separate copyright,-
a matter that it will not be necessary to discuss,-followed the decision in 136 C. C. A. 639, 221 Fed. 229, 

as to public performance for profit. 222 Fed. 344. The decree was affirmed by the circuit court of appeals. 

143 C. C. A. 460, 229 Fed. 340. 
 
If the rights under the copyright are infringed only by a performance where money is taken at the door, 

they are very imperfectly protected. Performances not different in kind from those of the defendants could 

be given that might compete with and even destroy the success of the monopoly that the law intends the 

plaintiffs to have. It is enough to say that there is no need to construe the statute so narrowly. The 

defendants’ performances are not eleemosynary. They are part of a total for which the public pays, and the 

fact that the price of the whole is attributed to a particular item which those present are expected to order 

is not important. It is true that the music is not the sole object, but neither is the food, which probably 

could be got cheaper elsewhere. The object is a repast in surroundings that to people having limited 

powers of conversation, or disliking the rival noise, give a luxurious pleasure not to be had from eating a 

silent meal. If music did not pay, it would be given up. If it pays, it pays out of the public’s pocket. 

Whether it pays or not, the purpose of employing it is profit, and that is enough. 
Decree reversed. 
 

 
Notes and Questions 
 

1. This case was decided in the 1909 Act where “for profit” was an element of copyright 

infringement. The 1976 was not limited by a “for profit” requirement instead providing specific 

exemptions for educational and nonprofit uses in Section 110.  See 17 U.S.C.A. Section 106, 

Historical and Statutory Notes. 

http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1915100835&pubNum=348&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1915100835&pubNum=348&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1915100835&pubNum=348&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1915100696&pubNum=348&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1916100678&pubNum=348&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)


Chapter One    Copyright Infringement                        1.01(a)  Exclusive Rights  

 

 

3 

 
EMI APRIL MUSIC, INC. v. RANDOLPH MARTIN WHITE 

618 F. Supp. 2d 497 (E.D. Va. 2009) 
 

Mark S. DAVIS, District Judge 
 
This matter is before the Court on Plaintiffs' Motion for Default Judgment and Injunctive Relief, pursuant 

to Rule 55(b) of the Federal Rules of Civil Procedure.  The defendant has filed no response, and the 

matter is ripe for decision. 
 

I. Facts and Procedural History 
 

Plaintiffs EMI April Music, Inc., Gone Gator Music, Inc., Floated Music, Milksongs and Hideout Records 

and Distributors, Inc. (Gear Publishing Division) (collectively, "Plaintiffs") tiled their Complaint on July 

17, 2008, alleging three claims of copyright infringement against defendant Randolph Martin White 

("Defendant"). Plaintiffs allege in their Complaint that they are owners of copyrights in three musical 

works ("I Won't Back Down," "Interstate Love Song," and "The Fire Down Below") that were publicly 

performed on August 10-11, 2007 without their permission at Randzz restaurant in Suffolk, Virginia, and 

that such restaurant is owned and controlled by Defendant. (Compl. PP 2-6, Docket No. 1.) Plaintiffs 

further allege that, despite such warnings to discontinue his knowing and intentional copyright 

infringement, Defendant threatens to continue such infringing performances. (Compl. PP 9, 11, Docket 

No. 1.) The Complaint requests a permanent injunction against further infringement, statutory damages, 

attorney's fees and costs. 
 
The Defendant was served with a summons on October 2, 2008, but he has failed to plead or otherwise 

defend this action. Plaintiffs filed their motion and supporting brief seeking default judgment on February 

12, 2009. On February 18, 2009, the Clerk entered default as to the Defendant. 
 
In support of their motion for default judgment, Plaintiffs have submitted an affidavit from Douglas 

Jones, Manager of Litigation Services in the General Licensing Department at the American Society of 

Composers, Authors and Publishers, also known as "ASCAP." (Jones Aff., Attach. 4, Docket No. 11.) 

Jones represents in the affidavit that "ASCAP is an unincorporated membership association whose over 

330,000 members write and publish musical compositions," with each member "grant[ing] to ASCAP a 

non-exclusive license to authorize public performances of the member's copyrighted songs." (Id.) Jones' 

affidavit further states that, "[o]n behalf of all its members, ASCAP licenses the right to perform publicly 

all of the hundreds of thousands of copyrighted songs in the ASCAP repertory" to various music users, 

including "television networks and stations, radio networks and stations, restaurants, nightclubs, hotels, 

and many other kinds of music users." (Id.) 
 
Jones also states in his affidavit that Plaintiffs are members of ASCAP and that the three songs listed in 

the Complaint were part of the ASCAP inventory on August 10-11, 2007 when they were performed at 

Randzz Restaurant & Pub in Suffolk, Virginia. Jones recounts in detail how, as early as October of 2006, 

ASCAP notified Defendant of the need for permission, or a license, if copyrighted music was performed 

at his establishment. Jones also describes how ASCAP offered a license to the Defendant on numerous 

occasions. The affidavit reviews the letters, telephone conversations and personal visits of ASCAP 

representatives notifying Defendant that he needed permission to have copyrighted songs legally 

performed at his establishment, and attaches copies of such letters and documents reflecting the substance 

of conversations and visits. Specifically, the affidavit includes copies of letters sent to Defendant on 

September 12, 2006, September 26, 2006, October 10, 2006, December 28, 2006, January 17, 2007, April 

18, 2007, June 26, 2007, June 29, 2007, and August 30, 2007. Furthermore, in the telephone contact 

summary of October 10, 2006, it is reported that when ASCAP representative Nicole McGee spoke to 
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Defendant and explained his obligation as the owner of the establishment to assure that copyrighted songs 

were not performed without permission, he indicated that he thought the bands performing at his 

establishment should pay for the licenses, and allegedly said he would take his chances on a lawsuit.  The 

telephone contact summary further reflects that Defendant was advised to consult an attorney, and that 

Defendant said he would do so. Numerous other 2006 and 2007 telephone contact and personal visit 

summaries attached to the affidavit reflect messages left for Defendant to contact ASCAP, as well as 

conversations with others working at Defendant's establishment. 
 
The affidavit and attachments reflect that, despite all of these efforts by ASCAP to protect its members' 

copyrighted music, Defendant continually refused to obtain a license from ASCAP or gain permission 

from the Plaintiffs themselves. Jones indicates that after it was clear that Defendant would not obtain a 

license to have copyrighted music performed at his establishment, ASCAP arranged for independent 

investigator Mark Eanes to visit Defendant's establishment on August 10-11, 2007 to determine whether 

ASCAP members' music was being performed. The Mark Eanes affidavit and investigative report 

attached to the Jones affidavit reflect that Eanes visited the establishment on August 10, 2007 and stayed 

into the early morning hours of August 11, 2007. In his report, Eanes submitted notes taken 

contemporaneously with the public  performance by a band of the three songs, as well as diagrams he 

prepared reflecting the layout of the establishment and the presence of a jukebox that was being played. 

Eanes states that he recognized the three songs listed above and that such songs were performed by the 

band while he was at the establishment. 
 
Because this investigation revealed that Defendant was allowing unauthorized performances of 

copyrighted music in his establishment, ASCAP sent a letter to Defendant dated August 30, 2007. The 

letter informed him that since ASCAP had received no response to its offers of a license, it engaged an 

independent investigator to visit his establishment, and that as a result of such visit "we have evidence of 

unauthorized performances of ASCAP members' copyrighted musical works given at your establishment." 

(Jones Aff., Attach. 4. Docket No. 11.) The letter offers to resolve the matter, but warns that failure to 

resolve it will result in referral to ASCAP attorneys. The Defendant did not thereafter obtain a license 

from ASCAP, and Plaintiffs filed this copyright infringement suit on July 17, 2008. 
 

II. Discussion 
 

A. Origins of Copyright 
 

Copyright is the body of law that deals with the ownership and use of works of literature, music, and art. 

Robert A. Gorman, Copyright Law, 1-2 (2d ed. 2006). The antecedents of our copyright law date back to 

English law of the sixteenth century. As the United States Court of Appeals for the Fourth Circuit noted in 

Lasercomb Am., Inc. v. Reynolds, 911 F.2d 970, 974 (4th Cir. 1990), "in sixteenth-century England, the 

Crown granted to the Stationers' company the exclusive right to publish and print all published works 

(apparently to enable censorship of Protestant materials)," and in "the early 1700s, the Stationer's 

Company [sic] petitioned Parliament to recognize that these rights inured to it in perpetuity." However, 

instead of granting such petition, the "Parliament passed the Statute of Anne (1709-10), the first known 

copyright legislation."  Id. (citing A. Latman, The Copyright Law: Howell's Copyright Law Revised and 

Me 1976 Act 2-3 (5th ed. 1979), R. Bowker, Copyright: Its History and Its Law 21-2 3 (1912)). The 

Statute of Anne gave authors the sole right of publication for up to twenty-eight years. Id. at 974-75. "The 

Statute of Anne, and the copyright laws later adopted in the former colonies, set the stage for the 

Copyright and Patent Clause of the [United States] Constitution and for the enactment by the first 

Congress in 1790 of the first federal statutes governing copyrights and patents." Gorman, supra, at 2. 
With the stage so set, the framers of our Constitution continued the English development of intellectual 

property law by specifically giving Congress the power to create copyright and patent laws. Reynolds, 911 

F.2d at 975. Article I, section 8, clause 8 of the United States Constitution provides: 
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[The Congress shall have power] to promote the Progress of Science and useful Arts, by securing for 

limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries. 
 
As the Fourth Circuit has noted, the material explaining the intention of the framers is limited, though a 

comment in The Federalist papers indicates that the public policy behind the grant of copyright and patent 

powers is essentially the same: 
 

The utility of this power will scarcely be questioned. The copyright of authors has been 

solemnly adjudged in Great Britain to be a right of common law. The right to useful 

inventions seems with equal reason to belong to the inventors. The public good fully 

coincides in both cases with the claims of individuals. 
 
Reynolds, 911 F.2d at 975 (citing The Federalist, No. 43 at 279 (J. Madison 1787-88) (Mod. Lib. ed. 

1941)). 
 
The United States Supreme Court recently observed that "copyright's purpose is to promote the creation 

and publication of free expression." Eldred v. Ashcroft, 537 U.S. 186. 219, 123 S. Ct. 769, 154 L. Ed. 2d 

683 (2003). The Court went on to note that "[t]he Framers intended copyright itself to be the engine of 

free expression. By establishing a marketable right to the use of one's expression, copyright supplies the 

economic incentive to create and disseminate ideas." Id. (citing Harper & Row. Publishers, Inc. v. Nation 

Enters., 471 U.S. 539, 558, 105 S. Ct. 2218, 85 L. Ed. 2d 588 (1985)). Stated another way, the 

"philosophy behind copyright . . . is that the public benefits from the efforts of authors to introduce new 

ideas and knowledge into the public domain," and, in order to "encourage such efforts, society grants 

authors exclusive rights in their works for a limited time." Reynolds, 911 F.2d at 975. 
 

B. Copyright Statute 
 
It is against this backdrop that Congress enacted the first copyright statute in 1790, and has repeatedly 

affirmed and revised that statute. As it exists today, the Copyright Act, 17 U.S.C. § 101 et seq., provides a 

copyright owner the "exclusive rights to do and to authorize any of the following: . . . (4) in the case of . . 

. musical . . . works, . . . to perform the copyrighted work publicly." 17 U.S.C. § 106(4). "This [statutory] 

framework [also] enables the owner of the copyright to assign the licensing of public performances to 

others, such as ASCAP, on terms amenable to the copyright owner." EMI Mills Music, Inc. v. Empress 

Hotel, 470 F. Supp. 2d 67, 72 (D.P.R. 2006);  Milene Music, Inc. v. Gotauco, 551 F. Supp. 1288, 1292 

(D.R.I. 1982). 
C. Infringement 

 
The Copyright Act provides that anyone who violates any of the exclusive rights of the copyright owner, 

such as the music rights outlined above, is an infringer of the copyright. 17 U.S.C. § 501(a). Plaintiffs are 

generally entitled to various remedies for infringement, including injunctions, monetary damages, costs 

and attorney's fees. 17 U.S.C. §§ 502, 504, 505. 
 
In order to prove copyright infringement, a plaintiff must show (1) that it owned a valid copyright, and (2) 

that the defendant copied original elements of plaintiff's copyrighted work. Trandes Corp. v. Atkinson Co., 

996 F.2d 655, 660 (4th Cir. 1993); Odnil Music Ltd v. Katharsis LLC, No. S-05-0545, 2006 U.S. Dist. 

LEXIS 65813, at 11-12, Copy. L. Rep. (CCH) P 29, 222 (E.D. Cal. 2006) (in the music performance 

context, the requirements have been stated as follows: 1) originality and authorship of the compositions 

involved, 2) compliance with the formalities required to secure a copyright, 3) plaintiff's ownership of the 

copyright, and 4) defendant's public performance of the compositions). Therefore, one who publicly 

performs copyrighted music without permission from the copyright owner thereby infringes the 

copyright. Plaintiffs have pled such facts in their Complaint. Plaintiffs allege that they "are the owners of 
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the copyrights," and that they "received from the Register of Copyrights a Certificate of Registration." 

(Compl. PP 3, 8, Docket No. 1.) Such allegations satisfy the first element. Plaintiffs also allege that 

Defendant infringed their copyrights by "giving public performances of the [Plaintiff's] compositions on 

Defendant's premises, for the entertainment and amusement of the patrons attending said premises. . . ." 

(Compl. P 9, Docket No. 1.)1 Such allegations satisfy the second element. 
 
Defendant was served with the Summons and Complaint containing Plaintiffs' allegations and has failed 

to respond. He has not filed an Answer to the Complaint, or any other pleading, with the Court. As a 

result of such failure to respond, the Clerk entered default against the Defendant pursuant to the 

provisions of Rule 55(a) of the Federal Rules of Civil Procedure. 
 
Where a defendant is in default, as here, the facts set forth in the plaintiff's complaint are deemed 

admitted if the plaintiff's complaint sets forth a proper claim. TR-Equipement, Ltd v. MI2International, 

No. 1:08cv226, 2008 U.S. Dist. LEXIS 87079, 2008 WL 4813327, at 3 (E.D. Va. 2008) (citing 

GlobalSantaFe Corp. v. Globalsantafe.com, 250 F. Supp. 2d 610, 612 n.3 (E.D. Va. 2003); Fed. R. Civ. P. 

8(b)(6) (providing that allegations, other than as to damages, are admitted if responsive pleadings are 

required and allegations are not denied). 
 
Accordingly, because Plaintiffs' Complaint sets forth a proper claim, and because Defendant is in default, 

the facts in Plaintiffs' Complaint are deemed admitted. It is now for this Court to determine whether a 

default judgment should be entered. 
 

D. Vicarious Liability 
 
The Court found above that there are no material issues of fact in dispute. Indeed, it would be difficult for 

there to be any such dispute since Defendant has made absolutely no effort to defend or make an 

appearance at any stage of this litigation, despite having been personally served with the Summons and 

Complaint on October 2, 2008. 
 
Nevertheless, because Defendant reportedly asserted to an ASCAP representative that he believed the 

responsibility for obtaining permission, or a license, to perform copyrighted musical material rests with 

bands that perform at his establishment, the Court will address that issue. 
 
There seems to be no dispute among courts that a person can, in certain circumstances, be found to have 

infringed a copyright based on the acts of another. See Metro-Goldtwyn-Mayer Studios, Inc. v. Grokster, 

Ltd., 545 U.S. 913, 125 S.Ct. 2764, 2776, 162 L. Ed. 2d 781 (2005) (recognizing secondary liability under 

copyright act); Sony Corp, v. Universal City Studios, Inc., 464 U.S. 417, 435, 104 S. Ct. 774, 78 L. Ed. 2d 

574 (1984) (noting existence of vicarious liability in the copyright context despite absence of express 

language in copyright statute); 17 U.S.C. § 106 (copyright owner has exclusive right "to authorize" use). 
One category of such secondary liability is vicarious liability. Vicarious liability generally exists when 

two elements are present. Nimmer on Copyright, § 12.04[A][2] (2008). First, a defendant must possess 

                                                           
1  While there are exemptions in the Copyright Act that permit restaurants and similar establishments to play music from radios 

for their customers in certain narrowly-defined circumstances, we are not dealing with that situation here. See 17 U.S.C. § 110(5); 

Cass County Music Co. v. Muedini, 55 F.3d 263, 266 (7th Cir.1995). There are also limited exemptions in the Copyright Act for 

nonprofit performance of music. 17 U.S.C. § 110(4). However, “a profit-making enterprise which publicly performs copyrighted 

musical compositions is deemed to do so for profit.” Major Bob Music v. Stubbs, 851 F.Supp. 475, 480 (S.D.Ga.1994). 

Furthermore, “an enterprise is considered to be ‘profit-making’ even if it never actually yields a profit.” Id. There is no suggestion 

in the record before the Court that Defendant was operating a nonprofit establishment. 
 
 

https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=1994108100&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
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the right and ability to supervise the infringing conduct. Second, the defendant must have "an obvious and 

direct financial interest in the exploitation of copyrighted material." Shapiro, Bernstein & Co. v. H. L. 

Green Co., 316 F.2d 304, 307 (2d Cir. 1963); see Pinkham v. Sara Lee Corp., 983 F.2d 824, 834 (8th Cir. 

1992). Each element must be demonstrated to render a defendant vicariously liable. Broad. Music, Inc. v. 

Behulak, 651 F. Supp. 57, 60 (M.D. Fla. 1986). While lack of knowledge that the primary actor is actually 

engaged in infringing activity is not a defense where both elements are satisfied, Shapiro, 316 F.2d at 307-
08, absence of scienter may affect the remedies available. See Nelson-Salabes, Inc. v. Morningside Dev., 

LLC, 284 F.3d 505, 517 (4th Cir. 2002) (while related defendants are not always jointly liable for total 

profits realized by all defendants, but are rather individually liable for their own respective profits, 

defendants engaged in joint venture or similar enterprise may be jointly liable). 
 
In this case, the facts taken as admitted from the Complaint show that Defendant owns and/or operates the 

establishment where the copyright infringement took place. Furthermore, the Jones affidavit corroborates 

the facts already admitted by virtue of Defendant's failure to respond to the Complaint. Therefore, the 

record before the Court establishes that the Defendant possessed the right and ability to supervise the 

infringing conduct. The facts before the Court, as admitted, also reflect that the infringing music was 

being performed at Defendant's restaurant/pub for entertainment purposes, thus giving Defendant an 

obvious and direct financial interest in the exploitation of copyrighted material. Major Bob Music, 851 F. 

Supp. at 480. Even when a restaurant proprietor instructs band members not to perform copyrighted 

music at his establishment, or inserts a provision to that effect in the band's contract, such proprietor 

cannot escape vicarious liability when he has a right to supervise and a financial interest in such 

performance. Swallow Turn Music v. Wilson, 831 F. Supp. 575, 579 (E.D. Tex. 1993) (citing cases); see 

Shapiro, 316 F.2d at 308 (noting strict liability applicable in copyright context). Furthermore, the fact that 

hired performers are mere independent contractors will not absolve a proprietor from vicarious liability. 

Wilson, 831 F. Supp. at 579. 
 
Defendant asserted to ASCAP that the performer has the sole responsibility to obtain permission or a 

license to perform copyrighted material. This argument is without merit. As Defendant was operating an 

ostensibly profit-making establishment, he had a financial interest in the infringing activity. Major Bob 

Music, 851 F. Supp. at 480. Furthermore, Defendant had the right and ability to supervise the infringing 

activity. Despite a year of repeated warnings that he could not permit performers to infringe copyrights of 

ASCAP members, when ASCAP's investigator visited the establishment, he found that Defendant was 

permitting a band to play infringing music. Furthermore, after such visit, when given the opportunity to 

remedy such infringement by responding to ASCAP, Defendant failed to do so. Therefore, his asserted 

defense to ASCAP finds no support in the law or the facts appearing on the record before the Court. 
 
Because Plaintiffs' allegations contain all of the required elements for copyright infringement, because 

such facts are deemed admitted due to Defendant's failure to respond, and because all of the factors 

reviewed above militate in favor of entering default judgment for Plaintiffs, the Court GRANTS 

Plaintiffs' motion for entry of default judgment. 
 

*** 
 

Notes and Questions 
 

1. The Court in EMI April Music, Inc. v. White stated, “[t]he United States Supreme Court recently 

observed that "copyright's purpose is to promote the creation and publication of free expression," 

Eldred v. Ashcroft, 537 U.S. 186. 219, 123 S. Ct. 769, 154 L. Ed. 2d 683 (2003), and that “the 

"philosophy behind copyright . . . is that the public benefits from the efforts of authors to 

introduce new ideas and knowledge into the public domain," and, in order to "encourage such 

efforts, society grants authors exclusive rights in their works for a limited time." Reynolds, 911 



Chapter One    Copyright Infringement                        1.01(a)  Exclusive Rights  

 

 

8 

F.2d at 975. To understand the heart of The Copyright Act, it is important to keep in mind the 

essential purpose and philosophy behind copyright. 
 

2. The Copyright Act provides the owner of the copyright an exclusive right to perform the copyrighted 

work publicly and enables the copyright owner to assign licensing of public performances on their own 

terms. For a discussion of public performance, see Fermata v. Champions, 712 F.Supp. 1257 (S.D. 

Tex. 1989)(See 1.07(b). 
 
3.  Public performance also applies to records played on a jukebox or similar mechanical device.  Swallow 

Turn Music v. Wilson, 831 F.Supp. 575 (E.D. Tex. 1993). 
 
4. The creation of ASCAP as the “music police” is explained in Major Bob Music v. Stubbs, 851 F.Supp 

475, 476 fn. 1, (S.D. Ga. 1994): “ASCAP, a nonprofit organization, was formed by a small group of 

composers in 1914 because those who performed copyrighted music for profit were so numerous and 

wide-spread, and most performances so fleeting, that as a practical matter it was impossible for the 

many individual copyright owners to negotiate with and license the users and to detect unauthorized 

uses. [Therefore,] “ASCAP was organized as a clearinghouse for copyright owners and users to solve 

these problems” associated with the licensing of music. (citations omitted). 
 
As ASCAP operates today, its 55,000 members grant it nonexclusive rights to license nondramatic 

performances of their works, and ASCAP issues licenses and distributes royalties to copyright owners in 

accordance with a schedule reflecting the nature and amount of the use of their music and other factors.... 

[ASCAP] operate[s] primarily through blanket licenses, which give the licensees the right to perform any 

and all of the compositions owned by the members or affiliates as often as the licensees desire for a stated 

term. Fees for blanket licenses are ordinarily a percentage of total revenues or a flat dollar amount and do 

not directly depend on the amount or type of music used. (citations omitted). To protect the compositions 

within its domain, ASCAP has district offices, and the district manager of each office is responsible for 

contacting establishments in the district where music is played and offering the opportunity to obtain an 

ASCAP license. When ASCAP discovers that an establishment is playing musical compositions 

copyrighted by an ASCAP member, the owner of the business is notified of the copyright infringement 

and ASCAP offers to license the entity. (citation omitted). Almost every domestic copyrighted 

composition is in the repertory of either ASCAP or of Broadcast Music, Inc., (“BMI”), another nonprofit 

organization which functions much like ASCAP”. (citation omitted). 
 
The Major Bob Music case also notes that even a bad rendition of a copyrighted song or with slight 

modifications  is copyright infringement:  “Therefore, a demonstration that the works played were exactly 

the same as, or substantially similar to, the copyrighted works is unnecessary. “All that plaintiffs need 

prove is that their works were performed. The degree of similarity to the original is irrelevant if the work 

is held out to be a performance of the copyrighted composition.” Major Bob Music at pg. 479 (citation 

omitted).  An exception to this rule would be in circumstances where the performance could be 

considered as a “parody” of the original.  (See 1.03(b)). 
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AGEE v. PARAMOUNT COMMUNICATIONS, INC., et al. 

59 F.3d 317 (2d Cir. 1995) 
 

JON O. NEWMAN, Chief Judge: 
 
The primary issue presented by this appeal is whether incorporating a copyrighted sound recording into 

the soundtrack of a taped commercial television production infringes the copyright owner's exclusive 

right of reproduction under the Copyright Act of 1976, 17 U.S.C. §§ 106 and 114(b) (1993). We hold that 

it does. 
 
Plaintiff-appellant Michael L. Agee appeals from the June 3, 1994, judgment of the District Court for the 

Southern District of New York (Constance Baker Motley, Judge) granting summary judgment against him 

on his copyright claim against defendants-appellees Paramount Communications, Inc., Paramount 

Pictures, and Paramount Television Group ("Paramount") and the owners of 129 television stations ("TV 

stations"), and dismissing his Lanham Act and unfair competition claims for failure to state a cause of 

action. See 853 F. Supp. 778 (S.D.N.Y. 1994). Paramount copied portions of Agee's sound recording to 

make the audio track of a segment of a television program, and transmitted the program to the TV 

stations, which in turn made their own copies for transmission to the viewing public. 
 
We conclude that Paramount violated Agee's exclusive right of reproduction when it copied his sound 

recording on tape as part of the television program's soundtrack. However, we find that the copies of the 

program, including the duplicated portions of Agee's work, made by the TV stations are protected by the 

statute's "ephemeral recording" exemption, see 17 U.S.C. § 112. We agree with the dismissal of Agee's 

Lanham Act and unfair competition claims. We therefore affirm in part, reverse in part, and remand. 
 

I. Background 
 
Plaintiff-appellant Michael L. Agee, a California resident, is proprietor of L&H Records, a music 

recording studio located in California. Through L&H Records, Agee owns copyrights in two sound 

recordings, "Laurel and Hardy's Music Box" ("Music Box") and "Laurel and Hardy's Music Box: 

Volume II" ("Music Box-Two"). Agee does not own the copyright in the musical compositions embodied 

in these sound recordings. 
 
Defendant-appellee Paramount Communications, Inc. is a Delaware corporation whose principal place of 

business is California. Defendants-appellees Paramount Pictures and Paramount Television Group are 

divisions of Paramount. Paramount Pictures produces the daily, half-hour news magazine television 

program Hard Copy and transmits it to independently owned and operated television stations for 

broadcast nationwide. 
 
Paramount copied portions of three songs from Agee's "Music Box-Two," entitled "Ku-Ku," "Cops," and 

"The Donkey's Ears," to make the audio track of a four-minute segment of its Hard Copy feature called 

"Caught on Tape." After duplicating parts of the recording, Paramount created an audiovisual work that 

timed or "synchronized" portions of the duplicated recording to visual images showing two young men 

engaged in an unsuccessful burglary attempt. 
 
Paramount recorded the "Caught on Tape" feature on February 15, 1993, and integrated it into the Hard 

Copy program for satellite transmission to the TV stations for airing the next day. Portions of the feature, 

including Agee's recording, were also included in the opening and closing credits of the program. In 

addition, Paramount produced and transmitted to the TV stations a promotional commercial excerpted 

from the program, again including Agee's copyrighted work. The TV stations made their own copies of 
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the program and the commercial and broadcast them to the public. Paramount neither sought nor obtained 

a license from Agee for the use of his recording, nor did it refer to him in the program's credits. 
 
On September 10, 1993, Agee brought a copyright infringement action against Paramount and the TV 

stations for the unauthorized copying and synchronization of the songs from his sound recording, creation 

of a derivative work, and distribution or publication of that work to the public. Agee also alleged that 

defendants had engaged in unfair competition and that Paramount's use of his recording violated section 

43(a) of the Lanham Act. 
 
Agee moved by order to show cause for a temporary restraining order on November 19, 1993, seeking a 

preliminary injunction prohibiting the TV stations from rebroadcasting and Paramount from 

retransmitting the tape. The temporary restraining order was granted and then dissolved on the same day 

upon defense counsel's oral representation that the program would not be broadcast again. Thereafter, and 

prior to any discovery, Paramount and the TV stations moved for dismissal of the complaint and, 

alternatively, for summary judgment. 
 
The District Court granted defendants' motion, dismissing Agee's state law and Lanham Act claims, and 

granting summary judgment on the copyright infringement claim after concluding that defendants had not 

infringed any of Agee's exclusive rights under the Copyright Act, which include the right to (1) reproduce 

the sound recording, (2) prepare a derivative work based upon the sound recording, and (3) distribute 

copies of the sound recording to the public. See 17 U.S.C. §§ 106, 114(b) (1993). 
 
With respect to the exclusive right to reproduce a copyrighted sound recording, the District Court held 

that although the synchronization or "synch" right (i.e., the right to use recorded music in synchronization 

with visual images on the soundtrack of a television program or motion picture) had been held to be a 

subset of a music publisher's right to reproduce his work, see, e.g., Angel Music, Inc. v. ABC Sports, Inc., 

631 F. Supp. 429, 433 n.4 (S.D.N.Y. 1986), such a synch right was not part of the sound recording 

copyright owner's exclusive reproduction right, which was more limited. See 853 F. Supp. at 786-87. 

Rather, the Copyright Act proscribed only the "unauthorized sale or public distribution" of phonorecords 

or audiovisual works containing Agee's sound recordings, "which did not happen in this case." Id. at 787. 
In addition, the District Court concluded that Paramount had not violated Agee's exclusive right to 

prepare derivative works from his recording because there was "no evidence that the sounds in [Agee's] 

recording were remixed, or that additional lyrics or musical variations were added, or that defendant took 

his recording and transformed it into a new original work." Id. at 788-89. 
 
The District Court also held that Paramount's "transmission" of Hard Copy, together with Agee's sound 

recording, to the TV stations and the TV stations' transmission of the program to the public did not 

amount to "distributions" of copies of Agee's recording to the public, but were simply public 

"performances" of that recording. Because sound recording copyright owners do not have exclusive 

performance rights, see 17 U.S.C. § 114(a), these transmissions did not infringe Agee's rights. 853 F. 

Supp. at 789. 
 
Additionally, the District Court noted that the TV stations' copies of the program were protected under the 

"ephemeral recording" exemption, 17 U.S.C. § 112, which permits "transmitting organizations" with the 

right to transmit any work to make a single copy of a particular program embodying the work if certain 

prerequisites are satisfied. 853 F. Supp. at 789-90. 
 
Finally, the District Court found that Agee had failed to state a cause of action under either the Lanham 

Act or unfair competition law. Agee's complaint did not allege that Paramount had misrepresented the 

source of the music used in the "Caught On Tape" segment or that it possessed a copyright in Agee's 

sound recordings. Rather, Agee's Lanham Act claim arose "from the same basic facts which support his 
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failed copyright claim -- defendants' alleged unauthorized use of his sound recording in their television 

program without paying him a royalty or recognizing him in the credits to the program." Id. at 791. As to 

the unfair competition claim, the District Court found that Agee had failed to plead facts or introduce 

evidence that his record sales or licensing revenues had been affected by defendants' use of his sound 

recording. Id. 
 
This appeal followed. 

II. Discussion 
 
Paramount's duplication and transmission of Agee's sound recording as part of the soundtrack of Hard 

Copy, and the TV stations' subsequent duplication and transmission of that program to the viewing public, 

are far removed from the record piracy that prompted Congress to enact legislation protecting sound 

recording copyright owners. That legislation is in some respects quite limited, denying owners of 

copyrights in sound recordings certain exclusive rights that are available to music publishers or to owners 

of copyrights in the underlying musical compositions. 
 
Nevertheless, applying de novo review, see Longo v. Shore & Reich, Ltd., 25 F.3d 94, 96 (2d Cir. 1994), 

we conclude that Paramount's use of Agee's sound recording infringed his exclusive right to reproduce his 

work, notwithstanding the fact that the Hard Copy program containing his recording was broadcast only 

once and was not distributed to the public for sale or rental. However, we find no violation of Agee's 

exclusive right to distribute copies of his sound recording to the public. Moreover, although Paramount 

might have infringed Agee's exclusive right to prepare derivative works, we need not resolve that question 

because such an infringement would not expand Paramount's liability or alter our conclusion that the TV 

stations' duplication and broadcast of Agee's work was protected by the ephemeral recording exemption. 
 

A. Copyright Claim 
 

Statutory Background 
 
Section 106 of the Copyright Act of 1976 gives owners of copyrights in most works the exclusive right to 

reproduce the copyrighted work in copies or phonorecords, to prepare derivative works based upon the 

copyrighted work, to distribute copies or phonorecords of the copyrighted work to the public by sale or 

other transfer of ownership, or by rental, lease, or lending, to perform the work publicly, and to display 

the work publicly. 17 U.S.C. § 106. However, with respect to copyrights in sound recordings, which the 

Act defines as "works that result from the fixation of a series of musical, spoken, or other sounds," Id. § 

101, the Act confers more limited rights. Only the rights of reproduction, preparation of derivative works, 

and distribution of copies are conferred, and a performance right is explicitly not conferred. Id. § 114(a). 

Moreover, the rights that are conferred are more limited than in the case of other works. 
 
The reproduction right is limited to the right "to duplicate the sound recording in the form of 

phonorecords, or of copies of motion pictures and other audiovisual works, that directly or indirectly 

recapture the actual sounds fixed in the recording." Id. § 114(b) (emphasis added). The derivative work 

right is limited to the right "to prepare a derivative work in which the actual sounds fixed in the sound 

recording are rearranged, remixed, or otherwise altered in sequence or quality." Id. 
 
Also pertinent to our inquiry in this case is the exemption that section 114 extends to broadcasters for 

"ephemeral recordings." Specifically, it is not an infringement for a "transmitting organization entitled to 

transmit to the public a performance or display of a work, under a license or transfer of the copyright or 

under the limitations on exclusive rights in sound recordings specified by section 114(a), to make no more 

than one copy or phonorecord of a particular transmission program embodying the performance or 

display." Id. § 112(a). 
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To be eligible for this exemption, a "transmitting organization" must satisfy three conditions: (1) the copy 

must be used solely by the transmitting organization that made it, and no further copies can be reproduced 

from it; (2) the copy must be used "solely for the transmitting organization's own transmissions within its 

local service area, or for purposes of archival preservation or security"; and (3) unless preserved 

exclusively for archival purposes, the copy must be destroyed within six months from the date the 

program was first transmitted to the public. 
 

1. Reproduction Right. 
 
Congress's primary intention in granting sound recording copyright owners the exclusive right of 

reproduction was to prevent the unauthorized duplication of sound recordings that was causing substantial 

losses in the recording industry. See United States v. Taxe, 380 F. Supp. 1010, 1014 (C.D. Cal. 1974) 

("The legislative history of the [Sound Recording Amendment of 1971] indicates that its intent was to put 

record 'pirates' out of business."), aff'd, 540 F.2d 961 (9th Cir. 1976), cert. denied, 429 U.S. 1040, 50 L. 

Ed. 2d 751, 97 S. Ct. 737 (1977). Indeed, the impetus behind the Sound Recording Amendment, which 

was largely incorporated into the Copyright Act, was the perceived need to prevent "widespread 

unauthorized reproduction of phonograph records and tapes." H.R. Rep. No. 487, 92nd Cong., 1st Sess. at 

1 (1971) ("House Report"). 
 
Nevertheless, as amicus Register of Copyrights observes, the statutory language pertaining to the sound 

recording reproduction right is broad enough to include a synch right, which would require a producer to 

obtain authorization from the owner of a sound recording before reproducing that recording in the 

soundtrack of an audiovisual work. See 17 U.S.C. § 114(b). 
 
In addition, the legislative history indicates that Congress intended to proscribe the unauthorized 

duplication of sound recordings in the soundtrack of audiovisual works. See House Report at 106 

(infringement of copyright owner's reproduction right takes place "whenever all or any substantial portion 

of the actual sounds that go to make up a copyrighted sound recording are reproduced in phonorecords . . . 

by reproducing them in the soundtrack or audio portion of a motion picture or other audiovisual work"). It 

thus appears that although the sound recording legislation was enacted primarily to combat piracy, that 

legislation, in its terms and its intent, is broad enough to cover some forms of reproduction even in 

situations where copies are not distributed to the public. The District Court considered a synch right to be 

an extension of the reproduction right defined by section 114(b). 853 F. Supp. at 787. We disagree. A 

synchronization of previously recorded sounds onto the soundtrack of an audiovisual work is simply an 

example of the reproduction right explicitly granted by section 114(b) to the owner of rights in a sound 

recording. 
 
Moreover, the Copyright Act specifically permits certain entities to reproduce sound recordings in 

soundtracks, provided that copies of the programs containing those recordings are not distributed to the 

public. For example, Congress provided in section 114(b) that noncommercial broadcasting entities have 

the right to include sound recordings in educational radio and television broadcasts, and may distribute 

and transmit copies or phonorecords as long as "copies or phonorecords of said programs are not 

commercially distributed by or through public broadcasting entities to the general public." 17 U.S.C. § 

114(b). The plain implication of section 114(b) is that commercial entities like Paramount may not 

reproduce sound recordings on soundtracks of audiovisual works, whether or not the reproduction 

involves synchronization. 
 
Paramount acknowledges that its use of Agee's sound recordings in conjunction with visual images was 

technically a "reproduction," but argues that the pre-recording of the Hard Copy soundtrack with Agee's 

recorded sounds was purely "incidental" to a single, tape-delayed television performance -- the 

technological equivalent of a live broadcast. 
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Paramount observes that it could have played Agee's recording, in synchronization with the video tape, as 

part of a live performance of Hard Copy without infringing Agee's reproduction right.2 Just as recording a 

television program for later viewing permits a home viewer to shift the effective time of the performance, 

see Sony Corp. v. Universal City Studios, 464 U.S. 417, 429, 78 L. Ed. 2d 574, 104 S. Ct. 774 (1984), 

duplicating Agee's recording onto the soundtrack of an audiovisual work merely permitted Paramount to 

shift the time of the recording's broadcast to viewers.3 Paramount asserts that no copies of the program 

containing Agee's recording were made for distribution or sale. 
 
In Sony, the Supreme Court held that consumers were not infringing copyrights in broadcast programs 

when taping television shows for later viewing. Id. at 447-55. In concluding that this recording was a fair 

use of the copyright, the Court noted that the work was transmitted free of charge over the broadcast 

airwaves, and the copy was a "time-shifting" one. Id. at 449. No evidence indicated that a consumer had 

published or otherwise attempted to profit from a time-shifting copy. Id. The nature of a televised 

copyrighted audiovisual work and the fact that time-shifting merely enabled viewers to view at a later 

time works that they had previously been invited to watch rebutted the presumption that reproducing a 

copyrighted work in its entirety was unfair. Id. at 449-50. In addition, the Court held that time-shifting 

reproductions had no demonstrable effect upon the potential market for, or the value of, a copyrighted 

work, and that time-shifting yielded societal benefits by expanding public access to broadcast television 

programs. Id. at 454. 
 
We need not decide in this case whether all copying of sound recordings, including commercial copying 

solely for time-shifting purposes, infringes the copyright owner's exclusive right of reproduction, because 

Paramount's duplication and synchronization of Agee's sound recording were designed to achieve more 

than a time-shifted performance of that recording. Paramount derived independent commercial value from 

copying Agee's sound recording because that reproduction not only shifted the timing of performance but 

actually enhanced the performance by ensuring that there would be no mistakes in the synchronized 

program broadcast to viewers. Reproducing Agee's recording in the soundtrack of Hard Copy also 

enabled Paramount to preserve the program intact for possible distribution or re-broadcast at a later date. 
Indeed, Paramount's characterization of its reproduction as merely a time-shifted performance is belied by 

the additional copies and uses Paramount made of the taped synchronization. In addition to copying 

Agee's sound recording as part of its synchronization of the recording with the "Caught On Tape" 

segment, Paramount incorporated a portion of the "Caught On Tape" segment, including Agee's 

copyrighted work, into a promotion of the next day's program and also prepared a commercial that 

contained a portion of the segment along with Agee's recording. Although Paramount has not distributed 

copies of Hard Copy to the public or impaired the market for Agee's sound recording in any obvious 

sense, 4  its uses of its taped program suggest the value to Paramount, apart from time-shifting, of 

reproducing Agee's work. 
 
                                                           
2  This would have been a synchronization of the sound recording with visual images without a reproduction of that recording. 

One could imagine a producer purchasing a sound recording, attaching the audio tape alongside a videotape containing visual 

images he has already assembled, and showing this “work” in theaters or on television. By this means, not a single copy or 

reproduction of the musical work would be made despite a synchronization taking place. In practice, of course, most 

synchronizations typically involve duplication of the sound recording onto the soundtrack of the audiovisual work. 
3  At approximately noon California time each weekday, Paramount transmits that day's Hard Copy program to the TV stations by 

satellite. The TV stations record the program from the satellite signal for broadcast later that day in their respective time zones. In 

a similar manner, the network evening news programs are transmitted by satellite to local television stations, many of which tape 

their programs for broadcast later that day. 
4  Unlike the individual who duplicates a sound recording to avoid the cost of purchasing another copy or to sell unauthorized 

copies, Paramount’s duplication of Agee’s recroding for purposes of making the soundtrack of its program was not designed to 

avoid purchasing another copy or sell copies of the recording.  In this sense, Paramount did not affect the market for Agee’s 

sound recording or deprive Agee of revenue for the sale of his recording.  Nevertheless, duplication enabled Paramount to 

accomplish more than simply delay the timing of the performance. 
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In short, Paramount purchased Agee's sound recording but made no attempt to obtain a license for its 

reproduction in the soundtrack of its program. It therefore infringed Agee's sound recording at the 

moment it put portions of his recording on tape to make a segment of Hard Copy. Its incorporation of the 

sound recording without permission violated Agee's reproduction right.  
 

3. Distribution Right. 
 
Agee contends that Paramount infringed his exclusive right to distribute his sound recording when it 

transmitted Hard Copy, including his work, by satellite to the TV stations because such a transmission 

constituted a distribution of one or more copies of his recording "to the public" under 17 U.S.C. § 106(3). 

His contention is meritless. 
 
The Copyright Act provides no definition of "distribution." As Agee observes, however, at least one court 

has concluded that the distribution right is essentially synonymous with the exclusive right of 

"publication" referred to in the 1909 Copyright Act. See Ford Motor Co. v. Summit Motor Products, Inc., 

930 F.2d 277, 299 (3d Cir. 1991). See also House Report at 102 ("Clause (3) of section 106 established 

the exclusive right of publication."). The 1976 Act defines "publication" as "the distribution of copies or 

phonorecords of a work to the public by sale or other transfer of ownership, or by rental, lease, or 

lending." 17 U.S.C. § 101. In addition, "the offering to distribute copies or phonorecords to a group of 

persons for purposes of further distribution, public performance, or public display, constitutes 

"publication." Id. 
 
We find no basis for concluding that Paramount's transmission of Agee's recording to viewers via the TV 

stations, rather than directly, was a "distribution." In a slightly different context, a number of courts have 

held that "transmissions by a cable network or service to local cable companies who in turn transmit to 

individual cable subscribers constitute 'public performances' by the network under [the Copyright Act]." 

Coleman v. ESPN, Inc., 764 F. Supp. 290, 294 (S.D.N.Y. 1991); see also David v. Showtime/The Movie 

Channel, Inc., 697 F. Supp. 752, 759 n.3 (S.D.N.Y. 1988) (transmission to cable operator by cable 

programmer is public performance under Copyright Act); WGN Continental Broadcasting Co. v. United 

Video, Inc., 693 F.2d 622, 625 (7th Cir. 1982). 
 
Treating such satellite transmissions as public performances protects music publishers and owners of 

copyrights in musical compositions, who have exclusive performance rights under the Copyright Act; 

otherwise, producers and networks could avoid liability by relying on local stations to perform a 

copyrighted work. See David v. Showtime/The Movie Channel, Inc., 697 F. Supp. at 759 ("Congress 

apparently did not anticipate the eventual proliferation of organizations such as SMC who 'broadcast' their 

programs to the public indirectly, through local cable companies who pass the signal along to their 

individual customers."). 
 
By contrast, in transmitting Hard Copy, along with Agee's recording, to the TV stations for transmission 

to the public, Paramount was not attempting to evade liability for performing Agee's copyrighted work 

because Paramount itself had the right to perform that work. 
 
It is clear that merely transmitting a sound recording to the public on the airwaves does not constitute a 

"distribution"; otherwise, sound recording copyright owners would have the performance rights expressly 

denied to them under the statute. For this reason, distribution is generally thought to require transmission 

of a "material object" in which the sound recording is fixed: a work that is of "more than transitory 

duration." See 17 U.S.C. § 101 (defining "copy"); David Nimmer & Melville B. Nimmer, 2 Nimmer on 

Copyright, § 8.11[A] (1993) (distribution right is right "publicly to sell, give away, rent or lend any 

material embodiment of copyrighted work). See also House Report at 138 ("any form or dissemination in 
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which a material object does not change hands -- performances or displays on television, for example -- is 

not a publication no matter how many people are exposed"). 
 
Although we are unwilling to say that disseminations must always be in physical form to constitute 

"distributions," see, e.g., Playboy Enterprises, Inc. v. Frena, 839 F. Supp. 1552 (M.D. Fla. 1993) 

(unauthorized uploading of copyrighted images onto computer bulletin board with knowledge that images 

would be downloaded by other bulletin board subscribers), in the broadcasting context, the distinction 

between material and non-material embodiments, and the fact that Paramount, like most television and 

radio broadcasting networks, transmitted its program for broadcast to the public, are relevant factors in 

determining whether Paramount engaged in broadcasting rather than distribution. We conclude that 

Paramount's transmission of Agee's recording constituted a performance of that recording and not a 

distribution. 
 
4. Ephemeral Recording Exemption. The District Court found the ephemeral recording exemption, see 17 

U.S.C. § 112(a), applicable to both Paramount and the TV stations. This exemption permits "transmitting 

organizations," defined as broadcasting networks or local broadcasters, see House Report at 102, to make 

a single copy of a copyrighted work to facilitate their broadcast, provided certain prerequisites are met. 

Paramount now concedes that it is ineligible for this exemption because it is a program supplier rather 

than a broadcaster, and thus is not a "transmitting organization" under the statute. However, appellees 

contend that the exemption applies to the TV stations and thus protects the TV stations' copying and 

broadcast of Agee's recording. 
 
There is no dispute that the TV stations are "transmitting organizations" for purposes of section 112(a). 

The TV stations also appear to have complied with the preconditions for invoking the ephemeral 

recording exemption, see 17 U.S.C. § 112(a), because they made a single copy of the program containing 

Agee's sound recording, used this copy solely for their own transmission in their service area, and, 

pursuant to their contract with Paramount, had to destroy their tape or return it to Paramount. 
 
Agee contends, however, that the TV stations are not entitled to the ephemeral recording exemption 

because they copied and broadcast an unauthorized reproduction or derivative work containing Agee's 

sound recording. This contention is arguably supported by the language of section 112(a), which allows 

transmitting organizations to make a copy of a copyrighted work only if they are "entitled to transmit to 

the public a performance or display of a work, under a license or transfer of the copyright or under the 

limitations on exclusive rights in sound recordings specified by section 114(a)." Id., § 112(a). According 

to Agee, because the Hard Copy program was "tainted" by Paramount's unauthorized use of his work, the 

TV stations could not copy or perform the program without first obtaining Agee's permission. See House 

Report at 102 ("unless all [limitations on the scope of the ephemeral recording privilege] are met the 

making of an 'ephemeral recording' becomes fully actionable as an infringement"). 
 
We reject this argument, despite its surface plausibility and despite the fact that Paramount reproduced, 

and perhaps also prepared a derivative work based upon, Agee's recording. Because Agee has no 

exclusive performance rights, see 17 U.S.C. § 114(a), the TV stations were entitled to broadcast his 

recording without his consent. Nothing in the statute would prohibit the TV stations from also 

broadcasting a reproduction of Agee's sound recording since, like Paramount's transmission of its 

program to the TV stations, such a broadcast would still constitute a "performance." Had the TV stations 

themselves purchased Agee's sound recording, copied it, and then broadcast the recording to the public 

using the copy, they would have been at most liable for the duplication and not for the broadcast. The fact 

that Paramount, rather than the TV stations, reproduced Agee's recording does not alter the result. 
 
The TV stations also would have been entitled to perform a derivative work that Paramount had created 

using Agee's sound recording. The statute states only that sound recording copyright owners have the 
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exclusive right to "prepare" derivative works, see 17 U.S.C. § 114(b); it says nothing about the right to 

perform such works. Although some performances might create a derivative work (e.g., an improvised  

performance that recasts or remixes a sound recording), in this case, it was Paramount who prepared the 

work, with the TV stations merely broadcasting that work to the public. 
  
Because the TV stations had the right to broadcast Agee's reproduced or altered sound recording "under 

the limitations on exclusive rights in sound recordings specified by section 114(a)," the stations are 

protected by the ephemeral recording exemption. 
 

III. Conclusion 
 
For the reasons set forth above, we affirm the dismissal of Agee's Lanham Act and state law claims as 

well as the grant of summary judgment in favor of the TV stations. With respect to Agee's claim of 

copyright infringement, we reverse the grant of summary judgment in favor of Paramount, and, because 

no genuine issues of material fact exist with respect to that claim, direct the entry of summary judgment 

for the plaintiff on the issue of Paramount's liability for copyright infringement, and we remand for 

determination of appropriate relief. 
 

 
Notes and Questions 
 
1. What is the difference between the rights conferred to owners of most copyrights and those given to 

owners of copyrights in sound recordings only? 
 
2.  What are ways which infringement of a copyright owner’s right of reproduction can take place? 
 
3. The Court points out that Paramount “derived independent commercial value from copying Agee's 

sound recording.” Why is this fact important to the copyright infringement analysis? 
 
4.  Which exclusive right under §106 is impacted by synchronization? 
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1.02   Proof of Copyright Infringement 

 
 
In music litigation, copyright infringement is usually established through circumstantial as opposed to 

direct evidence.  Except in the case of “sampling” [See section 1.03(a)], and Fair Use, [section 1.03(b)], 

the defendant will rarely admit to copying the plaintiff’s work.  It falls to the plaintiff to show through 

circumstantial evidence that the work was copied.  Yet copying the work is just the beginning.   The 

plaintiff must also show that enough was taken to constitute unlawful appropriation.  Another way to 

think of this element is by asking the question:  Did the defendant steal enough?  The cases that follow 

discuss the basic elements of copyright infringement and the challenges presented in proving it. 
 

 

17 USC § 106 - Exclusive rights in copyrighted works 
 
Subject to sections 107 through 122, the owner of copyright under this title has the exclusive rights to do 
and to authorize any of the following:  
 

(1) to reproduce the copyrighted work in copies or phonorecords;  
 
(2) to prepare derivative works based upon the copyrighted work;  
 
(3) to distribute copies or phonorecords of the copyrighted work to the public by sale or other trans-

fer of ownership, or by rental, lease, or lending;  
 
(4) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and motion pic-

tures and other audiovisual works, to perform the copyrighted work publicly;  
 
(5) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and pictorial, 

graphic, or sculptural works, including the individual images of a motion picture or other audiovisual 
work, to display the copyrighted work publicly; and  

 
(6) in the case of sound recordings, to perform the copyrighted work publicly by means of a digital 

audio transmission.  
 

 
 

http://www.law.cornell.edu/uscode/text/17/107
http://www.law.cornell.edu/uscode/text/17/122
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1.02(a)   Basic Elements of Copyright Infringement 

 
 

 
THREE BOYS MUSIC CORPORATION v. MICHAEL BOLTON 

376 F.3d 792 (9th Cir. 2000) 
 
 
D.W. NELSON, Circuit Judge 
 
In 1994, a jury found that Michael Bolton's 1991 pop hit, "Love Is a Wonderful Thing," infringed on the 

copyright of a 1964 Isley Brothers' song of the same name. The district court denied Bolton's motion for a 

new trial and affirmed the jury's award of $5.4 million. 
 
Bolton, his co-author, Andrew Goldmark, and their record companies ("Sony Music") appeal, arguing that 

the district court erred in finding that: (1) sufficient evidence supported the jury's finding that the 

appellants had access to the Isley Brothers' song; (2) sufficient evidence supported the jury's finding that 

the songs were substantially similar; (3) subject matter jurisdiction existed based on the Isley Brothers 

registering a complete copy of the song; (4) sufficient evidence supported the jury's attribution of profits 

to the infringing elements of the song; (5) Sony Music could not deduct its tax liability; and (6) the 

appellants' motion for a new trial based on newly discovered evidence was unwarranted. 
 
We affirm. 

I. BACKGROUND 
 
The Isley Brothers, one of this country's most well-known rhythm and blues groups, have been inducted 

into the Rock and Roll Hall of Fame. They helped define the soul sound of the 1960s with songs such as 

"Shout," "Twist and Shout," and "This Old Heart of Mine," and they mastered the funky beats of the 

1970s with songs such as "Who's That Lady," "Fight the Power," and "It's Your Thing." In 1964, the Isley 

Brothers wrote and recorded "Love is a Wonderful Thing" for United Artists. The Isley Brothers received 

a copyright for "Love is a Wonderful Thing" from the Register of Copyrights on February 6, 1964. The 

following year, they switched to the famous Motown label and had three top-100 hits including "This Old 

Heart of Mine." 
 
Hoping to benefit from the Isley Brothers' Motown success, United Artists released "Love is a Wonderful 

Thing" in 1966. The song was not released on an album, only on a 45-record as a single. Several industry 

publications predicted that "Love is a Wonderful Thing" would be a hit - "Cash Box" on August 27, 1966, 

"Gavin Report" on August 26, 1966, and "Billboard" on September 10, 1966. On September 17, 1966, 

Billboard listed "Love is a Wonderful Thing" at number 110 in a chart titled "Bubbling Under the Hot 

100." The song was never listed on any other Top 100 charts. In 1991, the Isley Brothers' "Love is a 

Wonderful Thing" was released on compact disc. See Isley Brothers, The Isley Brothers - The Complete 

UA Sessions, (EMI 1991). 
 
Michael Bolton is a singer/songwriter who gained popularity in the late 1980s and early 1990s by 

reviving the soul sound of the 1960s. Bolton has orchestrated this soul-music revival in part by covering 

old songs such as Percy Sledge's "When a Man Love a Woman" and Otis Redding's "(Sittin' on the) Dock 

of the Bay." Bolton also has written his own hit songs. In early 1990, Bolton and Goldmark wrote a song 

called "Love Is a Wonderful Thing." Bolton released it as a single in April 1991, and as part of Bolton's 
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album, "Time, Love and Tenderness." Bolton's "Love Is a Wonderful Thing" finished 1991 at number 49 

on Billboard's year-end pop chart. 
 
On February 24, 1992, Three Boys Music Corporation filed a copyright infringement action for damages 

against the appellants under 17 U.S.C. §§ 101 et seq. (1988). The parties agreed to a trifurcated trial. On 

April 25, 1994, in the first phase, the jury determined that the appellants had infringed the Isley Brothers' 

copyright. At the end of second phase five days later, the jury decided that Bolton's "Love Is a Wonderful 

Thing" accounted for 28 percent of the profits from "Time, Love and Tenderness." The jury also found 

that 66 percent of the profits from commercial uses of the song could be attributed to the inclusion of 

infringing elements. On May 9, 1994, the district court entered judgment in favor of the Isley Brothers 

based on the first two phases. 
 
The deadline for post-trial motions was May 25, 1994. On that day, the appellants filed a motion for 

judgment as a matter of law and a motion for new trial. The district court denied the motions on August 

11, 1994. On June 8, 1994, the appellants filed a second motion for new trial based on newly discovered 

evidence on the issue of copyright ownership. The district court dismissed this motion as untimely. 
 
On December 5, 1996, the district court adopted the findings of the Special Master's Amended Report 

about the allocation of damages (third phase). In the final judgment entered against the appellants, the 

district court ordered Sony Music to pay $ 4,218,838; Bolton to pay $ 932,924; Goldmark to pay 

$220,785; and their music publishing companies to pay $ 75,900. They timely appealed. 
 

II. DISCUSSION 
 
Proof of copyright infringement is often highly circumstantial, particularly in cases involving music. A 

copyright plaintiff must prove (1) ownership of the copyright; and (2) infringement - that the defendant 

copied protected elements of the plaintiff's work. See Smith v. Jackson, 84 F.3d 1213, 1218 (9th Cir. 

1996) (citation omitted). Absent direct evidence of copying, proof of infringement involves fact-based 

showings that the defendant had "access" to the plaintiff's work and that the two works are "substantially 

similar." Id. 
* * * 

 
We affirm the jury's verdict in this case in light of the standard of review and copyright law's "guiding 

principles." Although we will address each of the appellant's arguments in turn, we focus on access 

because it is the most difficult issue in this case. Our decision is predicated on judicial deference - finding 

that the law has been properly applied in this case, viewing the facts most favorably to the appellees, and 

not substituting our judgment for that of the jury. 
 

A. Access 
 
Proof of access requires "an opportunity to view or to copy plaintiff's work." Sid and Marty Krofft 

Television Prods., Inc. v. McDonald's Corp., 562 F.2d 1157, 1172 (9th Cir. 1977). This is often described 

as providing a "reasonable opportunity" or "reasonable possibility" of viewing the plaintiff's work. 4 

Melville B. Nimmer & David Nimmer, Nimmer on Copyright, § 13.02[A], at 13-19 (1999); Jason v. 

Fonda, 526 F. Supp. 774, 775 (C.D. Cal. 1981), aff'd, 698 F.2d 966 (9th Cir. 1983). We have defined 

reasonable access as "more than a 'bare possibility.'" Jason, 698 F.2d at 967. Nimmer has elaborated on 

our definition: "Of course, reasonable opportunity as here used, does not encompass any bare possibility 

in the sense that anything is possible. Access may not be inferred through mere speculation or conjecture. 

There must be a reasonable possibility of viewing the plaintiff's work - not a bare possibility." 4 Nimmer, 

§ 13.02[A], at 13-19. "At times, distinguishing a 'bare' possibility from a 'reasonable' possibility will 

present a close question." Id. at 13-20.Circumstantial evidence of reasonable access is proven in one of 
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two ways: (1) a particular chain of events is established between the plaintiff's work and the defendant's 

access to that work (such as through dealings with a publisher or record company), or (2) the plaintiff's 

work has been widely disseminated. See 4 Nimmer, § 13.02[A], at 13-20-13-21; 2 Paul Goldstein, 

Copyright: Principles, Law, and Practice § 8.3.1.1., at 90-91 (1989). Goldstein remarks that in music 

cases the "typically more successful route to proving access requires the plaintiff to show that its work 

was widely disseminated through sales of sheet music, records, and radio performances." 2 Goldstein, § 

8.3.1.1, at 91. Nimmer, however, cautioned that "concrete cases will pose difficult judgments as to where 

along the access spectrum a given exploitation falls." 4 Nimmer, § 13.02[A], at 13-22. 
 
Proof of widespread dissemination is sometimes accompanied by a theory that copyright infringement of 

a popular song was subconscious. Subconscious copying has been accepted since Learned Hand 

embraced it in a 1924 music infringement case: "Everything registers somewhere in our memories, and no 

one can tell what may evoke it . . . . Once it appears that another has in fact used the copyright as the 

source of this production, he has invaded the author's rights. It is no excuse that in so doing his memory 

has played him a trick." Fred Fisher, Inc. v. Dillingham, 298 F. 145, 147-48 (S.D.N.Y. 1924). In Fred 

Fisher, Judge Hand found that the similarities between the songs "amounted to identity" and that the 

infringement had occurred "probably unconsciously, what he had certainly often heard only a short time 

before." Id. at 147. 
 
In modern cases, however, the theory of subconscious copying has been applied to songs that are more 

remote in time. ABKCO Music, Inc v. Harrisongs Music, Ltd., 722 F.2d 988 (2d Cir. 1983) is the most 

prominent example. In ABKCO, the Second Circuit affirmed a jury's verdict that former Beatle George 

Harrison, in writing the song "My Sweet Lord," subconsciously copied The Chiffons' "He's So Fine," 

which was released six years earlier. See id. at 997, 999. Harrison admitted hearing "He's So Fine" in 

1963, when it was number one on the Billboard charts in the United States for five weeks and one of the 

top 30 hits in England for seven weeks. See id. at 998. The court found: "the evidence, standing alone, 'by 

no means compels the conclusion that there was access . . . it does not compel the conclusion that there 

was not.'" Id. (quoting Heim v. Universal Pictures Co., 154 F.2d 480, 487 (2d Cir. 1946)). In ABKCO, 

however, the court found that "the similarity was so striking and where access was found, the remoteness 

of that access provides no basis for reversal." Id. Furthermore, "the mere lapse of a considerable period of 

time between the moment of access and the creation of defendant's work does not preclude a finding of 

copying." 4 Nimmer, § 13.02[A], at 13-20 (citing ABKCO, 722 F.2d at 997-98).  
 
The Isley Brothers' access argument was based on a theory of widespread dissemination and subconscious 

copying. They presented evidence supporting four principal ways that Bolton and Goldmark could have 

had access to the Isley Brothers' "Love is a Wonderful Thing": 
 
(1) Bolton grew up listening to groups such as the Isley Brothers and singing their songs. In 1966, Bolton 

and Goldmark were 13 and 15, respectively, growing up in Connecticut. Bolton testified that he had been 

listening to rhythm and blues music by black singers since he was 10 or 11, "appreciated a lot of Black 

singers," and as a youth was the lead singer in a band that performed "covers" of popular songs by black 

singers. Bolton also testified that his brother had a "pretty good record collection." 
 
(2) Three disk jockeys testified that the Isley Brothers' song was widely disseminated on radio and 

television stations where Bolton and Goldmark grew up. First, Jerry Blavitt testified that the Isley 

Brothers' "Love is a Wonderful Thing" was played five or six times during a 13-week period on the 

television show, "The Discophonic Scene," which he said aired in Philadelphia, New York, and Hartford-
New Haven. Blavitt also testified that he played the song two to three times a week as a disk jockey in 

Philadelphia and that the station is still playing the song today. Second, Earl Rodney Jones testified that 

he played the song a minimum of four times a day during an eight to 14 to 24 week period on WVON 

radio in Chicago, and that the station is still playing the song today. Finally, Jerry Bledsoe testified that he 
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played the song on WUFO radio in Buffalo, and WWRL radio in New York was playing the song in New 

York in 1967 when he went there. Bledsoe also testified that he played the song twice on a television 

show, "Soul," which aired in New York and probably in New Haven, Connecticut, where Bolton lived. 
 
(3) Bolton confessed to being a huge fan of the Isley Brothers and a collector of their music. Ronald Isley 

testified that when Bolton saw Isley at the Lou Rawls United Negro College Fund Benefit concert in 

1988, Bolton said, "I know this guy.  I go back with him. I have all his stuff." Angela Winbush, Isley's 

wife, testified about that meeting that Bolton said, "This man needs no introduction. I know everything 

he's done." 
 
(4) Bolton wondered if he and Goldmark were copying a song by another famous soul singer. Bolton 

produced a work tape attempting to show that he and Goldmark independently created their version of 

"Love Is a Wonderful Thing." On that tape of their recording session, Bolton asked Goldmark if the song 

they were composing was Marvin Gaye's "Some Kind of Wonderful."  The district court, in affirming the 

jury's verdict, wrote about Bolton's Marvin Gaye remark: 
 

This statement suggests that Bolton was contemplating the possibility that the work he 

and Goldmark were creating, or at least a portion of it, belonged to someone else, but that 

Bolton wasn't sure who it belonged to. A reasonable jury can infer that Bolton mistakenly 

attributed the work to Marvin Gaye, when in reality Bolton was subconsciously drawing 

on Plaintiff's song. 
 
The appellants contend that the Isley Brothers' theory of access amounts to a "twenty-five-years-after-the-
fact-subconscious copying claim." Indeed, this is a more attenuated case of reasonable access and 

subconscious copying than ABKCO. In this case, the appellants never admitted hearing the Isley Brothers' 

"Love is a Wonderful Thing." That song never topped the Billboard charts or even made the top 100 for a 

single week. The song was not released on an album or compact disc until 1991, a year after Bolton and 

Goldmark wrote their song. Nor did the Isley Brothers ever claim that Bolton's and Goldmark's song is so 

"strikingly similar" to the Isley Brothers' that proof of access is presumed and need not be proven. 
 
Despite the weaknesses of the Isley Brothers' theory of reasonable access, the appellants had a full 

opportunity to present their case to the jury. Three rhythm and blues experts (including legendary Motown 

songwriter Lamont Dozier of Holland-Dozier-Holland fame) testified that they never heard of the Isley 

Brothers' "Love is a Wonderful Thing." Furthermore, Bolton produced copies of "TV Guide" from 1966 

suggesting that the television shows playing the song never aired in Connecticut. Bolton also pointed out 

that 129 songs called "Love is a Wonderful Thing" are registered with the Copyright Office, 85 of them 

before 1964. 
 
The Isley Brothers' reasonable access arguments are not without merit. Teenagers are generally avid 

music listeners. It is entirely plausible that two Connecticut teenagers obsessed with rhythm and blues 

music could remember an Isley Brothers' song that was played on the radio and television for a few 

weeks, and subconsciously copy it twenty years later. Furthermore, Ronald Isley testified that when they 

met, Bolton said, "I have all his stuff." Finally, as the district court pointed out, Bolton's remark about 

Marvin Gaye and "Some Kind of Wonderful" indicates that Bolton believed he may have been copying 

someone else's song. 
 
Finally, with regard to access, we are mindful of Judge Frank's words of caution in Arnstein v. Porter: 

"The judge characterized plaintiff's story as 'fantastic'; and in the light of the references in his opinion to 

defendant's deposition, the judge obviously accepted the defendant's denial of access and copying . . . . 

Yet plaintiff's credibility, even as to those improbabilities, should be left to the jury." Arnstein, 154 F.2d at 

469. In this case, Judge Baird heeded Judge Frank's admonition: 
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This Court is not in a position to find that the only conclusion that a reasonable jury could have reached is 

that Defendants did not have access to Plaintiff's song. One must remember that the issue this Court must 

address is not whether Plaintiff has proven access by a preponderance of evidence, but whether 

reasonable minds could find that Defendants had a reasonable opportunity to have heard Plaintiff's song 

before they created their own song. 
 
Although we might not reach the same conclusion as the jury regarding access, we find that the jury's 

conclusion about access is supported by substantial evidence. We are not establishing a new standard for 

access in copyright cases; we are merely saying that we will not disturb the jury's factual and credibility 

determinations on this issue. 
B. Substantial Similarity 

 
Under our case law, substantial similarity is inextricably linked to the issue of access. In what is known as 

the "inverse ratio rule," we "require a lower standard of proof of substantial similarity when a high degree 

of access is shown." Smith, 84 F.3d at 1218 (citing Shaw v. Lindheim, 919 F.2d 1353, 1361-62 (9th Cir. 

1990); Krofft, 562 F.2d at 1172). Furthermore, in the absence of any proof of access, a copyright plaintiff 

can still make out a case of infringement by showing that the songs were "strikingly similar." See Smith, 

84 F.3d at 1220; Baxter v. MCA, Inc., 812 F.2d 421, 423, 424 n.2 (9th Cir. 1987). 
 
Proof of the substantial similarity is satisfied by a two-part test of extrinsic similarity and intrinsic 

similarity. See Krofft, 562 F.2d at 1164. Initially, the extrinsic test requires that the plaintiff identify 

concrete elements based on objective criteria. See Smith, 84 F.3d at 1218; Shaw, 919 F.2d at 1356. The 

extrinsic test often requires analytical dissection of a work and expert testimony. See Apple Computer, Inc. 

v. Microsoft Corp., 35 F.3d 1435, 1442 (9th Cir. 1994). Once the extrinsic test is satisfied, the factfinder 

applies the intrinsic test. The intrinsic test is subjective and asks "whether the ordinary, reasonable person 

would find the total concept and feel of the works to be substantially similar." Pasillas v. McDonald's 

Corp., 927 F.2d 440, 442 (9th Cir. 1991) (internal quotations omitted). 
 
We will not second-guess the jury's application of the intrinsic test. See Krofft 562 F.2d at 1166 ("Since 

the intrinsic test for expression is uniquely suited for determination by the trier of fact, this court must be 

reluctant to reverse it.") (citations omitted). Furthermore, we will not reverse factual determinations 

regarding the extrinsic test absent a clearly erroneous application of the law. See id. It is well settled that a 

jury may find a combination of unprotectible elements to be protectible under the extrinsic test because 

"'the over-all impact and effect indicate substantial appropriation.'" Id. at 1169 (quoting Malkin v. 

Dubinsky, 146 F. Supp. 111, 114 (S.D.N.Y. 1956)). 
 

1. Evidence of Substantial Similarity 
 
Bolton and Goldmark argue that there was insufficient evidence of substantial similarity because the Isley 

Brothers' expert musicologist, Dr. Gerald Eskelin, failed to show that there was copying of a combination 

of unprotectible elements. On the contrary, Eskelin testified that the two songs shared a combination of 

five unprotectible elements: (1) the title hook phrase (including the lyric, rhythm, and pitch); (2) the 

shifted cadence; (3) the instrumental figures; (4) the verse/chorus relationship; and (5) the fade ending. 

Although the appellants presented testimony from their own expert musicologist, Anthony Ricigliano, he 

conceded that there were similarities between the two songs and that he had not found the combination of 

unprotectible elements in the Isley Brothers' song "anywhere in the prior art." The jury heard testimony 

from both of these experts and "found infringement based on a unique compilation of those elements." We 

refuse to interfere with the jury's credibility determination, nor do we find that the jury's finding of 

substantial similarity was clearly erroneous. 
 
 



Chapter One     Copyright Infringement                          1.02(a)  Basic Elements  

 

 

23 

2. Independent Creation 
 
Bolton and Goldmark also contend that their witnesses rebutted the Isley Brothers' prima facie case of 

copyright infringement with evidence of independent creation. By establishing reasonable access and 

substantial similarity, a copyright plaintiff creates a presumption of copying. The burden shifts to the 

defendant to rebut that presumption through proof of independent creation. See Granite Music Corp. v. 

United Artists Corp., 532 F.2d 718, 721 (9th Cir. 1976). 
 
The appellants' case of independent creation hinges on three factors: the work tape demonstrating how 

Bolton and Goldmark created their song, Bolton and Goldmark's history of songwriting, and testimony 

that their arranger, Walter Afanasieff, contributed two of five unprotectible elements that they allegedly 

copied. The jury, however, heard the testimony of Bolton, Goldmark, Afanasieff, and Ricigliano about 

independent creation. The work tape revealed evidence that Bolton may have subconsciously copied a 

song that he believed to be written by Marvin Gaye. Bolton and Goldmark's history of songwriting 

presents no direct evidence about this case. And Afanasieff's contributions to Bolton and Goldmark's song 

were described by the appellants' own expert as "very common." Once again, we refuse to disturb the 

jury's determination about independent creation. The substantial evidence of copying based on access and 

substantial similarity was such that a reasonable juror could reject this defense. 
 

3. Inverse-Ratio Rule 
 

Although this may be a weak case of access and a circumstantial case of substantial similarity, neither 

issue warrants reversal of the jury's verdict. An amicus brief on behalf of the recording and motion picture 

industries warns against watering down the requirements for musical copyright infringement. This case 

presents no such danger. The Ninth Circuit's inverse-ratio rule requires a lesser showing of substantial 

similarity if there is a strong showing of access. See Smith, 84 F.3d at 1218. In this case, there was a weak 

showing of access. We have never held, however, that the inverse ratio rule says a weak showing of 

access requires a stronger showing of substantial similarity. Nor are we redefining the test of substantial 

similarity here; we merely find that there was substantial evidence from which the jury could find access 

and substantial similarity in this case. 
* * * 

AFFIRMED. 
 

 
Notes and Questions 
 
1. There are two ways to provide proof of copyright infringement—either by providing direct evidence of 

infringement or, alternatively, by providing circumstantial evidence. If direct evidence of infringement 

cannot be given, the plaintiff must give fact-based proof that the defendant had “access” to the 

plaintiff’s work and that the two works have probative similarities (what is referred to in this case as 

“substantial similarities”).  *This text will make a distinction between “probative similarity” and 

“substantial similarity.”  For now, keep in mind that for proof of copying (the first part of the copyright 

infringement test) the plaintiff must show access and probative similarity. To show unlawful 

appropriation (the second part of the copyright infringement test) the plaintiff must show that the two 

works were substantially similar.  This concept will become clearer at the end of this section. 
 
2. What is required in order for a plaintiff to prove that the defendant had access to the plaintiff’s 

copyrighted work(s)? 
 
3. What are the two different ways that a plaintiff can show, through circumstantial evidence, that a 

defendant had reasonable access to the plaintiff’s copyrighted work(s)? 
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4. Note the important comment in Bolton on the plaintiff’s burden of proof regarding access. “One must 

remember that the issue this Court must address is not whether Plaintiff has proven access by a 

preponderance of evidence, but whether reasonable minds could find that Defendants had a reasonable 

opportunity to have heard Plaintiff's song before they created their own song.” 
 
5. What is the inverse ratio rule? Does it work both ways? 
 
6. Explain the difference between the extrinsic and intrinsic tests for probative (or in this case 

“substantial”) similarity? Which test is performed first?   
 
7. As the Court noted in Bolton, “[b]y establishing reasonable access and substantial similarity, a 

copyright plaintiff creates a presumption of copying. The burden shifts to the defendant to rebut that 

presumption through proof of independent creation.  In other words, proof of independent creation 

serves as an affirmative defense for the defendant. Remember that the presumption is only that the 

defendant copied the protected work—the presumption does not reach the issue of whether the 

elements copied were protected elements. 
 
Listen 

 IsleyBrothersLoveisaWonderfulThing.mp3 
 IsleysretaliateBoltonLoveIsAWonderfulThing.mp3 
 MichaelBoltonAndAndrewGoldmarkLoveIsAWonderfulThing.mp3 

 

 
 

DIRK LAUREYSSENS v. IDEA GROUP 
964 F.2d 131 (2d Cir. 1992) 

 
OAKES, Chief Judge 
 
It is now an axiom of copyright law that actionable copying can be inferred from the defendant's access to 

the copyrighted work and substantial similarity between the copyrighted work and the alleged 

infringement. See Walker v. Time Life Films, Inc., 784 F.2d 44, 48 (2d Cir.), cert. denied, 476 U.S. 1159, 

106 S.Ct. 2278, 90 L.Ed.2d 721 (1986). We have recently explained this recitation to mean that a plaintiff 

must first show that his work was actually copied by proving “access and substantial similarity between 

the works.” See Folio Impressions, 937 F.2d at 765. The plaintiff then must show that the copying 

amounts to an “improper” or “unlawful” appropriation, Arnstein v. Porter, 154 F.2d 464, 468 (2d 

Cir.1946), by demonstrating that substantial similarities relate to protectible material. See Folio 

Impressions, 937 F.2d at 765; see also Latman, “Probative Similarity” as Proof of Copying: Toward 

Dispelling Some Myths in Copyright Infringement, 90 Colum.L.Rev. 1187, 1191-1204 (1990) (clarifying 

that copyright infringement claims involve consideration of similarity at two different stages of the 

analysis-actual copying and improper appropriation). 
 
The presence of a “substantial similarity” requirement in both prongs of the analysis-actual copying and 

whether the copying constitutes an improper appropriation-creates the potential for unnecessary 

confusion, especially because a plaintiff need not prove substantial similarity in every case in order to 

prove actual copying. Cf. Universal Athletic Sales Co. v. Salkeld, 511 F.2d 904, 907 (3d Cir.) 

(“[S]ubstantial similarity to show that the original work has been copied is not the same as substantial 

similarity to prove infringement. As the Arnstein case points out, dissection and expert testimony in the 

former setting are proper but are irrelevant when the issue turns to unlawful appropriation. While ‘[r]ose 
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is a rose is a rose is a rose,’ substantial similarity is not always substantial similarity.”), cert. denied, 423 

U.S. 863, 96 S.Ct. 122, 46 L.Ed.2d 92 (1975). As Professor Latman explains: 
 
Copying in the first instance may be established by direct or indirect proof. Though direct proof may not 

be routinely available, its potential should not be overlooked. 
 
A common form of indirect proof of copying-but far from the only form-is a showing of defendant's 

opportunity to come into contact with plaintiff's work and such similarities between the works which, 

under all the circumstances, make independent creation unlikely. Such similarities may or may not be 

substantial. They are not, however, offered for their own sake in satisfaction of the requirement that 

defendant has taken a substantial amount of protected material from the plaintiff's work. Rather, they are 

offered as probative of the act of copying and may accordingly for the sake of clarity conveniently be 

called “probative similarity.” 
 

 
Notes and Questions 
 
1.  The Laureyssens case distinguishes between substantial similarity and probative similarity in the 

application of the test for copyright infringement. While probative similarity applies to the first part 

of the copyright infringement analysis—whether the defendant copied the plaintiff’s work—

substantial similarity applies to the second part of the copyright infringement analysis—whether the 

copying done by the defendant rises to the level of unlawful appropriation. 
 

 
 

 
 

BRIGHT TUNES MUSIC CORP. v. HARRISONGS MUSIC, LTD. 
420 F. Supp. 177 (S.D.N.Y. 1976) 

 
 
OWEN, District Judge 
 
This is an action in which it is claimed that a successful song, My Sweet Lord, listing George Harrison as 

the composer, is plagiarized from an earlier successful song, He's So Fine, composed by Ronald Mack, 

recorded by a singing group called the "Chiffons," the copyright of which is owned by plaintiff, Bright 

Tunes Music Corp. 
 
He's So Fine, recorded in 1962, is a catchy tune consisting essentially of four repetitions of a very short 

basic musical phrase, "sol-mi-re," (hereinafter motif A), altered as necessary to fit the words, followed by 

four repetitions of another short basic musical phrase, "sol-la-do-la-do," (hereinafter motif B). While 

neither motif is novel, the four repetitions of A, followed by four repetitions of B, is a highly unique 

pattern. In addition, in the second use of the motif B series, there is a grace note inserted making the 

phrase go "sol-la-do-la-re-do." 
 
My Sweet Lord, recorded first in 1970, also uses the same motif A (modified to suit the words) four 

times, followed by motif B, repeated three times, not four. In place of He's So Fine's fourth repetition of 

motif B, My Sweet Lord has a transitional passage of musical attractiveness of the same approximate 
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length, with the identical grace note in the identical second repetition.5 The harmonies of both songs are 

identical. 6 
 
George Harrison, a former member of The Beatles, was aware of He's So Fine. In the United States, it 

was No. 1 on the billboard charts for five weeks; in England, Harrison's home country, it was No. 12 on 

the charts on June 1, 1963, a date upon which one of the Beatle songs was, in fact, in first position. For 

seven weeks in 1963, He's So Fine was one of the top hits in England. 
 
According to Harrison, the circumstances of the composition of My Sweet Lord were as follows. Harrison 

and his group, which include an American black gospel singer named Billy Preston, 7  were in 

Copenhagen, Denmark, on a singing engagement. 
 
There was a press conference involving the group going on backstage. Harrison slipped away from the 

press conference and went to a room upstairs and began "vamping" some guitar chords, fitting on to the 

chords he was playing the words, "Hallelujah" and "Hare Krishna" in various ways.8 During the course of 

this vamping, he was alternating between what musicians call a Minor II chord and a Major V chord. 
 
At some point, germinating started and he went down to meet with others of the group, asking them to 

listen, which they did, and everyone began to join in, taking first "Hallelujah" and then "Hare Krishna" 

and putting them into four part harmony. Harrison obviously started using the "Hallelujah," etc., as 

repeated sounds, and from there developed the lyrics, to wit, "My Sweet Lord," "Dear, Dear Lord," etc. In 

any event, from this very free-flowing exchange of ideas, with Harrison playing his two chords and 

everybody singing "Hallelujah" and "Hare Krishna," there began to emerge the My Sweet Lord text idea, 

which Harrison sought to develop a little bit further during the following week as he was playing it on his 

guitar. Thus developed motif A and its words interspersed with "Hallelujah" and "Hare Krishna." 
 
Approximately one week after the idea first began to germinate, the entire group flew back to London 

because they had earlier booked time to go to a recording studio with Billy Preston to make an album. In 

the studio, Preston was the principal musician. Harrison did not play in the session. He had given Preston 

his basic motif A with the idea that it be turned into a song, and was back and forth from the studio to the 

engineer's recording booth, supervising the recording "takes." Under circumstances that Harrison was 

utterly unable to recall, while everybody was working toward a finished song, in the recording studio, 

somehow or other the essential three notes of motif A reached polished form. 
 
"Q. [By the Court]: . . . you feel that those three notes . . . the motif A in the record, those three notes 

developed somewhere in that recording session? 
 
"Mr. Harrison: I'd say those three there were finalized as beginning there." 
 

* * * 
 

"Q. [By the Court]: Is it possible that Billy Preston hit on those [notes comprising motif A]? 

                                                           
5 This grace note, as will be seen infra, has a substantial significance in assessing the claims of the parties hereto. 
6 Expert witnesses for the defendants asserted crucial differences in the two songs. These claimed differences essentially stem, 

however, from the fact that different words and number of syllables were involved. This necessitated modest alterations in the 

repetitions or the places of beginning of a phrase, which, however, has nothing to do whatsoever with the essential musical kernel 

that is involved. 
7 Preston recorded the first Harrison copyrighted recording of My Sweet Lord, of which more infra, and from his musical 

background was necessarily equally aware of He's So Fine. 
8 These words ended up being a “responsive” interjection between the eventually copyrighted words of My Sweet Lord. In He's 

So Fine the Chiffons used the sound “dulang” in the same places to fill in and give rhythmic impetus to what would otherwise be 

somewhat dead spots in the music 
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"Mr. Harrison: Yes, but it's possible also that I hit on that, too, as far back as the dressing room, just scat 

singing." 
 
Similarly, it appears that motif B emerged in some fashion at the recording session as did motif A. This is 

also true of the unique grace note in the second repetition of motif B. 
 
"Q. [By the Court]: All I am trying to get at, Mr. Harrison, is if you have a recollection when that [grace] 

note popped into existence as it ends up in the Billy Preston recording. 
 

* * * 
 
"Mr. Harrison: . . . [Billy Preston] might have put that there on every take, but it just might have been on 

one take, or he might have varied it on different takes at different places." 
 
The Billy Preston recording, listing George Harrison as the composer, was thereafter issued by Apple 

Records. The music was then reduced to paper by someone who prepared a "lead sheet" containing the 

melody, the words and the harmony for the United States copyright application. 
 
Seeking the wellsprings of musical composition -- why a composer chooses the succession of notes and 

the harmonies he does -- whether it be George Harrison or Richard Wagner -- is a fascinating inquiry. It is 

apparent from the extensive colloquy between the Court and Harrison covering forty pages in the 

transcript that neither Harrison nor Preston were conscious of the fact that they were utilizing the He's So 

Fine theme. However, they in fact were, for it is perfectly obvious to the listener that in musical terms, the 

two songs are virtually identical except for one phrase. There is motif A used four times, followed by 

motif B, four times in one case, and three times in the other, with the same grace note in the second 

repetition of motif B. 
 
What happened? I conclude that the composer, in seeking musical materials to clothe his thoughts, was 

working with various possibilities. As he tried this possibility and that, there came to the surface of his 

mind a particular combination that pleased him as being one he felt would be appealing to a prospective 

listener; in other words, that this combination of sounds would work. Why? Because his subconscious 

knew it already had worked in a song his conscious mind did not remember. Having arrived at this 

pleasing combination of sounds, the recording was made, the lead sheet prepared for copyright and the 

song became an enormous success. Did Harrison deliberately use the music of He's So Fine? I do not 

believe he did so deliberately. Nevertheless, it is clear that My Sweet Lord is the very same song as He's 

So Fine with different words, and Harrison had access to He's So Fine. This is, under the law, 

infringement of copyright, and is no less so even though subconsciously accomplished. Sheldon v. Metro-
Goldwyn Pictures Corp., 81 F.2d 49, 54 (2d Cir. 1936); Northern Music Corp. v. Pacemaker Music Co., 

Inc., 147 U.S.P.Q. 358, 359 (S.D.N.Y.1965). 
 
Given the foregoing, I find for the plaintiff on the issue of plagiarism, and set the action down for trial on 

November 8, 1976 on the issue of damages and other relief as to which the plaintiff may be entitled. The 

foregoing constitutes the Court's findings of fact and conclusions of law. 
 
So Ordered. 
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Notes and Questions 
 
1. The Bright Tunes case establishes that subconscious copying is still copyright infringement. Not 

much of any analysis was done in this case, perhaps because access was not really disputed. The 

evidence seemed to support probative similarity although those words were not used. The Judge just 

found “plagiarism,” which we must presume to be “copying”. 
 

2. Subconscious copying as actionable infringement is nothing new.  Justice Learned Hand observed in 

1924:  “The author’s copyright is an absolute right to prevent others from copying his original 

collocation of words or notes and does not depend upon the infringer’s good faith.  Once it appears 

that another has in fact used the copyright as the source of his production, he has invaded the author’s 

rights.  It is no excuse that in doing so, his memory has played him a trick.” (emphasis added) Fred 

Fisher Inc. v. Dillinhgam, et al., 298 F. 145, 148 (D.C.N.Y. 1924). 
 
Listen 

 TheChiffonsHe'sSoFine.mp3 
 GeorgeHarrisonMySweetLord.mp3 
 MySweetLordHe'sSoFineAShortComparison.mp3 

 
 
 

 
ARMOUR v. KNOWLES 
512 F.3d 147 (5th Cir. 2007) 

 
I. 

PER CURIAM 
 
Jennifer Armour, an aspiring singer and songwriter, composed a demo tape that she hoped would help 

advance her career. Produced in early January 2003, the material on the tape included an instrumental 

version of her song, "Got a Little Bit of Love for You" (hereinafter "Little Bit of Love"). On February 

12, 2003, Armour registered a copyright of an a cappella version of "Little Bit of Love." On May 1, 

2006, she registered a copyright of an instrumental version of the same song. 
 
Sometime between January and March 2003, Armour's manager, Marc McKinney, sent copies of the 

tape to a number of people thought to be associated with Beyonce Knowles, a successful, popular 

rhythm-and-blues artist. After sending the tapes, McKinney heard nothing in response, nor were any of 

the tapes returned. 
 
Meanwhile, in February 2003, Beyonce entered a recording studio and began work on a new album 

with collaborators Robert Waller and Scott Storch. The album included a song entitled "Baby Boy." 

After finishing in the studio, Beyonce decided to add a guest artist, Sean Paul, who contributed a 

section to the song. Beyonce commercially released "Baby Boy" on June 24, 2003, and it soon became 

a hit. 
 
Armour claims to have heard Beyonce perform "Baby Boy" at a concert and to have been struck by the 

similarities between that song and her own. On July 11, 2005, Armour filed a suit for copyright 

infringement against Beyonce, Robert Waller, Scott Storch, Sean Paul, their respective record labels, 

and various other parties alleged to have been involved in the creation and distribution of "Baby Boy" 

(all defendants hereinafter collectively referred to as "Beyonce"). Armour claims she had a valid 
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copyright to "Little Bit of Love," that Beyonce copied parts of "Little Bit of Love" in creating "Baby 

Boy," and that the two songs sound substantially similar to establish a claim of infringement. 
 
Armour principally claims Beyonce copied portions of the melody of the two-bar "hook"--pop parlance 

for "chorus"--that formed the musical heart of "Little Bit of Love." 9 
 
Beyonce successfully moved for summary judgment, contending that Armour had not established any 

genuine issues of material fact. Although the district court found summary judgment inappropriate as to 

some elements of Armour's copyright infringement claim, it concluded that no reasonable jury could find 

the two songs substantially similar. The court also awarded Beyonce costs. We affirm the judgment, 

dismiss the appeal of an order awarding costs, and deny a motion to strike record excerpts. 
 

II. 
 
We review a summary judgment de novo, applying the same standards as did the district court. Gowesky 

v. Singing River Hosp. Sys., 321 F.3d 503, 507 (5th Cir. 2003). To prove copyright infringement, a 

plaintiff must establish (1) ownership of a valid copyright; (2) factual copying; and (3) substantial 

similarity. 10 
 
The second prong, factual copying, can be proved by direct or circumstantial evidence. To make out a 

circumstantial claim, a plaintiff must prove that (1) the defendant had access to the copyrighted work 

before creation of the infringing work and (2) the works contain similarities that are probative of copying. 
11In other words, for the circumstantial case of factual copying, the combined existence of access to the 

copyrighted work and similarities between the two works establishes the assumption as a matter of law 

that copying in fact occurred. Once a plaintiff circumstantially establishes factual copying, the defendant 

may rebut the circumstantial evidence if he can prove that he independently created the work. Positive 

Black Talk, 394 F.3d at 367-68. 
 

                                                           
9 Armour's hook repeats twice and accompanies the following lyrics: 
Let me know what you wan-na do, ba-by it's your call 
Got-ta l'il bit a love for you, I can stop it or make it grow 
Let me know what you wan-na do, ba-by it's your call 
Got-ta l'il bit a love for you, I can stop it or make it grow 
 
Beyoncé's hook repeats four times and accompanies the following lyrics: 
Ba-by boy you stay on my mind, ful-fill my fan-ta-sies 
I think a-bout you all the time, I see you in my dreams 
Ba-by boy not a day goes by, with-out my fan-ta-sies 
I think a-bout you all the time, I see you in my dreams 
 
The lyrics differ in word and substance: Armour's evince somewhat less love for her “ba-by”—“a l'il bit”—and somewhat 

more control over such love, which she can “stop” or “make grow;” Beyoncé's suggest a deeper and more stubborn love, 

which pervades her thoughts, dreams, and “fan-ta-sies.” Yet, though the nature and depth of their loves may differ, 

Armour claims they find expression by way of the same musical melody. 
 
10 Positive Black Talk, Inc. v. Cash Money Records, Inc., 394 F.3d 357, 367 (5th Cir.2004). Factual copying and substantial 

similarity have sometimes been collectively termed “actionable copying.” Id. 
 
11 Id. at 367–68. Alternatively, factual copying may be proved by showing such a “striking similarity” between the two works that 

the similarity could only be explained by actual copying. Id. at 371 n. 10; see also Selle v. Gibb, 741 F.2d 896, 904 (7th Cir.1984) 

(requiring similarity “of a kind that can only be explained by copying, rather than by coincidence, independent creation, or prior 

common source.”). 
 

https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=2005789330&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=2005789330&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=2005789330&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=2005789330&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=2005789330&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
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Finally, once a valid copyright and factual copying have been established, the plaintiff must establish the 

third prong of substantial similarity. Here, the plaintiff must show that the copyrighted expressions in the 

two works are sufficiently alike that the copyright to the original work has been infringed. Id. 
 
Armour sought to establish the second prong circumstantially by proving access and probative similarity. 

Beyonce disputed access and probative similarity and sought to rebut factual copying by claiming 

independent creation. The district court refused to grant summary judgment on access, probative 

similarity, or independent creation but granted summary judgment on the third prong of substantial 

similarity. 
 
On appeal, Armour requests that we reverse the finding of no substantial similarity. Beyonce asks us to 

affirm the substantial similarity finding or, alternatively, to affirm on the ground of access, probative 

similarity, or independent creation. We conclude that Armour cannot prove Beyonce had access to 

Armour's demo tape before composing the allegedly infringing elements of her own song, so we 

affirm the summary judgment on that ground  and do not reach the question of probative or substantial 

similarity. 
III. 

 
To establish access, a plaintiff must prove that "the person who created the allegedly infringing work had 

a reasonable opportunity to view the copyrighted work" before creating the infringing work. Indeed, "[a] 

bare possibility will not suffice; neither will a finding of access based on speculation or conjecture." 

"Reasoning that amounts to nothing more than a 'tortuous chain of hypothetical transmittals' is insufficient 

to infer access." 
 
"[O]nce the moving party has properly supported his summary judgment motion, the nonmoving party 

must rebut with 'significant probative' evidence." Such evidence must be sufficient on its own to "support 

a jury verdict in the nonmoving party's favor." Taking the access and summary judgment standards 

together, a plaintiff can survive summary judgment only if his evidence is significantly probative of a 

reasonable opportunity for access. 
A. 

 
Beyonce's creation of "Baby Boy" was a gradual process, involving various iterations and refinements 

over time. Although Beyonce did not put the final touches on her song until March 13, 2003, the parties 

agree that she composed the key allegedly infringing portion of "Baby Boy"-the melody of the two-bar 

"hook"--by February 13, 2003.   
 
Armour suggests four paths by which Beyonce allegedly had access to Armour's demo before composing 

the relevant portion of "Baby Boy" on February 13. Armour maintains that her manager, Marc McKinney, 

mailed or passed the demo tape at the end of January to four of Beyonce's associates: Matthew Knowles, 

Beyonce's father and manager; Jim Vellutato, an executive at Beyonce's record publisher, Sony Music; 

Andrew Feigenbaum, an executive at Atlantic Records, the label of Beyonce's collaborator Sean Paul; and 

a mysterious man known as "T-Bone," who Armour contends was a "friend" of Beyonce's. 
 
Armour suggests four paths by which Beyonce allegedly had access to Armour's demo before composing 

the relevant portion of "Baby Boy" on February 13. Armour maintains that her manager, Marc McKinney, 

mailed or passed the demo tape at the end of January to four of Beyonce's associates: Matthew Knowles, 

Beyonce's father and manager; Jim Vellutato, an executive at Beyonce's record publisher, Sony Music; 

Andrew Feigenbaum, an executive at Atlantic Records, the label of Beyonce's collaborator Sean Paul; and 

a mysterious man known as "T-Bone," who Armour contends was a "friend" of Beyonce's. 
 



Chapter One     Copyright Infringement                          1.02(a)  Basic Elements  

 

 

31 

Although the question of when Beyonce had access to Armour's demo tape through each of the four paths 

claimed by Armour remains a heavily disputed fact issue, that dispute is almost entirely eclipsed by 

binding judicial admissions made by Armour in her response to Beyonce's request for admissions. In her 

admissions, Armour stated that the demo tapes were sent or given to Beyonce Knowles, Matthew 

Knowles, Jim Vellutato, and Andrew Feigenbaum in "either late February or early March 2003." (R. 509-
10.). Accordingly, that date constitutes a binding judicial admission that this court must deem 

conclusively established under Federal Rule of Civil Procedure 36(b). 
 
The binding date of "late February or early March" makes access impossible along the paths involving 

Matthew Knowles, Jim Vellutato, or Andrew Feigenbaum. Because Beyonce created the allegedly 

infringing portion of "Baby Boy" by February 13, Armour could not establish that Beyonce had access 

before February 13 to a demo tape that was not sent to her or her associates until "late February or early 

March." 
B. 

 
The only path not blocked by Armour's admissions involves the elusive T-Bone, who was not mentioned 

in the admissions. 12 Armour could rely on Mc-Kinney's testimony to support her theory that a tape was 

mailed to T-Bone at the "end of January" and that it subsequently fell into Beyonce's hands before she 

created the allegedly infringing portions of "Baby Boy" by February 13. The T-Bone hypothesis, 

however, remains the weakest of Armour's theories, because the nature of T-Bone's relationship with 

Beyonce has not been well established in the summary judgment record. Armour has not presented 

enough evidence to establish a genuine issue of material fact on that surmise alone. 
 
Specifically, Armour has offered no direct evidence to explain the nature of T-Bone's relationship to 

Beyonce or the frequency with which the mysterious and unidentified "T-Bone" and Beyonce were in 

contact. Instead, Armour relies solely on the affidavit of McKinney, Armour's manager. In his affidavit, 

McKinney states his personal belief that T-Bone and Beyonce were good friends, but he provides no 

information about the basis for this knowledge or about the frequency with which Beyonce and T-Bone 

communicated. The only other evidence supplied by the affidavit suggests that Beyonce and T-Bone had 

worked together on a movie set in the past and that T-Bone had played one of Armour's previous demo 

tapes for everyone on the set to hear. There is no other evidence in the record to support Armour's theory 

implicating T-Bone. Not surprisingly, the record contains no affidavit from, or deposition of, T-Bone. 
 
Even construed in the light most favorable to Armour, this evidence alone is not significantly probative of 

a reasonable opportunity for access. For a jury to infer access, it would have to make the following leaps 

of logic, none of which is substantiated by evidence in the summary judgment record: (1) T-Bone and 

Beyonce were in fact good friends; 13 (2) T-Bone and Beyonce regularly communicated; 6 (3) T-Bone 

                                                           
12 Armour additionally suggests that access and copying can be inferred from the fact that Beyoncé settled a copyright suit 

brought by a different artist claiming that “Baby Boy” infringed lyrics from his song “Hot Steppa.” Armour also posits that access 

and copying can be inferred from Beyoncé's statement, in deposition, that “I wanted to start off with that song because we didn't 

have the pressure of writing a song.” (Emphasis added.)   
 
Both of these facts are irrelevant: The fact that Beyoncé settled a copyright suit with a different artist over a different song hardly 

proves that she had access to Armour's song. Moreover, contrary to Armour's implication, Beyoncé's reference to “that song” did 

not refer to Armour's song, but instead to a song supplied by Beyoncé's producer, Scott Storch, during the initial recording 

session. Beyoncé claims Storch had created the song himself, which was then used as inspiration and as the “musical bed” for 

“Baby Boy.” Amour has offered no evidence to suggest that “that song” was actually Armour's song. 
13 Although other circuits have presumed access on the basis of a “close relationship” between the third-party intermediary and 

the alleged infringer, Armour has not offered reasonably probative evidence to establish that Beyoncé and T–Bone had a close 

relationship. See Towler, 76 F.3d at 583 (reasoning that a court may infer access if intermediary has a “close relationship” with 

infringer); Moore v. Columbia Pictures Indus., Inc., 972 F.2d 939, 944 (8th Cir. 1992) (finding access where intermediary was “in 

a position to provide suggestions” to infringer). McKinney's affidavit proves only that McKinney personally believes Beyoncé 

and T–Bone to be good friends and does not indicate any basis for that belief. Although credibility determinations at summary 
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received and listened to the demo tape that McKinney claims to have mailed to him in "late January", 7 

(4) after receiving and listening to it, T-Bone gave the tape to Beyonce; (5) Beyonce received the tape and 

had the opportunity to listen to it; (6) all of this happened in the two short weeks between the date 

McKinney mailed the demo tape at the "end of January" and the recording of "Baby Boy" on or before 

February 13. 
 
Without more probative evidence to substantiate such a long chain of inferences, the T-Bone theory 

requires too much "speculation and conjecture" on which to rest the conclusion that Beyonce had a 

reasonable opportunity for access. See Peel, 238 F.3d at 396. 
 
No reasonable jury could find access on the basis of that summary judgement evidence alone. 

Accordingly, because Armour's only theory not barred by her binding admissions fails, she cannot 

establish access, and her copyright claim therefore cannot survive summary judgment. 8 
 

 
Notes and Questions 
 
1. The Armour Court found that Armour’s act of giving her demo tape to “the elusive T-bone” did not rise 

to the level of reasonable opportunity for access to have occurred. Rather, the evidence presented by 

Armour merely showed a bare possibility that Knowles could have had access to Armour’s demo 

tape—not enough evidence for proof of copying. 
 
2. Note the nomenclature in the Fifth Circuit describes factual copying plus substantial similarity as 

proof of “actionable copying”, whereas the Second Circuit describes the same combination as amoun 

ting to “unlawful appropriation”.  The Fifth Circuit also uses “probative similarity” as the second 

prong of circumstantial proof of copying. 
 

3. In the Selle case, (7th Circuit), and the Bolton case, (9th Circuit), assess plus probative similarity, 

(referred to in Bolton as “substantial similarity”), establishes a ‘presumption” of copying. In the 

Armour case, (5th Circuit), the same combination creates an “assumption” of copying. 
  

 
Listen 

 BeyonceSeanPaulBabyBoyWind.mp3 
 GotALittleBitofLoveForYouJENNIFERARMOUR.mp3 

 
 
 

 
SELLE v. GIBB 

741 F.2d 896 (7th Cir. 1984) 
 

CUDAHY, Circuit Judge 
 
The plaintiff, Ronald H. Selle, brought a suit against three brothers, Maurice, Robin and Barry Gibb, 

known collectively as the popular singing group, the Bee Gees, alleging that the Bee Gees, in their hit 

tune, "How Deep Is Your Love," had infringed the copyright of his song, "Let It End." The jury returned a 

                                                                                                                                                                                           
judgment are resolved in favor of the non-moving party, the full weight of McKinney's affidavit establishes at most that he 

honestly believes them to be good friends. 
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verdict in plaintiff's favor on the issue of liability in a bifurcated trial. The district court, Judge George N. 

Leighton, granted the defendants' motion for judgment notwithstanding the verdict and, in the alternative, 

for a new trial. Selle v. Gibb, 567 F. Supp. 1173 (N.D. Ill. 1983). We affirm the grant of the motion for 

judgment notwithstanding the verdict. 
I . 

 
Selle composed his song, "Let It End," in one day in the fall of 1975 and obtained a copyright for it on 

November 17, 1975. He played his song with his small band two or three times in the Chicago area and 

sent a tape and lead sheet of the music to eleven music recording and publishing companies. Eight of the 

companies returned the materials to Selle; three did not respond. This was the extent of the public 

dissemination of Selle's song.  Selle first became aware of the Bee Gees' song, "How Deep Is Your Love," 

in May 1978 and thought that he recognized the music as his own, although the lyrics were different. He 

also saw the movie, "Saturday Night Fever," the sound track of which features the song "How Deep Is 

Your Love," and again recognized the music. He subsequently sued the three Gibb brothers; Paramount 

Pictures Corporation, which made and distributed the movie; and Phonodisc, Inc., now known as 

Polygram Distribution, Inc., which made and distributed the cassette tape of "How Deep Is Your Love." 
 
The Bee Gees are internationally known performers and creators of popular music. They have composed 

more than 160 songs; their sheet music, records and tapes have been distributed worldwide, some of the 

albums selling more than 30 million copies. The Bee Gees, however, do not themselves read or write 

music. In composing a song, their practice was to tape a tune, which members of their staff would later 

transcribe and reduce to a form suitable for copyrighting, sale and performance by both the Bee Gees and 

others. 
 
In addition to their own testimony at trial, the Bee Gees presented testimony by their manager, Dick 

Ashby, and two musicians, Albhy Galuten and Blue Weaver, who were on the Bee Gees' staff at the time 

"How Deep Is Your Love" was composed. These witnesses described in detail how, in January 1977, the 

Bee Gees and several members of their staff went to a recording studio in the Chateau d'Herouville about 

25 miles northwest of Paris. There the group composed at least six new songs and mixed a live album. 

Barry Gibb's testimony included a detailed explanation of a work tape which was introduced into 

evidence and played in court. This tape preserves the actual process of creation during which the brothers, 

and particularly Barry, created the tune of the accused song while Weaver, a keyboard player, played the 

tune which was hummed or sung by the brothers. Although the tape does not seem to preserve the very 

beginning of the process of creation, it does depict the process by which ideas, notes, lyrics and bits of the 

tune were gradually put together. 
 
Following completion of this work tape, a demo tape was made. The work tape, demo tape and a vocal-
piano version taken from the demo tape are all in the key of E flat. Lead sheet music, dated March 6, 

1977, is in the key of E. On March 7, 1977, a lead sheet of "How Deep Is Your Love" was filed for 

issuance of a United States copyright, and in November 1977, a piano-vocal arrangement was filed in the 

Copyright Office. 
 
The only expert witness to testify at trial was Arrand Parsons, a professor of music at Northwestern 

University who has had extensive professional experience primarily in classical music. He has been a 

program annotator for the Chicago Symphony Orchestra and the New Orleans Symphony Orchestra and 

has authored works about musical theory. Prior to this case, however, he had never made a comparative 

analysis of two popular songs. Dr. Parsons testified on the basis of several charts comparing the musical 

notes of each song and a comparative recording prepared under his direction. 
 
According to Dr. Parsons' testimony, the first eight bars of each song (Theme A) have twenty-four of 

thirty-four notes in plaintiff's composition and twenty-four of forty notes in defendants' composition 
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which are identical in pitch and symmetrical position. Of thirty-five rhythmic impulses in plaintiff's 

composition and forty in defendants', thirty are identical. In the last four bars of both songs (Theme B), 

fourteen notes in each are identical in pitch, and eleven of the fourteen rhythmic impulses are identical. 

Both Theme A and Theme B appear in the same position in each song but with different intervening 

material. 
 
Dr. Parsons testified that, in his opinion, "the two songs had such striking similarities that they could not 

have been written independent of one another." Tr. 202. He also testified that he did not know of two 

songs by different composers "that contain as many striking similarities" as do the two songs at issue 

here. However, on several occasions, he declined to say that the similarities could only have resulted from 

copying. 
Following presentation of the case, the jury returned a verdict for the plaintiff on the issue of liability, the 

only question presented to the jury. Judge Leighton, however, granted the defendants' motion for 

judgment notwithstanding the verdict and, in the alternative, for a new trial. He relied primarily on the 

plaintiff's inability to demonstrate that the defendants had access to the plaintiff's song, without which a 

claim of copyright infringement could not prevail regardless how similar the two compositions are. 

Further, the plaintiff failed to contradict or refute the testimony of the defendants and their witnesses 

describing the independent creation process of "How Deep Is Your Love." Finally, Judge Leighton 

concluded that "the inferences on which plaintiff relies is not a logical, permissible deduction from proof 

of 'striking similarity' or substantial similarity; it is 'at war with the undisputed facts,' and it is inconsistent 

with the proof of nonaccess to plaintiff's song by the Bee Gees at the time in question." 567 F. Supp. at 

1183 (citations omitted). 
II. 

 
Both we and the district court must be reluctant to remove an issue from the purview of the jury on either 

a directed verdict or a judgment notwithstanding the verdict. Nonetheless, we have a duty to determine 

whether there is sufficient evidence to support the position of the nonmoving party, in this case, the 

plaintiff. The standards applicable to a motion for judgment notwithstanding the verdict and to a directed 

verdict are, of course, the same. All the evidence, taken as a whole, must be viewed in the light most 

favorable to the nonmoving party. This evidence must provide a sufficient basis from which the jury could 

have reasonably reached a verdict without speculation or drawing unreasonable inferences which conflict 

with the undisputed facts. Brady v. Southern Railway, 320 U.S. 476, 480, 88 L. Ed. 239, 64 S. Ct. 232 

(1943); United States v. An Article of Device, 731 F.2d 1253, 1257 (7th Cir. 1984); Chillicothe Sand & 

Gravel Co. v. Martin Marietta Corp., 615 F.2d 427, 430 (7th Cir. 1980); Hohmann v. Packard Instrument 

Co., 471 F.2d 815, 819 (7th Cir. 1973). 
 
It is, of course, not relevant that, in this case, the trial court denied defendants' motion for a directed 

verdict and submitted the issue to the jury. It is generally more efficient to proceed in this fashion, so that, 

in the event the reviewing court reverses, the entire case will not have to be retried. Mattivi v. South 

African Marine Corp., 618 F.2d 163, 166 (2d Cir. 1980). Since we affirm the district court's grant of a 

judgment notwithstanding the verdict, it is not necessary to consider either the grant of the motion, in the 

alternative, for a new trial or the defendants' cross-appeal on the district court's denial of summary 

judgment. We note, however, that the cross-appeal with respect to the summary judgment motion is 

inappropriate and redundant since the issues it raised were incorporated in the motion for judgment 

notwithstanding the verdict. The cross-appeal may be little more than a device to win an opportunity to 

file the last brief or to argue the evidence of witnesses not presented at trial who furnished summary 

judgment affidavits -- and is a procedure not to be encouraged. 
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III. 
 
Selle's primary contention on this appeal is that the district court misunderstood the theory of proof of 

copyright infringement on which he based his claim. Under this theory, copyright infringement can be 

demonstrated when, even in the absence of any direct evidence of access, the two pieces in question are 

so strikingly similar that access can be inferred from such similarity alone. Selle argues that the testimony 

of his expert witness, Dr. Parsons, was sufficient evidence of such striking similarity that it was 

permissible for the jury, even in the absence of any other evidence concerning access, to infer that the Bee 

Gees had access to plaintiff's song and indeed copied it. 
 
In establishing a claim of copyright infringement of a musical composition, the plaintiff must prove (1) 

ownership of the copyright in the complaining work; (2) originality of the work; (3) copying of the work 

by the defendant, and (4) a substantial degree of similarity between the two works. See Sherman, Musical 

Copyright Infringement: The Requirement of Substantial Similarity. Copyright Law Symposium, Number 

92, American Society of Composers, Authors and Publishers 81-82. Columbia University Press (1977) 

[hereinafter "Sherman, Musical Copyright Infringement"]. The only element which is at issue in this 

appeal is proof of copying; the first two elements are essentially conceded, while the fourth (substantial 

similarity) is, at least in these circumstances, closely related to the third element under plaintiff's theory of 

the case. 
 
Proof of copying is crucial to any claim of copyright infringement because no matter how similar the two 

works may be (even to the point of identity), if the defendant did not copy the accused work, there is no 

infringement. Arnstein v. Edward B. Marks Music Corp., 82 F.2d 275 (2d Cir.), motion to set aside decree 

denied, 86 F.2d 715 (2d Cir. 1936). However, because direct evidence of copying is rarely available, the 

plaintiff can rely upon circumstantial evidence to prove this essential element, and the most important 

component of this sort of circumstantial evidence is proof of access. See generally 3 Nimmer, Copyright § 

13.02 at 13-9 (1983) [hereinafter "Nimmer, Copyright"]. The plaintiff may be able to introduce direct 

evidence of access when, for example, the work was sent directly to the defendant (whether a musician or 

a publishing company) or a close associate of the defendant. On the other hand, the plaintiff may be able 

to establish a reasonable possibility of access when, for example, the complaining work has been widely 

disseminated to the public. See, e.g., Abkco Music, Inc. v. Harrisongs Music, Ltd., 722 F.2d 988, 998 (2d 

Cir. 1983) (finding of access based on wide dissemination); Sherman, Musical Copyright Infringement, at 

82. 
 
If, however, the plaintiff does not have direct evidence of access, then an inference of access may still be 

established circumstantially by proof of similarity which is so striking that the possibilities of independent 

creation, coincidence and prior common source are, as a practical matter precluded. If the plaintiff 

presents evidence of striking similarity sufficient to raise an inference of access, then copying is 

presumably proved simultaneously, although the fourth element (substantial similarity) still requires proof 

that the defendant copied a substantial amount of the complaining work. The theory which Selle attempts 

to apply to this case is based on proof of copying by circumstantial proof of access established by striking 

similarity between the two works. 
 
One difficulty with plaintiff's theory is that no matter how great the similarity between the two works, it is 

not their similarity per se which establishes access; rather, their similarity tends to prove access in light of 

the nature of the works, the particular musical genre involved and other circumstantial evidence of access. 

In other words, striking similarity is just one piece of circumstantial evidence tending to show access and 

must not be considered in isolation; it must be considered together with other types of circumstantial 

evidence relating to access. 
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As a threshold matter, therefore, it would appear that there must be at least some other evidence which 

would establish a reasonable possibility that the complaining work was available to the alleged infringer. 

As noted, two works may be identical in every detail, but, if the alleged infringer created the accused 

work independently or both works were copied from a common source in the public domain, then there is 

no infringement. Therefore, if the plaintiff admits to having kept his or her creation under lock and key, it 

would seem logically impossible to infer access through striking similarity. Thus, although it has 

frequently been written that striking similarity alone can establish access, the decided cases suggest that 

this circumstance would be most unusual. The plaintiff must always present sufficient evidence to support 

a reasonable possibility of access because the jury cannot draw an inference of access based upon 

speculation and conjecture alone. 
 
For example, in Twentieth Century-Fox Film Corp. v. Dieckhaus, 153 F.2d 893 (8th Cir.), cert. denied, 

329 U.S. 716, 91 L. Ed. 621, 67 S. Ct. 46, 71 U.S.P.Q. (BNA) 328 (1946), the court reversed a finding of 

infringement based solely on the similarities between plaintiff's book and defendant's film. The court 

stated that the plaintiff herself presented no evidence that the defendant had had access to her book, and 

the only people to whom the plaintiff had given a copy of her book testified that they had not given it to 

the defendant. While the court also concluded that the similarities between the book and the film were not 

that significant, the result turned on the fact that "the oral and documentary evidence in the record . . . 

establishes the fact that the defendant had no access to plaintiff's book unless the law of plagiarism 

permits the court to draw an inference contrary to such proof from its finding of similarities on 

comparison of the book with the picture." Id. at Thus, although proof of striking similarity may permit an 

inference of access, the plaintiff must still meet some minimum threshold of proof which demonstrates 

that the inference of access is reasonable. 
 
The greatest difficulty perhaps arises when the plaintiff cannot demonstrate any direct link between the 

complaining work and the defendant but the work has been so widely disseminated that it is not 

unreasonable to infer that the defendant might have had access to it. In Cholvin v. B. & F. Music Co., 253 

F.2d 102 (7th Cir. 1958), the plaintiffs' work had been distributed in 2000 professional copies of sheet 

music and four recordings, of which 200,000 records were sold, and it had been performed on several 

nationwide broadcasts. The court held that, in light of this circumstantial evidence, it was reasonable to 

infer, in combination with similarities between the two pieces, that there had been an infringement. In 

Abkco Music, Inc. v. Harrisongs Music, Ltd., 722 F.2d 988, 997-99 (2d Cir. 1983), the court found that 

there had been a copyright infringement based on a theory of subconscious copying. The complaining 

work, "He's So Fine," had been the most popular song in the United States for five weeks and among the 

thirty top hits in England for seven weeks during the year in which George Harrison composed "My 

Sweet Lord," the infringing song. This evidence, in addition to Harrison's own admission that the two 

songs were "strikingly similar," supported the finding of infringement. On the other hand, in Jewel Music 

Publishing Co. v. Leo Feist, Inc., 62 F. Supp. 596, 598 (S.D.N.Y. 1945), almost 10,000 copies of the 

complaining song had been distributed or sold and the music had also been broadcast on national 

performances. The court still concluded that the showing of access was insufficient, in combination with 

the other evidence, to support a reasonable inference of access. 
 
The possibility of access in the present case is not as remote as that in Dieckhaus because neither side 

elicited testimony from the individuals (primarily employees of the publishing companies) to whom the 

plaintiff had distributed copies of his song. Such evidence might have conclusively disproved access. On 

the other hand, Selle's song certainly did not achieve the extent of public dissemination existing in 

Cholvin, Jewel Music Publishing Co., or Harrisongs Music, and there was also no evidence that any of 

the defendants or their associates were in Chicago on the two or three occasions when the plaintiff played 

his song publicly. It is not necessary for us, given the facts of this case, to determine the number of copies 

which must be publicly distributed to raise a reasonable inference of access. Nevertheless, in this case, the 

availability of Selle's song, as shown by the evidence, was virtually de minimis. 
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In granting the defendants' motion for judgment notwithstanding the verdict, Judge Leighton relied 

primarily on the plaintiff's failure to adduce any evidence of access and stated that an inference of access 

may not be based on mere conjecture, speculation or a bare possibility of access. 567 F. Supp. at 1181. 

Thus, in Testa v. Janssen, 492 F. Supp. 198, 202-03 (W.D. Pa. 1980), the court stated that to support a 

finding of access, plaintiffs' evidence must extend beyond mere speculation or conjecture. And, while 

circumstantial evidence is sufficient to establish access, a defendant's opportunity to view the copyrighted 

work must exist by a reasonable possibility -- not a bare possibility" (citation omitted). See also Ferguson 

v. National Broadcasting Co., 584 F.2d 111, 113 (5th Cir. 1978); Scott v. Paramount Pictures Corp., 449 

F. Supp. 518, 520 (D.D.C. 1978), aff'd mem., 607 F.2d 494 (D.C. Cir. 1979), cert. denied, 449 U.S. 849, 

66 L. Ed. 2d 60, 101 S. Ct. 137 (1980). 
Judge Leighton thus based his decision on what he characterized as the plaintiff's inability to raise more 

than speculation that the Bee Gees had access to his song. The extensive testimony of the defendants and 

their witnesses describing the creation process went essentially uncontradicted, and there was no attempt 

even to impeach their credibility. Judge Leighton further relied on the principle that the testimony of 

credible witnesses concerning a matter within their knowledge cannot be rejected without some 

impeachment, contradiction or inconsistency with other evidence on the particular point at issue. 

Dieckhaus, supra, 153 F.2d at 899-900. See also Chesapeake and Ohio Railroad Co. v. Martin, 283 U.S. 

209, 216, 51 S. Ct. 453, 75 L. Ed. 2d 983 (1931). Judge Leighton's conclusions that there was no more 

than a bare possibility that the defendants could have had access to Selle's song and that this was an 

insufficient basis from which the jury could have reasonably inferred the existence of access seem correct. 

The plaintiff has failed to meet even the minimum threshold of proof of the possibility of access and, as 

Judge Leighton has stated, an inference of access would thus seem to be "at war with the undisputed 

facts." 567 F. Supp. at 1183. 
IV. 

 
The grant of the motion for judgment notwithstanding the verdict might, if we were so minded, be 

affirmed on the basis of the preceding analysis of the plaintiff's inability to establish a reasonable 

inference of access. This decision is also supported by a more traditional analysis of proof of access based 

only on the proof of "striking similarity" between the two compositions.  The plaintiff relies almost 

exclusively on the testimony of his expert witness, Dr. Parsons, that the two pieces were, in fact, 

"strikingly similar." Yet formulating a meaningful definition of "striking similarity" is no simple task, and 

the term is often used in a conclusory or circular fashion. 
 
Sherman defines "striking similarity" as a term of art signifying "that degree of similarity as will permit 

an inference of copying even in the absence of proof of access. . . ." Sherman, Musical Copyright 

Infringement, at 84 n.15. Nimmer states that, absent proof of access, "the similarities must be so striking 

as to preclude the possibility that the defendant independently arrived at the same result." Nimmer, 

Copyright, at 13-14. 
 
"Striking similarity" is not merely a function of the number of identical notes that appear in both 

compositions. Cf. Wilkie v. Santly Brothers, Inc., 13 F. Supp. 136 (S.D.N.Y. 1935), aff'd, 91 F.2d 978 (2d 

Cir.), cert. denied, 302 U.S. 735, 82 L. Ed. 568, 58 S. Ct. 120 (1937), aff'd on reargument, 94 F.2d 1023 

(2d Cir. 1938) (comparison of note structure demonstrates striking similarity), and Jewel Music 

Publishing Co. v. Leo Feist, Inc., 62 F. Supp. 596 (S.D.N.Y. 1945) (in light of plaintiff's inability to 

establish access, degree of similarity despite identity or near identity of several bars was not striking). An 

important factor in analyzing the degree of similarity of two compositions is the uniqueness of the 

sections which are asserted to be similar. 
 
If the complaining work contains an unexpected departure from the normal metric structure or if the 

complaining work includes what appears to be an error and the accused work repeats the unexpected 

element or the error, then it is more likely that there is some connection between the pieces. See, e.g., 
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Nordstrom v. Radio Corporation of America, 251 F. Supp. 41, 42 (D. Colo. 1965). If the similar sections 

are particularly intricate, then again it would seem more likely that the compositions are related. Finally, 

some dissimilarities may be particularly suspicious. See, e.g., Meier Co. v. Albany Novelty Manufacturing 

Co., 236 F.2d 144, 146 (2d Cir. 1956) (inversion and substitution of certain words in a catalogue in a 

"crude effort to give the appearance of dissimilarity" are themselves evidence of copying); Blume v. 

Spear, 30 F. 629, 631 (S.D.N.Y. 1887) (variations in infringing song were placed so as to indicate 

deliberate copying); Sherman, Musical Copyright Infringement, at 84-88. While some of these concepts 

are borrowed from literary copyright analysis, they would seem equally applicable to an analysis of 

music. 
The judicially formulated definition of "striking similarity" states that "plaintiffs must demonstrate that 

'such similarities are of a kind that can only be explained by copying, rather than by coincidence, 

independent creation, or prior common source.'" Testa v. Janssen, 492 F. Supp. 198, 203 (W.D. Pa. 1980) 

(quoting Stratchborneo v. Arc Music Corp., 357 F. Supp. 1393, 1403 (S.D.N.Y. 1973)). See also Scott v. 

WKJG, Inc., 376 F.2d 467, 469 (7th Cir. 1967) (the similarities must be "so striking and of such nature as 

to preclude the possibility of coincidence, accident or independent creation."); Arnstein v. Porter, 154 

F.2d 464, 468 (2d Cir. 1946) (same); Scott v. Paramount Pictures Corp., 449 F. Supp. 518, 520 (D.D.C. 

1978) (same). Sherman adds: 
To prove that certain similarities are "striking," plaintiff must show that they are the sort of 

similarities that cannot satisfactorily be accounted for by a theory of coincidence, independent 

creation, prior common source, or any theory other than that of copying. Striking similarity is an 

extremely technical issue -- one with which, understandably, experts are best equipped to 

deal.dimmie 
 
Sherman, Musical Copyright Infringement, at 96. 
 
Finally, the similarities should appear in a sufficiently unique or complex context as to make it unlikely 

that both pieces were copied from a prior common source, Sheldon v. Metro-Goldwyn Pictures Corp., 81 

F.2d 49, 54 (2d Cir.), cert. denied, 298 U.S. 669, 80 L. Ed. 1392, 56 S. Ct. 835 (1936), or that the 

defendant was able to compose the accused work as a matter of independent creation, Nichols v. 

Universal Pictures Corp., 45 F.2d 119, 122 (2d Cir. 1930), cert. denied, 282 U.S. 902, 75 L. Ed. 795, 51 

S. Ct. 216 (1931). See also Darrell v. Joe Morris Music Co., 113 F.2d 80 (2d Cir. 1940) ("simple, trite 

themes . . . are likely to recur spontaneously . . . and [only few] . . . suit the infantile demands of the 

popular ear"); Arnstein v. Edward B. Marks Music Corp., 82 F.2d 275, 277 (2d Cir. 1936). Cf. Abkco 

Music, Inc. v. Harrisongs Music, Ltd., 722 F.2d 988,  998 (2d Cir. 1983) (finding of a "highly unique 

pattern" makes copying more likely). With these principles in mind, we turn now to an analysis of the 

evidence of "striking similarity" presented by the plaintiff. 
 
As noted, the plaintiff relies almost entirely on the testimony of his expert witness, Dr. Arrand Parsons. 

The defendants did not introduce any expert testimony, apparently because they did not think Parsons' 

testimony needed to be refuted. Defendants are perhaps to some degree correct in asserting that Parsons, 

although eminently qualified in the field of classical music theory, was not equally qualified to analyze 

popular music tunes.  More significantly, however, although Parsons used the magic formula, "striking 

similarity," he only ruled out the possibility of independent creation; he did not state that the similarities 

could only be the result of copying. In order for proof of "striking similarity" to establish a reasonable 

inference of access, especially in a case such as this one in which the direct proof of access is so minimal, 

the plaintiff must show that the similarity is of a type which will preclude any explanation other than that 

of copying. 
 
In addition, to bolster the expert's conclusion that independent creation was not possible, there should be 

some testimony or other evidence of the relative complexity or uniqueness of the two compositions. Dr. 

Parsons' testimony did not refer to this aspect of the compositions and, in a field such as that of popular 
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music in which all songs are relatively short and tend to build on or repeat a basic theme, such testimony 

would seem to be particularly necessary. We agree with the Sixth Circuit which explained that "we do not 

think the affidavit of [the expert witness], stating in conclusory terms that 'it is extremely unlikely that one 

set [of architectural plans] could have been prepared without access to the other set,' can fill the gap 

which is created by the absence of any direct evidence of access." Scholz Homes, Inc. v. Maddox, 379 

F.2d 84, 86 (6th Cir. 1967). 
 
To illustrate this deficiency more concretely, we refer to a cassette tape, Plaintiff's Exhibit 27, and the 

accompanying chart, Plaintiff's Exhibit 26. These exhibits were prepared by the defendants but introduced 

into evidence by the plaintiff. The tape has recorded on it segments of both themes from both the Selle 

and the Gibb songs interspersed with segments of other compositions as diverse as "Footsteps," "From 

Me To You" (a Lennon-McCartney piece), Beethoven's 5th Symphony, "Funny Talk," "Play Down," and 

"I'd Like To Leave If I May" (the last two being earlier compositions by Barry Gibb). There are at least 

superficial similarities among these segments, when played on the same musical instrument, and the 

plaintiff failed to elicit any testimony from his expert witness about this exhibit which compared the Selle 

and the Gibb songs to other pieces of contemporary, popular music. These circumstances indicate that the 

plaintiff failed to sustain his burden of proof on the issue of "striking similarity" in its legal sense -- that 

is, similarity which reasonably precludes the possibility of any explanation other than that of copying. 
 
The plaintiff's expert witness does not seem to have addressed any issues relating to the possibility of 

prior common source in both widely disseminated popular songs and the defendants' own compositions. 

At oral argument, plaintiff's attorney stated that the burden of proving common source should be on the 

defendant; however, the burden of proving "striking similarity," which, by definition, includes taking 

steps to minimize the possibility of common source, is on the plaintiff. In essence, the plaintiff failed to 

prove to the requisite degree that the similarities identified by the expert witness -- although perhaps 

"striking" in a non-legal sense -- were of a type which would eliminate any explanation of coincidence, 

independent creation or common source, including, in this case, the possibility of common source in 

earlier compositions created by the Bee Gees themselves or by others. In sum, the evidence of striking 

similarity is not sufficiently compelling to make the case when the proof of access must otherwise depend 

largely upon speculation and conjecture. 
 
Therefore, because the plaintiff failed both to establish a basis from which the jury could reasonably infer 

that the Bee Gees had access to his song and to meet his burden of proving "striking similarity" between 

the two compositions, the grant by the district court of the defendants' motion for judgment 

notwithstanding the verdict is affirmed. Because of our doubts concerning the defendants' cross-appeal on 

the denial of the summary judgment, we order that, under Fed. R. App. P. 38, each party shall bear its own 

costs. 
 

 
Notes and Questions 
 
1. What is “striking similarity”? 
 
2. Was the plaintiff’s proof of striking similarity sufficient to prove access? Why not? 
 
3. Note that even if striking similarity is established, it creates an inference of access and a presumption of 

copying, but striking similarity alone is not always enough. The plaintiff still must satisfy the final 

element of substantial similarity. 
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 HowDeepIsYourLove.mp3 
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DIMMIE v. CAREY 
88 F. Supp. 2d 142 (S.D.N.Y. 2000) 

 
I. Introduction 

 
BERMAN, District Judge 
 
On October 22, 1996, the Plaintiff, Rhonda Dimmie ("Plaintiff" or "Dimmie"), filed the instant 

complaint claiming that Defendants Mariah Carey ("Carey"), Walter Afanasieff ("Afanasieff"), 

Columbia Records Inc. ("Columbia Records"), Sony Music Entertainment Inc. ("Sony"), Sony Songs, 

Inc., Sony Music Publishing, Wallyworld Music, Rye Songs, WB Music Corporation, American Society 

of Composers, Authors & Publishers ("ASCAP"), Broadcast Music, Inc. ("BMI"), and Hal Leonard 

Publishing Corporation (collectively, "Defendants") had committed copyright infringement under 17 

U.S.C. §§ 101 et seq. Specifically, Plaintiff asserts that she is the author and copyright holder of a song 

called "Be Your Own Hero" which was allegedly misappropriated by Carey and the other Defendants. 

Defendants have filed a motion for summary judgment pursuant to Rule 56 of the Federal Rules of 

Civil Procedure ("Fed. R. Civ. P."). For the reasons stated below, Defendants' motion is granted. 
 

II. Background 
 
Dimmie alleges that in June of 1990 she composed a song entitled "Be Your Own Hero" and that she 

obtained a valid copyright for "Be Your Own Hero" in August of 1991. (Complaint ("Compl.") PP3, 6). 

Dimmie claims that she mailed one or more recordings of "Be Your Own Hero" to Defendant Columbia 

Records sometime between late 1990 and early January of 1992. (Compl. PP12-13). Dimmie states that 

she never sought or obtained an acknowledgment of receipt by Columbia Records; she further alleges 

that the recordings were never returned. (Dimmie Affidavit ("Dimmie Aff.") P172). Dimmie asserts that 

she heard the recording of a song by singer/songwriter Defendant Mariah Carey, entitled "Hero," on a 

local radio station in November of 1993. (Compl., P27). She says that she did not become aware of 

"significant similarities" between "Hero" and "Be Your Own Hero" until she "conducted a side by side" 

analysis of the two songs in October of 1995. (Compl. P28). 
 
Dimmie's principal accusations against Defendants rest upon a series of tenuous inferences or 

assumptions. Dimmie "infers" that employees of Defendant Columbia Records "listened to the tape" of 

"Be Your Own Hero" and that ("it would also be reasonable to infer that") the song came to the 

attention of (the President of Defendant Sony of which Columbia Records is a division,) Tommy 

Mattola. (Plaintiff's Opposition Brief ("Pl.'s Opp'n. Br.") at 4). Dimmie "infers" that Mattola "shared 

(the tape) with Afanasieff and states that it is "reasonable to infer that Carey listened to the tape." ("Pl.'s 

Opp'n. Br. at 4). Dimmie says she is under the "belief" that Defendant Carey listened to her song and 

copied portions of its melodic and lyrical content in the development of Defendant Carey's song "Hero." 

(Compl. P24). Dimmie also says she is also under the "belief" that Defendant Afanasieff utilized this 

recording during the development stages of "Hero." (Compl. P24). 
 
Defendants Carey and Afanasieff assert there was no infringement and that "Hero" was the product of 

independent creation. (Answer P19). They state that "Hero" was written and created during two writing 
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sessions in early 1992. (Carey Transcript ("Tr.") 41:4-12). Defendants Carey and Afanasieff have 

submitted, together with their moving papers herein, recordings of these sessions, along with Carey's 

"writing book," as proof of independent creation. Both Defendants allege that they did not hear 

Dimmie's "Be Your Own Hero" until after the commencement of the instant action. (Afanasieff Tr. 

87:22-89:12; Carey Tr. 52:9-13). Defendants Afanasieff and Carey also state that they follow a strict 

policy of refusing to review unsolicited recordings of the type purportedly sent by Dimmie. (Afanasieff 

Tr. 26:18-21; Carey Tr. 11:12-16). 
III. Analysis 

A. Summary Judgment Standard 
 
A party is entitled to summary judgment "if the pleadings, depositions, answers to interrogatories, and 

admissions on file, together with the affidavits, if any, show that there is no genuine issue as to any 

material fact and that the moving party is entitled to a judgment as a matter of law." Fed. R. Civ. P. 

56(c). The existence of a factual dispute between the parties is only relevant if that particular fact is 

"material" (i.e., its resolution is necessary to achieve a final judgment on the merits). See Anderson v. 

Liberty Lobby, Inc., 477 U.S. 242, 247, 91 L. Ed. 2d 202, 106 S. Ct. 2505 (1986). Rule 56(c) precludes 

summary judgment if the dispute over the "material" fact is "genuine," in that there is sufficient 

evidence to allow a "reasonable jury" to "return a verdict for the nonmoving party." Id. (citing First 

National Bank of Arizona v. Cities Service Co., 391 U.S. 253, 20 L. Ed. 2d 569, 88 S. Ct. 1575 (1968)). 
 
While the Court must "resolve all ambiguities and draw all reasonable inferences against the moving 

party," it is clear that the "mere existence of an alleged factual dispute … will not defeat an otherwise 

properly supported motion for summary judgment." Anderson, 477 U.S. at 247-248., see also Fran 

Corp. v. United States, 164 F.3d 814, 816 (2nd Cir. 1999). 
 
It is up to the nonmoving party to show more than a "metaphysical doubt as to the material facts." 

Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 475 U.S. 574, 586, 89 L. Ed. 2d 538, 106 S. Ct. 

1348 (1986). 
B. Copyright Infringement 

 
In order for a defendant to succeed on a motion for summary judgment he or she must demonstrate the 

absence of material evidence supporting the elements of the plaintiff's copyright infringement claim. 

See Repp & K & R Music v. Webber, 132 F.3d 882, 890 (2nd Cir. 1997), cert. denied, 525 U.S. 815, 119 

S. Ct. 52, 142 L. Ed. 2d 40 (1998).14  To succeed in a copyright infringement case, a plaintiff must show: 

(1) ownership of a valid copyright; and (2) unauthorized copying of the copyrighted work. See Feist 

                                                           
14 The concept “substantial similarity” has caused some confusion because historically it has had two separate applications in 
the context of copyright law. See Laureyssens v. Idea Group, 964 F.2d 131, 140 (2nd Cir.1992), Repp, K & R Music, 132 F.3d at 889 
n. 1, Paramount Pictures Corp., 11 F.Supp.2d at 333. It has been used in the initial stages of an infringement inquiry, where the 
plaintiff offers indirect proof of actual copying. See Ringgold, 126 F.3d at 74-75, Paramount Pictures, 11 F.Supp.2d at 332 n. 5. It 
has also been used to prove that the copying is “actionable”, i.e. that it amounts to a misappropriation of the copyrighted work. 
Id., see also Castle Rock Entertainment, 150 F.3d at 137-138, Laureyssens, 964 F.2d at 140-41 (2nd Cir.1992). 

[T]he concept of “substantial similarity” itself has unfortunately been used to mean two different things. On the one hand, it 
has been used as the threshold to determine the degree of similarity that suffices, once access has been shown, as indirect 
proof of copying; on the other hand, “substantial similarity” is more properly used, after the fact of copying has been 
established, as the threshold for determining that the degree of similarity suffices to show actionable infringement. Ringgold, 
126 F.3d at 74. 

The Second Circuit has sought to clarify this situation by substituting the term “probative similarity” for “substantial 
similarity” in the initial injury. See Ringgold, 126 F.3d at 74. (citing Alan Latman, “Probative Similarity” as Proof of Copying: 
Toward Dispelling Some Myths in Copyright Infringement, 90 Colum.L.Rev. 1187, 1204 (1990)), Castle Rock Entertainment, 150 
F.3d at 137-38; Laureyssens, 964 F.2d at 140; Paramount Pictures, 11 F.Supp.2d at 332 n. 5. The Court in Ringgold states: “when 
‘substantial similarity’ is used to mean the threshold for copying as a factual matter, the better term is probative similarity, and 
that substantial similarity should mean only the threshold for actionable copying.” Id. at 74. 
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Publications, Inc. v. Rural Telephone Service Co., 499 U.S. 340, 113 L. Ed. 2d 358, 111 S. Ct. 1282 

(1991); Castle Rock Entertainment v. Carol Publishing Group, Inc., 150 F.3d 132, 137 (2nd Cir. 

1998); Twin Peaks Productions, Inc. v. Publications International, LTD., 996 F.2d 1366, 1372 (2nd Cir. 

1993). A prima facia showing of ownership is made by demonstrating that the plaintiff has obtained a 

certificate of registration from the United States Copyright Office. See Paramount Pictures Corp. v. 

Carol Publishing Group, 11 F. Supp. 2d 329, 332 (S.D.N.Y. 1998), aff'd., 181 F.3d 83 (2d Cir. 

1999)(citing 17 U.S.C. § 410(c)). Unauthorized copying can be shown either by direct evidence, such as 

word for word copying, or by indirect evidence, such as proof that defendants had (a reasonable 

possibility of) "access" to the work, see E.J. Novak v. National Broadcasting Company, 752 F. Supp. 

164, 170 (S.D.N.Y. 1990), reargument denied, 760 F. Supp. 47 (S.D.N.Y. 1991)(citing Ferguson V. 

National Broadcasting Co., 584 F.2d 111, 113 (5th Cir. 1978)), combined with a showing of "probative 

[substantial] similarities" between the plaintiff's and defendant's work. Castle Rock Entertainment, 150 

F.3d at 137; see also Twin Peaks Productions, 996 F.2d at 1372; Repp & K & R Music, 132 F.3d at 889; 

Ringgold v. Black Entertainment Television, 126 F.3d 70, 74 (2nd Cir. 1997); Langman Fabrics v. Graff 

Californiawear, Inc., 160 F.3d 106, 115 (2nd Cir. 1998), opinion amended by, 169 F.3d 782 (2d Cir. 

1998). 
 
After unauthorized copying has been shown, the plaintiff must also prove that the portion copied 

amounts to an "improper or unlawful appropriation." Castle Rock Entertainment, Inc, 150 F.3d at 137; 

see also Repp & K & R Music, 132 F.3d at 889.  
 
The Plaintiff here has satisfied the "ownership" requirement referred to above by producing a certificate 

of copyright registration, dated August 12, 1991, in accordance with 17 U.S.C. § 401(c). (Compl., Ex. A). 

The certificate constitutes prima facie evidence of copyright ownership. Paramount Pictures, 11 F. Supp. 

2d at 332. 
 
Plaintiff asserts a theory of indirect proof of copying based upon the Defendants' alleged "access" to her 

copyrighted work and the "probative similarities" between the two songs. (Pl.'s Opp'n. Br. at 11, 14). 
 

C. Access 
 
The Plaintiff bases her claim of access solely and exclusively upon the theory that she sent (by mail) a 

tape of "Be Your Own Hero" to corporate Defendant Columbia Records. (Dimmie Aff. P. 7). The 

Plaintiff does not, however, offer or supply any evidence to establish that the Defendants, or any of 

them, actually had (a reasonable possibility of) access to a copy of "Be Your Own Hero" during or prior 

to the creation of "Hero." 
 
Plaintiff claims that Columbia Records (initially) received the tape and then must have passed it on to 

Defendants Mattola, Carey and Afanasieff before Hero was created. (Pl.'s Opp'n. Br. at 4.) There is not a 

scintilla of evidence that this occurred. She bases this purported receipt and exchange upon the series of 

uncertain inferences described at page 2 above and also upon the alleged "direct connection between 

Columbia Records, Inc. and Defendants Carey and Afanasieff." (Pl.'s Opp'n Br. at 16). She contends that 

the mailing of her song to Columbia Records, in turn, afforded Carey and Afanasieff a "reasonable 

opportunity to view or read Plaintiff's work." (Pl.'s Opp'n. Br. at 16). "At best, the proof establishes that 

Defendants received Plaintiff's song as mailed; at worst, there is a triable issue of fact whether Defendants 

received the song and had access to it." (Pl.'s Opp'n. Br. at 18). She also hypothesizes that the "pressure" 

on Defendant Carey to "produce recordings" and "fulfill her contractual obligations" with Defendant 

Columbia Records may have motivated her to copy "Be Your Own Hero." (Pl.'s Opp'n. Br. at 3). 
 
Plaintiff's theory of access appears to be based upon the notion of "bare corporate receipt" and, relatedly, 

Bevan v. Columbia Broadcasting System, Inc., 329 F. Supp. 601 (S.D.N.Y. 1971), reargument denied, 172 
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U.S.P.Q. (BNA) 55, 171 WL 17104 (S.D.N.Y. Nov. 1, 1971). In Bevan, the plaintiffs alleged that the 

Columbia Broadcasting Systems, Inc. ("CBS") television program "Hogan's Heros" infringed their own 

presentation for a television series. The plaintiffs based their access claim on the fact that they sent an 

unsolicited copy of their presentation to the corporate offices of CBS, and obtained an acknowledgment 

of receipt letter prior to the production of the CBS television series. ("Acknowledgment and virtual 

rejection of the presentation was communicated to plaintiffs by CBS representative Lawrence White." 

Bevan, 329 F. Supp. at 609) The Court found for the plaintiffs holding that "defendants' failure to dispel 

the inference of access from the facts of submission to CBS is fatal to their motions for judgment N.O.V. 

or alternatively for a new trial." Bevan, 329 F. Supp. at 610. In the case at bar, Plaintiff Dimmie claims 

that her unsolicited (and undocumented) mailing(s) to Defendants of a recording of "Be Your Own Hero" 

constitutes "corporate receipt", under Bevan, and entitles her to a finding of prima facie access. (Pl.'s 

Opp'n. Br. at 15). It does not. On the facts presented here, plaintiff's "best case" scenario of (alleged) 

unsolicited mailing does not establish "access". It would be an unfair and legally impermissible "stretch" 

to conclude, as Plaintiff does, that "by Ms. Dimmie mailing her song to Columbia, Defendants Carey and 

Afanasieff 'had a reasonable opportunity to view or read Plaintiff's work' and therefore had access". Id. 

Mailing cannot, on these facts, be equated with access. 
 
Plaintiff's reliance upon Bevan is misplaced. For one thing Bevan is factually distinguishable from the 

case at bar. In Bevan, which involved a motion after a jury trial, the plaintiffs, in fact, received notice of 

receipt of their presentation from CBS stating that CBS had an "interest in the ideas" but no current plans 

to use it. Bevan, 329 F. Supp. at 603. Thus, unlike this case, CBS acknowledged receiving and being 

interested in the plaintiff's presentation. Here, there is no proof that corporate receipt, approaching the 

Bevan facts, was ever effectuated. "'To support a finding of access on a motion for summary judgment, 

the plaintiff must show 'a reasonable possibility of access, not a bare possibility.'" Novak, 752 F. Supp. at 

168 (quoting Ferguson v. National Broadcasting Co., 584 F.2d 111, 113 (5th Cir. 1978)), Siskind v. 

Newton John, 1987 U.S. Dist. LEXIS 4084, 1987 WL 11701 at (S.D.N.Y. May 22, 1987). 
 

* * * 
Id. 
 
The Plaintiff in the instant case has failed to provide any evidence that the Defendants, or any of them, 

had access to her work within the meaning of the cases cited. This is fatal to Plaintiff's claim. On the other 

hand, the Defendants, particularly Carey and Afanasieff, have offered proof that they did not receive or 

review the Plaintiff's work prior to the filing of the instant suit (Afanasieff Tr. 87:22-89:12; Carey Tr. 

52:9-13); and that they follow a strict policy of refusing to review unsolicited recordings. (Afanasieff Tr. 

26:18-21; Carey Tr. 11:12-16). On these facts, mere allegations of corporate receipt without more (even 

assuming corporate receipt had been established) do not create a prima facie case of access sufficient to 

defeat summary judgment. See Meta-Films, 586 F. Supp. at 1357-1358; Cox, 1997 U.S. Dist. LEXIS 

6687, 1997 WL 251532 at 3; Novak, 752 F. Supp. at 169. The Plaintiff has offered no direct or indirect 

proof to show that: 1) the work was ever received much less reviewed by Defendant Columbia Records, 

Carey, Afanasieff or Mattola; or 2) that Defendants Carey and Afanasieff ever had a reasonable 

opportunity/possibility to listen to her work before producing "Hero" much less that they actually copied 

Plaintiff's work. Similarly, Dimmie has not put forth any affirmative evidence to refute Defendants' 

(Carey and Afanasieff) sworn testimony that they did not hear or review "Be Your Own Hero"; that Hero 

was independently created; and their statements that it was against their policy and practice to review 

unsolicited tapes. Among other things, Defendant Afanasieff stated: 
 
Q: Can you describe those circumstances, if any, in which you would receive a tape from an artist who 

had sent one to Sony? 
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A: You have to understand, the only time I would hear a tape is an existing artist at Sony who is sending 

me a tape of a song to record for their album. I would never listen to tapes outside of Sony that are 

potential artists. (Afanasieff Tr. 26:15-23) (emphasis added) 
 
Similarly, Defendant Carey stated: 
Q: In 1989 did you ever have access to any tapes of any of Sony's, or CBS's tapes? 
 
A: No. That's not what I do. I don't accept any tapes, because I'm not seeking anybody else's 

material. (Carey Tr. 11:12-16) (emphasis added) 
 
Conclusory allegations, such as those made by the Plaintiff here, do not give rise to a "genuine issue" of 

material fact as to access. Repp & K & R Music, 132 F.3d at 889; see also Delaware & Hudson Ry. Co. v. 

Consolidated Rail Corp., 902 F.2d 174, 178 (2d Cir. 1990), cert. denied, 500 U.S. 928, 114 L. Ed. 2d 125, 

111 S. Ct. 2041 (1991); Meta-Films, 586 F. Supp. at 1357-58; Cox, 1997 U.S. Dist. LEXIS 6687, 1997 

WL 251532 at 3; Novak, 752 F. Supp. at 169; Vantage Point, 529 F. Supp. at 1212; McGaughey, 12 F.3d 

at 65. Otherwise, authors, producers, writers, and their affiliated companies could, as here, be forced to 

defend against baseless accusations of misappropriating others' work which they never saw, heard or 

solicited. 
D. Probative Similarity 

 
The Plaintiff also argues that "probative similarities" exist between "Be Your Own Hero" and "Hero" 

presumably because Plaintiff's expert, Professor John Andrew Johnson ("Johnson"), concluded that the 

two works were so similar as to make independent creation "unlikely." (Pl.'s Opp'n. Br., at 11). But 

probative similarity, in the absence of "access", is not dispositive. See Procter & Gamble Co. v. Colgate-
Palmolive Co., 199 F.3d 74, 1999 WL 1111603 at 3 (2d Cir. 1999); Twin Peaks Productions, 996 F.2d at 

1372 n.1; Williams v. Crichton, 84 F.3d 581, 587 (2d Cir. 1996); Kregos v. Associated Press, 3 F.3d 656, 

662 (2d Cir. 1993), cert. denied, 510 U.S. 1112, 127 L. Ed. 2d 376, 114 S. Ct. 1056 (1994); Ringgold, 126 

F.3d at 74; Langman, 160 F.3d at 115-116, (citing 4 MELVILLE NIMMER and DAVID NIMMER, 

NIMMER on COPYRIGHT § 13.01[B] (1998)); Kerr v. New Yorker Magazine, 63 F. Supp. 2d 320, 325 

(S.D.N.Y. 1999); Cox, 1997 U.S. Dist. LEXIS 6687, 1997 WL 251532 at 3. 15The existence of "probative 

similarities" will not create a prima facie case of copying without a further showing of access. 
 

E. Striking Similarity 
 
If, as here, a plaintiff has failed to produce indirect evidence of copying (by demonstrating both access 

and "probative similarities"), he or she may defeat a motion for summary judgment by showing that the 

works in question are "strikingly similar." See Repp & K & R Music, 132 F.3d at 889. 
 
Two works are considered to be "strikingly similar" if creation of one is so dependent on the other "as to 

preclude the possibility of independent creation." Id. "Striking similarity" can be shown through expert 

testimony. Id. at 890. 
 
The Second Circuit Court of Appeals has addressed the application of "striking similarity" in the context 

of musical works in the case of Repp & K & R Music v. Webber. In Repp & K & R Music, the Court 

(Miner, J.) reversed the decision of the lower court which had based its findings, in part, upon its own 

"aural examination," instead of relying upon the testimony of highly qualified experts. The Court noted 

                                                           
15 Recent Second Circuit decisions indicate that copying can be established by “evidence of access to the copyrighted work, 
similarities that are probative of copying between the works, and expert testimony.” Castle Rock Entertainment, 150 F.3d at 137; 
see e.g., Repp & K & R Music, 132 F.3d at 889; Laureyssens, 964 F.2d at 140. 
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that both experts had concluded that the works were "strikingly similar" in their reports, and both experts 

specifically stated that the works could not have been created independently. Id. at 890-891. 
 
It is somewhat unclear (from the papers submitted) to what extent the Plaintiff in this action is relying 

upon "striking similarity". In any event, Plaintiff has not demonstrated "striking similarity" sufficient to 

defeat summary judgment. The Plaintiff's own expert witness, Professor Johnson, reviewed both 

songs and came to the conclusion that he did not "possess sufficient evidence…to state without any 

doubt that 'Hero' was based on 'Be Your Own Hero.'" (Snyder Aff., Ex. Q, p.10). (emphasis added). 

Rather, Professor Johnson, concludes that, in his view, it is "unlikely" that the two works were created 

independently. (Snyder Aff., Ex. Q, p.10). This is not enough. See Repp & K & R Music, 132 F.3d at 889 

(Court held that "strikingly similar" works must be so identical as to preclude any reasonable possibility 

of independent creation); Cox, 1997 U.S. Dist. LEXIS 6687, 1997 WL 251532 at 7 (In order for two 

works to be "strikingly similar" they must be so "alike as to preclude the possibility of independent 

creation"); Gaste v. Kaiserman, 863 F.2d 1061, 1068 (2d Cir. 1988) (Court inferred access through 

"striking similarity" where plaintiff's expert testified that the two works were so similar that could not 

have been created independently). And, Professor Johnson further qualifies his conclusion by stating that 

Carey and Dimmie share "common musical sensibilities" that could have lead to the creation of similar 

but independent works. Id. 
 
Q: But you would agree, would you not, based on everything we've discussed, that while it's in your mind 

unlikely, it's possible that they were independently created? 
 
A: I have to say it's within the realm of possibility because there are differences that are there. 
(Johnson Tr. 200:21-201:3). emphasis added. 
 
Johnson's comments do not provide the level of proof required to show "striking similarity." He does not 

use the phrase "striking similarity."  Nor does he state that "Hero" could not have been independently 

created.  See Repp & K & R Music, 132 F.3d at 890-891 where the plaintiff's experts specifically stated 

that the works were so substantially similar and that they could not have been independently created.). 
 
At the same time, Defendants here have produced substantial evidence to show that "Hero" was 

independently created. (Snyder Aff., Ex. S-V). Defendants' evidence includes several working tapes 

which document the creative steps that Carey and Afanasieff took to produce "Hero", and a journal kept 

by Carey that shows the evolution of the lyrics for the song. (Snyder Aff., Ex. T, U). As noted (although 

not binding here), the same evidence of "independent creation" was assessed in Seletti, and was 

characterized by Judge Chin as "compelling proof that Carey and Afanasieff actually wrote the song". 

Seletti, 177 F.R.D. at 194. 
 
Where, as here, convincing proof of independent creation exits, prima facie copying (assuming it were 

established) may be rebutted. See Procter & Gamble, 199 F.3d 74, 77, 1999 WL 111603 at 3 ("If the 

plaintiff establishes a prima facie case of infringement, the defendant may rebut it by proving the 

affirmative defense of independent creation."); Repp & . & R Music, 132 F.3d at 889 ("independent 

creation is an affirmative defense, evidence of which may be introduced to rebut a prima facie case of 

infringement"); Kerr, 63 F. Supp. 2d at 324. If the plaintiff is able to make out a prima facie claim for 

copyright infringement, the defendant may then offer proof if independent creation as an affirmative 

defense."); Cox, 1997 U.S. Dist. LEXIS 6687, at 20, 1997 WL 251532 at 7 ("Evidence ... [of] independent 

creation offers yet another ground on which summary judgement can be granted"). Therefore, even if the 

Plaintiff could be said to have established prima facie copying, (which she has not), both Defendants 

Carey and Afanasieff have offered convincing documentary evidence to support their claim of 

independent creation. See Seletti, 177 F.R.D. at 194; see also Novak, 752 F. Supp. at 164 (Court granted 
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summary judgment to the defendants where they submitted proof of independent creation in the form of 

tape that was a "precursor" to their eventual work). 
 
There are no genuine issues of copying here. The Defendants here are entitled to summary judgment. See 

Novak, 752 F. Supp. at 170; Cox, 1997 U.S. Dist. LEXIS 6687, 1997 WL 251532 at 7. 
 

IV. Conclusion and Order 
 
For the foregoing reasons, Defendants' motion for summary judgment is granted. The Clerk is directed to 

enter an order dismissing the complaint. 
 
SO ORDERED 
 

 
Notes and Questions 
 
1.   This case introduces the concept of “bare corporate receipt” which is never sufficient to prove access. 
 
2. The opinion states that only two elements—ownership and copying—are necessary to show 

infringement. It ignored originality and substantial similarity, probably because they were not at issue. 
 
Listen 

 FAMEBEYOUROWNHERO.mp3 
 MariahCareyHero.mp3 

 
 

 
REPP v. WEBBER 

132 F.3d 882 (2d Cir. 1997) 
 
MINER, Circuit Judge 
 
Plaintiffs Ray Repp and K & R Music, Inc. ("K & R") appeal from a summary judgment entered in the 

United States District Court for the Southern District of New York (Kram, J.) in favor of defendants in an 

action involving claims and counterclaims grounded in copyright infringement. The defendants are 

Andrew Lloyd Webber, a well-known British composer of musical works for stage production, Really 

Useful Group, plc, his copyright proprietor, and Really Useful Company, Incorporated, Polygram 

Records, Inc., MCA Records, Inc. ("MCA") and Hal Leonard Publishing Corporation, all said to be Lloyd 

Webber's licensees. The summary judgment dismissed the claim of Repp, an established American 

composer of popular liturgical music, and K & R, a publisher of religious and church music, that the 

"Phantom Song," composed by Lloyd Webber, copies the song, "Till You," composed by Repp. Also 

before us is a cross-appeal from a judgment in favor of Repp and K & R entered in the same action after a 

non-jury trial. This judgment dismissed the counterclaims of Lloyd Webber and his copyright proprietor 

alleging that "Till You" copies the song "Close Every Door" composed by Lloyd Webber. 
 
For the reasons that follow, we reverse the summary judgment that is subject of the appeal, and we affirm 

the judgment entered after trial that is subject of the cross-appeal. 
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I. BACKGROUND 
A. Of Ray Repp, His Music and His Claim. 

 
Repp has been a professional composer and performer of liturgical music for more than thirty years. He 

has written and published music for eleven albums, encompassing one hundred twenty different musical 

compositions. Over the years, Repp has performed in the United States, Canada, Europe and Asia, and 

some of his lyrics have been translated into foreign languages. His music has been published by his own 

company, plaintiff K & R, as well as others, including Our Sunday Visitor, FEL Publications, Word 

Publications and Hope Publications. It also has been published by the Lutheran, Episcopal, Presbyterian 

and Catholic churches and by the Church of the Brethren. Repp's songs have been included in various 

hymnals and song books. He has been recognized as a leading author and performer of liturgical folk 

music. 
 
Repp wrote the song "Till You" in 1978 and registered it with the United States Copyright Office the same 

year. The song is liturgical in nature, being based on passages from the Book of Luke, commonly known 

as the "Magnificat." It has been distributed since 1978 as part of the album "Benedicamus" in the form of 

cassettes and record albums. The song appears in sheet music form in books entitled "Benedicamus" and 

"Life Songs." Twenty-five thousand copies of the sheet music were said to have been published and 

distributed. 
 
With respect to albums or cassettes that included "Till You," Repp asserts that he personally ordered a 

total of eighteen thousand copies and that all but a handful have been sold or distributed. Repp is not fully 

able to document the sales, but he does have some records, including those relating to sales of fifty 

albums and fifty cassettes of "Benedicamus" to a distributor in Australia. Although music from 

"Benedicamus" may have made the "heavy play list" at the Fordham University Radio Station, Repp 

could not establish the frequency with which "Till You" was played on any radio station. However, Repp 

has performed the song in over two hundred concerts given since 1978 in the United States and many 

foreign countries. These performances were given in convention centers, churches, universities and 

theaters. Repp estimates that over one hundred thousand people have heard him perform his song "Till 

You," and he contends that Lloyd Webber, having had access to this music, copied it, intentionally or 

unintentionally, in writing the "Phantom Song." 
 

B. Of Andrew Lloyd Webber, His Music, His Defense and His Counterclaims. 
 
Lloyd Webber is a composer who has achieved outstanding international success. He resides in England, 

maintains a residence in New York City, and travels widely. He has more than three hundred published 

compositions to his credit. His work for the theater includes such acclaimed musical shows as "Joseph 

and the Amazing Technicolor Dreamcoat," "Jesus Christ Superstar," "Cats," "Evita," "Starlight Express," 

"Song and Dance," "Aspects of Love," "Sunset Boulevard," and "The Phantom of the Opera." Lloyd 

Webber completed the "Phantom Song" in late 1984, and the piece was recorded in December 1985 by 

Sarah Brightman and Steve Harley. It was released as a single recording in January 1986 in England. "The 

Phantom of the Opera," a dramatico-musical show had its premiere in London in 1986. "Phantom Song" 

is an important part of the work, which was registered in the United States Copyright Office in 1987. The 

show opened on Broadway in 1988. 
 
"Joseph and the Amazing Technicolor Dreamcoat" (hereinafter, "Joseph") first was presented as a choral 

work in London in 1968. The song "Close Every Door" was among the first portions of the choral 

presentation that Lloyd Webber completed. The composition was a centerpiece in every subsequent 

version of "Joseph," which was based on the Biblical tale of Joseph's sale into slavery by his brothers and 

subsequent rise to success in Egypt. An expanded version was presented at the Edinburgh Festival in 1972 

and in London in 1973. Following the London run, Lloyd Webber and lyricist Tim Rice further expanded 
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"Joseph" into a full-length musical. In 1989, Lloyd Webber's company, Really Useful Group, acquired by 

assignment all the rights and interest in the copyright for "Joseph," including "Close Every Door." The 

assignment thereafter was recorded in the United States Copyright Office. 
 
"Joseph" was recorded as an album by Decca Records and publicly released in 1969. "Close Every Door" 

was the first single recording released from the album. In 1971, Sceptre Records released the album in the 

United States, where it was sold in retail stores and appeared on the Billboard Magazine charts of Top LPs 

for twelve weeks. MCA issued a sound recording of "Joseph," including "Close Every Door," in 1974. 

Sales of the MCA recording exceeded twenty-three thousand units. Between 1969 and 1978, at least forty 

thousand copies of the sheet music of the vocal score were sold. Between 1968 and 1978, "Joseph" was 

widely performed by stock and amateur theater companies and was broadcast on the radio. "Close Every 

Door" was heard in the United States on religious radio programs, which Lloyd Webber asserts were 

"directly within Repp's sphere of interest." Lloyd Webber contends that the widespread dissemination of 

"Close Every Door," together with Repp's interest in the musical genre, provide important evidence of 

access. He asserts that there are striking and significant similarities demonstrating that "Till You" copies 

the earlier written "Close Every Door." 
 

C. Of Defendants' Motion for Summary Judgment. 
 

1. The Motion and the Response 
 
The defendants' summary judgment motion was made at the conclusion of fact and expert discovery. The 

moving papers include a declaration by Lloyd Webber that he began to compose "Phantom Song" at 

Sydmonton Court, his home in Sydmonton, England, in late 1983. Sarah Brightman, who later became his 

wife, worked with him as he composed. According to Lloyd Webber, the song was designed to show off 

Brightman's vocal range, and she sang the melody as he composed at the piano. No lyrics were written at 

that time, and no notation of the music was made. Lloyd Webber declared that, although the song was not 

completed that day, the whole of the melody was developed. Thereafter, Lloyd Webber was occupied with 

other projects and did not get around to completing the entire "Phantom Song" until 1984. 
 
Ms. Brightman furnished a declaration confirming Lloyd Webber's account of the origination of "Phantom 

Song." In her declaration, she recalled Lloyd Webber asking her to sing the music that he played on the 

piano. Lloyd Webber modified the melody and the chords of the piece as he played and she sang. 

Brightman declared that in September 1984 she accompanied Lloyd Webber to a meeting with Michael 

Batt, who was to produce a recording of the song Lloyd Webber had composed for her. In October 1984, 

Brightman and Batt recorded "Phantom Song" at Air Studios in London. 
 
Both Lloyd Webber and Brightman assert that they never heard of Ray Repp or his music prior to this 

litigation. Lloyd Webber testified at his deposition that he dislikes "pop church music" and never listens to 

it. His interest in "church music" is limited to "the English Choral tradition." Although Repp alleged a 

connection with Lloyd Webber through a common acquaintance, Robert Velline, it appears that Velline 

actually was acquainted with Lloyd Webber's brother and met Lloyd Webber only briefly in 1986. Velline, 

a 1960s rock singer known as Bobby Vee, had received a copy of Repp's album, "Benedicamus," in 1979. 
Lloyd Webber also submitted in support of his motion for summary judgment the affidavits and report of 

an expert musicologist, Dr. Lawrence Ferrara. Ferrara is a Professor of Music at New York University and 

has written numerous books and articles on musical analysis. In analyzing the part of "Till You" allegedly 

infringed by the "Phantom Song," he identified two separate musical phrases in "Till You," and three 

separate phrases in the "Phantom Song." Ferrara determined that the third phrase really was a variant of 

the first phrase in the latter piece. In arriving at his findings, he reviewed Lloyd Webber's prior works as 

well as other extant musical literature. 
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Ferrara found that the first phrase of the "Phantom Song" was derived from Lloyd Webber's earlier 

compositions: "Benjamin Calypso" and "Pilate's Dream." He also identified in phrase one various 

compositions in the public domain, including pieces by Bach and Grieg. He found that phrase two of the 

"Phantom Song" was derived primarily from "Close Every Door" but also from other works by Lloyd 

Webber. Professor Ferrara was of the opinion that there is a greater similarity between phrase two of 

"Close Every Door" and phrase two of "Till You" than there is between phrase two of "Phantom Song" 

and phrase two of "Till You." Defendants put forth Ferrara's findings that the two relevant phrases of the 

"Phantom Song" were derived from compositions by Lloyd Webber that predated "Till You," and his 

findings that the melody in phrase one was derived from compositions in the public domain, to support 

their claim that any music in the "Phantom Song" similar to "Till You" results from Lloyd Webber's 

independent creation. 
 
Plaintiffs' response to the motion for summary judgment included the affidavits and reports of two 

musicologists -- Professors H. Wiley Hitchcock and James Mack. Professor Hitchcock is 

Distinguished Professor of Music at the City University of New York and Founding Director of the 

Institute for Studies in American Music at Brooklyn College of City University. He is the author of a 

number of scholarly books and articles about music. Hitchcock provided a thirty-five page musicological 

analysis, with attached charts, to support his conclusion that "Phantom Song" is based on "Till You." In 

his analysis, he examined overall structure, rhythm and meter, melody and harmony and the interaction of 

these elements in the two pieces as a whole. Hitchcock found "the basic rhythmic character" and the 

"basic metrical character" of each piece identical. Although the two pieces are written in different 

harmonic modes, Hitchcock opined that they "reveal significant correspondences, and in harmonic 

rhythm an absolute identity." 
 
According to Professor Hitchcock, the principal and most important aspect to be considered in the 

comparison of the two pieces is the melody of each piece. Analyzing pitch and rhythm as the constituent 

elements of melody, Hitchcock asserted that "there were striking similarities between the two melodies." 

His conclusion was as follows: 
 
Between "Till You" and "Phantom Song," however, the similarities are so many, in so many areas, over 

such an extraordinary proportion of the compositions, that I cannot consider them as insignificant or 

coincidental, and I must conclude that "Phantom Song" is based on "Till You." 
 
Professor Mack is Professor and Chairman of the Humanities Department at Harold Washington College 

in Chicago, Illinois. He has composed music and has been employed as an arranger, conductor and record 

producer. He also has been involved in the production of radio and television commercials. Professor 

Mack has conducted various symphony orchestras in the performance of his own works and has 

performed as a flautist on a number of occasions. His analyses are put forth in his affidavit and in Repp's 

answer to certain interrogatories. Mack approached the music in question from a contemporary 

commercial point of view as well as from the traditional academic perspective utilized by Professor 

Hitchcock. 
 
Although he was largely in agreement with Professor Hitchcock's analysis and conclusions, Professor 

Mack found "even more similarities," particularly "harmonic similarities" than were found by Hitchcock. 

Mack's analysis also took into account his opinion that aural impressions are more significant in 

commercial music than in symphonic music because the former is designed for the lay listener who 

derives his impression from what he or she hears. Professor Mack concluded "that 'Till You' and 

'Phantom' are strikingly similar, and are so similar as to preclude separate creation." 
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2. The Opinion of the District Court 
 

In its comprehensive decision granting summary judgment dismissing the claims of plaintiffs, the district 

court first agreed with defendants' contention "that plaintiffs cannot prove that Lloyd Webber had access 

to Repp's 'Till You' song prior to composing the Phantom Song." Repp v. Lloyd Webber, 858 F. Supp. 

1292, 1301 (S.D.N.Y. 1994)("Repp I"). The district court determined that there was no chain of events by 

which Lloyd Webber might have gained access to Repp's song, since Lloyd Webber categorically denied 

any exposure to Repp or his music and there was no nexus between Robert Velline and Lloyd Webber that 

would justify an inference of access on that basis. See id. at 1301. 
 
The district court also determined that the wide dissemination of the allegedly infringed work, which 

could satisfy the burden of showing access, was not established. In arriving at this conclusion, the district 

court pointed to various perceived deficiencies in the plaintiffs' evidence -- the lack of documentary proof 

of the number of copies of "Till You" actually distributed to the public in album, tape or cassette form; the 

failure of the testimony to describe quantity, time and place of distribution of the "Benedicamus" album; 

inability to establish that the advertising of Repp's music included "Till You" as a distinct composition; 

and, despite Lloyd Webber's fondness for church music and the widespread performance of Repp's music 

in church and other venues, the failure to establish that Lloyd Webber visited any of the places where "Till 

You" was performed. See id. At 1301-03. 
 
The district court also rejected plaintiffs' contention that "Till You" is so strikingly similar to the 

"Phantom Song" as to preclude the possibility of independent creation and to permit access to be inferred 

without direct proof. In this connection, the district court stated:  
 
Upon aural examination of the two songs and consideration of the expert testimony submitted by both 

parties, the Court finds that any similarities that exist between the two works are not so extensive as to 

support an inference of copying and improper appropriation without more. While the two melodies share 

several common notes, the songs differ in tempo and style. In addition, plaintiffs' expert, Prof. Hitchcock, 

concedes that the two pieces differ in harmony, key and mode. Under the circumstances, the Court finds 

that the two songs do not share a striking similarity sufficient to justify a finding of copying in the 

absence of access to the copyrighted work. 
 
Id. at 1303. 
 
The district court also accepted the defense of independent creation. The court credited the declarations of 

Lloyd Webber and Brightman concerning the creation of the "Phantom Song" at Lloyd Webber's home in 

Sydmonton in 1983 and the later development of the song in 1984. According to the district court, 

"plaintiffs have not submitted any evidence to contradict defendants' proof that the Phantom Song was 

created in the manner" described in the declarations of Lloyd Webber and Brightman. Id. at 1304. The 

court rejected plaintiffs' argument "that Lloyd Webber and Brightman are interested parties, and that their 

allegations of independent creation are therefore incredible." Id. Finally, the court dismissed pendent state 

claims of unfair competition and deceptive trade practices for lack of jurisdiction, finding, among other 

things, that there was not complete diversity of citizenship. See id. Plaintiffs do not here contest the 

dismissal of the state claims. 
 

3.  Of the Trial of the Counterclaims and the Decision that Followed. 
 
In denying a motion to dismiss the counterclaims, the district court determined "that a reasonable jury 

could infer that Repp had access to the song 'Close Every Door' by virtue of its wide dissemination in the 

public domain" prior to the composition of 'Till You.' In addition the Court found that an issue of fact 

existed as to whether the two works were substantially similar. See Repp v. Lloyd Webber, 892 F. Supp. 
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552, 557-58 (S.D.N.Y. 1995). Accordingly, Lloyd Webber having withdrawn his claim for damages, the 

parties proceeded to trial before the court. 
 
Lloyd Webber testified that he had not heard "Till You" in any form until after he filed the counterclaim, 

which was interposed in reliance upon the analysis of Professor Ferrara. According to the testimony of 

Ferrara, there were twelve fundamental melodic pitches in common in the analogous measures of "Till 

You" and "Close Every Door." Nine of the twelve were said to appear in identical consecutive sequence. 

Ferrara opined that section A of both pieces shared the same internal structure and that there were other 

similarities between the two songs, including harmonic similarities. Each song was said to consist of two 

sections of music, alternatively repeated: section A, containing the similar music at issue and section B, 

containing dissimilar music. It was Ferrara's opinion that the music included in section A of each song 

comprised more than fifty percent of the published songs. 
 
Repp testified that he did not copy "Close Every Door" when he wrote "Till You," and that the two pieces 

did not at all sound alike to his ear. He testified that he first attended a live stage performance of "Joseph 

and the Amazing Technicolor Dreamcoat" in 1982. It is at that time that he would have heard "Close 

Every Door" for the first time, although there was evidence that Repp had been aware of the existence of 

Lloyd Webber's work, including "Joseph," prior to that time. Testifying on behalf of Repp at the trial, 

Professor Mack concluded that "Till You" and "Close Every Door" were "distinctly dissimilar." He noted 

differences in the thrust and ambience of each song, observing that the songs are set to different meters, 

one is in the major mode and one in the minor, and that the rhythms are "antithetical." In arriving at his 

conclusion, Mack analyzed the components of harmony, melody and mode, as well as meter and rhythm. 

According to Mack, Repp did not copy from "Close Every Door." 
 
In dismissing the counterclaims following trial, the district court set forth at length its findings of fact and 

conclusions of law. See Repp v. Lloyd Webber, 947 F. Supp. 105, 107 (S.D.N.Y. 1996)("Repp II"). In the 

opinion, the district court rejected Lloyd Webber's claims regarding Repp's access to "Close Every Door." 

The court accepted Repp's testimony that he was not exposed to the piece until he attended a performance 

of "Joseph" in 1982. See id. at 114-115. With respect to the widespread dissemination of the piece as a 

basis for access, the district court noted, among other things, that "Joseph" did not achieve its greatest 

commercial success until after 1980, two years after "Till You" was created. See id. at 115. The court also 

noted that the evidence of sales and distribution prior to that time was too sparse to support an inference 

of access. See id. On the question of substantial similarity, the district court stated that it "credits the 

testimony and conclusions of Repp's music expert, James Mack ('Mack'), and finds that Lloyd Webber has 

not established that Repp copied from 'Close Every Door.'" Id. In crediting Mack's testimony, the district 

court in its opinion undertook a detailed examination of the Mack musicological analysis and identified 

the deficiencies in Lloyd Webber's evidence. 
 

II. DISCUSSION 
 

A.  Summary Judgment Reversed. 
 
Copyright infringement is established when the owner of a valid copyright demonstrates unauthorized 

copying. See Laureyssens v. Idea Group, Inc., 964 F.2d 131, 139 (2d Cir. 1992). Actual copying must first 

be shown, either by direct evidence or by indirect evidence. See id. at 140. The latter type of evidence 

"includes access to the copyrighted work, similarities that are probative of copying between the works, 

and expert testimony." Id. It is only after actual copying is established that one claiming infringement is 

required to show substantial similarity 16 between the two works relating to the protectible material. Id. 

                                                           
16 Copyright caselaw has caused considerable confusion by the use of the term “substantial similarity” at two different points of 
the copyright infringement analysis. In an effort to clarify this confusion, we have noted that the term “probative similarity” 
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In satisfaction of this requirement in a case alleging music plagiarism, the claimant is constrained to prove 

that "defendant took from plaintiff's works so much of what is pleasing to the ears of lay listeners, who 

comprise the audience for whom such . . . music is composed, that defendant wrongfully appropriated 

something which belongs to the plaintiff." Arnstein v. Porter, 154 F.2d 464, 473 (2d Cir. 1946). 
 
We have held that where there are striking similarities probative of copying, proof of access may be 

inferred: "If the two works are so strikingly similar as to preclude the possibility of independent creation, 

copying may be proved without a showing of access." Lipton v. Nature Co., 71 F.3d 464, 471 (2d Cir. 

1995) (quotation and citation omitted); see also Gaste v. Kaiserman, 863 F.2d 1061, 1067-68 (2d Cir. 

1988). Independent creation is an affirmative defense, evidence of which may be introduced to rebut a 

prima facie case of infringement. See Eden Toys, Inc. v. Marshall Field & Co., 675 F.2d 498, 501 (2d Cir. 

1982). The fact that infringement is "subconscious" or "innocent" does not affect liability, although it may 

have some bearing on remedies. ABKCO Music, Inc. v. Harrisongs Music, Ltd., 722 F.2d 988, 998-99 & 

n.12 (2d Cir. 1983). 
* * * 

 
We think that the defendants failed to demonstrate the absence of evidence supporting the elements of 

plaintiffs' copyright infringement case. And we think that the evidence presented by plaintiffs would 

allow a reasonable fact-finder to find in favor of the plaintiffs. 
 
In determining that plaintiffs could not prove that Lloyd Webber had access to "Till You" prior to 

composing "Phantom Song," the district court first rejected the argument that access could have been 

gained through an intermediary, Robert Velline. The court noted the uncertainty of Velline's testimony and 

his ultimate disclaimer of any allegation that he distributed Repp's music to either Lloyd Webber or Lloyd 

Webber's brother. The court next rejected the claim of access through wide distribution of "Till You," 

"finding that plaintiffs' evidence of 'wide dissemination' does not rise above the level of pure speculation." 

Repp I, 858 F. Supp. at 1302. As to the argument that Repp's music was widely advertised, the court made 

a "finding that the fact that K & R may have distributed newspapers and mailings advertising Repp's 

music does not establish that the 'Till You' song was advertised as a distinct musical composition." Id. 
 
Finally, in determining the issue of access, the district court evaluated the evidence of the advertisement 

and performance of "Till You" in a "specialized religious market." Id. This evaluation lead to a "finding . . 

. that the mere fact that Lloyd Webber composes liturgical works and is 'fond of church music,' . . . does 

not establish either that he visited any of the places at which Repp's 'Till You' song was performed, or had 

access to the Benedicamus recording during the relevant time period." Id. at 1303. 
 
While there was little, if any, evidence demonstrating access, there was considerable evidence that 

"Phantom Song" is so strikingly similar to "Till You" as to preclude the possibility of independent 

creation and to allow access to be inferred without direct proof. The district court recognized our rule 

permitting an inference of access where there is "striking similarity," citing Arnstein v. Porter, 154 F.2d at 

468-69 and Gaste v. Kaiserman, 863 F.2d at 1067. See Repp I, 858 F. Supp. at 1303. However, the district 

court fell into error in rejecting the evidence presented by the plaintiffs and making findings on this issue. 

Two highly qualified experts, Professors Hitchcock and Mack, gave unequivocal opinions based on 

musicological analyses. Professor Hitchcock averred that there was "no doubt about the striking 

similarity" and concluded that "Phantom Song" is based on "Till You." Professor Mack opined that the 

two pieces "are strikingly similar, and are so similar as to preclude separate creation." 

                                                                                                                                                                                           
should be used when referring to the initial burden of proving copying by establishing access and/or similarities. See 
Laureyssens v. Idea Group, Inc., 964 F.2d 131, 140 (2d Cir.1992). After a plaintiff has proved copying, he must then show that the 
copying was unlawful by establishing “substantial similarity” between the works at issue. See id. at 140-41 

 

https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=1992094693&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
https://1.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=1992094693&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
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In the face of the plaintiffs' expert testimony, the district court, relying upon its own "aural examination" 

as well as the expert testimony put forth by the defendants, found "that the two songs do not share a 

striking similarity sufficient to justify a finding of copying in the absence of access to the copyrighted 

work." Repp I, 858 F. Supp. at 1303. It was not for the district court to make this factual finding where 

such strong competing evidence was before it. The issue of "striking similarity," by virtue of the 

supported opinions of the experts, including that of Professor Ferrara for the defendants, was shown to be 

a genuine issue of material fact. Access to the music of Repp being an essential element of his case, it 

cannot be said that there is an absence of evidence to support proof of that element through the inference 

generated by the striking similarity of the two pieces. 
 
Finally, the district court found on the motion for summary judgment that even if plaintiffs could prove 

access and probative similarity, "they have not submitted any evidence to controvert the defendants' proof 

of independent creation." Id. at 1303. In arriving at this conclusion, the district court accepted the 

declarations of Lloyd Webber and Brightman concerning the creation of "Phantom Song" by Lloyd 

Webber, with the assistance of Brightman, at Lloyd Webber's home in Sydmonton, England. The district 

court apparently was of the opinion that some direct evidence was required to contradict their version of 

the events surrounding the beginnings of "Phantom Song." 
 
Plaintiffs note in their brief that a leading text on copyright includes this comment: "Proof of independent 

creation, whether direct or inferential, should be taken with a grain of salt." 2 Paul Goldstein, Copyright: 

Principles, Law and Practice § 7.2.2 (1989). Defendants respond that "Professor Goldstein's comment has 

nothing to do with objective empirical expert evidence of independent creation, which was the heart of 

defendants' motion." While the comment may well overstate the proposition, the fact remains that the 

district court accepted only the version of interested witnesses on the question of separate creation. See 

Repp I, 858 F. Supp. at 1303 & n.15. But Professor Mack for the plaintiffs specifically found that the two 

pieces of music "are so similar as to preclude separate creation." Here, again, the district court erred by 

undertaking the resolution of a disputed issue of material fact. We have previously determined that 

independent creation is an affirmative defense and may be used to rebut a prima facie case of 

infringement. See Eden Toys, Inc. 675 F.2d at 501. The plaintiffs here have established a prima facie case 

of access through striking similarity, which certainly includes the element of probative similarity. Whether 

the evidence of independent creation here is sufficient to rebut the prima facie case established in this 

action is a question for the factfinder, whatever the contours of the burden of establishing the defense. See 

generally 3 Melville B. Nimmer & David Nimmer, Nimmer On Copyright § 12.11[D] (1997). 
 

* * * 
 

III. CONCLUSION 
 
In accordance with the foregoing, we reverse the summary judgment entered by the district court 

dismissing plaintiffs' claims for copyright infringement and remand for further proceedings thereon; we 

affirm the judgment dismissing defendants' counterclaims for copyright infringement entered after trial by 

the district court. 
 

 
Notes and Questions 
 
1. How did the judge err in addressing striking similarity and independent creation relative to the 

plaintiff’s claim concerning the songs, “Phantom Song” and “Till There Was You”? 
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Listen 
 CloseEveryDoorAndrewLloydWebber.mp3 
 PhantomoftheOpera.mp3 

 
 
 

 
BAXTER v. MCA, INC., et al. 

812 F.2d 421 (9th Cir. 1985) 
 
TANG, Circuit Judge 
 
In this copyright infringement action, plaintiff-appellant Leslie T. Baxter appeals the district court's grant 

of summary judgment to John Williams and the other defendants-appellees. The district court granted 

defendants' motion based upon its determination that no substantial similarity of expression existed as 

between Baxter's copyrighted song Joy and the theme from the motion picture "E.T.: The Extra-
Terrestrial" [hereinafter cited as Theme from E.T.]. We reverse the grant of summary judgment and 

remand for trial. 
 

I. FACTS AND PROCEDURAL HISTORY 
 
In 1953, Leslie Baxter composed a collection of seven songs intended to invoke or represent emotions. 

These songs were recorded and published by Capitol Records in 1954 on an album entitled The Passions. 

Joy, one of the compositions on that album, is the subject of this action. 17Baxter is the sole owner of all 

right, title and interest in the copyright to Joy. 
 
Baxter and John Williams, a successful composer and conductor of music, have been personally 

acquainted for several decades. Williams had previously played the piano for Baxter at a number of 

recording sessions, and had knowledge of Joy. He participated as the pianist in the orchestra for a public 

performance of Joy in the Hollywood Bowl in the 1960s. In 1982, Williams composed Theme from E.T. 

for which he received an Academy Award for best original music. The other appellees utilized Theme 

from E.T. in the motion picture "E.T.: The Extra-Terrestrial," sound recordings and merchandising. 
 
On November 2, 1983, Baxter filed a complaint for copyright infringement and demand for jury trial in 

district court. He alleged that Theme from E.T. was largely copied from his copyrighted song Joy. On 

September 17, 1984, defendants moved for summary judgment on the ground that, as a matter of law, 

Theme from E.T. was not substantially similar to protectable expression in Joy, and therefore did not 

infringe it. For the limited purpose of the summary judgment motion only, defendants conceded that: (1) 

Baxter owned a duly registered copyright in Joy; (2) Williams had "access" to Joy before the creation of 

Theme from E.T.; and (3) the "general ideas" in the subject songs were substantially similar. 
 
Defendants attached to their motion papers the following items: (1) cassette tape recordings of Joy as it 

appeared on the album The Passions and the movie soundscore of Theme from E.T.; (2) the twenty-three 

page written instrumental sheet music of Joy that was copyrighted; and (3) the five page piano score of 

Theme from E.T. Baxter introduced into evidence expert testimony and five comparison tapes by 

Professor Harvey Bacal regarding the degree of similarity between the two compositions. 

                                                           
17 Since Joy was published and fixed in a sound recording prior to February 15, 1972, it was not eligible for copyright 
registration. Baxter's claim rests on Joy as registered sheet music which was copyrighted on February 8, 1954 and renewed on 
August 20, 1982. 
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After reviewing the submitted evidence, the district court granted defendants' motion for summary 

judgment, stating: 
 
This Court's "ear" is as lay as they come. The Court cannot hear any substantial similarity between 

defendant's expression of the idea and plaintiff's. Until Professor Bacal's tapes were listened to, the Court 

could not even tell what the complaint was about. Granted that Professor Bacal's comparison exposes a 

musical similarity in sequence of notes which would, perhaps, be obvious to experts, the similarity of 

expression (or impression as a whole) is totally lacking and could not be submitted to a jury. 
 
Baxter timely appealed. 

II. STANDARD OF REVIEW 
 
After the defendants stipulated to the plaintiff's ownership of the copyright and access to his work, the 

district court ruled as a matter of law that there was no substantial similarity between the two works. That 

holding is subject to our de novo review. Berkic v. Crichton, 761 F.2d 1289, 1292 (9th Cir. 1985), cert. 

denied, 474 U.S. 826, 106 S. Ct. 85, 88 L. Ed. 2d 69 (1985). We review the evidence and the inferences 

therefrom in the light most favorable to the nonmoving party, and determine whether there exists any 

genuine issue of material fact and the moving party is entitled to judgment as a matter of law. RFD 

Publications, Inc. v. Oregonian Pub. Co., 749 F.2d 1327, 1328 (9th Cir. 1984) accord Twentieth Century 

Fox Film Corp. v. MCA, 715 F.2d 1327, 1328 (9th Cir. 1983). The district court's grant of summary 

judgment to the defendants must be affirmed if reasonable minds could not differ as to the presence or 

absence of substantial similarity of expression. See v. Durang, 711 F.2d 141 (9th Cir. 1983). See also 

Twentieth Century-Fox, 715 F.2d at 1329. 
DISCUSSION 

 
To establish a successful claim for copyright infringement, the plaintiff must prove (1) ownership of the 

copyright, and (2) "copying" of protectible expression by the defendant. See Sid & Marty Krofft Television 

Productions, Inc., v. McDonald's Corp., 562 F.2d 1157, 1162 (9th Cir. 1977) (citing Reyher v. Children's 

Television Workshop, 533 F.2d 87, 90 (2d Cir. 1976), cert. denied, 429 U.S. 980, 50 L. Ed. 2d 588, 97 S. 

Ct. 492, 192 U.S.P.Q. (BNA) 64 (1976); Universal Athletic Sales Co. v. Salkeld, 511 F.2d 904, 907 (3d 

Cir. 1975), cert. denied, 423 U.S. 863, 96 S. Ct. 122, 46 L. Ed. 2d 92 (1975); 2 M. Nimmer, Nimmer on 

Copyright § 141 at 610-611 (1979) [hereinafter cited as "Nimmer"]). Because direct evidence of copying 

is rarely available, a plaintiff may establish copying by circumstantial evidence of: (1) defendant's access 

to the copyrighted work prior to the creation of defendant's work, and (2) substantial similarity of both 

general ideas and expression between the copyrighted work and the defendant's work. See Krofft, 562 

F.2d at 1162. Absent evidence of access, a "striking similarity" between the works may give rise to a 

permissible inference of copying. See Selle v. Gibb, 741 F.2d 896, 901 (7th Cir. 1984); Schultz v. Holmes, 

264 F.2d 942 (9th Cir. 1959); Nimmer § 13.02[B] at 13-14 (1986). Baxter's ownership of the copyright to 

Joy is undisputed, and defendants conceded access for the purpose of their summary judgment motion. 

Defendants further assumed for purposes of their motion that there was substantial similarity of ideas as 

between the two compositions. Therefore, the only question 18before us is whether the district court's 

                                                           
18 Baxter argues that he should also have been permitted to prove copyright infringement by way of expert testimony and 
analytic dissection which allegedly demonstrated the two works' “striking similarity.” This contention misapprehends the nature 
of the “striking similarity” doctrine. Proof of striking similarity is an alternative means of proving “copying” where proof of 
access is absent. See Selle v. Gibb, 741 F.2d 896, 901 (7th Cir.1984); Nimmer § 13.02[B] at 13-14, 13-15 (1986). Yet here, access 
was conceded and is thus not in issue. It was thus unnecessary to consider the possibility that Theme from E.T. was the product 
of independent creation, coincidence, a prior common source, or any source other than copying. See id. Upon remand, however, 
Baxter's expert testimony and analytic dissection offered as to “striking similarity” would certainly merit submission to a jury as 
to the substantial similarity of general ideas as between the two works. See Krofft, 562 F.2d at 1164. 
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finding, based on its ear, that substantial similarity of expression was "totally lacking and could not be 

submitted to a jury," can sustain a grant of summary judgment to the defendants. 
 

* * * 
 

Determinations of substantial similarity of expression are subtle and complex. The test to be applied has 

been labeled an "intrinsic" one by this Court in that it depends not upon external criteria, but instead upon 

the response of the ordinary reasonable person to the works. Krofft, 562 F.2d at 1164. "Analytic 

dissection" and expert testimony are not called for; the gauge of substantial similarity is the response of 

the ordinary lay hearer. Id., quoting Arnstein v. Porter, 154 F.2d 464, 468 (2d Cir. 1946), cert. denied, 330 

U.S. 851, 67 S. Ct. 1096, 91 L. Ed. 1294, 73 U.S.P.Q. (BNA) 550 (1947). Accordingly, in Krofft, this 

Court rejected extrinsic analysis of similarities and differences among characters in plaintiff's television 

show and defendants' TV commercials, in favor of asking whether the defendants' works captured the 

total concept and feel of plaintiffs' works. Krofft, 562 F.2d at 1167. See also Berkic, 761 F.2d at 1292; 

Litchfield v. Spielberg, 736 F.2d 1352, 1357 (9th Cir. 1984), cert. denied, 470 U.S. 1052, 105 S. Ct. 1753, 

84 L. Ed. 2d 817 (1985); Overman v. Universal City Studios, Inc., 605 F. Supp. 350, 353 (C.D. Cal. 

1984), aff'd mem., 767 F.2d 933 (9th Cir. 1985). 
 
We do not suggest that our ears are any more sophisticated than those of the district court. Nevertheless, 

based on our review of the record, we are persuaded that reasonable minds could differ as to whether Joy 

and Theme from E.T. are substantially similar. As in Twentieth Century-Fox, we do not suggest that the 

works are, in fact, substantially similar. We only state that reasonable minds could differ as to the issue 

and thus that summary judgment was improper. See Twentieth Century-Fox, 715 F.2d at 1329. This is 

simply not a case in which the absence of similarities is so patent as to warrant summary judgment. 
 
We finally address defendants' contention that any similarity between the works can be reduced to a six-
note sequence which is not protectible expression under the copyright laws. We disagree. 
Even were we to accept arguendo defendants' argument over Baxter's response that it is not a six-note 

sequence but the entire work whose similarity is at issue, this argument ignores the fundamental notion 

that no bright line rule exists as to what quantum of similarity is permitted before crossing into the realm 

of substantial similarity. See generally 3 M. Nimmer, Nimmer on Copyright § 13.03[A][2] (1986). Here, 

the ear of the court must yield to the ears of jurors. See Roy Export Co. Establishment v. CBS, 503 F. 

Supp. 1137, 1145 (S.D.N.Y. 1980), aff'd, 672 F.2d 1095 (2d Cir. 1982), cert. denied, 459 U.S. 826, 74 L. 

Ed. 2d 63, 103 S. Ct. 60 (1982). Even if a copied portion be relatively small in proportion to the entire 

work, if qualitatively important, the finder of fact may properly find substantial similarity. See Walt 

Disney Productions v. Air Pirates, 581 F.2d 751 (9th Cir. 1978), cert. denied, 439 U.S. 1132, 99 S. Ct. 

1054, 59 L. Ed. 2d 94 (1978); Universal Pictures v. Harold Lloyd, 162 F.2d 354 (9th Cir. 1947); Heim v. 

Universal Pictures Co., 154 F.2d 480, 488 (single brief phrase so idiosyncratic as to preclude coincidence 

might suffice to show copying) (dictum); Fred Fisher, Inc. v. Dillingham, 298 F. 145 (S.D.N.Y. 1924) (L. 

Hand, J.) (eight note "ostinato" held to infringe copyright in song). See also Meeropol v. Nizer, 560 F.2d 

1061 (2d Cir. 1977) (words copied amounted to less than one percent of defendant's entire work; fair use), 

cert. denied, 434 U.S. 1013, 98 S. Ct. 727, 54 L. Ed. 2d 756 (1977); Robertson v. Batten, Barton, Durstine 

& Osborn, Inc., 146 F. Supp. 795, 798 (S.D. Cal. 1956) (portions of song used constituted element upon 

which popular appeal and hence commercial success depended; fair use). See generally Nimmer § 

13.03[A][2] at 13-36, and citations therein (notion that copying of three bars from musical work can never 

                                                                                                                                                                                           
Baxter further contends that judicial protection beyond the “lay audience” test is required for authors of works in technical 

fields such as music because an infringer can easily deceive the unsophisticated by immaterial variations in the copyrighted 
work. It is unnecessary to reach this issue, given our holding that the grant of summary judgment constituted reversible error. 
No compelling reason appears, however, to depart from the principles enunciated in Krofft, which reiterates that the test of 
substantial similarity depends upon the response of the ordinary lay listener. See Krofft, 562 F.2d at 1164. 
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constitute infringement is without foundation). Certainly, evidence that the sequence in question is found 

in other works would be admissible to rebut an inference of copying; such evidence demonstrates that the 

sequence is so common that the probability of independent, coincidental creation was high. Granite Music 

Corp. v. United Artists Corp., 532 F.2d 718, 720 (9th Cir. 1976). 
 
But we do not understand Baxter's claim to center solely on one six-note sequence. The jury upon remand 

may, of course, determine that any similarity is confined to the sequence, and that the similarity is 

insubstantial. 
III. CONCLUSION 

 
Based upon our review of the record, we cannot say that Joy and Theme from E.T. are so dissimilar that 

reasonable minds could not differ as to a lack of substantial similarity between them. Therefore, the 

district court erred in granting defendants' motion for summary judgment. 
 
Reversed and remanded for proceedings not inconsistent with this opinion. 
 
 

 
Notes and Questions 
 
1. The Baxter case uses the confusing term “substantial similarity” (pg. 57) in connection with its analysis 

of the difference between musical “expression” and “idea”.  The easier way o look at it is that the ocurt 

is really referring to the two prongs of the test for “probative similarity” and equates “expression” as 

part of the intrinsic prong and “idea” a spart of the extrinsic prong.   
 
Listen 

 ETThemeSong.mp3 
 Joy.mp3   

 
 
 

 
ARNSTEIN v. PORTER 

154 F.2d 464 (2d Cir. 1946) 
 

Plaintiff, a citizen and resident of New York, brought this suit, charging infringement by defendant, a 

citizen and resident of New York, of plaintiff's copyrights to several musical compositions, infringement 

of his rights to other uncopyrighted musical compositions, and wrongful use of the titles of others. 

Plaintiff, when filing his complaint, demanded a jury trial. Plaintiff took the deposition of defendant, and 

defendant, the deposition of plaintiff. Defendant then moved for an order striking out plaintiff's jury 

demand, and for summary judgment. Attached to defendant's motion papers were the depositions, 

phonograph records of piano renditions of the plaintiff's compositions and defendant's alleged infringing 

compositions, and the court records of five previous copyright infringement suits brought by plaintiff in 

the court below against other persons, in which judgments had been entered, after trials, against plaintiff. 

Defendant also moved for dismissal of the action on the ground of ‘vexatiousness.’ 
 
Plaintiff alleged that defendant's ‘Begin the Beguine’ is a plagiarism from plaintiff's ‘The Lord Is My 

Shepherd’ and ‘A Mother's Prayer.’ Plaintiff testified, on deposition, that ‘The Lord Is My Shepherd’ had 

been published and about 2,000 copies sold, that ‘A Mother's Prayer’ had been published, over a million 

copies having been sold. In his depositions, he gave no direct evidence that defendant saw or heard these 
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compositions. He also alleged that defendant's ‘My Heart Belongs to Daddy’ had been plagiarized from 

plaintiff's ‘A Mother's Prayer.’ 
Plaintiff also alleged that defendant's ‘I Love You’ is a plagiarism from plaintiff's composition ‘La Priere,’ 

stating in his deposition that the latter composition had been sold. He gave no direct proof that plaintiff 

knew of this composition. 
 
He also alleged that defendant's song ‘Night and Day’ is a plagiarism of plaintiff's song ‘I Love You 

Madly,’ which he testified had not been published but had once been publicly performed over the radio, 

copies having been sent to divers radio stations but none to defendant; a copy of this song, plaintiff 

testified, had been stolen from his room. He also alleged that ‘I Love You Madly’ was in part plagiarized 

from ‘La Priere.’ He further alleged that defendant's ‘You'd Be So Nice To Come Home To’ is plagiarized 

from plaintiff's ‘Sadness Overwhelms My Soul.’ He testified that this song had never been published or 

publicly performed but that copies had been sent to a movie producer and to several publishers. He also 

alleged that defendant's ‘Don't Fence Me In’ is a plagiarism of plaintiff's song ‘A Modern Messiah’ which 

has not been published or publicly performed; in his deposition he said that about a hundred copies had 

been sent to divers radio stations and band leaders but that he sent no copy to defendant. Plaintiff said that 

defendant ‘had stooges right along to follow me, watch me, and live in the same apartment with me,’ and 

that plaintiff's room had been ransacked on several occasions. Asked how he knew that defendant had 

anything to do with any of these ‘burglaries,’ plaintiff said, ‘I don't know that he had to do with it, but I 

only know that he could have.’ He also said ‘* * * many of my compositions had been published. No one 

had to break in to steal them. They were sung publicly.’ 
 
Defendant in his deposition categorically denied that he had ever seen or heard any of plaintiff's 

compositions or had had any acquaintance with any persons said to have stolen any of them. 
 
The prayer of plaintiff's original complaint asked ‘at least one million dollars out of the millions the 

defendant has earned and is earning out of all the plagiarism.’ In his amended complaint the prayer is ‘for 

judgment against the defendant in the sum of $1,000,000 as damages sustained by the plagiarism of all 

the compositions named in the complaint.’ Plaintiff, not a lawyer, appeared pro se below and on this 

appeal. 
I. 

FRANK, Circuit Judge 
 
Plaintiff with his complaint filed a jury demand which defendant moved to strike out. Defendant urges 

that the relief prayed in the complaint renders a jury trial inappropriate. We do not agree. Plaintiff did not 

ask for an injunction but solely for damages. Such a suit is an action at 'law.' 1 That it is founded solely on 

a statute does not deprive either party of a right to a trial by jury; 2 an action for treble damages under the 

Sherman Act is likewise purely statutory, 3 but it is triable at 'law' and by a jury as of right. 
 

II. 
 
The principal question on this appeal is whether the lower court, under Rule 56, properly deprived 

plaintiff of a trial of his copyright infringement action. The answer depends on whether 'there is the 

slightest doubt as to the facts.' Doehler Metal Furniture Co. v. United States, 2 Cir., 149 F.2d 130, 135; 

Sartor v. Arkansas Natural Gas Corp., 321 U.S. 620, 64 S.Ct. 724, 88 L.Ed. 967; Arenas v. United States, 

322 U.S. 419, 434, 64 S.Ct. 1090, 88 L.Ed. 1363; Associated Press v. United States, 326 U.S. 1, 6, 7, 65 

S.Ct. 1416. In applying that standard here, it is important to avoid confusing two separate elements 

essential to a plaintiff's case in such a suit: (a) that defendant copied from plaintiff's copyrighted work and 

(b) that the copying (assuming it to be proved) went to far as to constitute improper appropriation. 
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As to the first -- copying -- the evidence may consist (a) of defendant's admission that he copied or (b) of 

circumstantial evidence -- usually evidence of access -- from which the trier of the facts may reasonably 

infer copying. Of course, if there are no similarities, no amount of evidence of access will suffice to prove 

copying. If there is evidence of access and similarities exist, then the trier of the facts must determine 

whether the similarities are sufficient to prove copying. On this issue, analysis ('dissection') is relevant, 

and the testimony of experts may be received to aid the trier of the facts. If evidence of access is absent, 

the similarities must be so striking as to preclude the possibility that plaintiff and defendant independently 

arrived at the same result. 
 
If copying is established, then only does there arise the second issue, that of illicit copying (unlawful 

appropriation). On that issue (as noted more in detail below) the test is the response of the ordinary lay 

hearer; accordingly, on that issue, 'dissection' and expert testimony are irrelevant. 
 
In some cases, the similarities between the plaintiff's and defendant's work are so extensive and striking 

as, without more, both to justify an inference of copying and to prove improper appropriation. But 

such double-purpose evidence is not required; that is, if copying is otherwise shown, proof of improper 

appropriation need not consist of similarities which, standing alone, would support an inference of 

copying. 
 
Each of these two issues -- copying and improper appropriation -- is an issue of fact. If there is a trial, the 

conclusions on those issues of the trier of the facts -- of the judge if he sat without a jury, or of the jury if 

there was a jury trial -- bind this court on appeal, provided the evidence supports those findings, 

regardless of whether we would ourselves have reached the same conclusions. But a case could occur in 

which the similarities were so striking that we would reverse a finding of no access, despite weak 

evidence of access (or no evidence thereof other than the similarities); and similarly as to a finding of no 

illicit appropriation. 
III. 

 
We turn first to the issue of copying. After listening to the compositions as played in the phonograph 

recordings submitted by defendant, we find similarities; but we hold that unquestionably, standing alone, 

they do not compel the conclusion, or permit the inference, that defendant copied. The similarities, 

however, are sufficient so that, if there is enough evidence of access to permit the case to go to the jury, 

the jury may properly infer that the similarities did not result from coincidence. 
 
Summary judgment was, then, proper if indubitably defendant did not have access to plaintiff's 

compositions. Plainly that presents an issue of fact. On that issue, the district judge, who heard no oral 

testimony, had before him the depositions of plaintiff and defendant. The judge characterized plaintiff's 

story as 'fantastic'; and, in the light of the references in his opinion to defendant's deposition, the judge 

obviously accepted defendant's denial of access and copying. Although part of plaintiff's testimony on 

deposition (as to 'stooges' and the like) does seem 'fantastic,' yet plaintiff's credibility, even as to those 

improbabilities, should be left to the jury. If evidence is 'of a kind that greatly taxes the credulity of the 

judge, he can say so, or, if he totally disbelieves it, he may announce that fact, leaving the jury free to 

believe it or not.' If, said Winslow, J., 'evidence is to be always disbelieved because the story told seems 

remarkable or impossible, then a party whose rights depend on the proof of some facts out of the usual 

course of events will always be denied justice simply because his story is improbable.' We should not 

overlook the shrewd proverbial admonition that sometimes truth is stranger than fiction. 
 
But even if we were to disregard the improbable aspects of plaintiff's story, there remain parts by no 

means 'fantastic.' On the record now before us, more than a million copies of one of his compositions 

were sold; copies of others were sold in smaller quantities or distributed to radio stations or band leaders 

or publishers, or the pieces were publicly performed. If, after hearing both parties testify, the jury 
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disbelieves defendant's denials, it can, from such facts, reasonably infer access. It follows that, as 

credibility is unavoidably involved, a genuine issue of material fact presents itself. With credibility a vital 

factor, plaintiff is entitled to a trial where the jury can observe the witnesses while testifying. Plaintiff 

must not be deprived of the invaluable privilege of cross-examining the defendant -- the 'crucial test of 

credibility' -- in the presence of the jury. Plaintiff, or a lawyer on his behalf, on such examination may 

elicit damaging admissions from defendant; more important, plaintiff may persuade the jury, observing 

defendant's manner when testifying, that defendant is unworthy of belief. 19 

 
To be sure, plaintiff examined defendant on deposition. But the right to use depositions for discovery, or 

for limited purposes at a trial, of course does not mean that they are to supplant the right to call and 

examine the adverse party, if he is available, before the jury. For the demeanor of witnesses is recognized 

as a highly useful, even if not an infallible, method of ascertaining the truth and accuracy of their 

narratives. As we have said, 'a deposition has always been, and still is, treated as a substitute, a second-
best, not to be used when the original is at hand' for it deprives 'of the advantage of having the witness 

before the jury.' It has been said that as 'the appearance and manner of the witness' is often 'a complete 

antidote' to what he testifies, 'we cannot very well overestimate the importance of having the witness 

examined and cross-examined in presence of the court and jury.'  Judge Lumpkin remarked that 'the oral 

testimony of the witness, in the presence of the Court and Jury, is much better evidence than his 

deposition can be * * *' Coxe, J., noted that 'a witness may convince all who hear him testify that he is 

disingenuous and untruthful, and yet his testimony, when read, may convey a most favorable impression.' 

As a deposition 'cannot give the look or manner of the witness: his hesitation, his doubts, his variations of 

language, his confidence or precipitancy, his calmness or consideration;' it 'is * * * or it may be, the dead 

body of the evidence, without its spirit * * *' 'It is sometimes difficult and impossible to get so full, 

explicit, and perspicuous a statement of facts from the witness through a deposition as it is by his 

examination before court and jury.' 'The right of a party, therefore, to have a witness subjected to the 

personal view of the jury, is a valuable right, of which he should not be deprived * * * except by 

necessity. And that necessity ceases whenever the witness is within the power of the court, and may be 

produced upon the trial.' 
 
With all that in mind, we cannot now say -- as we think we must say to sustain a summary judgment--that 

at the close of a trial the judge could properly direct a verdict. 
 

IV. 
 
Assuming that adequate proof is made of copying, that is not enough; for there can be 'permissible 

copying,' copying which is not illicit. Whether (if he copied) defendant unlawfully appropriated presents, 

too, an issue of fact. The proper criterion on that issue is not an analytic or other comparison of the 

respective musical compositions as they appear on paper or in the judgment of trained musicians. 20The 

plaintiff's legally protected interest is not, as such, his reputation as a musician but his interest in the 

potential financial returns from his compositions which derive from the lay public's approbation of his 

efforts. The question, therefore, is whether defendant took from plaintiff's works so much of what is 

pleasing to the ears of lay listeners, who comprise the audience for whom such popular music is 

composed, that defendant wrongfully appropriated something which belongs to the plaintiff. 

                                                           
19 ‘Sometimes a witness may be unimpeached as to general character, and may be uncontradicted either by others, or be perfectly 

consistent in his statement; and yet, from his deportment on the witness' stand, render himself unworthy of credit. A hesitating or 

confused manner, or a studied narrative of which a jury may judge from all that accompanies the delivery of the testimony, will 

justly cast a shade of doubt upon it all.’ United States v. Darton, 25 Fed.Cas.14,919, at page 770; Moore, Facts (1898) § 994. 
 
20 Where plaintiff relies on similarities to prove copying (as distinguished from improper appropriation) paper comparisons and 

the opinions of experts may aid the court. 

https://1.next.westlaw.com/Link/Document/FullText?findType=Y&pubNum=349&cite=25FEDCASNO14919&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
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Surely, then, we have an issue of fact which a jury is peculiarly fitted to determine. Indeed, even if there 

were to be a trial before a judge, it would be desirable (although not necessary) for him to summon an 

advisory jury on this question. 
 
We should not be taken as saying that a plagiarism case can never arise in which absence of similarities is 

so patent that a summary judgment for defendant would be correct. Thus suppose that Ravel's 'Bolero' or 

Shostakovitch's 'Fifth Symphony' were alleged to infringe 'When Irish Eyes Are Smiling.' 21 But this is not 

such a case. For, after listening to the playing of the respective compositions, we are, at this time, unable 

to conclude that the likenesses are so trifling that, on the issue of misappropriation, a trial judge could 

legitimately direct a verdict for defendant. 
 
At the trial, plaintiff may play, or cause to be played, the pieces in such manner that they may seem to a 

jury to be inexcusably alike, in terms of the way in which lay listeners of such music would be likely to 

react. The plaintiff may call witnesses whose testimony may aid the jury in reaching its conclusion as to 

the responses of such audiences. Expert testimony of musicians may also be received, but it will in no 

way be controlling on the issue of illicit copying, and should be utilized only to assist in determining the 

reactions of lay auditors. 
 

The impression made on the refined ears of musical experts or their views as to the musical excellence of 

plaintiff's or defendant's works are utterly immaterial on the issue of misappropriation; for the views of 

such persons are caviar to the general -- and plaintiff's and defendant's compositions are not caviar. 
 

V. 
 
Plaintiff has not copyrighted two of his compositions, 'Twilight Waltz' and 'Duet' from 'Song of David.' 

Accordingly, the judgment to that extent should be changed to one of dismissal for lack of jurisdiction. 

The same is true of the judgment concerning the alleged copying of the titles of plaintiff's songs, 'What Is 

Love' and 'Night and Day.' A title cannot be copyrighted. The facts do not permit the joinder of these non-
federal causes of action with the action for infringement of copyrights. 
 

VI. 
 
Defendant's motion papers showed that plaintiff had assigned his copyright to his composition 'A 

Mother's Prayer' to another person. Plaintiff alleged that, by an oral agreement with the assignee, the 

copyright was to revert to plaintiff on the assignee's death, and that the assignee was dead. Defendant 

contended that the parol evidence rule barred proof of such an oral agreement, and that, therefore, 

plaintiff, not being able to show his ownership of the copyright, could not maintain suit for its 

infringement. Defendant asked the judge to take judicial notice of the record of another infringement suit 

in the same court, Arnstein v. American Soc. of Composers, D.C., 29 F.Supp. 388, involving the same 

issue as to the same composition, brought by plaintiff against another person, not in privity with the 

defendant here, in which decision on that issue had been adverse to plaintiff. On that ground, the judge 

held that the present action, so far as based on 'A Mother's Prayer,' must be dismissed. In so holding, the 

judge erred. As no one in the assignee's chain of title is a party to this suit, the parol evidence rule does 

not apply. The adjudication in the previous suit is entirely irrelevant. 
 
 
 
 

                                                           
21 In such a case, the complete absence of similarity would negate both copying and improper appropriation. 
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VII. 
 
Defendant disregarded that sort of irrelevance in moving in the court below not only for summary 

judgment but also for dismissal of plaintiff's action as 'vexatious.' For in aid of that latter motion, 

defendant asked the judge to take judicial notice of five previous copyright infringement actions, 

including the one just mentioned above, brought by the plaintiff in the same court against other persons, 

in which plaintiff had advanced some legal arguments like those he advances here, and in which he had 

been defeated. The judge in his opinion referred to but one of those suits, Arnstein v. American Soc. of 

Composers, and purported not to pass on the motion to dismiss for vexatiousness. But in his order for 

final judgment he specifically referred to the 'records' of the court in the five cases, naming them, as 

constituting in part the basis of the judgment. 
 
Defendant, in his brief in this court says, 'This is perhaps the most significant' argument in 'this case,' and 

presses us to hold that affirmance of the dismissal should be based thereon. Coupled with this request is 

an implied suggestion that, with respect to the summary judgment, we should not so concern ourselves 

with fear of creating a 'bad' precedent for the future that we reach an unjust decision in this particular 

case. With that suggestion we are in thorough accord. We decide against summary judgment here because 

we consider it improper in this case. Our decision to that effect will have precedential significance only to 

the extent that, in any future case, summary judgment is sought when the facts are not beyond the range 

of actual dispute. 
 
But, in the spirit of that suggestion, we regard it as entirely improper to give any weight to other actions 

lost by plaintiff. Although, as stated above, the judge in his opinion, except as to one of the previous 

actions, did not say that he rested his decision on those other suits, the language of his final judgment 

order indicates that he was probably affected by them. If so, he erred. Absent the factors which make up 

res judicata (not present here), each case must stand on its own bottom, subject, of course, to the doctrine 

of stare decisis. Succumbing to the temptation to consider other defeats suffered by a party may lead a  

court astray; see, e.g., Southern Pacific Co. v. Bogert, 250 U.S. 483, 489, 39 S.Ct. 533, 63 L.Ed. 1099, 

note 1. When a particular suit is vexations, sometimes at its conclusion the court can give some redress to 

the victorious party. Perhaps the Legislature can and should meet this problem more effectively. But we 

surely must not do so, as defendant here would have us do, by prejudging the merits of the case before us. 
Modified in part; otherwise reversed and remanded. 
 
Listen 

 NightAndDayBillieHoliday.mp3 
 ColePorterNightandDay.mp3 
 IraArnsteinILoveYouMadly.mp3 
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102(b)  Originality 
 
To be eligible for copyright protection, a work must be “original”, but satisfaction of this prerequisite is 

not difficult. "Original in reference to a copyright work means that the particular work owes its origin to 

the author. No large measure of novelty is required. . . . All that is needed to satisfy both the Constitution 

and the statute is that the author contributed something more than a merely trivial variation, something 

recognizably his own…”  (ZZ Top, infra).  A certificate of registration in the copyright office creates a a 

rebuttable presumption of originality applicable to a defendant's attack on the validity of a plaintiff's 

copyright. The presumption of originality can be rebutted by evidence that the work is not protectable for 

other reasons. For example a “scenes a faire” in the musical context refers to a motive of music that is so 

common or trite that it is not protectable. A “motive” in music is a short musical phrase that usually 

consists of a few notes.   Thus, though original, the work may not be protectable because it is too common 

such as a classic blues chord progression. (E-flat, B-flat, C, F).  Put another way, if the “motive” 

similarities alleged to have been copied can actually be explained by commonplace presence of the same 

motive in the relevant genre of music, there is not infringement. (See Smith, infra) 
 
 

 
ZZ TOP, et al., v. CHRYSLER CORPORATION 

54 F. Supp. 2d 983 (W.D. Wash. 1999) 
 
LASNIK, District Judge 
 
This matter comes before the Court on plaintiffs' Motion for Partial Summary Judgment of Liability for 

Copyright Infringement. Summary judgment is warranted only if, viewing the evidence in the light most 

favorable to plaintiffs, there is no genuine issue of material fact. If, on the record taken as a whole, a 

rational trier of fact could not find in favor of the party opposing the motion, summary judgment should 

be granted. 
 
To prevail on their claim of copyright infringement, plaintiffs must establish (1) ownership of the 

copyright to the infringed work and (2) copying by defendant. Plaintiffs assert, without contradiction, that 

defendant Chrysler Corporation copied and used parts of plaintiffs' song, La Grange,  as the soundtrack to 

its promotional video for the new Plymouth Prowler and as background music when the Prowler was 

introduced at a press event in January 1996. Defendant has conceded that it copied La Grange, but 

challenges the originality and copyrightability of La Grange. 
 
Defendant asserts that the guitar riff in La Grange is substantially similar to that used in earlier musical 

compositions, such as John Lee Hooker's Boogie Chillen and Norman Greenbaum's Spirit in the Sky. 

Because originality "is the indispensable prerequisite for copyrightability," defendant argues that the lack 

of originality in La Grange's riff invalidates the song's copyright. Defendant overstates the originality 

requirement, however. 
 
The prerequisites for copyright registration are minimal. The work offered for registration need not be 

new, but only original, i.e., the product  of the registrant. . . "Original in reference to a copyright work 

means that the particular work owes its origin to the author. No large measure of novelty is required. . . . 

All that is needed to satisfy both the Constitution and the statute is that the author contributed something 

more than a merely trivial variation, something recognizably his own. Originality in this context means 

little more than a prohibition of actual copying." Sid & Marty Krofft Television Productions, Inc. v. 

McDonald's Corp., 562 F.2d 1157, 1163 n.5 (9th Cir. 1977) (quoting Alfred Bell & Co. v. Catalda Fine 

Arts, 191 F.2d 99, 102-03 (2d Cir. 1951)) (citations and quotations omitted). 
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Defendant bears the burden of showing that the infringed work was not original and has offered the 

declaration and expert report of a musicologist, Robert Walser,  in support of its position. Walser 

concludes that "La Grange is not original and is, in fact, strikingly similar to earlier compositions by other 

artists." Walser Decl. at 2. His originality analysis is based almost exclusively on the similarities between 

one part of La Grange, namely its guitar riff, and prior art. Walser Report at 2. Walser has made no 

attempt to characterize or otherwise identify and compare the non-riff elements of La Grange with prior 

works. In fact, Walser admits that the improvised guitar solo and vocals contained in La Grange are 

original, substantial, and important to the overall impression of the song. Walser Tr. at 177-80. Such 

original contributions are, as a matter of law, copyrightable. 
 
 Defendant argues that, even if some parts of La Grange are original and, therefore, copyrightable, the 

song's guitar riff is not. Since a substantial portion of plaintiffs' damage claim apparently turns on the 

copyrightability of the riff, defendant and its expert emphasize the prior uses of the riff in similar music 

and argue that a jury question exists regarding the originality of that riff. Walser Tr. at 177-78; Walser 

Report at 2. 
 
As part of his analysis, Walser compares the notes of the La Grange riff with the riffs of seven other 

songs, noting certain similarities in their pitch and rhythm. Walser Decl., Exhibit B. As charted on Exhibit 

B, the La Grange riff is virtually identical to the riff used by Norman Greenbaum in Spirit in the Sky, and 

Walser argues that Greenbaum's song is  [the "most pertinent example" of a prior use of the riff. Walser 

Decl., Exhibit A.  Walser has admitted, however, that he changed the written music by reducing intervals, 

or power chords, to single notes. Walser Tr. at 27-28. While the reduced version of the riff may, as Walser 

maintains, be an appropriate representation of "how the music actually sounds" or is "perceived," it is not 

an accurate representation of the written notes that are subject to copyright protection. Walser Tr. at 146. 

Defendant has not, therefore, objectively analyzed the various riffs to show that the "idea" and objective 

characteristics of La Grange's guitar riff are not original. Rather, defendant has used seemingly objective 

criteria -- musical notes -- to represent what is fundamentally Walser's subjective perception of ZZ Top's 

expression of the riff. 
 
In addition, the Court finds that, as a matter of law, the manner in which ZZ Top and Norman Greenbaum 

expressed the common idea of a riff in La Grange and Spirit in the Sky is not substantially similar. The 

Court recognizes that the intrinsic test's subjective inquiry is generally left to the jury,  but where, as here, 

no reasonable person could confuse the two riffs, even if they were exposed to only six or eight seconds 

of each, judgment as a matter of law is appropriate. Thus, defendant has failed to raise a genuine issue of 

material fact regarding the objective or subjective similarities between the copyrighted song and prior 

works. Defendant's challenge to the validity of plaintiffs' copyright must fail. 
 
La Grange, including its guitar riff, is the product of ZZ Top, which "contributed something more than a 

merely trivial variation, something recognizably [its] own," to the common idea of a guitar riff. Defendant 

has not raised a genuine issue of material fact about the song's originality or copyrightability, in whole or 

in part. Thus, plaintiffs'  motion for partial summary judgment is GRANTED and defendant is liable for 

infringing plaintiff's valid copyright. Damages for such infringement shall be determined at trial 
 

 
Notes and Questions 
 
The La Grange riff may not be original to ZZ Top but actually to John Lee Hooker and his song “Boggie 

Chillin”.  Owners of the copyright to that song sued ZZ Top contending that LaGrange infringed on the 

Boggie Chillin copyright. La Cienga Music Company v. ZZ Top, 53 F.3d 950 (9th Cir. 1994). 

Unfortuantely, the owners did not properly renew the copyright to Boggie Chllin, under the Copyright Act 
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of 1909, thus placing it in the public domain and precluding an infringement claim on the merits.  In 

direct response to this case, the Copyright Act of 1976 relaxed the rules governing renewals. 
 
Listen 

 boogiechillin.mp3 
 lagrange.mp3 
 SpiritInTheSky.mp3 
 PlymouthZZTopchrysler.mp3 

 
 
 

 
SMITH, et al. v. JACKSON, et al. 

84 F.3d 1213 (9th Cir. 1996) 
 
Michael Daly HAWKINS, Circuit Judge 
 
Appellants/Cross-Appellees Robert Smith and Reynaud Jones brought copyright infringement and RICO 

actions against appellees/cross-appellants, including Michael Jackson, Rod Temperton, and Lionel Richie. 

Appellants argue that (1) the district court erred in dismissing appellants' RICO claims pursuant to 

Fed.  R. Civ. P. 12(b)(6), (2) the court erred in granting partial summary judgment in appellees' favor, and 

(3) the court's jury instructions improperly permitted the jury to find for appellees without considering 

appellees' access to appellants' copyrighted works. Appellees cross-appealed the court's decision to deny 

attorney's fees. We affirm. 
I. FACTUAL AND PROCEDURAL HISTORY 

 
Appellants' copyright claims were based on appellees' alleged infringement of six of appellants' songs. 

Appellants had registered copyrights on each song. Appellants did not allege infringement of the lyrics or 

copying of large parts of the music, but rather alleged that appellees misappropriated musical "motives" 

from each of appellants' works. 22  More specifically, appellants alleged that: 
 
* Jackson's and Richie's "We Are The World" infringed on one motive from appellants' "If There Be You" 
 
* Jackson's and Richie's "We Are The World" infringed on two motives from appellants' "What Will 

Become of the Children" 
 
* Jackson's "The Girl is Mine" infringed on one motive from appellants' "Don't Let the Sunshine Catch 

You Crying" 
 
* Jackson's "The Girl is Mine" infringed on two motives from appellants' "Happy Go Lucky Girl" 
 
Temperton's "Thriller" infringed on four motives from appellants' "Run on Manchild" 
 
* Jackson's "Another Part of Me" infringed on two motives from appellants' "Send Your Love" 
 
In addition to the copyright infringement claims, appellants alleged that appellees' dissemination and 

marketing of the songs were mail and wire fraud predicate acts under RICO. The district court dismissed 

appellants' RICO counts for failure to state a claim pursuant to Fed. R. Civ. P. 12(b)(6). The court 

concluded that although appellants claimed to allege mail and wire fraud as predicate acts, their RICO 

                                                           
22 A "motive" is a short musical phrase, usually comprised of only a few notes. 
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claims were actually based on copyright infringement. Because copyright infringement is not a RICO 

predicate act under 18 U.S.C. § 1961, the court dismissed appellants' RICO claims. 
 
The district court then granted appellees' motion for summary judgment as to all but three of appellants' 

infringement claims.  The court concluded that as to all but the three surviving allegations of 

infringement, appellants' experts had failed to rebut appellees' expert testimony that appellants' allegedly 

infringed motives were unprotected "scenes a faire." 23 
 
The three surviving claims went to trial. The jury returned a special verdict for appellees on each of the 

three infringement claims. The jury concluded that none of appellants'  works would be found to be 

substantially similar to appellees' works by the ordinary lay listener. 
 
The district court denied appellees' post-trial motion for attorney's fees. The district court determined that 

appellants had not brought their claims in bad faith, that the claims were not frivolous, and that the claims 

had legal and factual support, and thus concluded that appellees' were not entitled to attorney's fees under 

the Copyright Act, 17 U.S.C. § 505. 
 
Appellants timely appealed the dismissal of the RICO counts, the partial summary judgment, and alleged 

trial errors, and Temperton and the Jackson appellees timely cross-appealed the denial of attorney's fees. 
 

 
II. DISCUSSION 

* * * 
 

B. Did The District Court Err In Granting Appellees' Motion For Summary Judgment As To All But Three 

Of Appellants' Copyright Infringement Claims? 
 

Standard of Review 
 
The grant of summary judgment is reviewed de novo. Kouf v. Walt Disney Pictures & Television, 16 F.3d 

1042, 1044 (9th Cir. 1994). However, "summary judgment is not highly favored on questions of 

substantial similarity in copyright cases." Shaw v. Lindheim, 919 F.2d 1353, 1355 (9th Cir. 1990)(citation 

omitted). When the issue is whether two works are substantially similar, summary judgment is appropriate 

if "no reasonable juror could find substantial similarity of ideas and expression, viewing the evidence in 

the light most favorable to the nonmoving party." Kouf, 16 F.3d at 1045. Where reasonable minds could 

differ on the issue of substantial similarity, summary judgment is improper. Shaw, 919 F.2d at 1355. 
 

Analysis 
 
To establish a successful copyright infringement claim, a plaintiff must show that (1) she owns the 

copyright, and (2) defendant copied protected elements of the copyrighted work. Apple Computer, Inc. v. 

Microsoft Corp., 35 F.3d 1435, 1442 (9th Cir. 1994), cert. denied,     U.S.    , 130 L. Ed. 2d 1129, 115 S. 

Ct. 1176 (1995). Because direct evidence of copying is not available in most cases, plaintiff may establish 

copying by showing that defendant had access to plaintiff's work and that the two works are "substantially 

similar" in idea and in expression of the idea. Id. 
 
We use a two-part test in determining whether two works are probatively similar. Id. First, the "extrinsic" 

test considers whether two works share a similarity of ideas and expression based on external, objective 

                                                           
23 "Scenes a faire" refers to a motive that is so common or trite it is not protectable. 
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criteria. Id.; Shaw, 919 F.2d at 1356-57. Analytic dissection of a work and expert testimony are 

appropriate to the extrinsic test. Apple Computer Inc., 35 F.3d at 1442. If plaintiff satisfies the extrinsic 

test, then the subjective "intrinsic test" asks whether an "ordinary, reasonable observer" would find a 

substantial similarity of expression of the shared idea. Id. 
 
For summary judgment, only the extrinsic test is relevant. Kouf, 16 F.3d at 1045; Brown Bag Software v. 

Symantec Corp., 960 F.2d 1465, 1477 (9th Cir.), cert. denied, 506 U.S. 869, 113 S. Ct. 198, 121 L. Ed. 2d 

141 (1992); Shaw, 919 F.2d at 1359. If plaintiff satisfies the extrinsic test, the intrinsic test's subjective 

inquiry must be left to the jury and summary judgment must be denied. Kouf, 16 F.3d at 1045; Brown Bag 

Software, 960 F.2d at 1477; Shaw, 919 F.2d at 1359. In applying the extrinsic test, we require a lower 

standard of proof on substantial similarity when a high degree of access is shown. Shaw, 919 F.2d at 

1361-62 (describing the "Inverse Ratio Rule"); Krofft, 562 F.2d 1157 at 1172 (holding that high "degree of 

access justifies a lower standard of proof to show substantial similarity"). 
 
Appellants make essentially four arguments against the district court's decision to grant partial summary 

judgment. First, appellants argue that the court improperly granted summary judgment based on scenes a 

faire expert testimony without considering appellants' "presumption of originality." Second, appellants 

contend that even if appellees established that the motives at issue were scenes a faire, appellees never 

established that appellants had access to the scenes a faire motives before writing their songs and thus 

summary judgment was inappropriate. Third, appellants argue that the court erred in considering scenes a 

faire evidence because when access to a plaintiff's works is conceded, possibility of a prior common 

source is irrelevant. Finally, appellants assert that the declarations of appellants' experts rebutted 

appellees' scenes a faire evidence. We examine each of appellants' arguments in turn. 
 

Should a “Presumption of Originality” Have Rebutted Appellees’ Scenes A Faire Evidence? 
 
Appellants contend that the district court did not give enough weight to the "presumption of originality" 

created by appellants' Certificates of Copyright Registration in deciding whether the relevant motives in 

appellants' songs were scenes a faire. Appellees argue that the presumption of originality is not applicable 

to an inquiry into whether appellants' motives were scenes a faire. We agree with appellees. 
 
The presumption of originality created by a Certificate of Registration is not relevant to the district court's 

scenes a faire determination. A Certificate of Registration only creates a rebuttable presumption of 

originality applicable to a defendant's attack on the validity of a plaintiff's copyright. 7 North Coast 

Industries v. Jason Maxwell, Inc., 972 F.2d 1031, 1033 (9th Cir. 1992) ("Under our copyright law, the 

registration of the copyright certificate itself establishes a prima facie presumption of the validity of the 

copyright in a judicial proceeding. . . ."). This court has neither transferred the presumption of originality 

from the "validity" inquiry to the "copying" inquiry nor converted it into a presumption that parts of a 

plaintiff's work are not scenes a faire. See, e.g., Apple Computer, Inc., 35 F.3d at 1444-45 (considering 

scenes a faire inquiry and originality inquiry separately). Accordingly, the district court did not err by 

failing to address appellants' "presumption of originality" in deciding whether similarities between 

appellants' and appellees' work were attributable to "scenes a faire" motives. 
 

Should Apellees Have Been Required to Prove That Appellants Had Access To Scenes A Faire 

Motives? 
 
Appellants contend that the district court should have required appellees to prove that appellants had 

access to the scenes a faire motives before granting summary judgment. We disagree. 
 
Appellants misapprehend the relevant law.  A scenes a faire finding, unlike a finding of copyright validity, 

does not turn on whether plaintiff copied prior art. Rather, the court examines whether "motive" 
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similarities that plaintiffs attribute to "copying" could actually be explained by the commonplace presence 

of the same or similar motives within the relevant field. Thus, although a defendant must prove "access" 

when challenging the validity of a plaintiff's copyright, see, e.g., North Coast Industries, 972 F.2d at 

1033-34, this court has not required a showing of access when defendant asserts that any similarity in 

works is attributable to shared scenes a faire motives. See, e.g., Apple Computer, Inc., 35 F.3d at 1444. 
 
Accordingly, we find that the district court did not err by not requiring appellees to prove appellants had 

access to the relevant scenes a faire motives. 
 

Did The Court Err In Considering Scenes A Faire Evidence After Appellees’ Access To Apellants’ 

Works Had Been Conceded? 
 
Appellants argue that because access to appellants' works was conceded in this case, the district court did 

not need to consider whether the allegedly copied motives  were scenes a faire. We reject appellants' 

argument. 
 
Appellants again depend on inapposite law. Although establishing access eliminates the need for a 

plaintiff to establish a "striking similarity" between plaintiff's and defendant's work, proof of access has 

no bearing on whether two works are "substantially similar," or, more specifically, on whether similarity 

in works is attributable to scenes a faire motives. See Baxter v. MCA, Inc., 812 F.2d 421, 424 & n.2 (9th 

Cir.) (reviewing substantial similarity determination after noting that "striking similarity" inquiry was 

irrelevant since access had been conceded), cert. denied, 484 U.S. 954, 108 S. Ct. 346, 98 L. Ed. 2d 372 

(1987). Thus, appellants' assertion that the scenes a faire inquiry is irrelevant when access is conceded is 

without merit. 
 

Did Appellants’ Experts Rebut Appellees’ Scense A Faire Showing? 
 
Appellants argue that even if the district court properly considered appellees' evidence regarding scenes a 

faire motives in appellants' works, appellants' experts rebutted appellees' scenes a faire assertions and thus 

created a triable issue of fact, making summary judgment inappropriate. 
 
The record belies appellants' claim. The district court carefully compared the scenes a faire assertions 

made by appellees' expert, Dr. Eskelin, to the declaration of appellants' experts, Dr. Argersinger and Dr. 

Parsons, and granted summary judgment only when the declarations of appellants' experts were silent as 

to one of Dr. Eskelin's scenes a faire conclusions or when appellants' experts agreed with the assessment 

of Dr. Eskelin. Because the district court properly considered all the material in the record regarding 

scenes a faire motives and granted summary judgment only as to those motives that raised no genuine 

issue of material fact, we affirm the district court's grant of partial summary judgment. 
 

* * * 
 
AFFIRMED. 
 

 
Listen 

 Don'tLettheSunshinebringYouDown.mp3 
 Michael Jackson The Girl is Mine photos2.mp3 
 The Girl is Mine.mp3 
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SWIRSKY, et al., v.CAREY, et al. 

376 F.3d 841 (9th Cir. 2004) 
 
CANBY, Circuit Judge 
 
The plaintiffs, Seth Swirsky and Warryn Campbell, brought this action in district court, alleging that a 

song produced by the defendants infringed the plaintiffs' copyright in the song, “One of Those Love 

Songs.” The defendants moved for summary judgment, contending that the plaintiffs' evidence failed to 

meet this circuit's threshold “extrinsic test” for substantial similarity of works. The district court granted 

the motion, holding that the plaintiffs' expert had failed to show by external, objective criteria that the two 

songs shared a similarity of ideas and expression. Plaintiffs appeal. We conclude that the plaintiffs' 

expert's evidence was sufficient to present a triable issue of the extrinsic similarity of the two songs, and 

that the district court's ruling to the contrary was based on too mechanical an application of the extrinsic 

test to these musical compositions. We also conclude that the district court erred in ruling portions of 

plaintiffs' song to be unprotectable by copyright as a matter of law. We accordingly reverse the summary 

judgment. 
 
This case concerns the alleged similarity between the choruses of two popular and contemporary rhythm 

and blues (“R & B”) songs: plaintiffs' “One of Those Love Songs” (“One”) and Mariah Carey's “Thank 

God I Found You” (“Thank God ”). One was jointly composed by plaintiffs Seth Swirsky and Warryn 

Campbell (collectively “Swirsky”) in 1997. Pursuant to a licensing agreement, One was recorded by the 

musical group Xscape and released in May 1998 on Xscape's album “Traces of My Lipstick.” Thank God 

was composed by defendants Carey, James Harris III, and Terry Lewis in 1999 and was released on 

Carey's album “Rainbow” in November 1999. 
 
One and Thank God have generally dissimilar lyrics and verse melodies, but they share an allegedly 

similar chorus that Swirsky claims as an infringement of One's copyright. Swirsky filed this action in 

district court against Carey, Harris, Lewis, and a number of music companies that had financial interests 

in Thank God (collectively “Carey”) for copyright infringement and related claims.The defendants moved 

for summary judgment, contending that Swirsky had failed to present a triable issue on the required first, 

or “extrinsic,” part of our circuit's two-part test for the establishment of substantial similarity necessary to 

sustain a claim of copyright infringement. The defendants also contended that portions of One were not 

protectable by copyright. The district court agreed with both contentions and granted summary judgment 

to Carey. Swirsky moved for reconsideration, which the district court denied. This appeal followed. 
 

* * * 
C. Scenes a Faire Analysis 

 
The district court erred in finding the first and fifth measures of One to be unprotectable by reason of the 

scenes a faire doctrine. Scenes a faire analysis requires the court to examine whether “motive” similarities 

that plaintiffs attribute to copying could actually be explained by the common-place presence of the same 

or similar “motives” within the relevant field. See Smith, 84 F.3d at 1219. Under the scenes a faire 

doctrine, when certain commonplace expressions are indispensable and naturally associated with the 

treatment of a given idea, those expressions are treated like ideas and therefore not protected by 

copyright. See Rice I, 330 F.3d at 1175. The district court held that the first and fifth measures of One 

were not protected by copyright because Dr. Walser admitted in his deposition that the pitch sequence of 

the first measure of One' s chorus was more similar to the pitch sequence in the first measure of the folk 

song “For He's a Jolly Good Fellow” (“Jolly Good ”) than to the pitch sequence in the first measure of 

Thank God' s chorus. 
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The evidence does not support the district court's ruling that the first measure of One is a scene a faire as 

a matter of law. The songs One and Jolly Good are not in the same relevant “field” of music; One is in the 

hip-hop/R & B genre and Jolly Good is in the folk music genre. Thus, comparing the first measure of 

One' s chorus to the first measure of Jolly Good does not tell the court whether the first measure of One' s 

chorus is an indispensable idea within the field of hip-hop/R & B. Further, even if One and Jolly Good 

were in the same genre of music, a musical measure cannot be “common-place” by definition if it is 

shared by only two songs. One and Jolly Good are also written in different time signatures; One is in 4/4 

while Jolly Good is in 6/8. Their chord progressions also differ (B-flat to B-flat(sus4) to B-flat in One and 

G in Jolly Good ). This difference further undermines Carey's argument that the two measures are the 

same as a matter of law. 
 
The district court also erred in finding the fifth measure of One to be a scene a faire as a matter of law. 

Carey introduced no independent evidence showing that measure five of One was more similar to Jolly 

Good than Thank God; she relied exclusively on Dr. Walser's opinion that measure five was “almost 

identical” to measure one of One. As we have already pointed out, on summary judgment, “almost 

identical” and “identical” are not equivalents, especially in light of Dr. Walser's transcriptions showing 

that measure five of One is different in pitch sequence from measure one of One. It is inappropriate to 

grant summary judgment on the basis of scenes a faire without independent evidence, unless the 

allegation of scenes a faire is uncontested. See Smith, 84 F.3d at 1220. It was contested here. 
 

II. OTHER CLAIMS OF LACK OF COPYRIGHT PROTECTION 
 
Because we may affirm the grant of summary judgment on any basis supported by the record, see 

Newton, 349 F.3d at 594, Carey offers two additional arguments, not reached by the district court, why the 

summary judgment should be affirmed. Carey first argues that, wholly apart from the scenes a faire 

doctrine, the first measure of One' s chorus is not protectable because it lacks originality as a matter of 

law. Because One has a valid certificate of registration with the copyright office, however, Swirsky is 

entitled to a presumption of originality. See 17 U.S.C. § 410(c) (2003) (citing that presumption of 

originality extends for five years from date of copyright registration); Three Boys, 212 F.3d at 488-89. 

Carey can overcome this presumption only by demonstrating that Swirsky's chorus is not original. See id. 
 
In this circuit, the definition of originality is broad, and originality means “little more than a prohibition 

of actual copying.” Three Boys, 212 F.3d at 489(quoting North Coast Indus. v. Jason Maxwell, Inc., 972 

F.2d 1031, 1033(9th Cir.1992)). All that is needed to satisfy originality is for the author to contribute 

“something more than a ‘merely trivial’ variation.” Id.; see also ETS-Hokin v. Skyy Spirits, Inc., 225 F.3d 

1068, 1073 (9th Cir.2000)(referring to “the low threshold for originality under the Copyright Act”). Carey 

argues that the first measure of One's chorus is not original because it is “substantially similar” to the first 

measure of Jolly Good.  See North Coast, 972 F.2d at 1033-34. The two measures may share the same 

pitch sequence, but they are not identical in meter, tempo, or key. There is, therefore, a triable issue 

whether there are more than “merely trivial” differences between the two works. Carey's contention that 

the first measure of Swirsky's chorus is not original as a matter of law accordingly fails. 
 
Carey next argues that the first measure of One is a mere “musical idea,” not protectable under the 

Copyright Act. Carey relies on Dr. Walser's testimony that the first measure of One was a “short musical 

idea.” Carey's reasoning is fallacious for a number of reasons, the most basic being that a musicologist is 

not an expert on what the term “idea” means under the copyright laws. Labeling something as a “musical 

idea” does not necessarily bear on whether it is also an “idea” under the copyright laws and unprotectable 

for that reason. 
 
No federal court has stated that a musical motive is not protectable because it is an idea. Nor does the 

“musical idea” of the first measure of Swirsky's chorus lack protection because of its brevity. Although it 
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is true that a single musical note would be too small a unit to attract copyright protection (one would not 

want to give the first author a monopoly over the note of B-flat for example), an arrangement of a limited 

number of notes can garner copyright protection. See Elsmere Music, Inc. v. Nat'l Broad. Co., 482 F.Supp. 

741, 744 (S.D.N.Y.1980) (finding that four notes were substantial enough to be protected by copyright); 

Santrayll v. Burrell, 1996 WL 134803, at *2 (S.D.N.Y. Mar.25, 1996) (mem.order) (finding that the 

repetition of the word “uh-oh” four times in a distinctive rhythm for one measure is sufficiently original 

to render it protectable under the copyright laws). This Court has stated that “[e]ven if a copied portion be 

relatively small in proportion to the entire work, if qualitatively important, the finder of fact may properly 

find substantial similarity.” Baxter v. MCA, Inc., 812 F.2d 421, 425 (9th Cir.1987). The melodic line in the 

first measure of One is seven notes long. It cannot be said as a matter of law that seven notes is too short a 

length to garner copyright protection. We therefore reject this challenge to the protection of the first 

measure of One's chorus. 
Conclusion 

 
We conclude that Swirsky’s expert adequately explained his methodology and provided “indicia of a 

sufficient disagreement concerning the substantial similarity of two works” so that the issue of the 

substantial similarity of the two choruses should have been presented to a jury. Brown Bag, 960 F.2d at 

1472 (internal quotations and citation omitted). We further conclude that the district court erred in ruling 

as a matter of law that measures one and five of One were scenes a faire. Finally, we reject Carey’s 

contention that these measures were unprotectable as a matter of law on the grounds that they were 

unoriginal or mere musical ideas. We therefore reverse the summary judgment and remand this case to the 

district court for further proceedings consistent with this opinion. 
 

* * * 
 

Listen 
 OneofThoseLoveSongs.mp3 
 ThankGodIFoundYou.mp3 
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1.03  Defensive Issues 

 
 SAMPLING 
  
The practice of “sampling” a song became popular in the genre of “hip-hop” music.  It is described as, 

“the conversion of analog sound waves into a digital code. The digital code that describes the sampled 

music . . . can then be reused, manipulated or combined with other digitalized or recorded sounds using a 

machine with digital data processing capabilities, such as a . . . computerized synthesizer.” (See Jarvis 

infra)  Thus, there is no issue as to the existence of copying but there remains the question of whether the 

copying can be considered “unauthorized”. 
 
 

 
BOYD JARVIS v. A&M RECORDS 

827 F. Supp. 282 (D. N.J. 1993) 
 
ACKERMAN, District Judge 
 
This matter comes before the court upon the following motions by defendants: (1) motion to strike the 

certifications submitted by plaintiff's attorney Sheila Beckett in opposition to defendants' substantive 

motions; (2) summary judgment on plaintiff's federal copyright of musical composition claim; (3) partial 

summary judgment on damages relating to plaintiff's federal copyright claim; (4) summary judgment 

dismissing defendant Seduction from the case; (5) summary judgment on plaintiff's federal sound 

recording claim; (6) partial summary judgment on plaintiff's state law claims. 
 
For the reasons detailed, defendants' motions are granted in part and denied in part. 
 

I. Undisputed factual background 
 
The facts of this case are undisputed and relatively simple. About a decade ago, Boyd Jarvis wrote a song 

entitled "The Music's Got Me." He recorded the song with his group, Visual, and copyrighted the 

composition together with the arrangement in November 1982. The song subsequently was released on 

Prelude Records, and the undisputed evidence shows that Prelude Records retains the copyright to the 

sound recording. 
 
In 1989, defendant Robert Clivilles and David Cole wrote and recorded a song entitled "Get Dumb! (Free 

Your Body)" and the song was released in three formats on A&M Records and Vendetta Records, A&M's 

subsidiary label. The three relevant versions are: (1) "Get Dumb! Free Your Body" as it appears on the "b" 

side of a single record called "Heartbeat" by the defendant group Seduction; (2) a trio of versions of  "Get 

Dumb! Free Your Body" that appear on another 12" single by Cole/Clivilles Music Enterprises, recorded 

by a group called The Crew (featuring Freedom Williams); (3) the cassette single the song "Get Dumb!" 
 
In all three of the releases of "Get Dumb!", defendants digitally sampled sections of Mr. Jarvis's "The 

Music's Got Me." Digital sampling has been described as: the conversion of analog sound waves into a 

digital code. The digital code that describes the sampled music . . . can then be reused, manipulated or 

combined with other digitalized or recorded sounds using a machine with digital data processing 

capabilities, such as a . . . computerized synthesizer. Judith Greenberg Finell, How a Musicologist Views 

Digital Sampling Issues, N.Y.L.J. p.5 n. 3 (May 22, 1992). Thus, digital sampling is similar to taping the 
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original composition and reusing it in another context. In this case, then, throughout the defendants' 

songs, one occasionally hears an actual piece of "The Music's Got Me." 
 
In 1990, Mr. Jarvis sued the defendants for copyright infringement. Defendants now move for summary 

judgment, on a variety of grounds. I will address these as they become relevant. 
 

* * * 
B. Plaintiff's musical composition copyright claim 

 
The federal aspects of this case are governed by the Federal Copyright Act of 1976. Section 106 of the 

Copyright Act provides that: 
 
Subject to sections 107 through 118, the owner of copyright under this title has exclusive rights to do and 

authorize any of the following: 
 
(1) to reproduce the copyrighted work in copies or phonorecords; 
 
(2) to prepare derivative works based upon the copyrighted work; 
 
(3) to distribute copies or phonorecords of the copyrighted work to the public by sale or other transfer or 

ownership. . . . 
 
To prove copyright infringement, the plaintiff must establish that he or show owns a valid copyright, that 

the defendants copied a protectible expression, and that the copying is substantial enough to constitute 

improper appropriation of plaintiff's work. See Hofmann v. Pressman Toy Corp., 790 F. Supp. 498, 505 

(D.N.J. 1990) (Debevoise, D.J.), aff'd 947 F.2d 935 (3d Cir. 1991), cert. denied 118 L. Ed. 2d 214, 112 S. 

Ct. 1569 (1992); see also Universal Athletic Sales Co. v. Salkeld, 511 F.2d 904, 907 (3d Cir. 1975), cert. 

denied 423 U.S. 863, 46 L. Ed. 2d 92, 96 S. Ct. 122 (1975) ("to establish a copyright infringement, the 

holder must first prove that the defendant has copied the protected work and, second, that there is a 

substantial similarity between the two works."); Ford Motor Company v. Summit Products, Inc., 930 F.2d 

277, 290 (3d Cir.), cert. denied 116 L. Ed. 2d 324, 112 S. Ct. 373 (1991) ("copyright infringement is 

established if the plaintiff proves that it owned the copyrighted material and that the copyrighted material 

was copied by the defendant."). 24 

                                                           
24 There is some question as to the actual standard in the Third Circuit to prove copyright infringement.   
 In an oft-cited case decided in 1975, the Court of Appeals held that “[t]o establish copyright infringement, the holder must first 

prove that the defendant has copied the protected work and, second, that there is a substantial similarity between the two works.” 

Universal Athletic Sales Co. v. Salkeld, supra. Thus, the Court stated, “it must be shown that copying went so far as to constitute 

improper appropriation, the test being the response of the ordinary lay person.” Id. at 907 (citing, inter alia, Nimmer on 

Copyright § 143.53 (1973 ed.)). Thus, this case seems to hold, in line with the overwhelming weight of authority, that even when 

copying is established, the plaintiff must further demonstrate that the copying rose to the level of an unlawful infringement. 
 
A more recent case, however, appears on its face to stray from the reasoning in Universal. In that case, the Third Circuit stated, 

without qualification, that “[c]opyright infringement is established if the plaintiff proves that it own the copyrighted material and 

that the copyrighted material was copied by the defendant.” Ford Motor Company v. Summit Motor Products, Inc., supra. Judge 

Cowan further wrote that “[b]ecause direct evidence of copying is rarely available, it may be inferentially proven by ‘showing 

that the defendant had access to the allegedly infringed work, that the allegedly infringing work is substantially similar to the 

copyrighted work, and of course, that one of the rights guaranteed to copyright owners by 17 U.S.C. § 106 is implicated by the 

defendant's actions.” In this case, the Third Circuit seems to be saying that the substantial similarity test only applies when there 

is no direct evidence of copying, but that once direct evidence of copying exists, liability is established. 
For a number of reasons, though, I read Ford Motor Company as implicitly containing a requirement that as a prerequisite to 

infringement, the copying rise to a certain level. In his treatise on copyright, Professor Nimmer notes that while courts sometimes 

state that substantial similarity is used to prove copying, in fact, the test is to be used only after copying has been established, to 

show that “enough copying has taken place.” Nimmer on Copyright, 13.03[A] at 13–27 and n. 3.2 (quoting Latman, “Probative 

Similarity” as Proof of Copying: Toward Dispelling Some Myths in Copyright Infringement, 90 Colum.L.Rev. 1187, 1190 (1990) 

https://a.next.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=17USCAS106&originatingDoc=Ice3ea026560b11d997e0acd5cbb90d3f&refType=LQ&originationContext=document&transitionType=DocumentItem&contextData=%28sc.UserEnteredCitation%29
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A plaintiff may establish a prima facie case that he or she owns the relevant copyright by presenting a 

certificate of registration by the United States Copyright Office. Ford Motor Company at 291. In this 

case, plaintiff has produced such a certificate and it is undisputed that he owns the copyright of the 

musical composition. 
 
The second question, then, is whether plaintiff has copied the defendant's work without authorization. 

Normally, a defendant denies copying the plaintiff's work or contends that there was authorization. In 

such circumstances, where direct evidence of copying is unavailable, copying can still be proved 

"inferentially by showing that the defendant had access to the allegedly infringed copyrighted work and 

that the allegedly infringing work is substantially similar to the copyrighted work." Whelan Associates v. 

Jaslow Dental Laboratory, 797 F.2d 1222, 1232 (3d Cir. 1986), cert. denied, 479 U.S. 1031, 93 L. Ed. 2d 

831, 107 S. Ct. 877 (1987). The instant case is one of those rare cases in which such indirect proof is not 

necessary. In this case, the defendants actually took a sample of plaintiff's recording and incorporated into 

their recordings. Indeed, they admit as much and admit that it was without authorization. Generally -- 
assuming that illegal appropriation is shown -- "if a defendant admits to using copyrighted material, that 

alone would make the defendant liable for copyright infringement, absent the owner's authorization." 

Major League Baseball Promotion v. Colour-Tex, 729 F. Supp. 1035, 1039 (D.N.J. 1990) (Gerry, C.J.). 

(citing Fitzgerald Publishing Company v. Baylor Publishing Co., 807 F.2d 1110, 1113 (2d Cir. 1986)). 
 
Thus, in this case, there clearly was a copying. See Nimmer on Copyright, § 13:03 at 13-2. 
 
The final question is whether the copying amounted to an unlawful appropriation. 
 
This is a case of what Professor Nimmer has termed "fragmented literal similarity", see Nimmer on 

Copyright, § 13.03[A][2] at 13-46, that is, there is literal verbatim similarity between plaintiff's and 

defendants' works. In fact, the copied parts could not be more similar -- they were digitally copied from 

plaintiff's recording. Two parts from plaintiff's song were copied: First, the bridge section, which contains 

the words "ooh . . . move . . . free your body", was taken. Second, a distinctive keyboard riff, which 

functions as both a rhythm and melody, included in the last several minutes of plaintiff's song, were also 

sampled and incorporated into defendants' work. 
 
As courts and commentators have repeatedly noted, the test for substantial similarity is difficult to define 

and vague to apply, see Nimmer, § 13.03[A] at 13-27 (citing cases); Universal Athletic at 907 ("most cases 

are decided on an ad hoc basis"); Peter Pan Fabrics, Inc. v. Martin Weiner Corp., 274 F.2d 487, 489 (2d 

Cir. 1960) ("the test for infringement of a copyright is of necessity vague"). Nonetheless, it is repeatedly 

said that the test to determine substantial similarity is the response of the ordinary lay person. Universal 

Athletic at 907 (citing Arnstein v. Porter, 154 F.2d 464 (2d Cir. 1946)). 
 
Defendants build on the premise of the lay audience test by arguing that only if the two songs are similar 

in their entirety should the defendant's song be held to have infringed plaintiff's song. Indeed, defendants' 

                                                                                                                                                                                           
(emphasis in original). Thus, the law is generally well settled that the simple fact of a copying is not enough to prove an improper 

appropriation. This settled principle—enunciated by the Third Circuit in Universal Athletic—prevents the anomalous situation of 

a defendant being held liable for even the slightest bit of copying of a copyrighted work. 
 
Moreover, the holding in Universal Athletic is clear, is in conformance with generally settled law, and was cited approvingly in 

Ford Motor Company for another proposition. It would be out of keeping with traditional concepts of stare decisis for the Third 

Circuit to overrule it in so off-hand a manner. 
 
While I read Ford Motor Company in this manner, this interpretation is by no means self-evident, and it is respectfully requested 

that the Third Circuit clarify the standard for copyright infringement. This is particularly important because cases of digital 

sampling—where copying is admitted at the outset—are becoming more and more prevalent. 
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cite apparent authority for this proposition. In a case decided a half-century ago, a court, in rejecting the 

plaintiff's argument of infringement, stated that "I have heard the compositions played, and to my ear 

there is a similarity, but not such a similarity as would impress-one. In other words, I would not take the 

one for the other." Allen v. Walt Disney Productions, Ltd., 41 F. Supp. 134, 140 (S.D.N.Y. 1941) 

(emphasis added). Similarly, the district judge in Arnstein v. BMI, Inc., 46 F. Supp. 379 (S.D.N.Y. 1942) 

wrote that "infringement must be founded upon more than the adoption of a few measures here and there. 

The theme and general melody must be substantially lifted." Id. at 381. Moreover, the defendants cite an 

influential article by Jeffrey Sherman: 
 
A defendant should not be held liable for infringement unless he copied a substantial portion of the 

complaining work and there exists the sort of aural similarity between the two works that a lay audience 

would detect. As to the first requirement, the portion copied may be either qualitatively or quantitatively 

substantial. As to the second, the two pieces must be similar enough to sound similar to a lay audience, 

since only then is it reasonable to suppose that the performance or publication of the accused work could 

in any injure the rights of the plaintiff composer. J. Sherman, Musical Copyright Infringement: The 

Requirement of Substantial Similarity, Common Law Symposium, No. 92, ASCAP, p. 145 (1977). 
 
However, defendants misconstrue the scope of the examination, at least in the context of fragmented 

literal similarity, where there unquestionably is copying, albeit of only a portion of plaintiff's song. If it 

really were true that for infringement to follow a listener must have to confuse one work for the other, a 

work could be immune from infringement so long as the infringing work reaches a substantially different 

audience than the infringed work. In such a situation, a rap song, for instance, could never be held to have 

infringed an easy listening song or a pop song. See, e.g. Grand Upright Music, Ltd. v. Warner Brothers 

Records, Inc., 780 F. Supp. 182 (S.D.N.Y. 1991) (discussed infra) (finding that rap song infringed easy 

listening song). 
 
Moreover, defendants' test, applied in cases of fragmented literal similarity, would eviscerate the 

qualitative/quantitative analysis, which revolves around the premise that a party may be held liable when 

he or she appropriates a large section or a qualitatively important section of plaintiff's work, see Werlin v. 

Reader's Digest Association, 528 F. Supp. 451, 463 (S.D.N.Y. 1981) (Ward, D.J.). 
 
Finally, such a strict test would seem to go counter to another general principle -- that the relevant 

question in copyright infringement cases is whether the segment in question constituted a substantial 

portion of the plaintiff's work, not whether it constituted a substantial portion of the defendant's work. See 

Atari, Inc. v. North American Philips Consumer Electronics Corp., 672 F.2d 607, 614 (7th Cir.), cert. 

denied, 459 U.S. 880, 74 L. Ed. 2d 145, 103 S. Ct. 176 (1982) ("the test is whether the accused work is so 

similar to the plaintiff's work that an ordinary reasonable person would conclude that the defendant 

unlawfully appropriated the plaintiff's protectable expression by taking material of substance and value"). 
 
Thus, infringement based on fragmented literal similarity depends on the truth of the principle that "the 

value of a work may be substantially diminished even when only a part of it is copied, if the part that is 

copied is of great qualitative importance to the work as a whole." Werlin at 463. 
 

* * * 
I now turn to the songs at issue in this case. 
 
Plaintiff's song begins with a rhythm and melody utterly unlike defendants' songs. But halfway 

through the song, the tone changes as the verse-chorus repetition segues into a lengthy bridge. The bridge 

begins with a series of "oohs", sung over a distinctive rhythm, changes into a series of "moves" and then 

culminates with vocal repetitions of the phrase "free your body." A couple of minutes later in plaintiff's 

song, the tone again changes. This time, the song segues into a distinctive keyboard riff (musical phrase), 
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that functions as both rhythm and melody, and for some time stays in the foreground of the song. It 

remains throughout the end of the song, as lyrics are sung over it. 
 
Nonetheless, defendants argue that the vocal portions of plaintiff's song which defendants copied were 

non-copyrightable and therefore those portions must be factored out prior to performing the substantial 

similarity test. 
 
Since it is not unlawful to copy non-copyrightable portions of a plaintiff's work, non-copyrightable 

elements must be factored out in an inquiry into infringement. See Warner Brothers v. American 

Broadcasting Companies, 720 F.2d 231, 240 (2d Cir. 1983) ("a court may determine non-infringement as 

a matter of law on a motion for summary judgment . . . [when] the similarity between two works concerns 

only non-copyrightable elements of the plaintiff's work. . . ."). The policy behind the rule is to prevent a 

deterring effect on the creation of new works because of authors' fears of copying innocuous segments. 

Warner Brothers at 240. 
 
There is no easily codified standard to govern whether the plaintiff's material is sufficiently original 

and/or novel to be copyrightable. "Cliched language, phrases and expressions conveying an idea that is 

typically expressed in a limited number of stereotypic fashions, are not subject to copyright protection." 

Perma Greetings at 448. Easily arrived at phrases and chord progressions are usually non copyrightable, 

see William F. Patry, Latman's The Copyright Law 65 (6th Edition 1987). Thus, in one case, a court held 

that defendant's appropriation of the phrase "night and noon", in a song entirely different from plaintiff's 

song, was not copyright infringement. O'Brien v. Chappel & Co., 159 F. Supp. 58, 58 (S.D.N.Y. 

1958)(Dawson, D.J.). In another case, a court held that when plaintiff's and defendant's mug coasters 

referenced ideas of enjoyment, a drinking mug, friendship, sunshine, and flowers, the plaintiff's ideas 

were-unprotected. 
 
However, if a piece is sufficiently distinctive, it is copyrightable. 
 
This case bears no relationship to the cases cited above. It is unfair to characterize the "oohs", "moves" 

and "free your body" as cliched phrases typical in the field. To the contrary, they are used together in a 

particular arrangement and in the context of a particular melody. And the precise relationship of the 

phrases vis a vis each other was copied. There is no question that the combined phrase "ooh ooh ooh ooh . 

. . move free your body" is an expression of an idea that copyrightable. Moreover, the keyboard line that 

was copied represents a distinctive melody/rhythm that sets it far apart from the ordinary cliched phrases 

held not copyrightable. It, too, is an expression of an idea, and is capable of being infringed. Again, the 

fact that defendants appropriated the exact arrangement of plaintiff's composition says more than what 

can be captured in abstract legal analysis. 
 
It is certainly not clear as a matter of law that the portions copied from plaintiff's song were insignificant 

to plaintiff's song. To the contrary, the "oohs" and "move, free your body" occur in a bridge that attempts 

to be distinct and attention-grabbing. The keyboard riff begins the final portion of plaintiff's song, setting 

the rhythm as well as the melody. 
 
Therefore, because resolution of this question involves factfinding, I will deny defendant's motion for 

summary judgment as to liability on plaintiff's musical composition copyright claim. 
 

* * * 
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Notes and Questions 
 
1. The Jarvis case focuses on the last part of the copyright infringement test—unlawful appropriation 

(also known as substantial similarity). After establishing proof of copyright ownership and evidence of 

copying, whether direct or circumstantial, a plaintiff must then prove that the defendant copied significant 

elements of the plaintiff’s work as to rise to the level of unlawful appropriation. 
 
2. What is “fragmented literal similarity”? What role does it play in determining unlawful appropriation? 
 
3. Why is the doctrine of “fragmented literal similarity” necessary? 
 
4. Is substantial similarity ultimately a question for the judge or jury? When determining infringement, 

what is done with non-copyrightable elements of the plaintiff’s work that are copied by the defendant? 
 
Listen 

 RobertClivillesandDavidColeGetDumb.mp3 
 TheCrewGet DumbFreeYourBody.mp3 
 TheMusicsGotMe.mp3 

 
 
 

 
JAMES W. NEWTON v. MICHAEL DIAMOND; ET AL. 

388 F.3d 1189 (9th Cir. 2004) 
 
SCHROEDER, Chief Judge 
 
This appeal raises the difficult and important issue of whether the incorporation of a short segment of a 

musical recording into a new musical recording, i.e., the practice of "sampling," requires a license to 

use both the performance and the composition of the original recording. The particular sample in this 

case consists of a six-second, three-note segment of a performance of one of his own compositions by 

plaintiff, and accomplished jazz flutist, James W. Newton. The defendants, the performers who did the 

sampling, are the members of the musical group Beastie Boys. They obtained a license to sample the 

sound recording of Newton's copyrighted performance, but they did not obtain a license to use 

Newton's underlying composition, which is also copyrighted. 
 
The district court granted summary judgment to the defendants. In a scholarly opinion, it held that no 

license to the underlying composition was required because, as a matter of law, the notes in question -- 
C - D flat - C, over a held C note -- lacked sufficient originality to merit copyright protection. Newton v. 

Diamond, 204 F. Supp. 2d 1244, 1256 (C.D. Cal. 2002). The district court also held that even if the 

sampled segment of the composition were original, Beastie Boys' use of a brief segment of the sound 

recording of "Choir" was a de minimis use of the "Choir" composition and therefore was not actionable. 

Id. at 1259. We affirm on the ground that the use was de minimis. 
 

I. Background and Procedural History 
 
The plaintiff and appellant in this case, James W. Newton, is an accomplished avant-garde jazz flutist 

and composer. In 1978, he composed the song "Choir," a piece for flute and voice intended to 

incorporate elements of African-American gospel music, Japanese ceremonial court music, traditional 

African music, and classical music, among others. According to Newton, the song was inspired by his 

earliest memory of music, watching four women singing in a church in rural Arkansas. In 1981, Newton 
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performed and recorded "Choir" and licensed all rights in the sound recording to ECM Records for $ 

5000. The license covered only the sound recording, and it is undisputed that Newton retained all rights 

to the composition of "Choir." Sound recordings and their underlying compositions are separate works 

with their own distinct copyrights. 17 U.S.C. § 102(a)(2), (7). 
 
The defendants and appellees include the members of the rap and hip-hop group Beastie Boys, and their 

business associates. In 1992, Beastie Boys obtained a license from ECM Records to use portions of the 

sound recording of "Choir" in various renditions of their song "Pass the Mic" in exchange for a one-
time fee of $ 1000. Beastie Boys did not obtain a license from Newton to use the underlying 

composition. 
 
The portion of the composition at issue consists of three notes, C -- D flat -- C, sung over a background 

C note played on the flute. The score to "Choir" also indicates that the entire song should be played in a 

"largo/senza-misura" tempo, meaning "slowly/without-measure." The parties disagree about whether 

two additional elements appear in the score. First, Newton argues that the score contains an instruction 

that requires overblowing the background C note that is played on the flute. Second, Newton argues that 

multiphonics are part of the composition because they are necessarily created when a performer follows 

the instructions on the score to simultaneously play the flute note and sing the vocal notes. Because we 

review the district court's grant of summary judgment to the Beastie Boys, we must construe the 

evidence in Newton's favor. We therefore assume that these two elements are part of the "Choir" 

composition. As we will discuss more fully below, there are other elements that are part of Newton's 

performance that was captured in the sound recording, but that do not appear in the score. 
 
The dispute between Newton and Beastie Boys centers around the copyright implications of the practice 

of sampling, a practice now common to many types of popular music. Sampling entails the 

incorporation of short segments of prior sound recordings into new recordings. The practice originated 

in Jamaica in the 1960s, when disc jockeys (DJs) used portable sound systems to mix segments of prior 

recordings into new mixes, which they would overlay with chanted or 'scatted' vocals. See Robert M. 

Szymanski, Audio Pasitiche: Digital Sampling, Intermediate Copying, Fair Use, 3 U.C.L.A. Ent. L. 

Rev. 271, 277 (Spring 1996). Sampling migrated to the United States and developed throughout the 

1970s, using the analog technologies of the time. Id. The digital sampling involved here developed in 

the early 1980s with the advent of digital synthesizers having MIDI (Musical Instrument Digital 

Interface) keyboard controls. These digital instruments allowed artists digitally to manipulate and 

combine sampled sounds, expanding the range of possibilities for the use of prerecorded music. 

Whereas analog devices limited artists to "scratching" vinyl records and "cutting" back and forth 

between different sound recordings, digital technology allowed artists to slow down, speed up, 

combine, and otherwise alter the samples. See id. 
 
Pursuant to their license from ECM Records, Beastie Boys digitally sampled the opening six seconds of 

Newton's sound recording of "Choir." Beastie Boys repeated or "looped" this six-second sample as a 

background element throughout "Pass the Mic," so that it appears over forty times in various renditions 

of the song. In addition to the version of "Pass the Mic" released on their 1992 album, "Check Your 

Head," Beastie Boys included the "Choir" sample in two remixes, "Dub the Mic" and "Pass the Mic (Pt. 

2, Skills to Pay the Bills)." It is unclear whether the sample was altered or manipulated, though Beastie 

Boys' sound engineer stated that alterations of tone, pitch, and rhythm are commonplace, and Newton 

maintains that the pitch was lowered slightly. 
 
Newton filed the instant action in federal court on May 9, 2000, alleging violations of his copyright in 

the underlying composition, as well as Lanham Act violations for misappropriation and reverse passing 

off. The district court dismissed Newton's Lanham Act claims on September 12, 2000, and granted 

summary judgment in favor of Beastie Boys on the copyright claims on May 21, 2002. Newton v. 
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Diamond, 204 F. Supp. 2d 1244 (C.D. Cal. 2002). The district court held that the three-note segment of 

the "Choir" composition could not be copyrighted because, as a matter of law, it lacked the requisite 

originality. 204 F. Supp. 2d at 1256. The court also concluded that even if the segment were 

copyrightable, Beastie Boys' use of the work was de minimis and therefore not actionable. Id. at 1259. 

Newton appealed. 
II. Whether Defendants' Use was De Minimis 

 
We may affirm the grant of summary judgment on any basis supported by the record and need not reach 

each ground relied upon by the district court. See Venetian Casino Resort L.L.C. v. Local Joint 

Executive Bd. of Las Vegas, 257 F.3d 937, 941 (9th Cir. 2001), cert. denied, 535 U.S. 905, 152 L. Ed. 2d 

142, 122 S. Ct. 1204 (2002). Assuming that the sampled segment of the composition was sufficiently 

original to merit copyright protection, we nevertheless affirm on the ground that Beastie Boys' use was 

de minimis and therefore not actionable. 
 
For an unauthorized use of a copyrighted work to be actionable, the use must be significant enough to 

constitute infringement. See Ringgold v. Black Entertainment TV, 126 F.3d 70, 74-75 (2d Cir. 1997). 

This means that even where the fact of copying is conceded, no legal consequences will follow from 

that fact unless the copying is substantial. See Laureyssens v. Idea Group, Inc., 964 F.2d 131, 140 (2d 

Cir. 1992); 4 Melville B. Nimmer & David Nimmer, Nimmer on Copyright § 13.03[A], at 13-30.2. The 

principle that trivial copying does not constitute actionable infringement has long been a part of 

copyright law. Indeed, as Judge Learned Hand observed over 80 years ago: "Even where there is some 

copying, that fact is not conclusive of infringement. Some copying is permitted. In addition to copying, 

it must be shown that this has been done to an unfair extent." West Publ'g Co. v. Edward Thompson Co., 

169 F. 833, 861 (E.D.N.Y. 1909). This principle reflects the legal maxim, de minimis non curat lex 

(often rendered as, "the law does not concern itself with trifles"). See Ringgold, 126 F.3d at 74-75. 
 
A leading case on de minimis infringement in our circuit is Fisher v. Dees, 794 F.2d 432 (9th Cir. 1986), 

where we observed that a use is de minimis only if the average audience would not recognize the 

appropriation. See id. at 434 n.2 ("[A] taking is considered de minimis only if it is so meager and 

fragmentary that the average audience would not recognize the appropriation."). This observation 

reflects the relationship between the de minimis maxim and the general test for substantial similarity, 

which also looks to the response of the average audience, or ordinary observer, to determine whether a 

use is infringing. See, e.g., Cavalier v. Random House, Inc., 297 F.3d 815, 822 (9th Cir. 2002); Castle 

Rock Entm't, Inc. v. Carol Publ'g Group, Inc., 150 F.3d 132 (2d Cir. 1998)("Two works are substantially 

similar where 'the ordinary observer, unless he set out to detect the disparities, would be disposed to 

overlook them, and regard [the] aesthetic appeal [of the two works] as the same.'" (quoting Arica Inst., 

Inc. v. Palmer, 970 F.2d 1067, 1072 (2d Cir. 1992) (quoting Peter Pan Fabrics, Inc. v. Martin Weiner 

Corp., 274 F.2d 487, 489 (2d Cir. 1960) (L. Hand, J.)))). To say that a use is de minimis because no 

audience would recognize the appropriation is thus to say that the use is not sufficiently significant. 
 
On the facts of Fisher, this court rejected the de minimis defense because the copying was substantial: 

the defendant had appropriated the main theme and lyrics of the plaintiff's song, both of which were 

easily recognizable in the defendant's parody.  Fisher, 794 F.2d at 434 & n.2. Specifically, the defendant 

copied six of the thirty-eight bars to the 1950s standard, "When Sunny Gets Blue," to make the parody, 

"When Sonny Sniffs Glue," and paralleled the original lyrics with only minor variations. Id. However, 

despite the works' substantial similarities, we held that the use was nevertheless non-infringing because, 

as a parody, it was "fair use" under 17 U.S.C. § 107. Id. at 440. We explained that the defendant's 

successful fair use defense precluded a finding that the use was insubstantial or unrecognizable because 

"the parodist must appropriate a substantial enough portion of [the original] to evoke recognition." Id. at 

435 n.2. 
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This case involves not only use of a composition, as was the case in Fisher, but also use of a sound 

recording of a particular performance of that composition. Because the defendants were authorized to 

use the sound recording, our inquiry is confined to whether the unauthorized use of the composition 

itself was substantial enough to sustain an infringement claim. Therefore, we may consider only Beastie 

Boys' appropriation of the song's compositional elements and must remove from consideration all the 

elements unique to Newton's performance. Stated another way, we must "filter out" the licensed 

elements of the sound recording to get down to the unlicensed elements of the composition, as the 

composition is the sole basis for Newton's infringement claim. See Cavalier, 297 F.3d at 822; Apple 

Computer, Inc. v. Microsoft Corp., 35 F.3d 1435, 1446 (9th Cir. 1994). 
 
In filtering out the unique performance elements from consideration, and separating them from those 

found in the composition, we find substantial assistance in the testimony of Newton's own experts. 

Because we are reviewing a grant of summary judgment in favor of the Beastie Boys, we must view the 

evidence in the light most favorable to Newton and affirm only if there is no genuine issue of material 

fact. Newton's experts, however, reveal the extent to which the sound recording of "Choir" is the 

product of Newton's highly developed performance techniques, rather than the result of a generic 

rendition of the composition. As a general matter, according to Newton's expert Dr. Christopher 

Dobrian, "the contribution of the performer is often so great that s/he in fact provides as much musical 

content as the composer." This is particularly true with works like "Choir," given the improvisational 

nature of jazz performance and the minimal scoring of the composition. Indeed, as Newton's expert Dr. 

Oliver Wilson explained: 
 
The copyrighted score of "Choir", as is the custom in scores written in the jazz tradition, does not contain 

indications for all of the musical subtleties that it is assumed the performer-composer of the work will 

make in the work's performance. The function of the score is more mnemonic in intention than 

prescriptive. 
 
And it is clear that Newton goes beyond the score in his performance. For example, Dr. Dobrian declared 

that "Mr. Newton blows and sings in such a way as to emphasize the upper partials of the flute's complex 

harmonic tone, [although] such a modification of tone color is not explicitly requested in the score." Dr. 

Dobrian also concludes that Newton "uses breath control to modify the timbre of the sustained flute note 

rather extremely" and "uses portamento to glide expressively from one pitch to another in the vocal part." 

Dr. Dobrian concedes that these elements do not appear in the score, and that they are part of Newton's 

performance of the piece. 
 
A crucial problem with the testimony of Newton's experts is that they continually refer to the "sound" 

produced by the "Newton technique." A sound is protected by copyright law only when it is "fixed in a 

tangible medium." 17 U.S.C. § 102(a). Here, the only time any sound was fixed in a tangible medium was 

when a particular performance was recorded. Newton licensed the recording at issue to ECM Records 

over twenty years ago, and ECM Records in turn licensed the interest in the recording to the Beastie 

Boys. Newton's copyright extends only to the elements that he fixed in a tangible medium -- those that he 

wrote on the score. Thus, regardless of whether the average audience might recognize the 

"Newton technique" at work in the sampled sound recording, those performance elements are beyond 

consideration in Newton's claim for infringement of his copyright in the underlying composition. 
 
Once we have isolated the basis of Newton's infringement action -- the "Choir" composition, devoid of 

the unique performance elements found only in the sound recording -- we turn to the nub of our inquiry: 

whether Beastie Boys' unauthorized use of the composition, as opposed to their authorized use of the 

sound recording, was substantial enough to sustain an infringement action. In answering that question, we 

must distinguish between whether there is a high enough degree of similarity between the works to 

establish copying, and whether that copying is substantial enough to constitute infringement. Cf. 
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Ringgold, 126 F.3d at 74-75; 4 Nimmer § 13.03[A][2], at 13-45. The practice of music sampling will 

often present cases where the degree of similarity is high. Indeed, unless the sample has been altered or 

digitally manipulated, it will be identical to the sampled portion of the original recording. Yet as Nimmer 

explains, "[if] the similarity is only as to nonessential matters, then a finding of no substantial similarity 

should result." 4 Nimmer § 13.03[A][2], at 13-48; cf. Warner Bros. v. Am. Broad. Cos., 720 F.2d 231, 242 

(2d. Cir. 1983). This reflects the principle that the substantiality requirement applies throughout the law of 

copyright, including cases of music sampling, even where there is a high degree of similarity. 
 
The high degree of similarity between the works here (i.e., "Pass the Mic" and "Choir"), but the limited 

scope of the copying, place Newton's claim for infringement into the class of cases that allege what 

Nimmer refers to as "fragmented literal similarity." 4 Nimmer § 13.03[A][2], at 13-45. Fragmented literal 

similarity exists where the defendant copies a portion of the plaintiff's work exactly or nearly exactly, 

without appropriating the work's overall essence or structure. Id. Because the degree of similarity is high 

in such cases, the dispositive question is whether the copying goes to trivial or substantial elements. 

Substantiality is measured by considering the qualitative and quantitative significance of the 

copied portion in relation to the plaintiff's work as a whole. See, e.g., Worth v. Selchow & Righter Co., 

827 F.2d 569, 570 n. 1 (9th Cir. 1987) ("The relevant inquiry is whether a substantial portion of the 

protectible material in the plaintiff's work was appropriated -- not whether a substantial portion of 

defendant's work was derived from plaintiff's work."); Jarvis v. A&M Records, 827 F. Supp. 282, 289-90 

(D.N.J. 1993); 4 Nimmer § 13.03[A][2], at 13-47 to 48 & n.97. This focus on the sample's relation to the 

plaintiff's work as a whole embodies the fundamental question in any infringement action, as expressed 

more than 150 years ago by Justice Story: whether "so much is taken that the value of the original is 

sensibly diminished, or the labors of the original author are substantially to an injurious extent 

appropriated by another." Folsom v. Marsh, 9 F. Cas. 342, 348, F. Cas. No. 4901 (C.C. Mass. 1841) (No. 

4901). Courts also focus on the relationship to the plaintiff's work because a contrary rule that measured 

the significance of the copied segment in the defendant's work would allow an unscrupulous defendant to 

copy large or qualitatively significant portions of another's work and escape liability by burying them 

beneath non-infringing material in the defendant's own work, even where the average audience might 

recognize the appropriation. Cf. Sheldon v. Metro-Goldwyn Pictures Corp., 81 F.2d 49, 56 (2d Cir. 1936) 

("It is enough that substantial parts were lifted; no plagiarist can excuse the wrong by showing how much 

of his work he did not pirate."). Thus, as the district court properly concluded, the fact that Beastie Boys 

"looped" the sample throughout "Pass the Mic" is irrelevant in weighing the sample's qualitative and 

quantitative significance. See Newton, 204 F. Supp. 2d at 1257. 
 
On the undisputed facts of this record, no reasonable juror could find the sampled portion of the 

composition to be a quantitatively or qualitatively significant portion of the composition as a whole. 

Quantitatively, the three-note sequence appears only once in Newton's composition. It is difficult to 

measure the precise relationship between this segment and the composition as a whole, because the score 

calls for between 180 and 270 seconds of improvisation. When played, however, the segment lasts six 

seconds and is roughly two percent of the four-and-a-half-minute "Choir" sound recording licensed by 

Beastie Boys. Qualitatively, this section of the composition is no more significant than any other section. 

Indeed, with the exception of two notes, the entirety of the scored portions of "Choir" consist of notes 

separated by whole- and half-steps from their neighbors and is played with the same technique of singing 

and playing the flute simultaneously; the remainder of the composition calls for sections of improvisation 

that range between 90 and 180 seconds in length. 
 
The Beastie Boys' expert, Dr. Lawrence Ferrara, concludes that the compositional elements of the 

sampled section do not represent the heart or the hook of the "Choir" composition, but rather are "simple, 

minimal and insignificant." The sampled section may be representative of the scored portions of the 

composition as Newton's expert's contend. Newton has failed to offer any evidence, however, to rebut Dr. 

Ferrara's testimony and to create a triable issue of fact on the key question, which is whether the sampled 
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section is a qualitatively significant portion of the "Choir" composition as a whole. Instead, Newton's 

experts emphasize the uniqueness of the "Newton technique," which is found throughout the "Choir" 

composition and in Newton's other work. 
 
Newton nevertheless maintains that the testimony of his experts creates a genuine issue of material fact on 

the substantiality of the copying. To the extent the expert testimony is relevant, it is not helpful to 

Newton. On the key question of whether the sample is quantitatively or qualitatively significant in 

relation to the composition as a whole, his experts are either silent or fail to distinguish between the sound 

recording, which was licensed, and the composition, which was not. Moreover, their testimony on the 

composition does not contain anything from which a reasonable jury could infer the segment's 

significance in relation to the composition as a whole. In contrast, Dr. Ferrara stated that the sampled 

excerpt from the "Choir" composition "is merely a common, trite, and generic three-note sequence, which 

lacks any distinct melodic, harmonic, rhythmic or structural elements." He described the sequence as "a 

common building block tool" that "has been used over and over again by major composers in the 20th 

century, particularly in the '60s and '70s, just prior to James Newton's usage." 
 
Because Newton conceded that "Choir" and "Pass the Mic" "are substantially dissimilar in concept and 

feel, that is, in [their] overall thrust and meaning" and failed to offer any evidence to rebut Dr. Ferrara's 

testimony that the sampled section is not a quantitatively or qualitatively significant portion of the 

"Choir" composition, the Beastie Boys are entitled to prevail on summary judgment. On the undisputed 

facts of this case, we conclude that an average audience would not discern Newton's hand as a composer, 

apart from his talent as a performer, from Beastie Boys' use of the sample. The copying was not 

significant enough to constitute infringement. Beastie Boys' use of the "Choir" composition was de 

minimis. There is no genuine issue of material fact, and the grant of summary judgment was appropriate. 
 

III. Conclusion 
 
Because Beastie Boys' use of the sound recording was authorized, the sole basis of Newton's infringement 

action is his remaining copyright interest in the "Choir" composition. We hold that Beastie Boys' use of a 

brief segment of that composition, consisting of three notes separated by a half-step over a background C 

note, is not sufficient to sustain a claim for infringement of Newton's copyright in the composition 

"Choir". We affirm the district court's grant of summary judgment on the ground that Beastie Boys' use of 

the composition was de minimis and therefore not actionable. 
 
AFFIRMED 

 
Notes and Questions 
 
1. When is use of a work considered to be de minimis? How does this factor into the general test for 

substantial similarity? 
 
2. What is the difference between de minimis and fragmented literal similarity?  
 
3. How were the concepts of de minimus and fragmented literal similarity determined in this case?   
 
4. Quantitative and qualitative tests fall under the substantial similarity element of infringement. Also 

considered in substantial similarity analysis are de minimis copying, and fragmented literal similarity. 

All of these concepts ask the question, “Did the defendant steal enough?” 
    
 The quantitative and qualitative tests can be summarized as follows: 
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 (1) Quantitative: The amount the defendant takes from plaintiff’s work. This has 

nothing to do with how often or how infrequently the defendant uses what he’s copying. What 

matters is the relationship of the copied elements to plaintiff’s work—how much the defendant 

stole. 
 (2) Qualitative: How important the sample is to the plaintiff’s song. Is it the “heart” 

or “hook” of the song? Did the defendant take something of value from plaintiff’s work? 
 
5. How do fragmented literal similarity, de minimis copying, and scenes a faire fit into copyright 

analysis? 
 
Listen 

 jamesnewtonpassthemic.mp3 
 PassTheMicbyBeastieBoys.mp3 
 PasstheMic.mp3 

 
 

 
BRIDGEPORT MUSIC, INC. v. DIMENSION FILMS 

410 F.3d 792 (6th Cir. 2005) 
 
 

GUY, Circuit Judge 
 
The court issued an initial opinion in these consolidated cases on September 7, 2004. Bridgeport Music, 

Inc. v. Dimension Films, 383 F.3d 390 (6th Cir. 2004). Through an Order entered December 20, 2004, the 

full court denied the petition for rehearing en banc filed by No Limit Films and a panel rehearing was 

granted only with respect to the issues discussed in Section II of the opinion as amended. Bridgeport 

Music, Inc. v. Dimension Films, 401 F.3d 647 (6th Cir. 2004). After additional briefing and argument on 

rehearing, we adhere to our conclusions and amend the opinion to further clarify our reasoning. 
 
Plaintiffs, Bridgeport Music, Inc., Westbound Records, Inc., Southfield Music, Inc., and Nine Records, 

Inc., appeal from several of the district court's findings with respect to the copyright infringement claims 

asserted against No Limit Films. 1 This action arises out of the use of a sample from the composition and 

sound recording "Get Off Your Ass and Jam" ("Get Off") in the rap song "100 Miles and Runnin'" ("100 

Miles"), which was included in the sound track of the movie I Got the Hook Up (Hook Up). Specifically, 

Westbound appeals from the district court's decision to grant summary judgment to defendant on the 

grounds that the alleged infringement was de minimis and therefore not actionable. Bridgeport, while not 

appealing from the summary judgment order, challenges instead the denial of its motion to amend the 

complaint to assert new claims of infringement based on a different song included in the sound track of 

Hook Up. Finally, Bridgeport, Southfield, and Nine Records appeal from the decision to award attorney 

fees and costs totaling $ 41,813.30 to No Limit Films under 17 U.S.C. § 505. For the reasons that follow, 

we reverse the district court's grant of summary judgment to No Limit on Westbound's claim of 

infringement of its sound recording copyright, but affirm the decision of the district court as to the award 

of attorney fees and the denial of Bridgeport's motion to amend. 
 

I. 
 
The claims at issue in this appeal were originally asserted in an action filed on May 4, 2001, by the related 

entities Bridgeport Music, Southfield Music, Westbound Records, and Nine Records, alleging nearly 500 

counts against approximately 800 defendants for copyright infringement and various state law claims 

relating to the use of samples without permission in new rap recordings. In August 2001, the district court 
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severed that original complaint into 476 separate actions, this being one of them, based on the allegedly 

infringing work and ordered that amended complaints be filed. 
 
The claims in this case were brought by all four plaintiffs: Bridgeport and Southfield, which are in the 

business of music publishing and exploiting musical composition copyrights, and Westbound Records and 

Nine Records, which are in the business of recording and distributing sound recordings. It was conceded 

at the time of summary judgment, however, that neither Southfield Music nor Nine Records had any 

ownership interest in the copyrights at issue in this case. As a result, the district court ordered that they be 

jointly and severally liable for 10% of the attorney fees and costs awarded to No Limit Films. 
 
Bridgeport and Westbound claim to own the musical composition and sound recording copyrights in "Get 

Off Your Ass and Jam" by George Clinton, Jr. and the Funkadelics. We assume, as did the district court, 

that plaintiffs would be able to establish ownership in the copyrights they claim. There seems to be no 

dispute either that "Get Off" was digitally sampled or that the recording "100 Miles" was included on the 

sound track of I Got the Hook Up. Defendant No Limit Films, in conjunction with Priority Records, 

released the movie to theaters on May 27, 1998. The movie was apparently also released on VHS, DVD, 

and cable television. Fatal to Bridgeport's claims of infringement was the Release and Agreement it 

entered into with two of the original owners of the composition "100 Miles," Ruthless Attack Muzick 

(RAM) and Dollarz N Sense Music (DNSM), in December 1998, granting a sample use license to RAM, 

DNSM, and their licensees. Finding that No Limit Films had previously been granted an oral 

synchronization license to use the composition "100 Miles" in the sound track of Hook Up, the district 

court concluded Bridgeport's claims against No Limit Films were barred by the unambiguous terms of the 

Release and Agreement. Bridgeport Music, Inc. v. Dimension Films LLC, 230 F. Supp. 2d 830, 833-38 

(M.D. Tenn. 2002). Although Bridgeport does not appeal from this determination, it is relevant to the 

district court's later decision to award attorney fees to No Limit Films. 
 
Westbound's claims are for infringement of the sound recording "Get Off." Because defendant does not 

deny it, we assume that the sound track of Hook Up used portions of "100 Miles" that included the 

allegedly infringing sample from "Get Off." The recording "Get Off" opens with a three-note combination 

solo guitar "riff" that lasts four seconds. According to one of plaintiffs' experts, Randy Kling, the 

recording "100 Miles" contains a sample from that guitar solo. Specifically, a two-second sample from the 

guitar solo was copied, the pitch was lowered, and the copied piece was "looped" and extended to 16 

beats. Kling states that this sample appears in the sound recording "100 Miles" in five places; specifically, 

at 0:49, 1:52, 2:29, 3:20 and 3:46. By the district court's estimation, each looped segment lasted 

approximately 7 seconds. As for the segment copied from "Get Off," the district court described it as 

follows: 
 
The portion of the song at issue here is an arpeggiated chord - that is, three notes that, if struck together, 

comprise a chord but instead are played one at a time in very quick succession - that is repeated several 

times at the opening of "Get Off." The arpeggiated chord is played on an unaccompanied electric guitar. 

The rapidity of the notes and the way they are played produce a high-pitched, whirling sound that 

captures the listener's attention and creates anticipation of what is to follow. Bridgeport, 230 F. Supp. 2d 

at 839. No Limit Films moved for summary judgment, arguing (1) that the sample was not protected by 

copyright law because it was not "original"; and (2) that the sample was legally insubstantial and 

therefore does not amount to actionable copying under copyright law. 
 
Mindful of the limited number of notes and chords available to composers, the district court explained 

that the question turned not on the originality of the chord but, rather, on "the use of and the aural effect 

produced by the way the notes and the chord are played, especially here where copying of the sound 

recording is at issue." Id. (citations omitted). The district court found, after carefully listening to the 

recording of "Get Off," "that a jury could reasonably conclude that the way the arpeggiated chord is used 
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and memorialized in the 'Get Off' sound recording is original and creative and therefore entitled to 

copyright protection." Id. (citing Newton v. Diamond, 204 F. Supp. 2d 1244, 1249-59 (C.D. Cal. 2002)) 

(later affirmed on other grounds at 349 F.3d 591 (9th Cir. 2003)). No Limit Films does not appeal from 

this determination. 
 
Turning then to the question of de minimis copying in the context of digital sampling, the district court 

concluded that, whether the sampling is examined under a qualitative/quantitative de minimis analysis or 

under the so-called "fragmented literal similarity" test, the sampling in this case did not "rise to the level 

of a legally cognizable appropriation." 230 F. Supp. 2d at 841. Westbound argues that the district court 

erred both in its articulation of the applicable standards and its determination that there was no genuine 

issue of fact precluding summary judgment on this issue. 
 
On October 11, 2002, the district court granted summary judgment to No Limit Films on the claims of 

Bridgeport and Westbound; dismissed with prejudice the claims of Southfield and Nine Records; denied 

as moot the motion of Bridgeport and Westbound for partial summary judgment on the issue of copyright 

ownership; and entered final judgment accordingly. Bridgeport and Westbound appealed. The facts 

relevant to the earlier denial of Bridgeport's motion to amend the complaint will be discussed below. No 

Limit Films filed a post-judgment motion for attorney fees and costs, which the district court granted for 

the reasons set forth in its memorandum opinion and order of April 24, 2003. Bridgeport, Southfield 

Music, and Nine Records appealed from that award. 
 

II. 
 

* * * 
In granting summary judgment to defendant, the district court looked to general de minimis principles and 

emphasized the paucity of case law on the issue of whether digital sampling amounts to copyright 

infringement. Drawing on both the quantitative/qualitative and "fragmented literal similarity" approaches, 

the district court found the de minimis analysis was a derivation of the substantial similarity element when 

a defendant claims that the literal copying of a small and insignificant portion of the copyrighted work 

should be allowed. After listening to the copied segment, the sample, and both songs, the district court 

found that no reasonable juror, even one familiar with the works of George Clinton, would recognize the 

source of the sample without having been told of its source. This finding, coupled with findings 

concerning the quantitatively small amount of copying involved and the lack of qualitative similarity 

between the works, led the district court to conclude that Westbound could not prevail on its claims for 

copyright infringement of the sound recording. 
 
Westbound does not challenge the district court's characterization of either the segment copied from "Get 

Off" or the sample that appears in "100 Miles." Nor does Westbound argue that there is some genuine 

dispute as to any material fact concerning the nature of the protected material in the two works. The heart 

of Westbound's arguments is the claim that no substantial similarity or de minimis inquiry should be 

undertaken at all when the defendant has not disputed that it digitally sampled a copyrighted sound 

recording. We agree and accordingly must reverse the grant of summary judgment. 
 

A. Digital Sampling of Copyrighted Sound Recordings 
 
At the outset it is important to make clear the precise nature of our decision. Our conclusions are as 

follows: 
 
1. The analysis that is appropriate for determining infringement of a musical composition copyright, is not 

the analysis that is to be applied to determine infringement of a sound recording. We address this issue 

only as it pertains to sound recording copyrights. 
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2. We agree with the district court's analysis on the question of originality. On remand, we assume that 

Westbound will be able to establish it has a copyright in the sound recording and that a digital sample 

from the copyrighted sound recording was used in this case. 
 
3. This case involves "digital sampling" which is a term of art well understood by the parties to this 

litigation and the music industry in general. Accordingly, we adopt the definition commonly accepted 

within the industry. 
 
4. Because of the court's limited technological knowledge in this specialized field, our opinion is limited 

to an instance of digital sampling of a sound recording protected by a valid copyright. If by analogy it is 

possible to extend our analysis to other forms of sampling, we leave it to others to do so. 
 
5. Advances in technology coupled with the advent of the popularity of hip hop or rap music have made 

instances of digital sampling extremely common and have spawned a plethora of copyright disputes and 

litigation. 
 
6. The music industry, as well as the courts, are best served if something approximating a bright-line test 

can be established. Not necessarily a "one size fits all" test, but one that, at least, adds clarity to what 

constitutes actionable infringement with regard to the digital sampling of copyrighted sound recordings. 
 

B. Analysis 
 
We do not set forth the arguments made by Westbound since our analysis differs somewhat from that 

offered by the plaintiff. Our analysis begins and largely ends with the applicable statute. Section 114(a) of 

Title 17 of the United States Code provides: 
 
The exclusive rights of the owner of copyright in a sound recording are limited to the rights specified by 

clauses (1), (2), (3) and (6) of section 106, and do not include any right of performance under section 

106(4). 
 
Section 106 provides: 
 
Subject to sections 107 through 122, the owner of copyright under this title has the exclusive rights to do 

and to authorize any of the following: 
(1) to reproduce the copyrighted work in copies or phonorecords; 
(2) to prepare derivative works based upon the copyrighted work; 
(3) to distribute copies or phonorecords of the copyrighted work to the public by sale or other transfer 

of ownership, or by rental, lease, or lending; 
(4) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and motion 

pictures and other audiovisual works to perform the copyrighted work publicly; 
(5) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and pictorial, 

graphic, or sculptural works, including the individual images of a motion picture or other audiovisual 

work, to display the copyrighted work publicly; and 
(6) in the case of sound recordings, to perform the copyrighted work publicly by means of a digital 

audio transmission. 
 
Section 114(b) states: 

(b) The exclusive right of the owner of copyright in a sound recording under clause (1) of section 106 

is limited to the right to duplicate the sound recording in the form of phonorecords or copies that 

directly or indirectly recapture the actual sounds fixed in the recording. The exclusive right of the 

owner of copyright in a sound recording under clause (2) of section 106 is limited to the right to 
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prepare a derivative work in which the actual sounds fixed in the sound recording are rearranged, 

remixed, or otherwise altered in sequence or quality. The exclusive rights of the owner of copyright in 

a sound recording under clauses (1) and (2) of section 106 do not extend to the making or duplication 

of another sound recording that consists entirely of an independent fixation of other sounds, even 

though such sounds imitate or simulate those in the copyrighted sound recording. The exclusive rights 

of the owner of copyright in a sound recording under clauses (1), (2), and (3) of section 106 do not 

apply to sound recordings included in educational television and radio programs (as defined in section 

397 of title 47) distributed or transmitted by or through public broadcasting entities (as defined by 

section 118(g)): Provided, That copies or phonorecords of said programs are not commercially 

distributed by or through public broadcasting entities to the general public. 
 
Before discussing what we believe to be the import of the above quoted provisions of the statute, a little 

history is necessary. The copyright laws attempt to strike a balance between protecting original works and 

stifling further creativity. The provisions, for example, for compulsory licensing make it possible 

for "creators" to enjoy the fruits of their creations, but not to fence them off from the world at large. 17 

U.S.C. § 115. Although musical compositions have always enjoyed copyright protection, it was not until 

1971 that sound recordings were subject to a separate copyright. If one were to analogize to a book, it is 

not the book, i.e., the paper and binding, that is copyrightable, but its contents. There are probably any 

number of reasons why the decision was made by Congress to treat a sound recording differently from a 

book even though both are the medium in which an original work is fixed rather than the creation itself. 

None the least of them certainly were advances in technology which made the "pirating" of sound 

recordings an easy task. The balance that was struck was to give sound recording copyright holders the 

exclusive right "to duplicate the sound recording in the form of phonorecords or copies that directly or 

indirectly recapture the actual sounds fixed in the recording." 17 U.S.C. § 114(b). This means that the 

world at large is free to imitate or simulate the creative work fixed in the recording so long as an actual 

copy of the sound recording itself is not made. That leads us directly to the issue in this case. If you 

cannot pirate the whole sound recording, can you "lift" or "sample" something less than the whole. Our 

answer to that question is in the negative. 
 
Section 114(b) provides that "the exclusive right of the owner of copyright in a sound recording under 

clause (2) of section 106 is limited to the right to prepare a derivative work in which the actual sounds 

fixed in the sound recording are rearranged, remixed, or otherwise altered in sequence or quality." Further, 

the rights of sound recording copyright holders under clauses (1) and (2) of section 106 "do not extend to 

the making or duplication of another sound recording that consists entirely of an independent fixation of 

other sounds, even though such sounds imitate or simulate those in the copyrighted sound recording." 17 

U.S.C. § 114(b) (emphasis added). The significance of this provision is amplified by the fact that the 

Copyright Act of 1976 added the word "entirely" to this language. Compare Sound Recording Act of 

1971, Pub. L. 92-140, 85 Stat. 391 (Oct. 15, 1971) (adding subsection (f) to former 17 U.S.C. § 1) ("does 

not extend to the making or duplication of another sound recording that is an independent fixation of 

other sounds"). In other words, a sound recording owner has the exclusive right to "sample" his own 

recording. We find much to recommend this interpretation. 
 
To begin with, there is ease of enforcement. Get a license or do not sample. We do not see this as stifling 

creativity in any significant way. It must be remembered that if an artist wants to incorporate a "riff" from 

another work in his or her recording, he is free to duplicate the sound of that "riff" in the studio. Second, 

the market will control the license price and keep it within bounds. The sound recording copyright holder 

cannot exact a license fee greater than what it would cost the person seeking the license to just duplicate 

the sample in the course of making the new recording. Third, sampling is never accidental. It is not like 

the case of a composer who has a melody in his head, perhaps not even realizing that the reason he hears 
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this melody is that it is the work of another which he had heard before. When you sample a sound 

recording you know you are taking another's work product. 25 
 
This analysis admittedly raises the question of why one should, without infringing, be able to take three 

notes from a musical composition, for example, but not three notes by way of sampling from a sound 

recording. Why is there no de minimis taking or why should substantial similarity not enter the equation. 
26 
Our first answer to this question is what we have earlier indicated. We think this result is dictated by the 

applicable statute. Second, even when a small part of a sound recording is sampled, the part taken is 

something of value. 27 
 
No further proof of that is necessary than the fact that the producer of the record or the artist on the record 

intentionally sampled because it would (1) save costs, or (2) add something to the new recording, or (3) 

both. For the sound recording copyright holder, it is not the "song" but the sounds that are fixed in the 

medium of his choice. When those sounds are sampled they are taken directly from that fixed medium. It 

is a physical taking rather than an intellectual one. 
 
This case also illustrates the kind of mental, musicological, and technological gymnastics that would have 

to be employed if one were to adopt a de minimis or substantial similarity analysis. The district judge did 

an excellent job of navigating these troubled waters, but not without dint of great effort. When one 

considers that he has hundreds of other cases all involving different samples from different songs, the 

value of a principled bright-line rule becomes apparent. We would want to emphasize, however, that 

considerations of judicial economy are not what drives this opinion. If any consideration of economy is 

involved it is that of the music industry. As this case and other companion cases make clear, it would 

appear to be cheaper to license than to litigate. 
 
Since our holding arguably sets forth a new rule, several other observations are in order. First, although 

there were no existing sound recording judicial precedents to follow, we did not pull this interpretation 

out of thin air. Several law review and text writers, some of whom have been referenced in this opinion, 

have suggested that this is the proper interpretation of the copyright statute as it pertains to sound 

recordings. Since digital sampling has become so commonplace and rap music has become such a 

significant part of the record industry, it is not surprising that there are probably a hundred articles dealing 

with sampling and its ramifications. It is also not surprising that the viewpoint expressed in a number of 

these articles appears driven by whose ox is being gored. As is so often the case, where one stands 

depends on where one sits. For example, the sound recording copyright holders favor this interpretation as 

do the studio musicians and their labor organization. 
 
On the other hand, many of the hip hop artists may view this rule as stifling creativity. The record 

companies and performing artists are not all of one mind, however, since in many instances, today's 

                                                           
25 The opinion in Grand Upright Music Ltd. v. Warner Bros. Records, Inc., 780 F.Supp. 182 (S.D.N.Y.1991), one of the first cases 

to deal with digital sampling, begins with the phrase, “ ‘Thou shalt not steal.’ ” Id. at 183 (quoting Exodus 20:15). 
26 “Thus, it seems like the only way to infringe on a sound recording is to re-record sounds from the original work, which is 

exactly the nature of digital sound sampling. Then the only issue becomes whether the defendant re-recorded sound from the 

original. This suggests that the substantial similarity test is inapplicable to sound recordings.” Jeffrey R. Houle, Digital Audio 

Sampling, Copyright Law and the American Music Industry: Piracy or Just a Bad “RAP”?, 37 Loy. L.Rev. 879, 896 (1992). 
27 “(A)ll samples from a record appropriate the work of the musicians who performed on that record. This enables the sampler to 

use a musical performance without hiring either the musician who originally played it or a different musician to play the music 

again. Thus sampling of records ... allows a producer of music to save money (by not hiring a musician) without sacrificing the 

sound and phrasing of a live musician in the song. This practice poses the greatest danger to the musical profession because the 

musician is being replaced with himself.” Christopher D. Abramson, Digital Sampling and the Recording Musician: A Proposal 

for Legislative Protection, 74 N.Y.U. L. REV. 1660, 1668 (1999) (footnote omitted). 
 

https://a.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=1992023862&pubNum=345&originationContext=document&transitionType=DocumentItem&contextData=%28sc.UserEnteredCitation%29
https://a.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=1992023862&pubNum=345&originationContext=document&transitionType=DocumentItem&contextData=%28sc.UserEnteredCitation%29
https://a.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=1992023862&originationContext=document&transitionType=DocumentItem&contextData=%28sc.UserEnteredCitation%29
https://a.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=1992023862&originationContext=document&transitionType=DocumentItem&contextData=%28sc.UserEnteredCitation%29
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sampler is tomorrow's samplee. The incidence of "live and let live" has been relatively high, which 

explains why so many instances of sampling go unprotested and why so many sampling controversies 

have been settled. 
 
Second, to pursue further the subject of stifling creativity, many artists and record companies have sought 

licenses as a matter of course. Since there is no record of those instances of sampling that either go 

unnoticed or are ignored, one cannot come up with precise figures, but it is clear that a significant number 

of persons and companies have elected to go the licensing route. Also there is a large body of pre-1972 

sound recordings that is not subject to federal copyright protection. Additionally, just as many artists and 

companies choose to sample and take their chances, it is likely that will continue to be the case. 
 
Third, the record industry, including the recording artists, has the ability and know-how to work out 

guidelines, including a fixed schedule of license fees, if they so choose. 
 
Fourth, we realize we are announcing a new rule and because it is new, it should not play any role in the 

assessment of concepts such as "willful" or "intentional" in cases that are currently before the courts or 

had their genesis before this decision was announced. 
 
Finally, and unfortunately, there is no Rosetta stone for the interpretation of the copyright statute. We have 

taken a "literal reading" approach. The legislative history is of little help because digital sampling wasn't 

being done in 1971. If this is not what Congress intended or is not what they would intend now, it is easy 

enough for the record industry, as they have done in the past, to go back to Congress for a clarification or 

change in the law. This is the best place for the change to be made, rather than in the courts, because as 

this case demonstrates, the court is never aware of much more than the tip of the iceberg. To properly sort 

out this type of problem with its complex technical and business overtones, one needs the type of 

investigative resources as well as the ability to hold hearings that is possessed by Congress. 
 
These conclusions require us to reverse the entry of summary judgment entered in favor of No Limit 

Films on Westbound's claims of copyright infringement. Since the district judge found no infringement, 

there was no necessity to consider the affirmative defense of "fair use." On remand, the trial judge is free 

to consider this defense and we express no opinion on its applicability to these facts. 
 

* * * 
 

AFFIRMED in part, REVERSED in part, and REMANDED for further proceedings consistent with this 

opinion. 
 
 

 
Notes and Questions 
 
1. The Bridgeport case changed the copyright infringement rule for the 6th circuit regarding the treatment 

of sound recordings. The Court found that no de minimis inquiry was necessary where the defendant 

did not dispute that it digitally sampled a copyrighted sound recording. In other words, the analysis 

appropriate for determining infringement of a musical composition copyright is not the analysis 

applied to determine the infringement of a sound recording. Would concepts of scenes a faire or 

fragmented literal similarity be relevant to infringement of a sound recording under this court’s 

analysis? 
 
2. What limited exclusive rights do copyright owners in sound recordings have? 
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3. A sound recording owner has the exclusive right to “sample” his own recording. Since that exclusive 

right encompasses rearranging, remixing, or otherwise altering actual sounds, the Copyright Act 

precludes the use of the substantial similarity test with respect to sound recordings. The world at large 

is free to imitate or simulate the creative work fixed in a recording so long as an actual copy of the 

sound recording itself is not made. 
 
4. Why does the court make a distinction between “physical taking” and “intellectual taking”? 
 
5.  Is this ruling consistent with the balancing interests of copyright protection? 
 
Listen 

 100milesrunnin.mp3 
 Funkadelic GetOffYourAssandJam.mp3 

 
 

 
BRIDGEPORT MUSIC, INC. v. UMG RECORDINGS, INC. 

585 F.3d 267 (6th Cir. 2009) 
 

 
DAUGHTERY, Circuit Judge 
 
This copyright-infringement case is "one of several hundred filed by [Bridgeport Music, Inc., and 

Southfield Music, Inc.] against entities and/or individuals associated with the 'rap' or 'hip-hop' music 

industry," seeking declaratory judgment, injunctive relief, and damages from some 800 defendants for 

copyright infringement under the federal copyright statute, 17 U.S.C. §§ 101 et seq. Bridgeport Music, 

Inc. v. Still N The Water Publ'g, 327 F.3d 472, 475 (6th Cir. 2003). The district court severed the 

original case into 476 separate actions, resulting in the filing of numerous amended complaints based on 

allegedly infringing musical compositions and sound recordings. Id. The one now before us involves 

the work of George Clinton, known for his leadership of Parliament-Funkadelic, a key band in the 

1960s and '70s "funk music" scene. Clinton and his co-authors later transferred ownership of some of 

the rights in their music to Bridgeport Music, Inc., and Southfield Music, Inc. (collectively, Bridgeport 

or the plaintiff), including the composition rights to his 1982 single, and perhaps best-known work, 

Atomic Dog which is the subject of the present case. 
 
Public Announcement, an R&B and hip hop group, released the song "D.O.G. in Me" on their All Work, 

No Play album in 1998. Bridgeport claims that "D.O.G. in Me" infringed its copyright on Clinton's 

"Atomic Dog" based on the use of the phrase "Bow wow wow, yippie yo, yippie yea" (the "Bow Wow 

refrain"), as well as use repetition of the word "dog" in a low tone of voice at regular intervals and the 

sound of rhythmic panting in "D.O.G. in Me." A jury later found UMG Recordings, Inc., and Universal 

Music Group, Inc. (collectively, UMG or the defendant), to have willfully infringed Bridgeport's rights 

in "Atomic Dog" and awarded statutory damages of $88,980. UMG has appealed the verdict, claiming 

that the jury was improperly instructed and that UMG was entitled to judgment in its favor as a matter 

of law on the question of "substantial similarity." We find no reversible error and affirm. 
 

I. Factual and Procedural History 
 
Songwriters David Spradley, Garry Shider, and George Clinton created "Atomic Dog" in a recording 

studio in January 1982, working without a written score. As a result, the composition of "Atomic Dog" 

is embedded in the sound recording. Testimony at trial indicated that the song was composed 

spontaneously -- Spradley recorded the initial tracks in the studio and recalled that "when George 
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arrived he had been partying pretty heavily so he was, you know, feeling pretty good," and was 

unsteady at the microphone. Spradley and Garry Shider "got on either side of him. We just kind of kept 

him in front of the microphone" while Clinton recorded the vocal tracks that same night. "Atomic Dog" 

was released in 1982 on the Computer Games album issued by Capitol Records, which retained the 

sound-recording copyright to the album. Spradley, Shider, and Clinton later transferred their interest in 

the composition of "Atomic Dog" to Bridgeport. 
 
According to expert testimony at trial, "Atomic Dog" "is an anthem of the funk era, one of the most 

famous pieces from that whole era . . . one of the most famous songs of the whole repertoire of funk and 

R&B." In addition to the song's continuing popularity on its own, "Atomic Dog" and other works by 

Clinton and Parliament-Funkadelic are said to have influenced many contemporary rap and hip hop 

artists, with the most notable being the style of rap popularized by West Coast rappers such as Dr. Dre, 

Ice Cube, Snoop Dogg, and Coolio. See Charles L. Hughes, Clinton, George, in AFRICA AMERICAN 

NATIONAL BIOGRAPHY 331, 332 (Henry Louis Gates Jr. & Evelyn Brooks Higginbotham, eds., 

2008). Testimony at trial confirmed that "Atomic Dog" and other works by Clinton are among the most 

popular works sampled by rap and  hip hop artists. According to an expert musicologist, the Bow Wow 

refrain "is one of the most memorable parts of the song" and is often licensed by itself. 
 
In 1998, A&M Records released the album All Work, No Play by the rap group Public Announcement. 

The album contains the song, "D.O.G. in Me," composed by songwriter Felony Davis. The following 

year A&M Records became a division of UMG. In 1998, Bridgeport became aware of "D.O.G. in Me" 

and contacted UMG's predecessors in interest, and later UMG itself, notifying them that elements of 

"Atomic Dog" were used in the recording without permission and requesting that the record label enter 

into a licensing agreement or cease distribution of the album and song. When no response was received 

this lawsuit followed. 
 
As copyright owner, Bridgeport brought the action for copyright infringement of various songs in the 

George Clinton catalog in 2001 against multiple defendants, Bridgeport, Inc., et al. v. 11C Music, 202 

F.R.D. 229 (M.D. Tenn. 2001). After the district court severed the original action, Bridgeport filed an 

amended complaint UMG. In turn, UMG filed a motion for summary judgment, claiming that the 

allegedly infringing elements in "D.O.G. in Me" -- the use of the word "dog" in a low voice as "musical 

punctuation," the rhythmic panting, and the Bow Wow refrain -- were not copyrightable as a matter of 

law. The district court denied UMG's motion, and the matter proceeded to trial. Following five days of 

testimony, the jury rendered a verdict in Bridgeport's favor, finding UMG liable for $ 22,245 in actual 

damages and $ 88,980 in statutory damages Bridgeport then elected statutory damages and the district 

court entered judgment in Bridgeport's favor. The district court denied UMG's subsequent motion for a 

new trial and motion for judgment as a matter of law, and UMG appealed. 
 

II. Discussion 
 
Reduced to its essentials, this appeal challenges the propriety of the jury instructions in three respects: 

substantial similarity, fair use, and willfulness. On appeal, we review jury instructions as a whole "to 

determine whether they adequately inform the jury of the relevant considerations and provide a basis in 

law for aiding the jury in reaching its decision." Williams v. Paint Valley Local Sch. Dist., 400 F.3d 360, 

365 (6th Cir. 2005) (citation omitted). The legal correctness of the instructions is a question of law that 

is reviewed de novo. See id. The refusal of a district court to give a particular instruction, however, is 

reviewed for abuse of discretion. See id. at 365-66. Reversal of a jury verdict based on incorrect jury 

instructions is warranted only when the instructions, "viewed as a whole, [are] 'confusing, misleading, 

and prejudicial.'" Romanski v. Detroit Entm't, LLC, 428 F.3d 629, 641 (6th Cir. 2005) (citing Barnes v. 

Owens-Corning Fiberglas Corp., 201 F.3d 815, 822 (6th Cir. 2000)). As a result, we will not set aside a 
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jury verdict on the basis of a technically faulty jury instruction when the error is harmless. See Barnes, 

201 F.3d at 822. 
A. Substantial Similarity 

 
There are two essential questions at the heart of any copyright infringement action: whether the plaintiff 

owned the copyrighted work and whether the defendant copied it. See Kohus v. Mariol, 328 F.3d 848, 

853 (6th Cir. 2003). The federal constitution requires, moreover, that to be actionable the copying must 

be of elements of the copyrighted work that are "original." See Feist Publ'ns, Inc. v. Rural Tel. Serv. 

Co.., 499 U.S. 340, 361, 111 S. Ct. 1282, 113 L. Ed. 2d 358 (1991). To be original, an element must 

both be an independent creation of its author and involve at least minimal creativity. See id. at 345. To 

establish that it has been copied, a plaintiff must either introduce direct evidence of the defendant's 

copying or prove it indirectly by showing that the defendant had access to the plaintiff's work and that 

there is a substantial similarity between it and the defendant's work, thus giving rise to an inference of 

copying. See Ellis v. Diffie, 177 F.3d 503, 506 (6th Cir. 1999). Even if access cannot be proven, a 

plaintiff may prevail by showing a high degree of similarity between the two works. See id. at 507. 
 
The Sixth Circuit has condensed the substantial-similarity inquiry into a two-part test: first, the court 

must "'identify which aspects of the artist's work, if any, are protectible by copyright'" and, second, 

"'determin[e] whether the allegedly infringing work is substantially similar to the protectible elements 

of the artist's work.'" Kohus, 328 F.3d at 855 (quoting Sturdza v. United Arab Emirates, 281 F.3d 1287, 

1295-96, 350 U.S. App. D.C. 154 (D.C. Cir. 2002) (internal quotation marks deleted)). Put another way, 

"copying is an essential element of infringement and substantial similarity between the plaintiff's and 

defendant's works is an essential element of copying." Wickham v. Knoxville Int'l Energy Exposition, 

739 F.2d 1094, 1097 (6th Cir. 1984). To complete the first step, the court must "filter" out elements of 

the work that are not original to the author. Murray Hill Publ'ns, Inc. v. Twentieth Century Fox Film 

Corp., 361 F.3d 312, 318 (6th Cir. 2004) (noting that the standard for originality is quite low and that 

the "vast majority of works make the grade quite easily") (quoting Feist, 499 U.S. at 361). Scenes a 

faire, 28  the indispensable or standard aspects of a work, or those that "follow directly from 

unprotectable ideas" should be filtered out as well. Id. at 319. 
 
Once the unprotectable elements have been filtered out, the two works can be compared to determine 

whether they are substantially similar, a question of fact.  We have previously held that the question for 

the jury in substantial-similarity cases is "'whether a lay observer would consider the works as a whole 

substantially similar to one another.'" Murray Hill v. Twentieth Century Fox, 361 F.3d at 320 (quoting 

Williams v. Crichton, 84 F.3d 581, 590 (2nd Cir. 1996)). However, as have several of our sister circuits, 

we have also noted that it is appropriate to modify this inquiry for situations in which a smaller 

fragment of a work has been copied literally, but not the overall theme or concept -- an approach 

referred to in the literature as "fragmented literal similarity." See 4 MELVILLE B. NIMMER & DAVID 

NIMMER, NIMMER ON COPYRIGHT § 13.03[A][2] (rev. ed. 2009); see also Bridgeport, Inc. v. 

Dimension Films, 410 F.3d 792, 797-98 (6th Cir. 2005) (recognizing the "fragmented literal similarity" 

standard but declining to apply it in cases of digital sampling); Positive Black Talk Inc. v. Cash Money 

Records, Inc., 394 F.3d 357, 373 n.12 (5th Cir. 2004) (noting support for this approach in other circuits). 

In such situations, even a small degree of copying may support a finding of substantial similarity, 

depending on the context. See Murray Hill Publ'ns, Inc. v. ABC Comm., Inc., 264 F.3d 622, 633 (6th 

Cir. 2001) (to constitute infringement, a single line taken from a protected work would have to be "an 

                                                           
28  An example of scènes à faire, or “stock” themes, in music is found in Black v. Gosdin, 740 F.Supp. 1288, 1292 

(M.D.Tenn.1990), involving a dispute over a country music song about a jilted lover set in a bar with a jukebox. The court 

explained that these elements in the song flow directly from a common theme in country music: “Having chosen the familiar 

theme of a broken-hearted lover seeking solace in country music, the choice of a barroom with a jukebox as the setting in which 

to unfold this idea simply cannot be attributed to any unique creativity on the part of the songwriter.” Id. at 1293. 
 

https://a.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=1990103344&originationContext=document&transitionType=DocumentItem&contextData=%28sc.UserEnteredCitation%29
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integral part" of that work rather than "merely an incidental part of the background" and, by analogy, as 

"'readily recognizable' in terms of its relationship . . . as 'E.T. phone home' is to its movie source"). 

Thus, the copying of a relatively small but qualitatively important or crucial element can be an 

appropriate basis upon which to find substantial similarity. See Baxter v. MCA, Inc., 812 F.2d 421, 425 

(9th Cir. 1987) (citing Heim v. Universal Pictures Co., 154 F.2d 480, 488 (2nd Cir. 1946) for the 

proposition that a single brief phrase so idiosyncratic as to preclude coincidence might suffice to show 

copying). 
 
However, "random similarities scattered throughout the works" are not a proper basis for a finding of 

substantial similarity. Murray Hill v. Twentieth Century Fox, 361 F.3d at 320 (quoting Litchfield v. 

Spielberg, 736 F.2d 1352, 1356 (9th Cir. 1984)). 
 
In this case, UMG asserts on appeal that the jury was improperly instructed on filtering and substantial 

similarity and that a properly instructed jury could not have concluded that the two works in question 

were substantially similar. Specifically, the defendant contends that the jury should not have been able 

to consider either the word "dog" used as musical punctuation or the rhythmic panting in "D.O.G. in 

Me" as infringment because those elements are not original and, thus, should have been filtered out. 

UMG also argues that the jury should have been instructed to consider the two songs as a whole when 

determining substantial similarity and, so instructed, would not have found substantial similarity due to 

the different mood and theme of the two songs and the limited usage of elements from "Atomic Dog" in 

"D.O.G. in Me." We disagree, based on our conclusions, first, that the jury instructions were not 

erroneous as a matter of law and, second, that the district court did not abuse its discretion in declining 

to give the instructions requested by the defendant. 
 
As noted previously, the standard for originality is a low one, and the "vast majority of works make the 

grade quite easily." Feist, 499 U.S. at 345. In this case, expert testimony presented at trial was sufficient 

to permit the jury to conclude that Clinton's use of the three disputed elements in "Atomic Dog" met 

this minimal standard. Additionally, there was expert testimony that these elements were not just the 

"mere abstract idea" of a dog or of the activity of panting because, in Clinton's composition, the word 

"dog" constituted a "stand-alone melody of one word" used as musical punctuation at intervals on the 

tonic note of the song and because the sound of panting followed the rhythm of the song. Testimony by 

David Spradley, a co-creator of "Atomic Dog," also demonstrated that Clinton exercised some degree of 

creative control over the panting by instructing the performers to create a certain rhythm. 
 
UMG also argues that the jury should not have been permitted to consider the use of the word "dog" 

and the panting because, as UMG alleges, they were not a part of the composition copyright of "Atomic 

Dog" but, instead, were elements of the sound recording, in which Bridgeport has no interest. Cited as 

support for this proposition is the sheet music to "Atomic Dog," which includes the Bow Wow refrain 

but not the musical punctuation of "dog" or the panting. The sheet music, however, was created long 

after the song was composed. Uncontroverted testimony at trial established that the song was composed 

and recorded in the studio simultaneously and, therefore, that the composition was embedded in the 

sound recording. 
 
UMG further argues that the district court erred in failing to inform the jury, in connection with the 

instruction on substantial similarity, that they should consider the similarity of the works as a whole. 

Given that the two songs differed in theme, tempo, and style, UMG argues, no reasonable jury could 

have found substantial similarity. But, instead of instructing the jury to consider the works as a whole, 

the district court utilized the "fragmented literal similarity" standard. We conclude that in the 

circumstances of this case, there was no error. 
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Although there does not appear to be a reported Sixth Circuit opinion explicitly adopting this approach, 

we have recognized its viability. See Murray Hill Publ'ns v. ABC Comm., 264 F.3d at 633 ("[W]hen a 

single line of a larger copyrighted work is appropriated by an alleged infringer, the test is whether 'the 

work is recognizable by an ordinary observer as having been taken from the copyrighted source'." 

(quoting Universal Pictures Co. v. Harold Lloyd Corp., 162 F.2d 354, 361 (9th Cir.1947) (internal 

quotation marks omitted) and citing Whitney v. Ross Jungnickel, Inc., 179 F.Supp. 751, 753 

(S.D.N.Y.1960) ("Here, only two lines are claimed to have been appropriated from plaintiffs' lyric . . . . 

This would not prevent recovery if the lines claimed to have been appropriated constitute an important 

and vital part of the two compositions rather than being merely incidental or trivial.")). But, fragmented 

literal similarity has been applied by district courts in our circuit and, as noted above, by our sister 

circuits. See, e.g., Neal Publ'ns v. F&W Publ'ns, Inc.. 307 F. Supp. 2d 928, 931 (N.D. Ohio 2004); Tree 

Publ'n v. Warner Bros. Records, 785 F. Supp. 1272, 1275 (M.D. Tenn. 1991). 
 
Here, Bridgeport alleged in its complaint that UMG had copied specific elements of "Atomic Dog" and 

that these elements were copied literally. Thus, the overall concept or tone of the work was not relevant 

to the jury's task. Instead, the jury heard testimony that described the copied elements of "Atomic Dog" 

as unique to the song and the Bow Wow refrain, in particular, as the most well-known aspect of the 

song -- in terms of iconology, perhaps the functional equivalent of "E.T., phone home." Thus, the jury 

did not act unreasonably in concluding that there was substantial similarity, given evidence that the 

copied elements had such great qualitative importance to the song. It follows that the district court did 

not commit reversible error in basing its instructions on fragmented literal similarity. 
 

* * * 
 

Notes and Questions 
 
1. Why did the Court uphold the application of fragmented literal similarity analysis instead of looking at 

the overall concept or tone of the work? 
 
2. Bridgeport had an interest in the composition but not the sound recording.  The word “dog” and the 

panting at issue only occur in the sound recording and is not referenced in the sheet music.  So how could 

Bridgeport maintain its lawsuit?   
 
Listen 

 GeorgeClintonatHamptonBeach.mp3
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103(b)  Fair Use 
 

Of all of the limitations on the rights of copyright holders, fair use is most commonly asserted as a 

defense to infringement. Application of the statutory factors and the weight to be given to each is key in 

analyzing the viability of a fair use defense. 
 

§107 - Limitations on exclusive rights: Fair use 
 
Notwithstanding the provisions of sections 106 and 106A, the fair use of a copyrighted work, including 
such use by reproduction in copies or phonorecords or by any other means specified by that section, for 
purposes such as criticism, comment, news reporting, teaching (including multiple copies for classroom 
use), scholarship, or research, is not an infringement of copyright. In determining whether the use made 
of a work in any particular case is a fair use the factors to be considered shall include—  
 
(1) the purpose and character of the use, including whether such use is of a commercial nature or is for 
nonprofit educational purposes;  
 
(2) the nature of the copyrighted work;  
 
(3) the amount and substantiality of the portion used in relation to the copyrighted work as a whole; and  
 
(4) the effect of the use upon the potential market for or value of the copyrighted work.  
 
The fact that a work is unpublished shall not itself bar a finding of fair use if such finding is made upon 
consideration of all the above factors.  
 
 

 
LUTHER R. CAMPBELL v. ACUFF-ROSE MUSIC, INC. 

510 U.S. 569 (1994) 
 
JUSTICE SOUTER delivered the opinion of the Court. 
 
We are called upon to decide whether 2 Live Crew's commercial parody of Roy Orbison's song, "Oh, 

Pretty Woman," may be a fair use within the meaning of the Copyright Act of 1976, 17 U.S.C. § 107 

(1988 ed. and Supp. IV). Although the District Court granted summary judgment for 2 Live Crew, the 

Court of Appeals reversed, holding the defense of fair use barred by the song's commercial character and 

excessive borrowing. Because we hold that a parody's commercial character is only one element to be 

weighed in a fair use enquiry, and that insufficient consideration was given to the nature of parody in 

weighing the degree of copying, we reverse and remand. 
 

I. 
 
In 1964, Roy Orbison and William Dees wrote a rock ballad called "Oh, Pretty Woman" and assigned 

their rights in it to respondent Acuff-Rose Music, Inc. See Appendix A, infra, at 594. Acuff-Rose 

registered the song for copyright protection. 
 
Petitioners Luther R. Campbell, Christopher Wongwon, Mark Ross, and David Hobbs are collectively 

known as 2 Live Crew, a popular rap music group. In 1989, Campbell wrote a song entitled "Pretty 

Woman," which he later described in an affidavit as intended, "through comical lyrics, to satirize the 

http://www.law.cornell.edu/uscode/text/17/106
http://www.law.cornell.edu/uscode/text/17/106A
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original work . . . ." App. to Pet. for Cert. 80a. On July 5, 1989, 2 Live Crew's manager informed Acuff-
Rose that 2 Live Crew had written a parody of "Oh, Pretty Woman," that they would afford all credit for 

ownership and authorship of the original song to Acuff-Rose, Dees, and Orbison, and that they were 

willing to pay a fee for the use they wished to make of it. Enclosed with the letter were a copy of the 

lyrics and a recording of 2 Live Crew's song. See Appendix B, infra, at 595. Acuff-Rose's agent refused 

permission, stating that "I am aware of the success enjoyed by 'The 2 Live Crews', but I must inform you 

that we cannot permit the use of a parody of 'Oh, Pretty Woman.'" App. to Pet. for Cert. 85a. Nonetheless, 

in June or July 1989, 2 Live Crew released records, cassette tapes, and compact discs of "Pretty Woman" 

in a collection of songs entitled "As Clean As They Wanna Be." The albums and compact discs identify 

the authors of "Pretty Woman" as Orbison and Dees and its publisher as Acuff-Rose. 
 
Almost a year later, after nearly a quarter of a million copies of the recording had been sold, Acuff-Rose 

sued 2 Live Crew and its record company, Luke Skyywalker Records, for copyright infringement. The 

District Court granted summary judgment for 2 Live Crew, reasoning that the commercial purpose of 2 

Live Crew's song was no bar to fair use; that 2 Live Crew's version was a parody, which "quickly 

degenerates into a play on words, substituting predictable lyrics with shocking ones" to show "how bland 

and banal the Orbison song" is; that 2 Live Crew had taken no more than was necessary to "conjure up" 

the original in order to parody it; and that it was "extremely unlikely that 2 Live Crew's song could 

adversely affect the market for the original." 754 F. Supp. 1150, 1154-1155, 1157-1158 (MD Tenn. 1991). 

The District Court weighed these factors and held that 2 Live Crew's song made fair use of Orbison's 

original. Id., at 1158-1159. 
 
The Court of Appeals for the Sixth Circuit reversed and remanded. 972 F.2d 1429, 1439 (1992). Although 

it assumed for the purpose of its opinion that 2 Live Crew's song was a parody of the Orbison original, the 

Court of Appeals thought the District Court had put too little emphasis on the fact that "every commercial 

use . . . is presumptively . . . unfair," Sony Corp. of America v. Universal City Studios, Inc., 464 U.S. 417, 

451, 78 L. Ed. 2d 574, 104 S. Ct. 774 (1984), and it held that "the admittedly commercial nature" of the 

parody "requires the conclusion" that the first of four factors relevant under the statute weighs against a 

finding of fair use. 972 F.2d at 1435, 1437. Next, the Court of Appeals determined that, by "taking the 

heart of the original and making it the heart of a new work," 2 Live Crew had, qualitatively, taken too 

much. Id., at 1438. Finally, after noting that the effect on the potential market for the original (and the 

market for derivative works) is "undoubtedly the single most important element of fair use," Harper & 

Row, Publishers, Inc. v. Nation Enterprises, 471 U.S. 539, 566, 85 L. Ed. 2d 588, 105 S. Ct. 2218 (1985), 

the Court of Appeals faulted the District Court for "refusing to indulge the presumption" that "harm for 

purposes of the fair use analysis has been established by the presumption attaching to commercial uses." 

972 F.2d at 1438-1439. In sum, the court concluded that its "blatantly commercial purpose . . . prevents 

this parody from being a fair use." Id., at 1439. 
 
We granted certiorari, 507 U.S. 1003 (1993), to determine whether 2 Live Crew's commercial parody 

could be a fair use. 
II. 

 
It is uncontested here that 2 Live Crew's song would be an infringement of Acuff-Rose's rights in "Oh, 

Pretty Woman," under the Copyright Act of 1976, 17 U.S.C. § 106 (1988 ed. and Supp. IV), but for a 

finding of fair use through parody. From the infancy of copyright protection, some opportunity for fair use 

of copyrighted materials has been thought necessary to fulfill copyright's very purpose, "to promote the 

Progress of Science and useful Arts . . . ." U.S. Const., Art. I, § 8, cl. 8. For as Justice Story explained, "in 

truth, in literature, in science and in art, there are, and can be, few, if any, things, which in an abstract 

sense, are strictly new and original throughout. Every book in literature, science and art, borrows, and 

must necessarily borrow, and use much which was well known and used before." Emerson v. Davies, 8 F. 

Cas. 615, 619 (No. 4,436) (CCD Mass. 1845). Similarly, Lord Ellenborough expressed the inherent 
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tension in the need simultaneously to protect copyrighted material and to allow others to build upon it 

when he wrote, "while I shall think myself bound to secure every man in the enjoyment of his copy-right, 

one must not put manacles upon science." Carey v. Kearsley, 4 Esp. 168, 170, 170 Eng. Rep. 679, 681 (K. 

B. 1803). In copyright cases brought under the Statute of Anne of 1710, English courts held that in some 

instances "fair abridgements" would not infringe an author's rights, see W. Patry, The Fair Use Privilege in 

Copyright Law 6-17 (1985) (hereinafter Patry); Leval, Toward a Fair Use Standard, 103 Harv. L. Rev. 

1105 (1990) (hereinafter Leval), and although the First Congress enacted our initial copyright statute, Act 

of May 31, 1790, 1 Stat. 124, without any explicit reference to "fair use," as it later came to be known, the 

doctrine was recognized by the American courts nonetheless. 
 
In Folsom v. Marsh, 9 F. Cas. 342 (No. 4,901) (CCD Mass. 1841), Justice Story distilled the essence of 

law and methodology from the earlier cases: "look to the nature and objects of the selections made, the 

quantity and value of the materials used, and the degree in which the use may prejudice the sale, or 

diminish the profits, or supersede the objects, of the original work." Id., at 348. Thus expressed, fair use 

remained exclusively judge-made doctrine until the passage of the 1976 Copyright Act, in which Justice 

Story's summary is discernible: 
 
§ 107. Limitations on exclusive rights: Fair use 
 
Notwithstanding the provisions of sections 106 and 106A, the fair use of a copyrighted work, including 

such use by reproduction in copies or phonorecords or by any other means specified by that section, for 

purposes such as criticism, comment, news reporting, teaching (including multiple copies for classroom 

use), scholarship, or research, is not an infringement of copyright. In determining whether the use made of 

a work in any particular case is a fair use the factors to be considered shall include – 
 
(1) the purpose and character of the use, including whether such use is of a commercial nature or is for 

nonprofit educational purposes; 
 
(2) the nature of the copyrighted work; 
 
(3) the amount and substantiality of the portion used in relation to the copyrighted work as a whole; and 
 
(4) the effect of the use upon the potential market for or value of the copyrighted work. 
 
The fact that a work is unpublished shall not itself bar a finding of fair use if such finding is made upon 

consideration of all the above factors." 17 U.S.C. § 107 (1988 ed. and Supp. IV). 
 
Congress meant § 107 "to restate the present judicial doctrine of fair use, not to change, narrow, or 

enlarge it in any way" and intended that courts continue the common-law tradition of fair use 

adjudication. H. R. Rep. No. 94-1476, p. 66 (1976) (hereinafter House Report); S. Rep. No. 94-473, p. 62 

(1975) (hereinafter Senate Report). The fair use doctrine thus "permits [and requires] courts to avoid rigid 

application of the copyright statute when, on occasion, it would stifle the very creativity which that law is 

designed to foster." Stewart v. Abend, 495 U.S. 207, 236, 109 L. Ed. 2d 184, 110 S. Ct. 1750 (1990) 

(internal quotation marks and citation omitted). 
 
 The task is not to be simplified with bright-line rules, for the statute, like the doctrine it recognizes, calls 

for case-by-case analysis. Harper & Row, 471 U.S. at 560; Sony, 464 U.S. at 448, and n.31; House 

Report, pp. 65-66; Senate Report, p. 62. The text employs the terms "including" and "such as" in the 

preamble paragraph to indicate the "illustrative and not limitative" function of the examples given, § 101; 

see Harper & Row, supra, at 561, which thus provide only general guidance about the sorts of copying 

that courts and Congress most commonly had found to be fair uses. Nor may the four statutory factors be 
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treated in isolation, one from another. All are to be explored, and the results weighed together, in light of 

the purposes of copyright. See Leval 1110-1111; Patry & Perlmutter, Fair Use Misconstrued: Profit, 

Presumptions, and Parody, 11 Cardozo Arts & Ent. L. J. 667, 685-687 (1993) (hereinafter Patry & 

Perlmutter). 
A. 

 
The first factor in a fair use enquiry is "the purpose and character of the use, including whether such use is 

of a commercial nature or is for nonprofit educational purposes." § 107(1). This factor draws on Justice 

Story's formulation, "the nature and objects of the selections made." Folsom v. Marsh, supra, at 348. The 

enquiry here may be guided by the examples given in the preamble to § 107, looking to whether the use is 

for criticism, or comment, or news reporting, and the like, see § 107. The central purpose of this 

investigation is to see, in Justice Story's words, whether the new work merely "supersede[s] the objects" 

of the original creation, Folsom v. Marsh, supra, at 348; accord, Harper & Row, supra, at 562 

("supplanting" the original), or instead adds something new, with a further purpose or different character, 

altering the first with new expression, meaning, or message; it asks, in other words, whether and to what 

extent the new work is "transformative." Leval 1111. Although such transformative use is not absolutely 

necessary for a finding of fair use, Sony, supra, at 455, n. 40, the goal of copyright, to promote science 

and the arts, is generally furthered by the creation of transformative works. Such works thus lie at the 

heart of the fair use doctrine's guarantee of breathing space within the confines of copyright, see, e. g., 

Sony, supra, at 478-480 (BLACKMUN, J., dissenting), and the more transformative the new work, the 

less will be the significance of other factors, like commercialism, that may weigh against a finding of fair 

use. 
 
This Court has only once before even considered whether parody may be fair use, and that time issued no 

opinion because of the Court's equal division. Benny v. Loew's Inc., 239 F.2d 532 (CA9 1956), aff'd sub 

nom. Columbia Broadcasting System, Inc. v. Loew's Inc., 356 U.S. 43, 2 L. Ed. 2d 583, 78 S. Ct. 667 

(1958). Suffice it to say now that parody has an obvious claim to transformative value, as Acuff-Rose 

itself does not deny. Like less ostensibly humorous forms of criticism, it can provide social benefit, by 

shedding light on an earlier work, and, in the process, creating a new one. We thus line up with the courts 

that have held that parody, like other comment or criticism, may claim fair use under § 107. See, e. g., 

Fisher v. Dees, 794 F.2d 432 (CA9 1986) ("When Sonny Sniffs Glue," a parody of "When Sunny Gets 

Blue," is fair use); Elsmere Music, Inc. v. National Broadcasting Co., 482 F. Supp. 741 (SDNY), aff'd, 

623 F.2d 252 (CA2 1980) ("I Love Sodom," a "Saturday Night Live" television parody of "I Love New 

York," is fair use); see also House Report, p. 65; Senate Report, p. 61 ("Use in a parody of some of the 

content of the work parodied" may be fair use). 
 
The germ of parody lies in the definition of the Greek parodeia, quoted in Judge Nelson's Court of 

Appeals dissent, as "a song sung alongside another." 972 F.2d at 1440, quoting 7 Encyclopedia Britannica 

768 (15th ed. 1975). Modern dictionaries accordingly describe a parody as a "literary or artistic work that 

imitates the characteristic style of an author or a work for comic effect or ridicule," or as a "composition 

in prose or verse in which the characteristic turns of thought and phrase in an author or class of authors 

are imitated in such a way as to make them appear ridiculous." For the purposes of copyright law, the nub 

of the definitions, and the heart of any parodist's claim to quote from existing material, is the use of some 

elements of a prior author's composition to create a new one that, at least in part, comments on that 

author's works. See, e. g., Fisher v. Dees, supra, at 437; MCA, Inc. v. Wilson, 677 F.2d 180, 185 (CA2 

1981). If, on the contrary, the commentary has no critical bearing on the substance or style of the original 

composition, which the alleged infringer merely uses to get attention or to avoid the drudgery in working 

up something fresh, the claim to fairness in borrowing from another's work diminishes accordingly (if it 
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does not vanish), and other factors, like the extent of its commerciality, loom larger.29 Parody needs to 

mimic an original to make its point, and so has some claim to use the creation of its victim's (or collective 

victims') imagination, whereas satire can stand on its own two feet and so requires justification for the 

very act of borrowing. See ibid.; Bisceglia, Parody and Copyright Protection: Turning the Balancing Act 

Into a Juggling Act, in ASCAP, Copyright Law Symposium, No. 34, p. 25 (1987). 
 
The fact that parody can claim legitimacy for some appropriation does not, of course, tell either parodist 

or judge much about where to draw the line. Like a book review quoting the copyrighted material 

criticized, parody may or may not be fair use, and petitioners' suggestion that any parodic use is 

presumptively fair has no more justification in law or fact than the equally hopeful claim that any use for 

news reporting should be presumed fair, see Harper & Row, 471 U.S. at 561. The Act has no hint of an 

evidentiary preference for parodists over their victims, and no workable presumption for parody could 

take account of the fact that parody often shades into satire when society is lampooned through its 

creative artifacts, or that a work may contain both parodic and nonparodic elements. Accordingly, parody, 

like any other use, has to work its way through the relevant factors, and be judged case by case, in light of 

the ends of the copyright law. 
 
Here, the District Court held, and the Court of Appeals assumed, that 2 Live Crew's "Pretty Woman" 

contains parody, commenting on and criticizing the original work, whatever it may have to say about 

society at large. As the District Court remarked, the words of 2 Live Crew's song copy the original's first 

line, but then "quickly degenerate into a play on words, substituting predictable lyrics with shocking ones 

. . . [that] derisively demonstrate how bland and banal the Orbison song seems to them." 754 F. Supp. at 

1155 (footnote omitted). Judge Nelson, dissenting below, came to the same conclusion, that the 2 Live 

Crew song "was clearly intended to ridicule the white-bread original" and "reminds us that sexual 

congress with nameless streetwalkers is not necessarily the stuff of romance and is not necessarily 

without its consequences. The singers (there are several) have the same thing on their minds as did the 

lonely man with the nasal voice, but here there is no hint of wine and roses." 972 F.2d at 1442. Although 

the majority below had difficulty discerning any criticism of the original in 2 Live Crew's song, it 

assumed for purposes of its opinion that there was some. Id., at 1435-1436, and n.8. 
 
We have less difficulty in finding that critical element in 2 Live Crew's song than the Court of Appeals 

did, although having found it we will not take the further step of evaluating its quality. The threshold 

question when fair use is raised in defense of parody is whether a parodic character may reasonably be 

perceived. Whether, going beyond that, parody is in good taste or bad does not and should not matter to 

fair use. As Justice Holmes explained, "it would be a dangerous undertaking for persons trained only to 

the law to constitute themselves final judges of the worth of [a work], outside of the narrowest and most 

obvious limits. At the one extreme some works of genius would be sure to miss appreciation. Their very 

novelty would make them repulsive until the public had learned the new language in which their author 

spoke." Bleistein v. Donaldson Lithographing Co., 188 U.S. 239, 251, 47 L. Ed. 460, 23 S. Ct. 298 (1903) 

(circus posters have copyright protection); cf. Yankee Publishing Inc. v. News America Publishing, Inc., 

809 F. Supp. 267, 280 (SDNY 1992) (Leval, J.) ("First Amendment protections do not apply only to those 

who speak clearly, whose jokes are funny, and whose parodies succeed") (trademark case). 

                                                           
29 A parody that more loosely targets an original than the parody presented here may still be sufficiently aimed at an original 
work to come within our analysis of parody. If a parody whose wide dissemination in the market runs the risk of serving as a 
substitute for the original or licensed derivatives (see infra at 1177-1179, discussing factor four), it is more incumbent on one 
claiming fair use to establish the extent of transformation and the parody's critical relationship to the original. By contrast, when 
there is little or no risk of market substitution, whether because of the large extent of transformation of the earlier work, the 
new work's minimal distribution in the market, the small extent to which it borrows from an original, or other factors, taking 
parodic aim at an original is a less critical factor in the analysis, and looser forms of parody may be found to be fair use, as may 
satire with lesser justification for the borrowing than would otherwise be required. 
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While we might not assign a high rank to the parodic element here, we think it fair to say that 2 Live 

Crew's song reasonably could be perceived as commenting on the original or criticizing it, to some 

degree. 2 Live Crew juxtaposes the romantic musings of a man whose fantasy comes true, with degrading 

taunts, a bawdy demand for sex, and a sigh of relief from paternal responsibility. The later words can be 

taken as a comment on the naivete of the original of an earlier day, as a rejection of its sentiment that 

ignores the ugliness of street life and the debasement that it signifies. It is this joinder of reference and 

ridicule that marks off the author's choice of parody from the other types of comment and criticism that 

traditionally have had a claim to fair use protection as transformative works. 
 
The Court of Appeals, however, immediately cut short the enquiry into 2 Live Crew's fair use claim by 

confining its treatment of the first factor essentially to one relevant fact, the commercial nature of the use. 

The court then inflated the significance of this fact by applying a presumption ostensibly culled from 

Sony, that "every commercial use of copyrighted material is presumptively . . . unfair . . . ." Sony, 464 

U.S. at 451. In giving virtually dispositive weight to the commercial nature of the parody, the Court of 

Appeals erred. 
 
The language of the statute makes clear that the commercial or nonprofit educational purpose of a work is 

only one element of the first factor enquiry into its purpose and character. Section 107(1) uses the term 

"including" to begin the dependent clause referring to commercial use, and the main clause speaks of a 

broader investigation into "purpose and character." As we explained in Harper & Row, Congress resisted 

attempts to narrow the ambit of this traditional enquiry by adopting categories of presumptively fair use, 

and it urged courts to preserve the breadth of their traditionally ample view of the universe of relevant 

evidence. 471 U.S. at 561; House Report, p. 66. Accordingly, the mere fact that a use is educational and 

not for profit does not insulate it from a finding of infringement, any more than the commercial character 

of a use bars a finding of fairness. If, indeed, commerciality carried presumptive force against a finding of 

fairness, the presumption would swallow nearly all of the illustrative uses listed in the preamble 

paragraph of § 107, including news reporting, comment, criticism, teaching, scholarship, and research, 

since these activities "are generally conducted for profit in this country." Harper & Row, supra, at 592 

(Brennan, J., dissenting). Congress could not have intended such a rule, which certainly is not inferable 

from the common-law cases, arising as they did from the world of letters in which Samuel Johnson could 

pronounce that "no man but a blockhead ever wrote, except for money." 3 Boswell's Life of Johnson 19 

(G. Hill ed. 1934). 
 
Sony itself called for no hard evidentiary presumption. There, we emphasized the need for a "sensitive 

balancing of interests," 464 U.S. at 455, n.40, noted that Congress had "eschewed a rigid, bright-line 

approach to fair use," id., at 449, n.31, and stated that the commercial or nonprofit educational character 

of a work is "not conclusive," id., at 448-449, but rather a fact to be "weighed along with other[s] in fair 

use decisions," id., at 449, n.32 (quoting House Report, p. 66). The Court of Appeals's elevation of one 

sentence from Sony to a per se rule thus runs as much counter to Sony itself as to the long common-law 

tradition of fair use adjudication. Rather, as we explained in Harper & Row, Sony stands for the 

proposition that the "fact that a publication was commercial as opposed to nonprofit is a separate factor 

that tends to weigh against a finding of fair use." 471 U.S. at 562. But that is all, and the fact that even the 

force of that tendency will vary with the context is a further reason against elevating commerciality to 

hard presumptive significance. The use, for example, of a copyrighted work to advertise a product, even 

in a parody, will be entitled to less indulgence under the first factor of the fair use enquiry than the sale of 

a parody for its own sake, let alone one performed a single time by students in school. See generally Patry 

& Perlmutter 679-680; Fisher v. Dees, 794 F.2d at 437; Maxtone-Graham v. Burtchaell, 803 F.2d 1253, 

1262 (CA2 1986); Sega Enterprises Ltd. v. Accolade, Inc., 977 F.2d 1510, 1522 (CA9 1992). 
 
The second statutory factor, "the nature of the copyrighted work," § 107(2), draws on Justice Story's 

expression, the "value of the materials used." Folsom v. Marsh, 9 F. Cas. at 348. This factor calls for 
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recognition that some works are closer to the core of intended copyright protection than others, with the 

consequence that fair use is more difficult to establish when the former works are copied. See, e.g., 

Stewart v. Abend, 495 U.S. at 237-238 (contrasting fictional short story with factual works); Harper & 

Row, 471 U.S. at 563-564 (contrasting soon-to-be-published memoir with published speech); Sony, 464 

U.S. at 455, n.40 (contrasting motion pictures with news broadcasts); Feist, 499 U.S. at 348-351 

(contrasting creative works with bare factual compilations); 3 M. Nimmer & D. Nimmer, Nimmer on 

Copyright § 13.05[A][2] (1993) (hereinafter Nimmer); Leval 1116. We agree with both the District Court 

and the Court of Appeals that the Orbison original's creative expression for public dissemination falls 

within the core of the copyright's protective purposes. 754 F. Supp. at 1155-1156; 972 F.2d at 1437. This 

fact, however, is not much help in this case, or ever likely to help much in separating the fair use sheep 

from the infringing goats in a parody case, since parodies almost invariably copy publicly known, 

expressive works. 
C. 

 
The third factor asks whether "the amount and substantiality of the portion used in relation to the 

copyrighted work as a whole," § 107(3) (or, in Justice Story's words, "the quantity and value of the 

materials used," Folsom v. Marsh, supra, at 348) are reasonable in relation to the purpose of the copying. 

Here, attention turns to the persuasiveness of a parodist's justification for the particular copying done, and 

the enquiry will harken back to the first of the statutory factors, for, as in prior cases, we recognize that 

the extent of permissible copying varies with the purpose and character of the use. See Sony, supra, at 

449-450 (reproduction of entire work "does not have its ordinary effect of militating against a finding of 

fair use " as to home videotaping of television programs); Harper & Row, supra, at 564 ("Even substantial 

quotations might qualify as fair use in a review of a published work or a news account of a speech" but 

not in a scoop of a soon-to-be-published memoir). The facts bearing on this factor will also tend to 

address the fourth, by revealing the degree to which the parody may serve as a market substitute for the 

original or potentially licensed derivatives. See Leval 1123. 
 
The District Court considered the song's parodic purpose in finding that 2 Live Crew had not helped 

themselves overmuch. 754 F. Supp. at 1156-1157. The Court of Appeals disagreed, stating that "while it 

may not be inappropriate to find that no more was taken than necessary, the copying was qualitatively 

substantial. . . . We conclude that taking the heart of the original and making it the heart of a new work 

was to purloin a substantial portion of the essence of the original." 972 F.2d at 1438. 
 
The Court of Appeals is of course correct that this factor calls for thought not only about the quantity of 

the materials used, but about their quality and importance, too. In Harper & Row, for example, the Nation 

had taken only some 300 words out of President Ford's memoirs, but we signaled the significance of the 

quotations in finding them to amount to "the heart of the book," the part most likely to be news-worthy 

and important in licensing serialization. 471 U.S. at 564-566, 568 (internal quotation marks omitted). We 

also agree with the Court of Appeals that whether "a substantial portion of the infringing work was copied 

verbatim" from the copyrighted work is a relevant question, see id., at 565, for it may reveal a dearth of 

transformative character or purpose under the first factor, or a greater likelihood of market harm under the 

fourth; a work composed primarily of an original, particularly its heart, with little added or changed, is 

more likely to be a merely superseding use, fulfilling demand for the original. 
 
Where we part company with the court below is in applying these guides to parody, and in particular to 

parody in the song before us. Parody presents a difficult case. Parody's humor, or in any event its 

comment, necessarily springs from recognizable allusion to its object through distorted imitation. Its art 

lies in the tension between a known original and its parodic twin. When parody takes aim at a particular 

original work, the parody must be able to "conjure up" at least enough of that original to make the object 

of its critical wit recognizable. See, e.g., Elsmere Music, 623 F.2d at 253, n.1; Fisher v. Dees, 794 F.2d at 

438-439. What makes for this recognition is quotation of the original's most distinctive or memorable 
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features, which the parodist can be sure the audience will know. Once enough has been taken to assure 

identification, how much more is reasonable will depend, say, on the extent to which the song's overriding 

purpose and character is to parody the original or, in contrast, the likelihood that the parody may serve as 

a market substitute for the original. But using some characteristic features cannot be avoided. 
 
We think the Court of Appeals was insufficiently appreciative of parody's need for the recognizable sight 

or sound when it ruled 2 Live Crew's use unreasonable as a matter of law. It is true, of course, that 2 Live 

Crew copied the characteristic opening bass riff (or musical phrase) of the original, and true that the 

words of the first line copy the Orbison lyrics. But if quotation of the opening riff and the first line may be 

said to go to the "heart" of the original, the heart is also what most readily conjures up the song for 

parody, and it is the heart at which parody takes aim. Copying does not become excessive in relation to 

parodic purpose merely because the portion taken was the original's heart. If 2 Live Crew had copied a 

significantly less memorable part of the original, it is difficult to see how its parodic character would have 

come through. See Fisher v. Dees, supra, at 439. 
 
This is not, of course, to say that anyone who calls himself a parodist can skim the cream and get away 

scot free. In parody, as in news reporting, see Harper & Row, supra, context is everything, and the 

question of fairness asks what else the parodist did besides go to the heart of the original. It is significant 

that 2 Live Crew not only copied the first line of the original, but thereafter departed markedly from the 

Orbison lyrics for its own ends. 2 Live Crew not only copied the bass riff and repeated it, but also 

produced otherwise distinctive sounds, interposing "scraper" noise, overlaying the music with solos in 

different keys, and altering the drum beat. See 754 F. Supp. at 1155. This is not a case, then, where "a 

substantial portion" of the parody itself is composed of a "verbatim" copying of the original. It is not, that 

is, a case where the parody is so insubstantial, as compared to the copying, that the third factor must be 

resolved as a matter of law against the parodists. 
 
Suffice it to say here that, as to the lyrics, we think the Court of Appeals correctly suggested that "no 

more was taken than necessary," 972 F.2d at 1438, but just for that reason, we fail to see how the copying 

can be excessive in relation to its parodic purpose, even if the portion taken is the original's "heart." As to 

the music, we express no opinion whether repetition of the bass riff is excessive copying, and we remand 

to permit evaluation of the amount taken, in light of the song's parodic purpose and character, its 

transformative elements, and considerations of the potential for market substitution sketched more fully 

below. 
D. 

 
The fourth fair use factor is "the effect of the use upon the potential market for or value of the copyrighted 

work." § 107(4). It requires courts to consider not only the extent of market harm caused by the particular 

actions of the alleged infringer, but also "whether unrestricted and widespread conduct of the sort engaged 

in by the defendant . . . would result in a substantially adverse impact on the potential market" for the 

original. Nimmer § 13.05[A][4], p. 13-102.61 (footnote omitted); accord, Harper & Row, 471 U.S. at 

569; Senate Report, p. 65; Folsom v. Marsh, 9 F. Cas. at 349. The enquiry "must take account not only of 

harm to the original but also of harm to the market for derivative works." Harper & Row, supra, at 568. 
Since fair use is an affirmative defense, its proponent would have difficulty carrying the burden of 

demonstrating fair use without favorable evidence about relevant markets. In moving for summary 

judgment, 2 Live Crew left themselves at just such a disadvantage when they failed to address the effect 

on the market for rap derivatives, and confined themselves to uncontroverted submissions that there was 

no likely effect on the market for the original. They did not, however, thereby subject themselves to the 

evidentiary presumption applied by the Court of Appeals. In assessing the likelihood of significant market 

harm, the Court of Appeals quoted from language in Sony that "'if the intended use is for commercial 

gain, that likelihood may be presumed. But if it is for a noncommercial purpose, the likelihood must be 

demonstrated.'" 972 F.2d at 1438, quoting Sony, 464 U.S. at 451. The court reasoned that because "the use 
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of the copyrighted work is wholly commercial, . . . we presume that a likelihood of future harm to Acuff-
Rose exists." 972 F.2d at 1438. In so doing, the court resolved the fourth factor against 2 Live Crew, just 

as it had the first, by applying a presumption about the effect of commercial use, a presumption which as 

applied here we hold to be error. 
 
No "presumption" or inference of market harm that might find support in Sony is applicable to a case 

involving something beyond mere duplication for commercial purposes. Sony's discussion of a 

presumption contrasts a context of verbatim copying of the original in its entirety for commercial 

purposes, with the noncommercial context of Sony itself (home copying of television programming). In 

the former circumstances, what Sony said simply makes common sense: when a commercial use amounts 

to mere duplication of the entirety of an original, it clearly "supersede[s] the objects," Folsom v. Marsh, 

supra, at 348, of the original and serves as a market replacement for it, making it likely that cognizable 

market harm to the original will occur. Sony, supra, at 451. But when, on the contrary, the second use is 

transformative, market substitution is at least less certain, and market harm may not be so readily inferred. 

Indeed, as to parody pure and simple, it is more likely that the new work will not affect the market for the 

original in a way cognizable under this factor, that is, by acting as a substitute for it ("superseding [its] 

objects"). See Leval 1125; Patry & Perlmutter 692, 697-698. This is so because the parody and the 

original usually serve different market functions. Bisceglia, ASCAP, Copyright Law Symposium, No. 34, 

at 23. 
 
We do not, of course, suggest that a parody may not harm the market at all, but when a lethal parody, like 

a scathing theater review, kills demand for the original, it does not produce a harm cognizable under the 

Copyright Act. Because "parody may quite legitimately aim at garroting the original, destroying it 

commercially as well as artistically," B. Kaplan, An Unhurried View of Copyright 69 (1967), the role of 

the courts is to distinguish between "biting criticism [that merely] suppresses demand [and] copyright 

infringement, [which] usurps it." Fisher v. Dees, 794 F.2d at 438. 
 
This distinction between potentially remediable displacement and unremediable disparagement is 

reflected in the rule that there is no protectible derivative market for criticism. The market for potential 

derivative uses includes only those that creators of original works would in general develop or license 

others to develop. Yet the unlikelihood that creators of imaginative works will license critical reviews or 

lampoons of their own productions removes such uses from the very notion of a potential licensing 

market. "People ask . . . for criticism, but they only want praise." S. Maugham, Of Human Bondage 241 

(Penguin ed. 1992). Thus, to the extent that the opinion below may be read to have considered harm to the 

market for parodies of "Oh, Pretty Woman," see 972 F.2d at 1439, the court erred. Accord, Fisher v. Dees, 

supra, at 437; Leval 1125; Patry & Perlmutter 688-691. 
 
In explaining why the law recognizes no derivative market for critical works, including parody, we have, 

of course, been speaking of the later work as if it had nothing but a critical aspect (i.e., "parody pure and 

simple," supra, at 591). But the later work may have a more complex character, with effects not only in 

the arena of criticism but also in protectible markets for derivative works, too. In that sort of case, the law 

looks beyond the criticism to the other elements of the work, as it does here. 2 Live Crew's song 

comprises not only parody but also rap music, and the derivative market for rap music is a proper focus of 

enquiry, see Harper & Row, supra, at 568; Nimmer § 13.05B. Evidence of substantial harm to it would 

weigh against a finding of fair use, because the licensing of derivatives is an important economic 

incentive to the creation of originals. See 17 U.S.C. § 106(2) (copyright owner has rights to derivative 

works). Of course, the only harm to derivatives that need concern us, as discussed above, is the harm of 

market substitution. The fact that a parody may impair the market for derivative uses by the very 

effectiveness of its critical commentary is no more relevant under copyright than the like threat to the 

original market. 
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Although 2 Live Crew submitted uncontroverted affidavits on the question of market harm to the original, 

neither they, nor Acuff-Rose, introduced evidence or affidavits addressing the likely effect of 2 Live 

Crew's parodic rap song on the market for a nonparody, rap version of "Oh, Pretty Woman." And while 

Acuff-Rose would have us find evidence of a rap market in the very facts that 2 Live Crew recorded a rap 

parody of "Oh, Pretty Woman" and another rap group sought a license to record a rap derivative, there 

was no evidence that a potential rap market was harmed in any way by 2 Live Crew's parody, rap version. 

The fact that 2 Live Crew's parody sold as part of a collection of rap songs says very little about the 

parody's effect on a market for a rap version of the original, either of the music alone or of the music with 

its lyrics. The District Court essentially passed on this issue, observing that Acuff-Rose is free to record 

"whatever version of the original it desires," 754 F. Supp. at 1158; the Court of Appeals went the other 

way by erroneous presumption. Contrary to each treatment, it is impossible to deal with the fourth factor 

except by recognizing that a silent record on an important factor bearing on fair use disentitled the 

proponent of the defense, 2 Live Crew, to summary judgment. The evidentiary hole will doubtless be 

plugged on remand. 
III. 

 
It was error for the Court of Appeals to conclude that the commercial nature of 2 Live Crew's parody of 

"Oh, Pretty Woman" rendered it presumptively unfair. No such evidentiary presumption is available to 

address either the first factor, the character and purpose of the use, or the fourth, market harm, in 

determining whether a transformative use, such as parody, is a fair one. The court also erred in holding 

that 2 Live Crew had necessarily copied excessively from the Orbison original, considering the parodic 

purpose of the use. We therefore reverse the judgment of the Court of Appeals and remand the case for 

further proceedings consistent with this opinion. 
 
It is so ordered. 
 

 
Notes and Questions 
 
1.  What is the most important consideration in the “character of use” factor 
 
2.  What was the mistake in the lower court’s analysis on this factor? 
 
3. What is the relationship between how transformative new work is and the fair use factors? How could 

you use this to counsel your client? 
 
4.  In analyzing the amount taken factor, can the parody take the “heart” of the original work?  Why?   
 
5.  What is the focus of harm in the effect on the market factor?   
 
6.  What about the harm to the sales of the original that might occur as a result of the criticism or ridicule 

by the parody?   
 
7. What is a derivative work? How does someone obtain the right to produce a derivative work 
 
Listen 

 PrettyWoman2LiveCrew.mp3 
 PrettyWomanRoyOrbison.mp3 
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LENNON AND EMI BLACKWOOD MUSIC, INC., v. PREMISE MEDIA CORP. 
556 F. Supp. 2d 310 (S.D.N.Y. 2008) 

  
 

STEIN, District Judge 
 
The widow and children of John Lennon bring this action against the producers of a current movie that 

plays fifteen seconds of the song "Imagine" without permission of the plaintiffs, who own the copyright to 

the song. The Lennons have moved for a preliminary injunction prohibiting the continued distribution of 

the movie in its present form and a recall of the existing copies. That motion is denied because plaintiffs 

have failed to meet the standard required for a court to grant a preliminary injunction. They have not 

shown a clear likelihood of success on the merits because, on the basis of the current record, defendants 

are likely to prevail on their affirmative defense of fair use. That doctrine provides that the fair use of a 

copyrighted work for purposes of criticism and commentary is not an infringement of copyright. 
 
More specifically, plaintiffs seek a preliminary injunction pursuant to Federal Rule of Civil Procedure 65 

enjoining defendants Premise Media Corp., L.P., C&S Production L.P. d/b/a Rampant Films, Premise 

Media Distribution, L.P., and Rocky Mountain Pictures, Inc., from further distributing their movie, 

"EXPELLED: No Intelligence Allowed" (the "movie"), in its present form and to recall the copies of the 

movie that are currently being exhibited. 
 
Yoko Ono Lennon, Sean Lennon, and Julian Lennon are, respectively, the widow and sons of the late 

John Lennon, the composer of "Imagine," and the renewal claimants for the copyright registration to the 

music and lyrics of "Imagine" (the "song"). EMI Blackwood Music, Inc. is the song's publishing 

administrator. (Compl. PP 1-4.) Defendants are the producers and distributors of "Expelled," a recently 

commercially released movie that concerns the theory of "intelligent design." Plaintiffs allege that 

defendants' use of an approximately fifteen-second excerpt of "Imagine" in "Expelled" without plaintiffs' 

permission infringes their copyright in "Imagine." 
 

I. History of this Action 
 
Plaintiffs filed the complaint in this action in late April 2008, alleging claims of copyright infringement 

pursuant to 17 U.S.C. § 501 and trademark infringement pursuant to Section 43(a) of the Lanham Act, 15 

U.S.C. § 1125(a). Plaintiffs subsequently brought the present motion by order to show cause dated April 

30, 2008. That same day, after an initial conference and on consent of the parties, the Court entered a 

temporary restraining order ("TRO") enjoining defendants from distributing any additional copies of 

"Expelled" for theatrical release, or producing or distributing any DVDs of the movie, pending a hearing 

on the motion for a preliminary injunction. On May 19, 2008, the Court heard oral argument on the 

motion for a preliminary injunction. At the conclusion of that hearing, the Court continued the TRO 

pending its determination of the motion for a preliminary injunction and directed plaintiffs to post 

security pursuant to Fed. R. Civ. P. 65(c). Now, after considering the arguments and submissions of the 

parties, as well as having viewed the movie, including the excerpt at issue, the Court makes the following 

findings of facts and conclusions of law. 
 

II. FINDINGS OF FACT 
 
"Expelled" is a feature-length (one hour, thirty-nine minute long) nationally released theatrical movie that 

addresses what it characterizes as a debate between proponents of intelligent design and the scientific 

theory of evolution. (Decl. of A. Logan Craft dated May 13, 2008 ("Craft Decl.") P 7.) One of the 

executive producers of "Expelled" contends that the movie "examines the scientific community's 

academic suppression of those who ask provocative questions about the origin and development of life." 
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(Id. P 7.) According to that same producer, "the film undertakes to inspire viewers to participate in the 

scientific, political, cultural, and religious debates surrounding this issue, to urge the scientific community 

to consider views that differ from those held by many members of that community, and to take action to 

assure that candidates for public office and elected officials take positions and action to accord free 

speech rights to critics of the adequacy of Darwinian evolution." (Id. P 8.) The filmmakers also candidly 

concede that "Expelled" was "produced and distributed for the purpose of earning a financial return for 

the investors." (Id. P 13.) 
 
The movie is narrated by Ben Stein, a well-known actor and writer (id. P 9) and consists principally of 

Stein's interviews with various proponents of intelligent design and defenders of Darwinian evolution, 

interspersed with segments of historical stock footage (Decl. of Ronald C. Rodgers dated May 14, 2008 

("Rodgers Decl.") P 11). As another of the producers of "Expelled" explains it, the use of archival footage 

serves "to create metaphors and analogies to enhance the message [the filmmakers] are trying to convey." 

(Id.) The movie also features several other well known songs. Defendants obtained permission to include 

every one of those songs in the movie, with the exception of "Imagine." (Transcript of Preliminary 

Injunction Hearing dated May 19, 2008 ("Hearing Tr.") at 8.) Defendants have not used "Imagine" in 

promoting the movie. (Craft Decl. P 20.) 
 
John Lennon, the world-famous songwriter and former member of the Beatles, wrote the words and music 

of "Imagine." Plaintiffs claim, most likely without exaggeration, that Lennon is a "musical icon of the 

twentieth century" (Aff. of Yoko Ono Lennon dated April 29, 2008 ("Ono Aff.") P 2) and that "Imagine" 

is one of the most recognizable songs in the world (Compl. P 14). Since John Lennon's death in 1980, 

Yoko Ono Lennon has worked actively with EMI Blackwood Music, Inc. to control the manner in which 

Lennon's music is licensed and used. (Ono Aff. P 3.) "Imagine" has been licensed and featured in 

numerous contexts, including the 1984 film "The Killing Fields," the opening ceremony of the 2006 

Winter Olympics, and the New Year's Eve festivities in New York City's Times Square. (Id. P 4.) In 

addition, the Recording Industry Association of America has included the song in its ranking of the most 

historically significant recordings. (Id.) 
 
The fifteen-second excerpt of "Imagine" used in "Expelled" comes approximately one hour and five 

minutes into the movie and includes ten words from the song. While the fifteen seconds of music play, the 

lyrics appear on screen in subtitles, as follows: 
 
Nothing to kill or die for/ 
 
And no religion too. 
 
(Decl. of John Sullivan dated May 13, 2008 ("Sullivan Decl.") P 15.) Behind the subtitles, four brief 

sequences of black and white archival footage run. The first sequence features a group of children in a 

circle; the second is a sequence of a young girl spinning and dancing; the third sequence is of a military 

parade, which gives way to a close up of Joseph Stalin waving. (Id. P 18.) The four sequences constitute 

0.27 percent of the total movie's running time. (Id. P 17.) 
 
Immediately preceding the excerpt in the movie are short segments in which several speakers express 

negative views of religion and the hope that science will eventually diminish religion's role in society. 

(Id.) The last of these interviews, with Dr. P.Z. Myers, proceeds as follows: 
 
P.Z. Myers: Religion is an, is an idea that gives some people comfort, and we don't want to take it away 

from them. It's like, it's like knitting. People like to knit. You know, we're not going to take their knitting 

needles away, we're not going to take away their churches. Uh, but what we have to do is, is get it to a 
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place where religion is treated at the level it should be treated, that is, something fun that people get 

together and do on the weekend and really doesn't affect their life as much as it has been so far. 
 
Ben Stein: So what would the world look like if Dr. Myers got his wish? 
 
P.Z. Myers: Greater science literacy, which is going to lead to the erosion of religion, and then we'll get 

this positive feedback mechanism going where, as religion slowly fades away we'll get more and more 

science to replace it, and that will displace more and more religion, which will allow more and more 

science in, and we'll eventually get to that point where religion has taken that appropriate place as, as, as 

side dish rather than the main course. 
 
(Transcript of "Imagine" Clip in "Expelled," Ex. B. to Sullivan Decl.) In a voiceover, Ben Stein then 

intones, "Dr. Myers would like you to think he's being original but he's merely lifting a page out of John 

Lennon's songbook." (Id.) The excerpt of "Imagine"--virtually "a page out of John Lennon's songbook"--
then plays. Following it, the movie cuts to a portion of an interview with David Berlinski that begins with 

Berlinski saying, "In part, I think Matthew Arnold put his hands on it when he spoke about . . . the 

withdrawal of faith. There is a connection between a society that has at least a minimal commitment to 

certain kinds of transcendental values and what human beings permit themselves to do one to the other." 

(Id. P 19.) 
 
"Expelled" was released in theaters in the United States on April 18, 2008. (Craft Decl. P 16.) Defendants 

timed the release, in part, to coincide with pending so-called "Academic Freedom" bills in several state 

legislatures, which would permit teachers to offer their students information critical of the theory of 

evolution. (Id. PP 16, 18.) The movie has also been screened for lawmakers and government officials in 

Florida, Missouri, and Louisiana, and for members of the United States Congress. (Id. P 18.) "Expelled" 

premiered in 1,052 movie theaters and generated approximately $ 3 million in revenue in its opening 

weekend. (Id. P 23.) Defendants claim it has since been viewed by more than one million people (id.), and 

generated approximately $ 7,250,000 in box office ticket sales as of May 11, 2008 (Rodgers Decl. at P 7). 

The number of theaters screening the movie is declining, however, and defendants have stated that by 

Friday, May 23, 2008, it would be playing in approximately one hundred theaters. (Hearing Tr. at 14; 

Rodgers Decl. P 8.) 
* * * 

 
A. Plaintiffs' Prima Facie Case of Copyright Infringement. 

 
Section 106 of the Copyright Act of 1976, 17 U.S.C. §§ 101 et seq., "grants copyright owners a bundle of 

exclusive rights, including the rights to 'reproduce the copyrighted work in copies.'" Castle Rock, 150 F.3d 

at 137 (quoting 17 U.S.C. § 106). "In the absence of defenses, these exclusive rights normally give a 

copyright owner the right to seek royalties from others who wish to use the copyrighted work." Ringgold 

v. Black Entm't Television, Inc., 126 F.3d 70, 73 (2d Cir. 1997). To establish a claim of copyright 

infringement, a plaintiff must show (1) ownership of a valid copyright and (2) unauthorized copying or a 

violation of one of the other exclusive rights afforded copyright owners pursuant to the Copyright Act. 

Hasbro Bradley, 780 F.2d at 192. 
 
Here, the parties agree that "Expelled" copies an approximately fifteen-second excerpt of "Imagine" and 

defendants did not obtain permission before including the excerpt in the movie. Thus, the second prong of 

plaintiffs' claim of copyright infringement--unauthorized copying--is satisfied. 
 
Whether plaintiffs have satisfied the first requirement by showing ownership of the copyright to 

"Imagine" is disputed. Plaintiffs assert that because John Lennon, the song's author, died prior to the 

copyright's twenty-eight year renewal period, his widow and children were entitled to renew the 
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copyright. See 17 U.S.C. § 304(a)(1)(C)(ii). Defendants note, however, that although Yoko Ono Lennon, 

Sean Lennon, and Julian Lennon renewed the copyright in 1998, the owner of the original copyright was 

Northern Songs, Limited. (Ex. A, B to Compl.) Northern Songs assigned its copyright to Ono Music in 

1984, and Ono Music in turn assigned its copyright to Lenono Music in 1985. (Ex. B to Decl. of Dorothy 

M. Weber dated May 16, 2008 ("Weber Decl."). Defendants contend that because the song was originally 

copyrighted by Northern Songs, Limited, which was a corporate body, Lenono Music, rather than 

plaintiffs, is the proper party to have renewed the copyright at the end of its initial twenty-eight-year term, 

unless Northern Songs, Limited originally obtained the copyright from John Lennon by means of 

assignment or license. See 17 U.S.C. § 304(a)(1)(B)(ii). Because the record contains no evidence as to the 

circumstances under which Northern Songs, Limited obtained the copyright, defendants assert that 

plaintiffs have failed to meet their burden of showing a clear likelihood of success on their claim of 

copyright infringement. 
 
This Court disagrees. A renewal registration is prima facie evidence of the validity of a copyright. 17 

U.S.C. § 304(a)(4)(B). Certainly, the presumption of validity is rebuttable. See Hamil Am. Inc. v. GFI, 

193 F.3d 92, 98 (2d Cir. 1999). The party challenging the validity of the copyright, however, bears the 

burden of rebutting the presumption. Id. Here, defendants raise doubts concerning the validity of the 

renewal copyright by arguing that plaintiffs have failed to explain gaps in the chain of ownership. Without 

any evidence of invalidity whatsoever, however, defendants cannot rebut the statutory presumption. 

Accordingly, plaintiffs have established a prima facie case of copyright infringement. 
 

B. Defendants' Fair Use Defense 
 
The doctrine of fair use, as codified by the Copyright Act of 1976, is as follows: "[T]he fair use of a 

copyrighted work . . . for purposes such as criticism, comment, news reporting, teaching . . ., scholarship, 

or research, is not an infringement of copyright." 17 U.S.C. § 107. "From the infancy of copyright 

protection, some opportunity for fair use of copyrighted materials has been thought necessary to fulfill 

copyright's very purpose, '[t]o promote the Progress of Science and useful Arts. . . .'" Campbell v. Acuff-
Rose Music, Inc., 510 U.S. 569, 575, 114 S. Ct. 1164, 127 L. Ed. 2d 500 (1994) (quoting U.S. Const. art. 

I, § 8, cl. 8). The fair use doctrine "'permits and requires courts to avoid rigid application of the copyright 

statute when, on occasion, it would stifle the very creativity which that law is designed to foster.'" Id. at 

577 (quoting Stewart v. Abend, 495 U.S. 207, 236, 110 S. Ct. 1750, 109 L. Ed. 2d 184 (1990). (brackets 

omitted)). 
 
In determining whether the use made of a work in any particular case is a fair use, the factors to be 

considered include: "(1) the purpose and character of the use, including whether such use is of a 

commercial nature or is for nonprofit educational purposes; (2) the nature of the copyrighted work; (3) the 

amount and substantiality of the portion used in relation to the copyrighted work as a whole; and (4) the 

effect of the use upon the potential market for or value of the copyrighted work." 17 U.S.C. § 107. The 

four statutory factors, which are nonexclusive, must be "weighed together, in light of the purposes of 

copyright." Campbell, 510 U.S. at 578. Moreover, "the determination of fair use is an open-ended and 

context-sensitive inquiry." Blanch v. Koons, 467 F.3d 244, 251 (2d Cir. 2006). "The ultimate test of fair 

use . . . is whether the copyright law's goal of promoting the Progress of Science and useful Arts . . . 

would be better served by allowing the use than by preventing it." Id. (internal quotation marks omitted). 
 
The Court now turns to each of the four statutory fair use factors. 
 

1. "The Purpose and Character of the Use" 
 
The first statutory factor is "the purpose and character of the use, including whether such use is of a 

commercial nature or is for nonprofit educational purposes." 17 U.S.C. § 107(1). This factor, "[t]he heart 
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of the fair use inquiry," comprises principally two considerations: whether the use is "commercial" and 

whether it is "transformative." Blanch, 467 F.3d at 251-53 (internal quotation marks omitted). 
 

Commercial Use 
 

Whether the use in question is "of a commercial nature or is for nonprofit educational purposes" is an 

explicit part of the first fair use factor. Id. at 253; see 17 U.S.C. § 107(1). The "crux of the profit/nonprofit 

distinction," however, "is not whether the sole motive for the use is monetary gain but whether the user 

stands to profit from exploitation of the copyrighted material without paying the customary price." Bill 

Graham Archives v. Dorling Kindersley Ltd., 448 F.3d 605, 612 (2d Cir. 2006). "[C]ourts are more willing 

to find a secondary use fair when it produces a value that benefits the broader public interest. The greater 

the private economic rewards reaped by the secondary user (to the exclusion of broader public benefits), 

the more likely the first factor will favor the copyright holder and the less likely the use will be 

considered fair." Blanch, 467 F.3d at 253. Moreover, "the more transformative the new work, the less will 

be the significance of other factors, like commercialism, that may weigh against a finding of fair use." 

Campbell, 510 U.S. at 579. 
 
Defendants in this case concede that "Expelled" is a commercial film from which they seek to profit. 

(Craft Decl. P 13.) As discussed in what follows, however, the movie's use of "Imagine" is highly 

transformative, and not merely exploitative, and accordingly, the fact that the use is also commercial 

receives less weight in the analysis. Moreover, defendants have established for purposes of this motion 

that the movie contributes to the broader public interest by stimulating debate on an issue of current 

political concern. (Craft Decl. PP 16, 18.) Therefore, the commercial purpose of "Expelled" weighs only 

weakly against a finding of fair use. 
Transformative Use 

 
A work is transformative if it does not "merely supersede the objects of the original creation" but "instead 

adds something new, with a further purpose or different character, altering the first with new expression, 

meaning, or message." Id. (internal quotation marks omitted). Although transformative use "is not 

absolutely necessary for a finding of fair use, the goal of copyright, to promote science and the arts, is 

generally furthered by the creation of transformative works." Id. (citation omitted). Thus, transformative 

works "lie at the heart of the fair use doctrine's guarantee of breathing space within the confines of 

copyright." Id. There is a strong presumption that this factor favors a finding of fair use where the 

allegedly infringing work can be characterized as involving one of the purposes enumerated in 17 U.S.C. 

§ 107: "criticism, comment, news reporting, teaching . . ., scholarship, or research." See NXIVM Corp. v. 

Ross Inst., 364 F.3d 471, 477 (2d Cir. 2004). 
 
Defendants' use is transformative because the movie incorporates an excerpt of "Imagine" for purposes of 

criticism and commentary. The filmmakers selected two lines of the song that they believe envision a 

world without religion: "Nothing to kill or die for/ And no religion too." ("Imagine" lyrics, Ex. D to 

Weber Decl.) As one of the producers of "Expelled" explains, the filmmakers paired these lyrics and the 

accompanying music to a sequence of images that "provide a layered criticism and commentary of the 

song." (Sullivan Decl. P 18.) The Cold War-era images of marching soldiers, followed by the image of 

Stalin, express the filmmakers' view that the song's secular utopian vision "cannot be maintained without 

realization in a politicized form" and that the form it will ultimately take is dictatorship. (Id.) The movie 

thus uses the excerpt of "Imagine" to criticize what the filmmakers see as the naivete of John Lennon's 

views. (Sullivan Decl. P 14.) 
 
The excerpt's location within the movie supports defendants' assertions. It appears immediately after 

several scenes of speakers criticizing the role of religion in public life. In his voiceover, Ben Stein then 

connects these sentiments to the song by stating that they are merely "a page out of John Lennon's 
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songbook." (Transcript of "Imagine" Clip in "Expelled," Ex. B. to Sullivan Decl.) In defendants' view, 

"Imagine" "is a secular anthem caught in a loop of history recycling the same arguments from years past 

through to the present. We remind our audience that the ideas they just heard expressed from modern 

interviews and clips that religion is bad are not new and have been tried before with disastrous results." 

(Sullivan Decl. P 21.) The filmmakers "purposefully positioned the clip . . . between interviews of those 

who suggest that the world would be better off without religion and an interview suggesting that religion's 

commitment to transcendental values place limits on human behavior. . . . mak[ing] the point that 

societies that permit Darwinism to trump all other authorities, including religion, pose a greater threat to 

human values than religious belief." (Id. P 20.) 
 
Defendants' use of "Imagine" is similar to the use at issue in a recent decision of the United States Court 

of Appeals for the Second Circuit in which fair use was found, Blanch v. Koons. There, the visual artist 

Jeff Koons copied photographer Andrea Blanch's photograph from a fashion magazine without permission 

and incorporated a portion of it into one of his paintings. 467 F.3d at 247. Blanch's photograph featured 

the legs and feet of a woman wearing expensive sandals, resting in a man's lap in what appeared to be an 

airplane cabin. Id. at 248. Koons included the legs and feet in his painting, inverting their orientation, 

adding a heel to one of the sandals, and placing them, along with images of several other pairs of legs and 

feet, against a background including a grassy field and Niagara Falls. Id. at 247. The legs appeared to 

dangle over images of confections. Id. 
 
The Second Circuit panel found Koons's use of Blanch's photograph transformative. Id. at 253. The court 

noted that Koons used the image for "sharply different" purposes than Blanch, in that he used it "as fodder 

for his commentary on the social and aesthetic consequences of mass media." Id. at 252. As Koons had 

explained, by juxtaposing women's legs against a backdrop of food and landscape, "he intended to 

comment on the ways in which some of our most basic appetites--for food, play, and sex--are mediated by 

popular images." Id. at 247 (internal quotation marks omitted). Moreover, Koons altered the colors, 

background, medium, size, and details of the image in incorporating it into his painting. Id.; see also Bill 

Graham Archives, 448 F.3d at 611 (finding the defendants' inclusion of the plaintiff's images in a book to 

be transformative where the defendants significantly reduced the images' size and "combin[ed] them with 

a prominent timeline, textual material, and original graphical artwork, to create a collage of text and 

images on each page"). 
 
As in Blanch, defendants here use a portion of "Imagine" as "fodder" for social commentary, altering it to 

further their distinct purpose. Just as Koons placed a portion of Blanch's photograph against a new 

background, defendants here play the excerpt of the song over carefully selected archival footage that 

implicitly comments on the song's lyrics. They also pair the excerpt of the song with the views of 

contemporary defenders of the theory of evolution and juxtapose it with an interview regarding the 

importance of transcendental values in public life. 
 
Plaintiffs contend that defendants' use of "Imagine" is not transformative because defendants did not alter 

the song, but simply "cut and paste[d]" it into "Expelled." As the foregoing discussion illustrates, 

however, this argument draws the transformative use inquiry too narrowly. To be transformative, it is not 

necessary that defendants alter the music or lyrics of the song. Indeed, defendants assert that the 

recognizability of "Imagine" is important to their use of it. (Sullivan Decl. P 6.) Defendants' use is 

nonetheless transformative because they put the song to a different purpose, selected an excerpt 

containing the ideas they wished to critique, paired the music and lyrics with images that contrast with the 

song's utopian expression, and placed the excerpt in the context of a debate regarding the role of religion 

in public life. 
 
Plaintiffs also contend that defendants' use of "Imagine" is not transformative because it was unnecessary 

to use it in order to further the purposes defendants have articulated. Determining whether a use is 
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transformative, however, does not require courts to decide whether it was strictly necessary that it be 

used. In Blanch, although certainly Koons did not need to use Blanch's copyrighted photo, as opposed to 

some other image of a woman's feet, in his painting, the Second Circuit did not suggest that this lack of 

necessity weighed against a finding of fair use. Similarly, in Bill Graham Archives, the Second Circuit 

found a transformative use in the defendants' unauthorized inclusion of several of the plaintiff's images--
principally concert photos--in a coffee-table book about the musical group the Grateful Dead. 448 F.3d at 

607, 608-12. Although the defendants manifestly could have proceeded without the plaintiff's images, 

which constituted only a small part of the book, this posed no obstacle to a finding of fair use. 
 
Moreover, defendants contend that it was important that they use "Imagine," rather than some other song 

expressing similar views, because it is the "paradigm example" that "has the most cultural force to it 

because it represents the most popular and persuasive embodiment of th[e] viewpoint that the world is 

better off without religion." (Hearing Tr. at 23.) Defendants also assert that their purpose in using the 

excerpt of the song was in part to critique the emotional impact the song has on listeners. (Id. at 23-24.) 
 
Finally, although a minor factor, it weighs in favor of a finding of transformative use that the excerpt of 

"Imagine" in "Expelled" constitutes only 0.27 percent of the movie's total running time. See id. at 611 

(noting that the plaintiff's images constituted less than 0.20 percent of the defendants' book and stating, 

"we are aware of no case where such an insignificant taking was found to be an unfair use of original 

materials"). (Sullivan Decl. P 17.) 
 
In sum, defendants' use of "Imagine" is transformative because it does not "merely supersede the objects 

of the original creation" but rather "adds something new, with a further purpose or different character, 

altering the first with new expression, meaning, or message." Campbell, 510 U.S. at 579. This 

consideration thus weighs strongly in favor of fair use. 
 

1.  The Propriety of Defendants' Actions 
 

Plaintiffs note that defendants obtained permission for all the other music used in the movie and contend 

that defendants' failure similarly to seek permission to use "Imagine" evinces bad faith. The Second 

Circuit, however, has rejected this proposition. See Blanch, 467 F.3d at 256 ("We are aware of no 

controlling authority to the effect that the failure to seek permission for copying, in itself, constitutes bad 

faith."). Indeed, the Second Circuit, in Blanch, approvingly quoted the dictum in Campbell that "'[i]f the 

use is otherwise fair, then no permission need be sought or granted.'" Id. (quoting Campbell, 510 U.S. at 

585 n.18). The fact that defendants here obtained permission to use the other music in the movie does not 

alter this conclusion. 
2. "The Nature of the Copyrighted Work" 

 
The second fair use factor considers "the nature of the copyrighted work." 17 U.S.C. § 107(2). This factor 

"'calls for recognition that some works are closer to the core of intended copyright protection than others, 

with the consequence that fair use is more difficult to establish when the former works are copied.'" 

Blanch, 467 F.3d at 256 (quoting Campbell, 510 U.S. at 586). Two distinctions are relevant to this 

analysis: (1) "whether the work is expressive or creative, such as a work of fiction, or more factual, with a 

greater leeway being allowed to a claim of fair use where the work is factual or informational," and (2) 

"whether the work is published or unpublished, with the scope of fair use involving unpublished works 

being considerably narrower." Id. (quoting 2 Howard B. Abrams, The Law of Copyright § 15:52 (2006)). 
 
Defendants here concede, as they must, that "Imagine" is a creative work and, as such, is at the "core" of 

copyright protection. They note, however, that the work is widely published, which weighs a bit in favor 

of fair use. Moreover, this second statutory factor "may be of limited usefulness where the creative work 

of art is being used for a transformative purpose." Bill Graham Archives, 448 F.3d at 612. Indeed, where, 
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as here, the secondary work comments on the "social and aesthetic meaning" of the original, rather than 

"exploit[ing] its creative virtues," the second fair use factor has "limited weight." Id. It thus weighs 

against a finding of fair use, but not strongly. 
 

3. "The Amount and Substantiality of the Portion Used in Relation to the Copyrighted Work as a 

Whole" 
 
The third statutory fair use factor is "the amount and substantiality of the portion used in relation to the 

copyrighted work as a whole." 17 U.S.C. § 107(3). The inquiry under this factor focuses on the 

copyrighted work, not the allegedly infringing one, Bill Graham Archives, 448 F.3d at 613, and considers 

whether "the quantity and value of the materials used are reasonable in relation to the purpose of the 

copying," Blanch, 467 F.3d at 244 (internal quotation marks omitted). This factor has both "a quantitative 

and a qualitative component," in that "[t]he factor favors copyright holders where the portion used by the 

alleged infringer is a significant percentage of the copyrighted work, or where the portion used is 

essentially the heart of the copyrighted work." NXIVM, 364 F.3d at 480. 
 
The quantitative component of this inquiry clearly favors defendants. Defendants use only a fifteen-
second excerpt of "Imagine," a song that runs three minutes in total. (Decl. of Dr. Lawrence Ferrara dated 

May 14, 2008 ("Ferrara Decl.") P 5.) Moreover, they selected a portion of the song ("Nothing to kill or die 

for/ And no religion too") that expresses the idea they specifically wished to critique--that an ideal society 

would be entirely secular--without copying other portions of the song that do not express that idea. 

(Sullivan Decl. P 17.) Thus, quantitatively, defendants' use was reasonable in light of their purpose in 

copying. 
 
Assessing the qualitative aspect of the inquiry is appropriately somewhat more complicated. Plaintiffs' 

expert musicologist, Dr. Lawrence Ferrara, analyzed the music and concluded that "the portion of 

'Imagine' that appears in 'Expelled' represents a substantial and memorable part of the overall 'Imagine' 

musical composition." (Ferrara Decl. P 2.) In other words, Dr. Ferrara's opinion is that the fifteen-second 

excerpt at issue contains the "heart" of "Imagine." Specifically, he found that the excerpt of "Imagine" in 

"Expelled" includes musical phrases that appear in nearly 50 percent of the song. (Id.) The fifteen-second 

excerpt consists of two iterations of (1) a two-bar vocal phrase, (2) two phrases of lyrics, (3) a two-bar 

piano phrase, and (4) a two-bar variant piano phrase. (Id. P 6.) Although the lyrics in the excerpt appear 

only once in the song, the two-bar vocal phrase in the excerpt is repeated twelve times in the song, the 

two-bar piano phrase occurs nine times in the verses and twice in the introduction, and the two-bar variant 

piano phrase occurs three times in the song. (Id. PP 8-10.) Thus, Dr. Ferrara concludes, although only a 

fifteen-second portion of the sound recording of "Imagine" appears in "Expelled," the musical phrases 

heard in those fifteen seconds are repeated during a full 87 seconds of the song, or 48.8 percent of its total 

duration. (Id. P 12.) He also concludes that the portion of the song defendants use is immediately 

recognizable as being from "Imagine." (Id. P 17.) 
 
Assuming Dr. Ferrara's analysis is correct, and that, as a result, defendants' excerpt constitutes the heart of 

plaintiffs' copyrighted work, it is not dispositive of the issue for two reasons. First, as Dr. Ferrara makes 

patent, "Imagine" is musically repetitive, and it is not clear that defendants could have used any portion of 

the song without ending up with an excerpt that referenced a significant part of the overall composition. 

For this reason alone, the Court could not conclude that defendants' use was unreasonable in light of their 

purpose. 
 
Second, the Supreme Court explained in Campbell that "[c]opying does not become excessive in relation 

to parodic purpose merely because the portion taken was the original's heart." 510 U.S. at 588. In 

Campbell, the Court considered whether the rap group 2 Live Crew's use of a portion of Roy Orbison's 

song "Oh, Pretty Woman" constituted fair use. Id. at 571-72. In considering the third fair use factor, the 
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Court assumed for purposes of analysis that the defendants' quotation of the original's opening musical 

phrase and first line of lyrics went to the heart of the original song. Id. at 588. The Court concluded, 

however, that "[i]f 2 Live Crew had copied a significantly less memorable part of the original, it is 

difficult to see how its parodic character would have come through." Id. at 588-89. Although the Supreme 

Court's analysis was specifically directed at parody, this Court is aware of no reason not to apply it 

equally to copying for purposes of criticism and commentary. Using an easily recognizable portion of 

"Imagine" was relevant to defendants' commentary because they wished to demonstrate that the negative 

views of religion expressed by their interview subjects were not new. (Sullivan Decl. PP 17, 21.) 
 
Accordingly, both quantitatively and qualitatively, the portion of "Imagine" that defendants copy is 

reasonable in light of their purpose for doing so. This third factor therefore weighs in favor of fair use. 
 

4. "The Effect of the Use Upon the Potential Market for or Value of the Copyrighted Work" 
 

The fourth factor is "the effect of the use upon the potential market for or value of the copyrighted work." 

17 U.S.C. § 107(4). "In considering the fourth factor, [the] concern is not whether the secondary use 

suppresses or even destroys the market for the original work or its potential derivatives, but whether the 

secondary use usurps the market of the original work. The market for potential derivative uses includes 

only those that creators of original works would in general develop or license others to develop." Blanch, 

467 F.3d at 258. In this analysis, "[t]he court looks to not only the market harm caused by the particular 

infringement, but also to whether, if the challenged use becomes widespread, it will adversely affect the 

potential market for the copyrighted work." Bill Graham Archives, 448 F.3d at 614. 
 
Plaintiffs understandably contend that if unauthorized use of "Imagine" were to become widespread, it 

would harm the marketplace for licensing the song. In Bill Graham Archives, however, on a full record 

developed on a motion for summary judgment, the Second Circuit rejected a similar argument regarding 

lost licensing revenue. 448 F.3d at 614-15. That court explained that although the plaintiff had established 

a market for licensing its concert posters, the defendants' use of the posters in their biographical book 

"f[ell] within a transformative market," and therefore the plaintiff "d[id] not suffer market harm due to the 

loss of licensing fees." Id. at 615. Here, similarly, defendants copied plaintiffs' work for a transformative 

purpose, and plaintiffs have proffered no evidence to date that permitting defendants to use a fifteen-
second portion of the song for a transformative purpose will usurp the market for licensing the song for 

traditional uses. Accordingly, this factor does not weigh strongly, if at all, against fair use. 
 

5.  Conclusion Regarding Fair Use 
 
The balance of factors clearly favors a finding of fair use. Defendants' use of "Imagine" is transformative 

because their purpose is to criticize the song's message. Moreover, the amount and substantiality of the 

portion used is reasonable in light of defendants' purpose. Although "Imagine," as a creative work, is at 

the core of copyright protection, and defendants' use of the song is at least partially commercial in nature, 

the weight of these factors against a finding of fair use is limited given that defendants' use is 

transformative. Finally, plaintiffs have not shown that defendants' use will usurp the market for licensing 

the song for non-transformative purposes. In sum, allowing defendants' use would better serve "the 

copyright law's goal of promoting the Progress of Science and useful Arts . . . than [would] preventing it." 

Blanch, 467 F.3d at 251 (internal quotation marks omitted). Defendants have established that they are 

likely to prevail on their fair use defense, and accordingly plaintiffs have not shown that they are clearly 

likely to succeed on the merits of their copyright infringement claim. 
 

* * * 
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IV. CONCLUSION 
 

Because defendants are likely to prevail on their fair use defense, plaintiffs have failed to show, on the 

basis of the record developed to date, a clear likelihood of success or even a simple likelihood of success 

on the merits of their copyright infringement claim. Plaintiffs have also not shown that the balance of 

hardships tips decidedly in their favor. Accordingly, plaintiffs' motion for a preliminary injunction is 

denied. 
Notes and Questions 
 
1. What is the transformative nature of the criticism in this case?   
 
2.  What is the target of the criticism?   
 
3.  Why was the amount of the song taken deemed reasonable?   
 
Listen 

 TrailorExpelledNoIntelligenceAllowed.mp3 
 yokoOnoReportVo112.mp3 
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103(c)   Independent Creation 

 
The affirmative defense of independent creation rebuts a prima facie case of copying and can form the 

basis for a granting of summary judgment in favor of defendant.  For these reason, many artists take care 

to preserve their creative sessions through documents, audio and video, so this defense will be available 

and capable of proof. 
 
 

 
EVERETT A. ELLIS v. JOE DIFFIE 

177 F.3d 503 (6th Cir. 1999) 
 

KAREN NELSON MOORE, Circuit Judge. 
 
The plaintiff, Everett A. Ellis, appeals from the decision of the district court, sitting as trier of fact, against 

him on his copyright infringement claim. Ellis claims that the song recorded by Joe Diffie entitled "Prop 

Me Up Beside the Jukebox (If I Die)" [hereinafter "Prop Me Up"] is copied in substantial part from Ellis's 

song entitled "Lay Me Out By the Jukebox When I Die" [hereinafter "Lay Me Out"]. The district court 

found that although the choruses of the songs were substantially similar to one another, Ellis did not show 

that the defendants had "access" to his song; moreover, the defendants presented evidence of independent 

creation of "Prop Me Up." Because the district court applied the law correctly, and its findings of fact are 

reversible only for clear error, we AFFIRM the district court's decision for the defendants. 
 

I 
 
Everett "Allen" Ellis, a self-employed carpenter who taught himself to read music and play guitar, has 

been writing songs since he was a teenager. He claims that the song at issue, originally entitled 

"Aunt Belle," was written in 1985. The concept was derived from a story his mother told him about his 

aunt: the aunt wished to be laid out by the jukebox in the tavern that she owned (she resided in the back) 

when she died. He claims to have played the song for friends and relatives many times. 
 
In late February 1991, Ellis and his cousin John Paul Thompson went to Nashville in the hopes of 

recording some of Ellis's songs. There they met defendant Johnny Slate, president of defendant Affiliated 

Publisher's, Inc. Slate apparently liked some of Ellis's songs and set him up in a make-shift studio to 

record. Ellis and Slate disagree as to the promises that were made by Slate at this time, but Ellis claims he 

was promised a staff writer position, money for living expenses, and "single song" contracts, although 

Slate denies making promises. Ellis recorded a number of his songs in March and April of that year, one 

of which was "Aunt Belle." Ellis claims that Slate made suggestions as to how Ellis could re-work "Aunt 

Belle," and that Ellis spent about a week making the changes. The end result, he claims, was "Lay Me Out 

By the Jukebox When I Die." Slate denies ever hearing the song "Lay Me Out" before the advent of this 

lawsuit. 
 
In late April, Ellis was out of money and returned to West Virginia to work. There was some testimony 

about a few communications between Ellis and Slate (or Slate's daughter) after that time, but they did not 

have extensive contact. In April 1993, Ellis heard the Diffie song "Prop Me Up Beside the Jukebox (If I 

Die)" and believed it to be his song. He eventually contacted an attorney about the alleged plagiarism. 
 
The district court opinion summarizes the testimony of the various witnesses at trial. Ellis was confronted 

at trial with the fact that his initial deposition and complaint never referred to "Aunt Belle" at all, and 
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mentioned only "Lay Me Out." Later, during discovery, the defendants produced a work tape found in 

Slate's possession that had a recording of "Aunt Belle." It is then, defendants claim, that Ellis's story about 

reworking "Aunt Belle" took shape. As to other witnesses, John Paul Thompson (the cousin who traveled 

with Ellis to Nashville) corroborated Ellis's version of events, as did a number of his friends and relatives 

who claimed to have heard both versions of the song. There were dueling expert witnesses who testified 

to the similarity or lack thereof between "Lay Me Out" and "Prop Me Up." Ellis did not claim that "Aunt 

Belle" was sufficiently similar to "Prop Me Up" to make out a copyright infringement claim. 
 
Many of the defendants testified in detail as to the development of "Prop Me Up." Defendant Rick 

Blaylock was referred to Slate in late 1991 or early 1992, and Slate suggested that he work with some of 

the staff writers to rework a song entitled "Double Two-Steppin' Honkeytonk." The song had a line about 

being propped up against a jukebox once dead, and Blaylock claims the idea was inspired by a movie 

favorite of his, "Weekend at Bernie's." The movie's premise is that Bernie has died but his corpse is 

dressed up and brought to parties as if he were still alive. 
 
Blaylock worked with staff writers Perdew and Phillips to develop the song, and he testified that not 

much remained to his original when they were done, other than the concept. All three writers testified 

about the progression of the song's development during four work sessions. They produced written notes 

and a work tape of some of the sessions, and discussed the reasons for having chosen certain lines or turns 

of phrase. All claimed that Slate had little or no contact with the writers during creation of the song. Slate 

admitted that his office door was usually unlocked and also that he could have played some of Ellis's 

songs for Perdew and Phillips at some time, but again, Slate claims he had no recording of "Lay Me Out."   
The district court presided over the three-day trial, and issued his Order and Memorandum Opinion on 

December 8, 1997. The case was dismissed against all defendants, and it is from this dismissal that Ellis 

appeals. 
* * * 

 
Finally, an inference of copying is rebuttable by evidence of independent creation of the allegedly 

infringing work. See Repp, 858 F. Supp. at 1303; Intersong-USA v. CBS, Inc., 757 F. Supp. 274, 282 

(S.D.N.Y. 1991). The district court found that the detailed and specific evidence of independent creation 

of "Prop Me Up" by its songwriters overcame any implicit suggestion of plagiarism developed by Ellis's 

proof. Ellis did not impeach the evidence of independent creation at trial. There is no reason for this court  

to dispute the district court's conclusion that Ellis did not prove copyright infringement by a 

preponderance of the evidence, and as the trier of fact, the district court's views are entitled to deference. 

The findings were not clear error. Taking the evidence as a whole, there is no basis for a "definite and firm 

conviction that a mistake has been committed." 
 

III 
 
For the foregoing reasons, we AFFIRM the decision of the district court to dismiss Ellis's claim of 

copyright infringement of his song "Lay Me Out By the Jukebox When I Die." 
 
 

 
Listen 

 PropMeUpBesideTheJukebox.mp3 
 PropMeUpBesideTheJukeboxIfIDie.mp3 
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103(d)   Preemption 
 
As we will discuss later in the text, it may be appropriate in some instances to assert state common law 

claims along with federal copyright claims.  However, it is not permissible to mix or blend the two.  

Where the nature of a state claim is really a federal copyright claim in disguise, it will be deemed 

preempted by the federal statute and subject to a motion to dismiss. 
 
 

§ 301. Preemption with respect to other laws 
 
 (a) On and after January 1, 1978, all legal or equitable rights that are equivalent to any of the exclusive 

rights within the general scope of copyright as specified by section 106 in works of authorship that are 

fixed in a tangible medium of expression and come within the subject matter of copyright as specified by 

sections 102 and 103, whether created before or after that date and whether published or unpublished, 

are governed exclusively by this title. Thereafter, no person is entitled to any such right or equivalent 

right in any such work under the common law or statutes of any State. 
 
(b) Nothing in this title annuls or limits any rights or remedies under the common law or statutes of any 

State with respect to— 
 
(1) subject matter that does not come within the subject matter of copyright as specified by sections 102 

and 103, including works of authorship not fixed in any tangible medium of expression; or 
 
(2) any cause of action arising from undertakings commenced before January 1, 1978; 
 
(3) activities violating legal or equitable rights that are not equivalent to any of the exclusive rights within 

the general scope of copyright as specified by section 106; or 
 
(4) State and local landmarks, historic preservation, zoning, or building codes, relating to architectural 

works protected under section 102(a)(8). 
 
 

 
DABOUB  v. GIBBONS 

42 F.3d 285 (5th Cir. 1995) 
 
GOLDBERG, Circuit Judge 
 
Imitation may be the sincerest form of flattery, but it may also lead to jealousy when the imitator succeeds 

where the imitated does not. In this case, the object of imitation is a rock and roll song. 
 

I. 
 
The appellants, members of the rock and roll band the Nightcaps, claim that the appellees, members of the 

rock and roll band ZZ Top, are copycats and stole the song Thunderbird from them. The Nightcaps allege 

a number of state and federal law violations based on ZZ Top's version of Thunderbird. Before addressing 

these legal theories, we present a brief description of the cast of the contestants in this battle of the bands. 
The members of the Nightcaps formed the band in the 1950's when they were teenagers. The band 

recorded and released Thunderbird as a single and on an LP entitled Wine, Wine, Wine. The Nightcaps 

https://1.next.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=17USCAS106&originatingDoc=N63D9E690A06711D8B8FABFF7D35FC9C0&refType=LQ&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
https://1.next.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=17USCAS102&originatingDoc=N63D9E690A06711D8B8FABFF7D35FC9C0&refType=LQ&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
https://1.next.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=17USCAS103&originatingDoc=N63D9E690A06711D8B8FABFF7D35FC9C0&refType=LQ&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
https://1.next.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=17USCAS102&originatingDoc=N63D9E690A06711D8B8FABFF7D35FC9C0&refType=LQ&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
https://1.next.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=17USCAS103&originatingDoc=N63D9E690A06711D8B8FABFF7D35FC9C0&refType=LQ&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
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performed the song and distributed the album, but never applied for a copyright. Apparently the song and 

the album did not shower the Nightcaps with fame and fortune, and the band broke up in the 1960's. 
ZZ Top, in contrast, is currently a very successful band. The group, originally formed in 1969, also 

recorded and released a song entitled Thunderbird. ZZ Top's version of Thunderbird can be heard on its 

1975 album Fandango!, its compilation set, and in concert. ZZ Top obtained a copyright on the song in 

1975. 
 
ZZ Top concedes, for the purposes of this appeal, that its version of the song Thunderbird is musically 

and lyrically identical to the version originally written and performed by the Nightcaps. 
 

II. 
 
After the pleadings had been filed, the district court referred the case to a magistrate. The magistrate 

found that the Nightcaps' state and federal claims were either preempted by the Federal Copyright Statute, 

17 U.S.C. § 101, et seq., (the "Copyright Act"), or were barred by the applicable statutes of limitations. 

The magistrate issued a report which recommended that the Nightcaps' complaint be dismissed, or 

alternatively, that summary judgment be granted in ZZ Top's favor. The district court adopted the 

magistrate's report and recommendations, and granted summary judgment to ZZ Top. The Nightcaps 

appeal to this court. 
 
The Nightcaps versify arguments urging us to reverse the district court's grant of summary judgment. 

They assert that summary judgment was improperly granted because they were not permitted adequate 

discovery. Second, the Nightcaps insist that the district court improperly determined that the federal 

copyright law preempted their state law causes of action. Finally, the Nightcaps argue that the relevant 

statutes of limitations do not silence the melodies of their claims. 
 

*** 
IV. 

 
The Nightcaps sing a chorus of state and federal law theories in their attempt to escape the grasp of the 

Copyright Act's preemption provision, 17 U.S.C. § 301 (a). The Copyright Act expressly preempts all 

causes of action falling within its scope, with a few exceptions. The Nightcaps' arguments against 

preemption fall into two categories. First, the Nightcaps argue that a statutory exception to the preemption 

provision applies to their claims. Second, the Nightcaps argue that their causes of action are not 

"equivalent" to a cause of action under the Copyright Act, and therefore § 301(a) does not apply. 
The Nightcaps argue that the exception found in § 301(c) applies to this case, because Thunderbird is a 

"sound recording" that was "fixed" prior to 1972. ZZ Top argues, and the lower court held, that the 

exception does not apply to the case at bar. 
 
Section 301(c) was intended to apply to "pirated" recordings of performances, rather than to the lyrics 

alone. One commentator analyzing the exception stated: 
 
The distinction may be summed up as the difference between a copyright in a Cole Porter song and a 

copyright in Frank Sinatra's performance of that song. The former would be a musical work copyright and 

the latter would be a sound recording copyright, although both may be embodied in the same 

phonorecord. 1 M. Nimmer, Copyright § 4.06, p. 4-34 n. 1. See also Jarvis v. A & M Records, 827 F. 

Supp. 282, 292 (D.N.J.1993). In the case before us, the Nightcaps do not allege that ZZ Top presented a 

recorded version of the Nightcaps' rendition of Thunderbird as if it were performed by ZZ Top. Instead, 

the Nightcaps simply claim that ZZ Top wrongfully took the words of the song and recorded its own 

version. In Nimmer's analogy, the Nightcaps are like Cole Porter, not Frank Sinatra. Thus, the § 301(c) 

exception does not apply to this case. 
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The next verse of the Nightcaps' argument is that § 301(a) does not preempt the Nightcaps' suggested 

causes of action. Section 301(a) accomplishes the general federal policy of creating a uniform method for 

protecting and enforcing certain rights in intellectual property by preempting other claims.  The courts 

have interpreted the provision to contain a two-step test. First, the cause of action is examined to 

determine if it falls "within the subject matter of copyright." Second, the cause of action is examined to 

determine if it protects rights that are "equivalent" to any of the exclusive rights of a federal copyright, as 

provided in 17 U.S.C. § 106. Gemcraft Homes, Inc. v. Sumurdy, 688 F. Supp. 289, 294 (E.D.Tex.1988) 

(citing Crow v. Wainwright, 720 F.2d 1224, 1226 (11th Cir.1983), cert. denied, 469 U.S. 819, 105 S. Ct. 

89, 83 L. Ed. 2d 35 (1984)). Section 106 grants the holder of a copyright the exclusive right to reproduce, 

distribute, perform, and display the copyrighted work. 
 
The Nightcaps' argument focuses on the "equivalency" step. The Nightcaps attempt to demonstrate how 

their state law claims are not "equivalent" to a cause of action under the Copyright Act by focusing on the 

specific elements of the causes of action they allege. ZZ Top argues, and the district court held, that these 

state law causes of action are "equivalent" to the exclusive rights contained in the Copyright Act, and 

therefore these causes of action are preempted. 
 
Nightcaps primarily rely on G.S. Rasmussen & Assoc., Inc. v. Kalitta Flying Service, 958 F.2d 896 (9th 

Cir.1992), cert. denied, 508 U.S. 959, 113 S. Ct. 2927, 124 L. Ed. 2d 678 (1993), to support their 

interpretation of the equivalency step and their contention that their state law claims are not preempted. 

However, that case is distinguishable from the case at hand. In G.S. Rasmussen, the court held that the 

Copyright Act did not preempt the plaintiff's claims, because those claims addressed interests that were 

not equivalent to interests protected by the Copyright Act. Id. at 904. The plaintiff in that case complained 

about the use of copyrighted material in order to obtain a regulatory permit. Id. The plaintiff was not 

simply complaining about the improper copying of the copyrighted material. G.S. Rasmussen is 

distinguishable from the case before us, because the Nightcaps' state claims center on the improper 

copying of the song, an interest clearly protected by the Copyright Act. The Nightcaps' state law claims 

include conversion, misappropriation, plagiarism, a violation of the Texas Free Enterprise and Antitrust 

Act of 1983, disparagement, and defamation. The core of each of these state law theories of recovery in 

this case, without detailing the specific elements comprising each claim, is the same: the wrongful 

copying, distribution, and performance of the lyrics of Thunderbird. The similitude of tunes with respect 

to the state and copyright causes of action is a most harmonious one. The Nightcaps have failed to allege 

or produce evidence of "any element, such as an invasion of personal rights or a breach of fiduciary duty, 

which render [their claims] different in kind from copyright infringement." P.I.T.S. Films v. Laconis, 588 

F. Supp. 1383 (E.D.Mich.1984). As another court stated: 
"The elements in plaintiff's [state law action] involve elements that would not establish qualitatively 

different conduct by the defendants than the elements for an action under the Copyright Act. Thus, there is 

equivalence between the state and federal rights." 
 
Quincy Cablesystems Inc. v. Sully's Bar, Inc., 650 F. Supp. 838, 850 (D.Mass.1986). Finding no 

disharmony between the elements of the state law claims and the federal law in this case, we have no 

hesitancy in pronouncing enough equivalency to satisfy § 301(a). In effect, the Nightcaps have attempted 

to avoid the Copyright Act by presenting as many state law causes of action to the court as possible. The 

Nightcaps' argument is like a ventriloquist's attempt to present a copyright action in the voice of state law 

claims. However, if the language of the act could be so easily circumvented, the preemption provision 

would be useless, and the policies behind a uniform Copyright statute would be silenced. 
 

*** 
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VI. 
 
For the above reasons, the judgment of the district court is AFFIRMED. 
 

 
Notes and Questions 
 
1. Why were all the state claims in Daboub rejected as being preempted? 
 
 
 

 
DAVE BRAINARD v. PHIL VASSAR 
561 F. Supp. 2d 922 (M.D. Tenn. 2008) 

 
TRAUGER, District Judge 
 
Defendants Phil Vassar, Craig Wiseman, Phylvester Music Inc., Big Loud Shirt Industries, LLC and BMG 

Music have filed a Motion to Dismiss Counts 2, 4, 5, 6, 7 and 8 of the Plaintiffs' Complaint (Docket No. 

24), to which the plaintiffs have responded (Docket No. 30), and the defendants have replied (Docket No. 

32). For the reasons discussed herein, the defendants' Motion to Dismiss will be granted in part and 

denied in part. 
I. FACTUAL BACKGROUND AND PROCEDURAL HISTORY 

 
In October 2003, Plaintiffs Dave Brainard, Dustin Evans, and Tim Matthews collaborated on a musical 

composition titled “Good Ol' Days to Come.” The plaintiffs recorded a demo version of the song in 

January 2004, featuring Dustin Evans on the vocals. Several days later, on January 22, 2004, the plaintiffs' 

representatives began pitching “Good Ol' Days to Come” to various recording artists and representatives 

of recording artists. The plaintiffs sought a nationally prominent singer to record “Good Ol' Days to 

Come” for commercial purposes. 
 
On February 6, 2004, the demo of “Good Ol' Days to Come” was pitched to representatives of defendant 

Phil Vassar, a professional singer and songwriter. The plaintiffs allege that this pitch was made with the 

implied understanding, according to standard industry practice, that no use would be made of the song 

absent agreement of the plaintiffs, which would include compensation and song-writing credit. The 

plaintiffs allege that the demo was subsequently heard by Mr. Vassar himself, and/or Craig Wiseman, a 

professional songwriter, and that, later, representatives of defendant Sony BMG also listened to “Good Ol' 

Days to Come.” 
 
On February 11, 2004, representatives of Sony BMG told the plaintiffs' representatives that Mr. Vassar 

had decided not to record “Good Ol' Days to Come.” Subsequently, in July, 2004, Mr. Evans recorded the 

song on an album also titled “Good Ol' Days to Come.” A second authorized version of the plaintiffs' 

song, titled “Good Ol' Days,” was recorded by an artist named Big Glenn Cummings on his debut album, 

titled “Big Glenn Cummings.” A copyright of this version of the song was registered on March 24, 2005. 
 
Sometime in late 2004, the plaintiffs learned that Mr. Vassar had recorded a song titled “Good Ole Days” 

as a part of his third album, “Shaken, Not Stirred,” which was commercially released by Sony BMG on 

September 28, 2004. The “Good Ole Days” song was also released by Sony BMG as a “single” recording 

in June 2005. Since that time it has received widespread public performance in the form of radio air-play 

and through online music services such as iTunes, Yahoo Music, and AOL Music. “Good Ole Days” has 
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also been synchronized as a part of a music video, which has itself received widespread public 

performance on television and through the online music services named above. 
 
“Good Ole Days” has also been used by defendant Proctor & Gamble Company in its commercials for 

Prilosec OTC, a heartburn medication, and, according to the plaintiffs, in other forms of cross-
promotional sponsorship involving Prilosec OTC. Mr. Vassar has publicly performed “Good Ole Days” in 

his live performances, including appearances on The Tonight Show and Fox Network's 2005 New Year's 

Eve coverage. Finally, “Good Ole Days” has been reproduced and distributed for sale in the form of a 

ring-tone for cellular phones. The plaintiffs allege that “Good Ole Days” is an unauthorized derivative 

work, based on “Good Ol' Days to Come,” and that the substantial similarity between the two works 

includes portions of music and lyrics, overall theme, mood, pace, and total concept and feel. 
 
On September 17, 2007, the plaintiffs filed this action, alleging: (1) copyright infringement, (2) common 

law misappropriation in violation of the plaintiffs' rights under the Copyright Act, 17 U.S.C. § 101 et seq., 

(3) breach of confidential relationship, (4) unfair competition in violation of the Lanham Act, 15 U.S.C. § 

1125, (5) unfair competition in violation of Tennessee common law, (6) unjust enrichment, (7) 

constructive trust, and (8) accounting. (Docket No. 1) On December 7, 2007, defendants Phil Vassar, 

Craig Wiseman, Phylvester Music Inc., Big Loud Shirt Industries, LLC and BMG Music moved to 

dismiss counts 2, 4, 5, 6, 7 and 8 as preempted under the Copyright Act. (Docket No. 24). 
 

II. ANALYSIS 
 

* * * 
B. Copyright Act Preemption 

 
Section 301 of the Copyright Act broadly preempts state law claims, stating: 
[A]ll legal or equitable rights that are equivalent to any of the exclusive rights within the general scope of 

copyright as specified in § 106 in works of authorship that ... come within the subject matter of copyright 

... are governed exclusively by this title .... [N]o person is entitled to any such right or equivalent right in 

any such work under the common law or statutes of any State. 
 
17 U.S.C. § 301(a). The Sixth Circuit has held that, “under § 301, a state common law or statutory claim 

is preempted if: (1) the work is within the scope of the ‘subject matter of copyright,’ as specified in 17 

U.S.C. §§ 102, 103; and, (2) the rights granted under state law are equivalent to any exclusive rights 

within the scope of federal copyright as set out in 17 U.S.C. § 106.” Wrench LLC v. Taco Bell Corp., 256 

F.3d 446, 453 (6th Cir.2001); see also ATC Distribution Group, Inc. v. Whatever It Takes Transmissions & 

Parts, Inc., 402 F.3d 700, 713 (6th Cir.2005). “These requirements are often referred to as the ‘subject 

matter requirement’ and the ‘general scope’ or ‘equivalency’ requirement.” Stromback v. New Line 

Cinema, 384 F.3d 283, 300 (6th Cir.2004) (citing Wrench, 256 F.3d at 453); see also Nat'l Basketball 

Ass'n v. Motorola, Inc., 105 F.3d 841, 848 (2d Cir.1997). 
 

Subject Matter Requirement 
 
23 The Subject Matter Requirement “is satisfied if a work fits within the general subject matter of 

Sections 102 and 103 of the Copyright Act, regardless of whether it qualifies for copyright protection.” 

Stromback, 384 F.3d at 300 (citing Baltimore Orioles, Inc. v. Major League Baseball Players Ass'n, 805 

F.2d 663, 676 (7th Cir.1986)). For purposes of this analysis, “the scope of the Copyright Act's subject 

matter is broader than the scope of its protection.” Id. (citing Wrench, 256 F.3d at 454-55). So long as “a 

work fits within one of the general subject matter categories of sections 102 and 103, the bill prevents the 

States from protecting it even if it fails to achieve Federal statutory copyright because it is too minimal or 

lacking in originality to qualify, or because it has fallen into the public domain.” ATC Distribution 
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Group., Inc., 402 F.3d at 713 (quoting Nat'l Basketball Ass'n, 105 F.3d at 849); see also ProCD, Inc. v. 

Zeidenberg, 86 F.3d 1447, 1452 (7th Cir.1996) (“One function of § 301(a) is to prevent states from giving 

special protection to works of authorship that Congress has decided should be in the public domain, 

which it can accomplish only if ‘subject matter of copyright’ includes all works of a type covered by 

sections 102 and 103, even if federal law does not afford protection to them.”). 
 
The plaintiff's state law claims all arise from the defendants' alleged copying of the plaintiff's musical 

work, “Good Ol' Days to Come.” Because “musical works, including any accompanying works,” is 

included as a category of “works of authorship,” under § 102(a) of the Copyright Act, “Good Ol' Days to 

Come” fits within the general subject matter of the Act. Accordingly, each of the plaintiff's state law 

claims meets the “subject matter requirement” for preemption. 
 

Equivalency Requirement 
 
The second step of analysis-the “general scope” or “equivalency” requirement-asks whether “the state 

common law or statutory action at issue asserts rights that are the same as those protected under § 106 of 

the Copyright Act.” Wrench LLC, 256 F.3d at 455. “Equivalency exists if the right defined by state law 

may be abridged by an act which in and of itself would infringe one of the exclusive rights” set forth in § 

106. Id. at 456 (citing Harper & Row Publishers, Inc. v. Nation Enterprises, 723 F.2d 195, 199-200 (2d 

Cir.1983)). To determine whether an act abridging the state right would necessarily infringe upon a right 

protected by the Copyright Act, the Sixth Circuit has adopted the “extra element” test. Under this test, “if 

an extra element is required instead of or in addition to the acts of reproduction, performance, distribution 

or display in order to constitute a state-created cause of action, there is no preemption, provided that the 

extra element changes the nature of the action so that it is qualitatively different from a copyright 

infringement claim.” Id. (citing Harper & Row, 723 F.2d at 199-200); see also ATC Distribution Group., 

Inc., 402 F.3d at 713. “The existence of an extra element precludes preemption only where the element 

changes the nature, rather than the scope, of the action.” Stromback, 384 F.3d at 301. 
 
In addition to examining the elements of the causes of action in question, “a court may be required to 

review the facts as pled by the plaintiff in order to determine whether the acts giving rise to the state law 

claim are merely acts of copyright infringement.” Id. (citing Sturdza v. United Arab Emirates, 281 F.3d 

1287, 1304 (D.C.Cir.2002)) (“To determine whether a state law claim is qualitatively different from a 

copyright claim-that is, whether the state claim has an ‘extra element’-courts generally examine both the 

elements of the state law cause of action and the way the plaintiff has actually pled that cause of action.”). 
 
A showing that the copyright infringement claim requires an extra element that the state law claim does 

not require will not defeat preemption; it is the state law claim that must include the extra element. In 

other words, equivalency exists where the state law cause of action is simply broader than the cause of 

action created by the Copyright Act. See ATC Distribution Group., 402 F.3d at 713 (“The fact that none of 

these works are eligible for copyright protection under federal law does not preclude the preemption of 

[the plaintiff's] state law claims.”). In addition, under the “qualitatively different” requirement, 

“equivalency” may still exist where the extra element simply renders the state law claim narrower than 

the copyright infringement claim, without changing the nature of that claim. See Stromback, 384 F.3d at 

301 (“[A]n extra element precludes preemption only where the element changes the nature, rather than the 

scope, of the action.”) (citing Data General Corp. v. Grumman Systems Support Corp., 36 F.3d 1147, 

1165 (“[A]n action is equivalent in substance to a copyright infringement claim where the additional 

elements merely concern the extent to which authors and their licensees can prohibit unauthorized 

copying by third parties.”) (emphasis in original)). A state law cause of action is not “equivalent” if it (1) 

contains an extra element that (2) qualitatively changes the nature of the cause of action in comparison to 

a copyright infringement claim. Wrench LLC, 256 F.3d at 455-56. 
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a) Common Law Misappropriation 
 
In Stromback, the Sixth Circuit held that misappropriation claims based on the copying of portions of a 

creative work “are preempted by the Copyright Act because they allege an act that infringes upon one of 

the exclusive rights set forth in Section 106.” 384 F.3d at 302 (citing Daboub v. Gibbons, 42 F.3d 285, 

289 (5th Cir.1995) (misappropriation claim alleging “the wrongful copying, distribution, and performance 

of ... lyrics” was preempted because it did not include an extra element qualitatively changing the claim)); 

see also 4 Melville B. Nimmer & David Nimmer, Nimmer on Copyright § 1.01[B][1][f][iii] (“Except for 

a few stray rulings, legions of cases ... have held preempted claims for misappropriation.”) (citations 

omitted). The Court in Stromback also recognized that “a misappropriation claim will survive preemption 

if it alleges an extra element, such as a confidential or fiduciary relationship;” however, the Court 

ultimately found that no such element had been pled and that the claim was preempted. Id. 
 
The plaintiffs propose that the breach of an implied promise to pay for the use of the plaintiffs' song and 

to credit the plaintiffs as creators of the song are sufficient “extra elements” to defeat preemption. 

However, as the defendants point out, the source for the implied promises to pay and to provide credit is 

not, under the plaintiffs' allegations, any behavior on behalf of the parties but, rather, standard industry 

practice. The law that underpins this practice is the law of copyright. In fact, it is the Copyright Act that 

creates causes of action where derivative works are created from original songs without the consent of the 

original authors. See 17 U.S.C. § 106. 
 
The rights created by the Copyright Act cannot provide the underlying basis for an “extra element” 

beyond the scope of the Act itself. The essence of the plaintiffs' misappropriation claim is that the 

defendants created a derivative work from the plaintiffs' song without the plaintiffs' permission. An 

implied promise to not break the law of copyright cannot qualitatively change the nature of the plaintiffs' 

cause of action. 
 
In Wrench, the Sixth Circuit held that an implied-in-fact contract claim was not preempted by the 

Copyright Act because it included the extra element of “the promise to pay” which “does change the 

nature of the action so that it is qualitatively different from a copyright infringement claim.” 256 F.3d at 

456. This “qualitative difference” included “the requirement of proof of an enforceable promise and a 

breach thereof which requires, inter alia, proof of mutual assent and consideration, as well as proof of the 

value of the work and appellee's use thereof.” Id. The plaintiffs in Wrench, unlike the plaintiffs in this 

case, alleged facts indicating that an implied promise to pay actually existed. Wrench involved numerous 

face-to-face negotiations occurring over the course of one year and a draft licensing agreement, including 

a specific payment structure, that the defendants did not reject. Id. at 449-52. In the case at hand, the 

plaintiffs allege only that, in accordance with industry practice, the parties understood that use would not 

be made of the plaintiffs' song unless an agreement was later reached. Essentially, the plaintiffs allege an 

implied promise to later make a promise under certain conditions or, put differently, an implied promise 

not to break the copyright laws. 
 
The Court in Wrench was careful to distinguish the implied-in-fact promise in that case from the implied 

promise alleged by the plaintiffs in this case. The Court stated that “we do not embrace the proposition 

that all state law contract claims survive preemption simply because they involve the additional element 

of promise,” because “[u]nder that rationale, a contract which consisted only of a promise not to 

reproduce the copyrighted work would survive preemption even though it was limited to one of the 

exclusive rights enumerated in 17 U.S.C. § 106.” Id. at 457. Under Wrench, “[i]f the promise amounts 

only to a promise to refrain from reproducing, performing, distributing or displaying the work, then the 

contract claim is preempted.” Id.; see also 1 Nimmer on Copyright § 1.01[B][1][a] at 1-22 (“[P]reemption 

should continue to strike down claims that, though denominated ‘contract,’ nonetheless complain directly 

about the reproduction of expressive materials.”). 



Chapter One                          Copyright Infringement                                   1.03(f)  First Sale 

 

 

126 

The difference between the plaintiffs' alleged promise and the promise in Wrench is essentially the 

difference between a contract implied in law, or a quasi-contract, and a contract implied in fact. Contracts 

implied in law “unlike true contracts, are not based upon the apparent intention of the parties to undertake 

the performance in question, nor are they promises.” Instead they are “obligations created by law for 

reasons of justice.” Id. at 458 (quoting Nimmer on Copyright, § 16.03 at 10-10). An allegation of a 

contract implied in law cannot defeat preemption because it “requires no extra element in addition to an 

act of reproduction, performance, distribution or display, whereas an action based on a contract implied in 

fact requires the extra element of a promise to pay for the use of the work which is implied from the 

conduct of the parties.” Id. at 459. 
 
Under Tennessee law, “a contract can be expressed, implied, written, or oral, but an enforceable contract 

must, among other elements, result from a meeting of the minds and must be sufficiently definite to be 

enforced.” Jamestowne on Signal, Inc. v. First Federal Sav. & Loan Ass'n, 807 S.W.2d 559, 564 

(Tenn.App.1990) (citing Johnson v. Central National Ins. Co. Of Omaha, Neb., 210 Tenn. 24, 356 S.W.2d 

277, 281 (1962); Price v. Mercury Supply Co., Inc., 682 S.W.2d 924 (Tenn.App.1984)). This “meeting of 

the minds” cannot be established “by the unilateral action of one party, nor can it be accomplished by an 

ambiguous course of dealing between the two parties ....” Id. (citing Batson v. Pleasant View Utility Dist., 

592 S.W.2d 578, 582 (Tenn.App.1979); Balderacchi v. Ruth, 36 Tenn.App. 421, 256 S.W.2d 390 (1953)). 

Under Tennessee law, the plaintiffs' allegations simply do not support the existence of an implied contract. 

Even if it could be shown that Tennessee recognized an implied promise not to create an unauthorized 

derivative work, that promise would not add an “extra element” to an action for copyright violation itself. 
 
The plaintiffs have correctly noted that misappropriation of trade secrets claims often defeat preemption 

because trade secrets claims require the extra element of a “breach of duty of trust and confidentiality.” 

Dun & Bradstreet Software Servs., Inc. v. Grace Consulting, Inc., 307 F.3d 197, 218 (3d Cir.2002). The 

breach of a duty of trust or confidence “is the gravamen of such trade secret claims, and supplies the 

‘extra element’ that qualitatively distinguishes such trade secret causes of action from claims for 

copyright infringement that are based solely upon copying.” Computer Associates Intern., Inc. v. Altai, 

Inc., 982 F.2d 693, 717 (2d Cir.1992). The plaintiffs' claims, however, do not involve trade secrets. Their 

claim is, in fact, “based solely on copying.” Id. 
 
Nevertheless, the plaintiffs have sought to analogize their misappropriation claim to trade secrets claims 

by alleging that their claim also involves “a breach of an implied duty of trust.” (Docket No. 30). The 

plaintiffs have identified no source in law for this implied duty, nor have they shown this duty to be an 

element in misappropriation claims that do not involve trade secrets. There are simply no factual 

allegations in the complaint indicating any special duty of trust between the parties. Arguably, as with all 

persons, the defendants owed the plaintiffs the common duties of care assigned by negligence law. In 

addition, it could be said that the Copyright Act assigned the parties duties with regard to their creative 

work. These are duties that apply to all persons. They are not “extra elements” that change the nature of 

the plaintiffs' claims. The plaintiffs' claim for misappropriation is preempted by the Copyright Act and 

will be dismissed. 
b) Unjust Enrichment 

 
The plaintiffs' unjust enrichment claim, like its misappropriation claim, is in essence a claim of an 

implied-in-law contract. The plaintiffs allege that the defendants “obtained benefits as a result of 

improperly using Plaintiffs' rights and property, which Defendants were not authorized to use, and for 

which Defendants did not compensate Plaintiffs, and accordingly Defendants were unjustly enriched by 

the amount of monies they received and will continue to receive.” (Docket No. 1, p. 14, ¶ 58) 
 
This language does not add an element to the acts of reproduction, performance, distribution, or display 

that constitute the unauthorized use of the plaintiffs' work under federal copyright law. See Murray Hill 
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Publications, Inc. v. ABC Communications, Inc., 264 F.3d 622, 638 (6th Cir.2001). The plaintiffs allege 

that their unjust enrichment claim, like their claim for misappropriation, includes the extra elements of 

“breach of duty or trust” and the defendants' failure to compensate and credit the plaintiffs. As discussed 

above, these are not extra elements that change the underlying nature of the cause of action. There are 

simply no allegations indicating that any duty existed between the parties except those duties created by 

copyright protection itself. The plaintiffs do not allege a promise to pay. As the Sixth Circuit has stated, 

“[a] claim that one party was aware of the expectations of the other is a far cry from a claim that the first 

party agreed to a course of conduct that would fulfill those expectations.” Id.; see also Taco Bell, 256 F.3d 

at 459; Diamond v. Gillis, 357 F.Supp.2d 1003, 1009 (E.D.Mich.2005) (“[A]n action based on a contract 

implied in law requires no extra element in addition to an act of reproduction, performance, distribution or 

display ....”). The plaintiffs' unjust enrichment claim is preempted by the Copyright Act and will be 

dismissed. 
c) Constructive Trust and Accounting 

 
The plaintiffs' allegations supporting their claims for constructive trust and for accounting likewise fail to 

allege an extra element that changes the nature of these claims in comparison to a Copyright Act claim. 
 
In support of their claim for constructive trust, the plaintiffs allege that the defendants “have engaged in 

acts and omissions in detriment to the possessory rights, title and interest” of the “plaintiffs in their song” 

and that the defendants have been “unjustly enriched” at the expense of the plaintiffs by doing so. (Docket 

No. 1 at p. 15, ¶ 62, 63) In support of their claim for an accounting, the plaintiffs allege that, although the 

plaintiffs “were and are the owners of the copyright in the Infringing Work,” the defendants “have 

received income from the copying, distribution, marketing and sale of the Infringing Work” and have 

failed to pay the plaintiffs for their use. (Id. at p. 16, ¶ 67, 68). These allegations do not go beyond the acts 

of reproduction, performance, distribution, or display that are subject to the Copyright Act. 
 
In their response to the defendants' motion to dismiss, the plaintiffs allege the same proposed extra 

elements with regard to these causes of action as have been discussed above, namely, that the defendants' 

alleged copying of their song constituted a “breach of duty or trust” and that the defendants failed to pay 

or credit the plaintiffs. As with the causes of action discussed above, these allegations do not create “extra 

elements” for purposes of preemption. 
 

C. Unfair Competition under the Lanham Act 
 
The Lanham Act prohibits the use of “any word, term, name, symbol or device, or any false designation 

of origin, false or misleading description of fact, or false or misleading representation of fact, which ... is 

likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or association 

of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, 

services, or commercial activities by another person ....” Lanham Act, § 43(a)(1), 15 U.S.C. § 1125(a)(1). 

The plaintiffs allege that the defendants' creation of an unauthorized derivative work from the plaintiffs' 

song, without providing payment or song-writing credit, violated the Lanham Act. 
 
In Dastar Corp. v. Twentieth Century Fox Film Corp., 539 U.S. 23, 37, 123 S.Ct. 2041, 156 L.Ed.2d 18 

(2003), the Supreme Court held that § 43(a)(1) of the Lanham Act protected only “the producer of the 

tangible goods that are offered for sale, and not ... the author of any idea, concept, or communication 

embodied in those goods.” The Court reasoned that, “in construing the Lanham Act, we have been 

‘careful to caution against misuse or over-extension’ of trademark and related protections into areas 

traditionally occupied by patent or copyright.” Id. at 34, 123 S.Ct. 2041 (quoting TrafFix Devices, Inc. v. 

Marketing Displays, Inc., 532 U.S. 23, 29, 121 S.Ct. 1255, 149 L.Ed.2d 164 (2001)). That is because 

“[t]he Lanham Act ... does not exist to reward manufacturers for their innovation in creating a particular 

device,” id. (quoting TrafFix, 532 U.S. at 34, 121 S.Ct. 1255), and “has no necessary relation to invention 



Chapter One                          Copyright Infringement                                   1.03(f)  First Sale 

 

 

128 

or discovery,” id. (quoting In re Trade-Mark Cases, 100 U.S. 82, 94, 25 L.Ed. 550 (1879)), but instead, 

“by preventing competitors from copying ‘a source-identifying mark ... [the Lanham Act] reduce [s] the 

customer's costs of shopping and making purchasing decisions,’ and ‘helps assure a producer that it ... will 

reap the financial, reputation-related rewards associated with a desirable product,’ ” id. (quoting Qualitex 

Co. v. Jacobson Products Co., 514 U.S. 159, 163-64, 115 S.Ct. 1300, 131 L.Ed.2d 248 (1995)). 

Accordingly, the Court held that “origin of goods” in § 1125(a)(1) referred only to the origin of the 

physically produced item, and not the origin of the creative content in that item. 
 
Under Dastar, the Lanham Act would provide a cause of action if the defendants had taken actual albums 

produced by the plaintiffs and labeled them as having been produced by the defendants, or if the 

defendants had labeled their own albums as having been produced by the plaintiffs when they were, in 

fact, produced by the defendants. Id. at 33-35, 123 S.Ct. 2041. It does not, however, provide a cause of 

action in the present setting, where the plaintiffs allege that the defendants stole portions of their song and 

recorded it themselves. Id. That is the realm of copyright. Id. 
 
The plaintiffs have sought to distinguish Dastar on the grounds that it involved a creative work whose 

copyright had expired. Dastar, however, did not limit itself to situations of copyright expiration, but 

instead held that: 
 
In sum, reading the phrase “origin of goods” in the Lanham Act in accordance with the Act's common law 

foundations (which were not designed to protect originality or creativity), and in light of the copyright 

and patent laws (which were ), we conclude that the phrase refers to the producer of the tangible goods 

that are offered for sale, and not to the author of any idea, concept, or communication embodied in those 

goods.... To hold otherwise would be akin to finding that [the Lanham Act] created a species of perpetual 

patent and copyright, which Congress may not do. 
 
Id. at 37, 123 S.Ct. 2041 (emphasis in original) (internal citations omitted). The Court in Dastar did note 

that one of the practical difficulties of applying 15 U.S.C. § 1125(a)(1) to protect the author of the 

creative content, rather than producer of the tangible goods, was that it “would create a species of mutant 

copyright law that limits the public's ‘federal right to copy and to use’ expired copyrights.” Id. at 34, 123 

S.Ct. 2041 (quoting Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141, 150-51, 109 S.Ct. 971, 

103 L.Ed.2d 118 (1989)). It does not follow, however, that Dastar intended that “origin of goods” in § 

1125(a)(1) should mean one thing when addressing copyrighted works, and mean something quite 

different when addressing works whose copyrights had expired. Quite to the contrary, the Court in Dastar 

set out to answer whether “origin of goods” could be applied to the origin of creative content in all 

settings, and found that it could not. Id. at 32, 123 S.Ct. 2041 (“[A]s used in the Lanham Act, the phrase 

‘origin of goods' is in our view incapable of connoting the person or entity that originated the ideas or 

communications that ‘goods' embody or contain.”); see also Williams v. UMG Recordings, Inc., 281 

F.Supp.2d 1177, 1185 (C.D.Cal.2003) (“While the film footage at issue in Dastar was not copyrighted at 

the time of distribution ..., the Court's holding is in no way limited to uncopyrighted material.”). 
 
The federal courts have consistently applied Dastar to hold that “ ‘origin of goods' in the Lanham Act § 

43(a)(1)(A) [does] not refer to the author of any idea, concept, or communication embodied in a good, but 

to the producer of the tangible good itself” whether or not the work at issue's copyright has expired. 

Sybersound Records, Inc. v. UAV Corp., 517 F.3d 1137, 1144 (9th Cir.2008) (“Construing the Lanham Act 

to cover misrepresentations about copyright licensing status ... would allow competitors engaged in the 

distribution of copyrightable materials to litigate the underlying copyright infringement when they have 

no standing to do so ... under copyright law, and we decline to do so.”); see also Zyla v. Wadsworth, Div. 

of Thomson Corp., 360 F.3d 243, 251-52 (under Dastar, false designation claims protect only the producer 

of the goods, and not the author of the creative content); General Universal Systems, Inc. v. Lee, 379 F.3d 

131, 149 (5th Cir.2004) (holding that, under Dastar, “claims of false authorship and reverse passing off, 
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when raised to protect an author's interest in the intellectual content of communicative products, were not 

actionable under § 43(a) and should instead be pursued under copyright law”); JB Oxford & Co. v. First 

Tennessee Bank Nat'l Assoc., 427 F.Supp.2d 784, 806-07 (M.D.Tenn.2006) (holding that, under Dastar, 

the Lanham Act did not create a cause of action for copying the content in an advertisement for use in an 

another advertisement, so long as there was no question that the defendants actually produced their own 

advertisement). The plaintiffs allege that these cases are all wrongly decided. However, the plaintiffs have 

provided no authority applying Dastar in any other way, and the court can find no rationale for doing so 

in this case. 
 
The holding of Dastar is quite simple: the Lanham Act protects the producers of goods from false or 

misleading attribution. The law of copyright-and, in other settings, patent law-protects the attribution of 

ideas and creative works. Dastar, 539 U.S. at 37, 123 S.Ct. 2041. To extend the Lanham Act to protect the 

creator of the musical content, rather than the creator of the physical goods would, as the Court noted in 

Dastar, “cause[ ] the Lanham Act to conflict with the law of copyright, which addresses that subject 

specifically.” Id. at 33, 123 S.Ct. 2041. 
 
The plaintiffs do not allege to have themselves produced items that have been incorrectly labeled by the 

defendants, and they do not claim that the defendants misled the public into believing that the plaintiffs 

produced items that were instead produced by the defendants. Instead, the plaintiffs allege that the 

defendants stole their idea for a song, presented in the form of a demo tape, repackaged that song under 

their own authorship, and sold it. Under Dastar, that is not a cause of action arising under the Lanham 

Act. The plaintiffs' Lanham Act claim will be dismissed. 
 

D. Unfair Competition under Tennessee Common Law 
 

The plaintiffs have also alleged a cause of action for unfair competition under Tennessee common law. 

Citing McDonald's Corp. v. Shop at Home, Inc., 82 F.Supp.2d 801, 816 (M.D.Tenn.2000), the defendants 

allege that dismissal of the Lanham Act claim mandates dismissal of the Tennessee unfair competition 

claims. In McDonald's Corp., the court stated that “[t]he same analysis that applies to the federal Lanham 

Act claims also applies to the state claims of unfair competition under Tennessee common law and of 

violations of the Tennessee Consumer Protection Act (‘TCPA’).” Id. The court in McDonald's Corp. was 

referring to a specific issue in that case, namely, the absence of a likelihood of confusion, an element 

required under both the Lanham Act and Tennessee law. Id. The language in McDonald's Corp. does not 

necessarily indicate that the tort of unfair competition under Tennessee common law is limited, in all 

aspects, to the scope of the Lanham Act. McDonald's Corp. does not address whether unfair competition 

claims can be based on the theft of creative content, as opposed to mislabeled products, the specific 

reason that the Lanham Act does not apply in this case. 
 
In Men of Measure Clothing, Inc., v. Men of Measure, Inc., 710 S.W.2d 43, 48 (Tenn.App.1986), the 

Tennessee Court of Appeals, addressing the same “likelihood of confusion” issue as the McDonald's 

Corp. court, stated that “[t]here is nothing to suggest a divergence among federal law, Tennessee common 

law or general principles of trade-mark law with respect to the issues in the instant case” and noted that 

“the Lanham Act has usually been interpreted as an embodiment of the common law.” Like McDonald's 

Corp., however, Men of Measure Clothing, Inc. did not address the specific issue in this case, involving 

the application of the unfair competition tort to the theft of creative content. Moreover, Men of Measure 

Clothing, Inc., was decided approximately 17 years before the Supreme Court's Dastar decision, at which 

time it was far from clear whether or not the Lanham Act could be applied to creative content claims. 
 
Neither the plaintiffs nor the defendants have identified the actual legal basis for an unfair competition 

claim under Tennessee law. In Sovereign Order of Saint John of Jerusalem, Inc. v. Grady, 119 F.3d 1236, 
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1243 (6th Cir.1997), recognizing that “Tennessee law regarding unfair competition is not well-developed” 

the Sixth Circuit identified the following three elements to this tort: 
 
A plaintiff must prove that: (1) the defendant engaged in conduct which “passed off” its organization or 

services as that of the plaintiff; (2) in engaging in such conduct, the defendant acted with an intent to 

deceive the public as to the source of services offered or authority of its organization; and (3) the public 

was actually confused or deceived as to the source of the services offered or authority of its organization. 

See also Ferrari S.P.A. Esercizio Fabriche Automibili E Corse v. Roberts, 739 F.Supp. 1138, 1146 

(E.D.Tenn.1990), aff'd, 944 F.2d 1235 (6th Cir.1991), cert. denied, 505 U.S. 1219, 112 S.Ct. 3028, 120 

L.Ed.2d 899 (1992). 
 
There is nothing in the elements identified by the Sixth Circuit in Sovereign Order of Saint John of 

Jerusalem that would necessarily limit the scope of the Tennessee unfair competition tort to mislabeled 

products, excluding misattributed ideas. The Tennessee tort, unlike the Lanham Act, does not turn on the 

definition of “origin of goods.” The closest analogue is the requirement that a plaintiff show “conduct 

which ‘passed off’ its organization and services as that of the plaintiff.” Sovereign Order of Saint John of 

Jerusalem, Inc., 119 F.3d at 1243. Creating a song can be said to be the “services” of a songwriter. A 

songwriter who takes the song of another and labels it as his or her own can be said to have exhibited 

“conduct which ‘passed off’ its ... services as that of the plaintiff.” Id. In the absence of any Tennessee 

authority addressing this issue, the court cannot hold that Tennessee's unfair competition tort tracks the 

Dastar decision, barring the plaintiffs' claim. Accordingly, the plaintiffs' claim for unfair competition 

under Tennessee law will not be dismissed. 
 

III. CONCLUSION 
 
For the reasons stated herein, the defendants' Motion to Dismiss Counts 2, 4, 5, 6, 7 and 8 of the Plaintiffs' 

Complaint will be granted in part and denied in part. Counts 2, 4, 6, 7, and 8 will be dismissed, while 

Count 5 will not be dismissed. 
 
An appropriate order will enter. 
 

 
Notes and Questions 
 
1. What is the test for preemption?   
 
2. When is the subject matter requirement satisfied?   
 
3. When is the Equivalency Requirement satisfied? 
 
4. What is the “extra element test”? 
 
 
 

 
 
 
 
 



Chapter One                          Copyright Infringement                                   1.03(f)  First Sale 

 

 

131 

 
103(e)   Statute of Limitations 

 
§ 507 - Limitations on actions 
 
(b) Civil Actions.— No civil action shall be maintained under the provisions of this title unless it is 

commenced within three years after the claim accrued. 
 
 

 
DABOUB  v. GIBBONS 

42 F.3d 285 (5th Cir. 1995) 
 

For the facts of the case see page 121. 
V. 

 
All of the Nightcaps' arguments confront a formidable hurdle in the form of statutes of limitations. ZZ 

Top obtained a copyright for Thunderbird in 1975, when the band released Fandango!, and the band has 

publicly performed the song ever since. The Nightcaps filed their complaint against ZZ Top in December, 

1992. The state law limitations period for some of the alleged causes of action, such as misappropriation, 

unfair competition, and conversion, is two years. Tex.Civ.Prac. & Rem.Code § 16.003; see e.g., In re 

Placid Oil Co., 932 F.2d 394, 398 (5th Cir.1991); Coastal Distributing Co. v. NGK Spark Plug Co., 779 

F.2d 1033 (5th Cir.1986). The limitations period for fraud is four years. Tex.Civ.Prac. & Rem.Code § 

16.004; Williams v. Khalaf, 802 S.W.2d 651 (Tex.1990). Under either limitations period, the claims are 

time barred, as the underlying alleged wrongful act took place in 1975, when ZZ Top acquired a copyright 

and property interest in the song. See Mention v. Gessell, 714 F.2d 87 (9th Cir.1983) (holding that statute 

of limitations barred common law causes of action for copying). 
 
The Nightcaps present two arguments to overcome this conclusion. First, the Nightcaps argue that ZZ 

Top's actions amount to a continuing tort, and therefore "the statute of limitations has not even begun to 

run." Second, the Nightcaps argue that the discovery rule should toll the statute of limitations until each 

member of the band "discovers, or in the exercise of reasonable diligence should have discovered the 

facts establishing the cause of action and the nature of the injury." ZZ Top argues that neither the doctrine 

of continuing tort nor the discovery rule applies in this case. 
 
The Nightcaps' continuing tort argument is based on an expansive reading of the alleged tortious activity. 

The Nightcaps claim that each time ZZ Top sold an album containing Thunderbird, or performed the 

song, and every time the song was broadcast, ZZ Top took another step in its tortious behavior. The 

Nightcaps claim that music, unlike tangible property, can be converted over and over again. The case the 

Nightcaps primarily rely upon for applying the continuing tort theory is distinguishable on both its factual 

and legal basis. Twyman v. Twyman, 855 S.W.2d 619 (Tex.1993) (action for negligent infliction of 

emotional distress based on husband's attempts to have wife engage in bondage did not accrue until 

husband's attempts ceased). The continuing tort theory has been rejected or not even mentioned in cases 

involving similar situations to the case at hand. See e.g., Sporn v. MCA Records, Inc., 58 N.Y.2d 482, 462 

N.Y.S.2d 413, 448 N.E.2d 1324 (1983) (rejecting the notion of a "continuing trespass"); Gee v. CBS, Inc., 

471 F. Supp. 600 (E.D.Pa.1979), aff'd, 612 F.2d 572 (3d Cir.1971). The Gee case concerned recordings of 

Bessie Smith, the "Empress of the Blues." In Gee, the defendant released copies of Smith's recordings at 

several intervals, including in 1951 and 1970-72. The district court issued a thorough, intensive opinion 

which examined statute of limitations defenses, copyright, and state claims. The court held that all of the 
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plaintiffs claims were either barred by the applicable statute of limitations or otherwise fatally flawed. 

The Gee court did not mention a continuing tort theory in its expansive opinion. 
 
The Nightcaps' observations and argument appropriately elucidates a concept of continuing damages, 

rather than a continuing tort. Each time ZZ Top sells a single of Thunderbird, the Nightcaps damages may 

increase, but the tort was committed when ZZ Top copyrighted the song. Application of a continuing tort 

theory would go so far as to frustrate the policy behind the copyright statute. If the continuing tort theory 

were applied to cases involving musical recordings, then the statute of limitations would never apply to 

these cases. If the song were played once on the radio, or someone bought a copy of a recording at a store 

the day before trial, the case would be brought within the statute of limitations and the tort resurrected. 

But in this case, the waltz was over by the time the Nightcaps filed suit. 
 
Finally, the Nightcaps argue that the discovery rule should be applied in this case and that the statutes of 

limitations should be tolled until each of the individual members of the Nightcaps obtained actual 

knowledge, or through reasonable diligence could have obtained actual knowledge, of ZZ Top's conduct. 

We note that the discovery rule is not applied in several of the causes of action presented by the 

Nightcaps. 10 With regard to the remaining causes of action, including the RICO claim, even if the 

discovery rule did apply, we agree with the district court that those causes of action are barred by the 

limitations. First, the Copyright Act expressly provides that "recordation of a document in the Copyright 

Office gives all persons constructive notice of the facts stated" in a properly registered document. 17 

U.S.C. § 205(c). Second, several members of the Nightcaps admitted that they knew about ZZ Top's 

version of Thunderbird in 1981. ZZ Top's actions were not covert or concealed. Indeed, many copies of 

Fandango! were released and ZZ Top performed the song publicly. The Nightcaps either knew, or through 

reasonable diligence should have known, about ZZ Top's actions more than four years before they brought 

this suit in 1992. Therefore, even if the Nightcaps causes of action survived the preemption provision of 

the Copyright Act, they were extinguished by the limitations period. 
 

 
Notes and Questions 
 
1. What is the Court’s rationale for rejecting the Continuing Tort Theory? 
 
2. Under the Copyright Act, what type of notice is provided when a work is recorded in the Copyright 

Office? 
 
 
 

 
CATHY YVONNE STONE v. HANK WILLIAMS, JR. 

970 F.2d 1043 (2nd Cir. 1992) 
 
CARDAMORE, Circuit Judge 
 
This appeal continues the bitter litigation arising from plaintiff's belated discovery that she is the daughter 

of the late famous country and western singer Hank Williams, Sr. Because we have set forth in some 

detail on two previous occasions the principal players and their roles in this matter, see Stone v. Williams, 

873 F.2d 620 (2d Cir.) (Stone I), cert. denied, 493 U.S. 959, 107 L. Ed. 2d 362, 110 S. Ct. 377 (1989), 

vacated, 891 F.2d 401 (2d Cir. 1989) (Stone II), cert. denied, 496 U.S. 937, 110 S. Ct. 3215, 110 L. Ed. 2d 

662 (1990), we assume the reader's familiarity with much of the background and report only such facts in 

the following discussion as is necessary to make it intelligible. 
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Plaintiff commenced this action in the United States District Court for the Southern District of New York 

(Keenan, J.) on September 12, 1985 seeking a declaration that she is Williams, Sr.'s child within the 

meaning of §§ 24 and 304(a) of the Copyright Acts of 1909, ch. 320, 35 Stat. 1075 et seq. (1909), as 

amended, ch. 391, 61 Stat. 652 et seq. (1947), and 1976, 17 U.S.C. §§ 101 et seq., respectively, and 

therefore entitled to copyright renewals for his extensive repertory of songs. The defendants are Hank 

Williams, Jr., the singer's son, and Billie Jean Williams Berlin, the singer's widow. The other defendants 

in this suit are assignees of certain of their interests. Williams, Jr. assigned an interest in his renewal 

copyrights to defendants Fred Rose Music, Inc. (Fred Rose), which subsequently assigned certain rights 

to Milene Music, Inc. (Milene). Defendants Wesley Rose and Roy Acuff served as liquidation trustees for 

Fred Rose and Milene. Acuff-Rose Opryland Music, Inc. (Acuff-Rose) and Milene-Opryland Music, Inc. 

(Milene-Opryland) are successors in interest to Wesley Rose and Roy Acuff. Thus, Williams, Jr., Acuff-
Rose, Milene-Opryland, Wesley Rose, Roy Acuff, Fred Rose and Milene (collectively, the Acuff/Rose 

defendants) hold an interest in the copyright renewals through Williams, Jr. Billie Jean Williams Berlin 

assigned an interest to defendant Aberbach Enterprises, Ltd. (Aberbach) in her copyright renewals. By 

contract with Aberbach, Chappell Music Co. (Chappell) serves as administrator of Berlin's interests in the 

renewal copyrights. Thus, Berlin, Aberbach and Chappell (collectively, the Berlin defendants) hold an 

interest in the copyright renewals through Berlin. 
 
The district court in 1988 granted summary judgment in favor of defendants on the ground of laches. We 

affirmed. Stone I, 873 F.2d at 624-26. On petition for rehearing the decision in Stone I was vacated and 

the panel reversed the district court's holding on laches, Stone II, 891 F.2d at 404-05, in light of the 

Alabama Supreme Court's intervening decision in Stone v. Gulf American Fire & Casualty Co., 554 So.2d 

346 (Ala. 1989) (Gulf American), cert. denied, 496 U.S. 943, 110 S. Ct. 3229, 110 L. Ed. 2d 676 (1990). 
The Gulf American suit was instituted by defendants Williams, Jr., Wesley Rose and Roy Acuff, seeking a 

declaration that Stone was barred from demonstrating that she was the natural child of Williams, Sr. 

entitled to a share of his estate. Stone counter-claimed seeking to establish her status as a child of 

Williams, Sr. and also filed a third-party action seeking to have his estate reopened. She alleged in her 

third-party action that Irene Smith (Williams, Sr.'s sister, who served as administratrix of the estate), 

Robert Stewart (attorney for the estate), and the insurance companies serving as sureties for the estate had 

conspired to conceal her identity. The Alabama Circuit Court granted summary judgment in favor of 

Williams, Jr., Wesley Rose and Roy Acuff in their declaratory suit and in favor of the third-party 

defendants in Stone's suit to reopen the estate, though it did hold after a trial that Williams, Sr. was Stone's 

father. Stone appealed the decision denying her application to reopen the estate. Williams Jr., Rose and 

Acuff took no appeal from the trial court's finding that Stone was the daughter of Williams Sr. 
 
On Stone's appeal, the Alabama Supreme Court reversed. It set aside judgments rendered by the 

Montgomery County Circuit Court in 1967 and 1968 declaring Williams, Jr. to be the sole beneficiary of 

the estate, and held that plaintiff was entitled to a proportional share of the proceeds of Williams, Sr.'s 

estate. The Alabama Supreme Court concluded that due to the fraud and concealment by the parties 

involved, plaintiff's action to reopen her father's estate was timely. In light of this finding, we held that 

laches did not bar plaintiff's suit, see Stone II, 891 F.2d at 404-05, and accordingly remanded the case to 

the district court for further proceedings. 
 
On remand, the district court considered alternative bases asserted by defendants for summary judgment. 

It held the paternity decision in Gulf American was not entitled to preclusive effect because Williams, Jr. 

was not afforded a full and fair opportunity to litigate the issues decided and because none of the other 

defendants were parties or in privity with parties to the third-party action appealed to the Alabama 

Supreme Court. The district court further ruled that Stone's first cause of action accrued no later than 

October 17, 1979 and was therefore barred by the three year statute of limitations in 17 U.S.C. § 507(b). 

As to plaintiff's second cause of action--alleging conspiracy to suppress material facts concerning her 

status and rights as an heir--the district court found that as defendants were under no duty to divulge 
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information to plaintiff, their mere silence could not give rise to a claim for conspiracy. Stone appeals. We 

reverse. 
DISCUSSION 

 
I.  Statute of Limitations 

 
The first question addressed is whether plaintiff's first cause of action seeking an interest in renewals is 

time-barred. We start with the Copyright Act of 1976 that provides: 
 
No civil action shall be maintained under the provisions of this title unless it is commenced within three 

years after the claim accrued. 
 
17 U.S.C. § 507(b) (emphasis added). This provision parallels § 115(b) of the 1909 Act, as amended, Pub. 

L. No. 85-313, 71 Stat. 633 (1957). H.R. Rep. No. 1476, 94th Cong., 2d Sess. 164, reprinted in 1976 U.S. 

Code Cong. & Admin. News 5659, 5780. As no substantive change for limitations purposes was made, 

the considerations underlying our analysis are the same for renewals governed under either the 1909 or 

1976 Act. See Taylor v. Meirick, 712 F.2d 1112, 1118 (7th Cir. 1983). 
 

A. Declaration of Rights 
 
The district court viewed Stone's action merely as seeking a declaration of her rights under the Copyright 

Act. It concluded further that since her claim accrued no later than October 17, 1979--when 

plaintiff admitted having been told by her adoptive mother of her possible identity--her suit, brought more 

than three years after October 17, 1979, was untimely. We agree Stone is attempting to establish her status 

as a "child" of Williams, Sr. through a declaratory judgment action. Yet, it is plain that plaintiff seeks 

more than a declaration of her rights, as her third amended complaint demonstrates: "FIRST CLAIM FOR 

RELIEF FOR DECLARATION OF RIGHTS, ACCOUNTING, DAMAGES, AND IMPOSITION OF 

CONSTRUCTIVE TRUST AND/OR RESULTING TRUST." These different claims must be analyzed 

separately for statute of limitations purposes. 
 
In ruling that because the Copyright Act has a three-year statute of limitations, declaratory judgment suits 

are subject to the same time-bar, the district court lumped together separate and distinct claims made by 

plaintiff: one, for a declaration of status, and the other for relief as a result of that status. Because a 

declaratory judgment action is a procedural device used to vindicate substantive rights, it is time-barred 

only if relief on a direct claim based on such rights would also be barred. See 118 E. 60th Owners, Inc. v. 

Bonner Properties, Inc., 677 F.2d 200, 202 (2d Cir. 1982); Luckenbach S.S. Co. v. United States, 312 F.2d 

545, 548 (2d Cir. 1963). Thus, determining whether the three year statute of limitations in § 507(b) 

prevents plaintiff from seeking a declaration that she is a child of Williams, Sr. requires assessment of 

whether the relief sought as the result of such status, specifically, an accounting, damages and imposition 

of a constructive trust--the substantive cause of action--is time barred. 
 

B. Substantive Cause of Action 
 
In determining whether the relief sought is time-barred, we must decide when it first arose. In this 

connection, we observe that Stone's asserted right to relief stems from defendants' failure to remit royalty 

payments to which she claims entitlement as a child of Williams, Sr. A cause of action accrues when a 

plaintiff knows or has reason to know of the injury upon which the claim is premised. See Cullen v. 

Margiotta, 811 F.2d 698, 725 (2d Cir.), cert. denied, 483 U.S. 1021, 107 S. Ct. 3266, 97 L. Ed. 2d 764 

(1987); Keating v. Carey, 706 F.2d 377, 382 (2d Cir. 1983). The claim in this case is an entitlement to 

renewal copyrights under §§ 24 and 304(a) of the 1909 and 1976 Acts. The injury which is the basis of 

the action is the deprivation of this statutory entitlement. Thus, the statute of limitations did not begin to 
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run until plaintiff had reason to know of the facts giving rise to her statutory entitlement, i.e., that she was 

a child of Williams, Sr. Accordingly, for plaintiff's cause of action to have accrued--for plaintiff to have 

known or have had reason to know of her injury--"knowledge" that Williams, Sr. was her natural father 

was essential. 
1. Accrual 

 
The district court found that by October 17, 1979 a reasonably diligent person in plaintiff's position would 

have been put on inquiry as to the existence of a right to renewals in Williams, Sr.'s works. We agree. The 

record reveals that plaintiff first learned in 1973 from her adoptive mother of the possibility that she 

might be the daughter of Williams, Sr. In 1974, she read a biography which mentioned that he may have 

fathered an illegitimate daughter. See Stone I, 873 F.2d at 622-23. On October 17, 1979 she acknowledged 

to representatives of the Alabama Department of Pensions and Security that her adoptive mother had told 

her that Williams, Sr. might be her natural father. At this point, Stone had notice of her claim. Although 

plaintiff's failure to pursue the matter aggressively until her adoptive father indicated his support if she 

desired to do so might be excusable for purposes of laches, see id. at 624, it is irrelevant to the question of 

whether she had notice of her claim for statute of limitations purposes. 
 
Plaintiff argues that the statute of limitations should be tolled due to the fraud perpetrated on her. We 

agree that plaintiff's relationship with Williams, Sr. was fraudulently concealed, and the law is clear that 

fraudulent concealment of the existence of a cause of action tolls the running of the statute of limitations. 

See, e.g., Barrett v. United States, 689 F.2d 324, 327 (2d Cir. 1982), cert. denied, 462 U.S. 1131, 77 L. Ed. 

2d 1366, 103 S. Ct. 3111 (1983). But such tolling is not indefinite. It lasts only 50 long as the fraud is 

effective. See Prather v. Neva Paperbacks, Inc., 446 F.2d 338, 341 (5th Cir. 1971). Fraudulent 

concealment does not lessen a plaintiff's duty of diligence; it merely measures what a reasonably diligent 

plaintiff would or could have known regarding the claim. See Campbell v. Upjohn Co., 676 F.2d 1122, 

1128 (6th Cir. 1982). 
 
The fact that it was fraudulently concealed from plaintiff that Williams, Sr. was her natural father 

therefore tolls the statute only up to the time when, despite the fraud, plaintiff had notice of this 

possibility. Prather, 446 F.2d at 341 (once plaintiff on inquiry that potential claim exists statute of 

limitations starts to run) (quoting Japanese War Notes Claimants Ass'n v. United States, 178 Ct. Cl. 630, 

373 F.2d 356, 359 (Ct. Cl.), cert. denied, 389 U.S. 971, 19 L. Ed. 2d 461, 88 S. Ct. 466 (1967)). The duty 

of inquiry having arisen, plaintiff is charged with whatever knowledge an inquiry would have revealed. 

See, e.g., Armstrong v. McAlpin, 699 F.2d 79, 88 (2d Cir. 1983); Briskin v. Ernst & Ernst, 589 F.2d 1363, 

1367 (9th Cir. 1978). 
 
Plaintiff asserts that even assuming she knew in October 1979 of the possibility that she was Williams, 

Sr.'s daughter, such knowledge was insufficient to commence the running of the limitations period 

because she was unaware then that she was suffering economic injury. In other words, the statute did not 

run until she learned there were property interests denominated copyright renewals to which she might be 

entitled. 
 
We cannot adopt the proposition that to trigger the statute of limitations not only must plaintiff know of 

the facts furnishing her with a cause of action, but also that those facts are sufficient to entitle her to relief. 

See Arneil v. Ramsey, 550 F.2d 774, 781 (2d Cir. 1977) (unawareness of law does not justify suspending 

operation of statute); Japanese War Notes, 373 F.2d at 359 (ignorance of rights which should be known is 

not enough to toll statute). While the case law has stressed that a plaintiff must know of the "injury," by 

adding the adjective "economic" plaintiff cannot undermine the premise upon which these holdings are 

based: the legal rights that stem from certain facts or circumstances need not be known, only the facts or 

circumstances themselves. See United States v. Kubrick, 444 U.S. 111, 123, 62 L. Ed. 2d 259, 100 S. Ct. 

352 (1979) (accrual of negligence claim under Federal Tort Claims Act occurs when plaintiff knows of 
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the physical harm and who inflicted it, not when plaintiff later becomes aware that complained-of 

injury was negligently inflicted); Barrett, 689 F.2d at 328. In this case, Stone was put on notice no later 

than October 1979 that she might be the child of Williams, Sr., and she knew then that she was receiving 

no money as a result of such relationship. This was sufficient knowledge of the relevant facts to start the 

limitations period running. 
2. Relief 

 
Having concluded that Stone had notice of a potential claim by October of 1979, the question then 

becomes the significance for limitations purposes of such information. Plaintiff argues that this 

knowledge, though arising more than three years prior to her suit, does not bar relief for deprivations 

occurring before September 12, 1982. She contends that defendants' ongoing exploitation of her interest 

in the copyright renewals and their failure to account to her for her share is a continuous course of 

wrongful conduct precluding a statute of limitations defense. See generally, e.g., Rapf v. Suffolk County of 

New York, 755 F.2d 282, 290 (2d Cir. 1985); Avco Corp. v. Precision Air Parts, Inc., 676 F.2d 494, 496 

(11th Cir.), cert. denied, 459 U.S. 1037, 74 L. Ed. 2d 604, 103 S. Ct. 450 (1982). We disagree. 
 
The holder of a copyright has a property interest which, when invaded by an infringer, may be vindicated 

by an infringement action. 17 U.S.C. § 501(b). Each act of infringement is a distinct harm giving rise to 

an independent claim for relief. See Mount v. Book-of-the-Month Club, Inc., 555 F.2d 1108 (2d Cir. 1977). 

This does not mean that when infringements occur during the limitations period recovery may be had for 

past infringements. Recovery is allowed only for those acts occurring within three years of suit, and is 

disallowed for earlier infringing acts. See id. at 1110-11. Application of the continuous wrong doctrine 

generally has been rejected in the infringement context. See, e.g., Hoey v. Dexel Systems Corp., 716 F. 

Supp. 222, 223-24 (E.D. Va. 1989); Gaste v. Kaiserman, 669 F. Supp. 583, 584 (S.D.N.Y. 1987); Hoste v. 

Radio Corp. of America, 654 F.2d 11, 11-12 (6th Cir. 1981) (per curiam). 
 
The same rule that governs infringements of copyrights applies to renewal royalties. Infringements of 

copyrights are actionable because they deprive the copyright holder of the exclusive benefit from 

exploitation of that work to which he or she is statutorily entitled. See 17 U.S.C. § 106. Cf. Washingtonian 

Publishing Co. v. Pearson, 306 U.S. 30, 39, 83 L. Ed. 470, 59 S. Ct. 397 (1939) (value of copyright 

depends on the possibility of its enforcement). Similarly, copyright renewals are a property interest 

created by statute for the remunerative benefit of the author, or if the author is not alive at the expiration 

of the original term, for a class of designated statutory beneficiaries. See, e.g., Stewart v. Abend, 495 U.S. 

207, 217-19, 109 L. Ed. 2d 184, 110 S. Ct. 1750 (1990). Each time the holder of a copyright renewal is 

deprived of his or her statutory entitlement, for example, by non-payment of royalties, a distinct harm is 

done to the owner's property interest. Stone's failure to seek relief promptly for violations of her 

entitlement to renewal copyrights does not make defendants immune from suit for later violations. 
 
Defendants respond that infringement cases are distinguishable because the copyright's ownership had 

been established within the limitations period. Here, defendants insist, because plaintiff did not seek a 

judicial determination that she was an owner of the copyright renewals within three years of 1979 she 

cannot now do so and then assert a cause of action based on such ownership. 
 
An overly technical approach to copyright entitlements has not carried the day in other contexts, and it 

fails to do so in this one. See generally 3 M. Nimmer & D. Nimmer, Nimmer on Copyright § 12.05, at 12-
104-05 (1992) (Nimmer) (where failure to satisfy procedural requirements is jurisdictional courts 

generally allow procedural compliance to relate back to filing of complaint). For instance, it had been 

held under the 1909 Act that since an author's claim to copyright arose upon publication with notice of 

copyright (under the 1976 Act copyright protection begins from the date of "creation," 17 U.S.C. § 

302(a)), mere delay in depositing copies (necessary to institute suit) did not bar relief for acts of 

infringement occurring within the limitations period. See Washingtonian Publishing, 306 U.S. at 39-42; 
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see also Ziegelheim v. Flohr, 119 F. Supp. 324, 328-29 (E.D.N.Y. 1954) (delay in obtaining certificate of 

registration does not constitute abandonment of copyright). Similarly, failure to timely file a notice of use 

did not bar claims based on infringing acts done subsequent to such filing and within three years of suit. 

See Norbay Music, Inc. v. King Records, Inc., 290 F.2d 617, 619 (2d Cir. 1961); see also Rosette v. Rainbo 

Record Mfg. Corp., 354 F. Supp. 1183, 1192-93 (S.D.N.Y. 1973), aff'd, 546 F.2d 461 (2d Cir. 1976) (per 

curiam). 
 
Defendants' contention ignores the distinction between what must be done to give rise to certain rights 

and what needs to be done to vindicate those rights. See United States v. Obermeier, 186 F.2d 243, 254-55 

(2d Cir. 1950) (except in the rare instance when the statute creating the substantive right makes the 

limitation period a part of, or qualification on, the right itself, limitation statute establishes no unalterable 

legal relationships), cert. denied, 340 U.S. 951, 95 L. Ed. 685, 71 S. Ct. 569 (1951); cf. Kunstsammlungen 

Zu Weimar v. Elicofon, 678 F.2d 1150, 1161 (2d Cir. 1982) (where demand and refusal are substantive 

elements of cause of action for replevin, statute of limitations begins to run only after refusal, not when 

right to make demand arises). See also Epoch Producing Corp. v. Killiam Shows, Inc., 522 F.2d 737, 740-
41 n.2 (2d Cir. 1975), cert. denied, 424 U.S. 955, 47 L. Ed. 2d 360, 96 S. Ct. 1429 (1976). 
 
As with a copyright itself, a copyright renewal is a creature of statute. Miller Music Corp. v. Charles N. 

Daniels, Inc., 362 U.S. 373, 375, 4 L. Ed. 2d 804, 80 S. Ct. 792 (1960). One's entitlement to a copyright 

or a renewal is therefore determined by statute, see Epoch Producing Corp., 522 F.2d at 743, and the 

statute nowhere suggests that one loses a right to renewals merely by delaying assertion of that right. Cf. 

Hampton v. Paramount Pictures Corp., 279 F.2d 100, 104 (9th Cir.) (mere lack of action does not amount 

to abandonment of copyright), cert. denied, 364 U.S. 882, 5 L. Ed. 2d 103, 81 S. Ct. 170 (1960); 

Universal Pictures Co. v. Harold Lloyd Corp., 162 F.2d 354, 372 (9th Cir. 1947) (delay amounts to 

estoppel only where it is such as to justify belief by infringer that there is immunity from a claim of 

liability). 
 
Of course, a copyright and its renewal are continuous, though distinct, property interests stemming from 

the original work. Consequently, failure to register and renew a copyright prior to expiration of the 

original term prevents the renewal copyright from ever arising. See, e.g., G. Ricordi & Co. v. Paramount 

Pictures, Inc., 189 F.2d 469, 471 (2d Cir.), cert. denied, 342 U.S. 849, 96 L. Ed. 641, 72 S. Ct. 77 (1951); 

Silverman v. Sunrise Pictures Corp., 273 F. 909, 912 (2d Cir. 1921). But this is not the situation at bar. 

Here, the copyright renewal, as a property interest, was properly established. The question presented is 

the extent to which, once so created, one entitled to share in it is barred from realizing that share. See 

Rose v. Bourne, Inc., 176 F. Supp. 605, 610 (S.D.N.Y. 1959) (registration renews a copyright but does not 

determine ownership of the copyright as renewed), aff'd, 279 F.2d 79 (2d Cir.) (per curiam), cert. denied, 

364 U.S. 880, 5 L. Ed. 2d 103, 81 S. Ct. 170 (1960). 
 
In order for plaintiff to be entitled to a share of copyright renewals under §§ 24 and 304(a), she need only 

be a "child" of the author. One does not lose such status because of delay in asking a court to declare it 

Hence, as certification or registration and like requirements are necessary to maintain infringement 

actions, establishment of one's status as a child is necessary to maintain an action alleging deprivation of 

renewal rights; since a failure to satisfy such prerequisites to bringing suit may be cured and does not 

forever preclude relief for infringements, by a parity of reasoning, a failure to establish status as a child 

does not forever preclude relief for the invasion of renewal rights. 
 
Accordingly, merely because Stone could have brought suit in 1979 does not prevent her suit (only some 

of the relief sought) in 1985. To hold otherwise would ignore the long established rule that statutes of 

limitations bar remedies, not the assertion of rights. See, e.g., Obermeier, 186 F.2d at 254. This principle 

applies to the Copyright Act. Prather, 446 F.2d at 340. Thus, Stone's suit is timely insofar as relief is 

sought for defendants' failure to remit to her a proportionate share of royalties received within three years 
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of suit. See Shapiro, Bernstein & Co. v. Jerry Vogel Music Co., 223 F.2d 252, 254 (2d Cir. 1955) (per 

curiam) (co-owners of renewal copyrights must account to each other for exploitation thereof), modifying, 

221 F.2d 569 (2d Cir. 1955); Tobani v. Carl Fischer, Inc., 98 F.2d 57, 59 (2d Cir.) (renewal taken out by 

one child held for benefit of other children), cert. denied, 305 U.S. 650, 83 L. Ed. 420, 59 S. Ct. 243 

(1938). See also Edward B. Marks Music Corp. v. Charles K. Harris Music Publishing Co., 255 F.2d 518, 

522 (2d Cir.) (plaintiff having won on claim seeking a declaration of ownership of renewal copyrights, it 

was error for district court to deny plaintiff's motion for further relief based on declaration; unless 

otherwise barred, further relief based on declaration is proper), cert. denied, 358 U.S. 831, 3 L. Ed. 2d 69, 

79 S. Ct. 51 (1958). 
 
Stone's alternative claim for the imposition of a constructive trust on income derived from the renewals is 

also timely. A constructive trust is a remedial device imposed in favor of one entitled to property that is 

wrongfully withheld or where to allow the present holder to retain the property would result in unjust 

enrichment. See V A.W. Scott, The Law of Trusts §§ 461, 462.2, at 3410, 3417 (3d ed. 1967). Generally, a 

beneficiary is barred from enforcing a constructive trust if the limitations period for actions at law in 

analogous cases has run. See id. § 481.1 at 3465; see also 4A R. Powell, Powell on Real Property § 595, 

at 48-23-24 (P. Rohan ed. 1992) (as constructive trust is remedial rather than substantive device, the 

statute of limitations to be applied is determined by the nature of the right sued upon); cf. Dolmetta v. 

Uintah Nat'l Corp., 712 F.2d 15, 18 (2d Cir. 1983). 
 
The analogous legal remedy for Stone's attempt to impose a constructive trust is an action for accounting 

and/or damages. The basis of such an action is her claimed entitlement to a share of copyright renewals. 

The nature of the right is such that a new claim for relief arises each time the right is invaded by 

defendants' failure to remit to plaintiff her due share of income derived from the renewals. Hence, if Stone 

is entitled to a share of renewals, a constructive trust may be imposed upon income derived from it within 

three years of suit. See Brecht v. Bentley, 185 F. Supp. 890, 894 (S.D.N.Y. 1960) (cause of action to 

impose constructive trust on copyright accrues when defendant asserts rights in the copyright to the 

exclusion of plaintiff's claimed interest therein); see also Dolmetta, 712 F.2d at 18 (cause of action for 

imposition of constructive trust runs from occurrence of the wrongful act or event which creates the duty 

of restitution). 
II. Collateral Estoppel/Res Judicata 

 
Accordingly, plaintiff is entitled to seek appropriate relief for defendants' failure to remit to her a due 

share of royalties received within three years of September 12, 1985 (the date her suit was commenced) if 

she is a "child" of Williams, Sr. within the meaning of §§ 24 and 304(a). The parties each contend that the 

other is either collaterally estopped or barred by res judicata from litigating Stone's paternity. Defendants 

contend that the 1967 and 1968 decisions of the Montgomery County Circuit Court are determinative on 

this question. Plaintiff asserts that the 1985 Alabama Supreme Court decision in Gulf American is 

similarly dispositive. We briefly summarize the history of these state court proceedings. 
 

A. History 
 
In 1963 Irene Smith, acting as guardian for Williams, Jr., assigned Williams, Jr.'s interest in the copyright 

renewals to Fred Rose. During state court proceedings to approve the agreement, the existence of 

appellant, though known by Smith and Fred Rose, was not disclosed and the agreement was approved. In 

1967, Audrey Williams (Williams, Sr.'s ex-wife and the mother of Williams, Jr.) and Williams, Jr. 

petitioned the Montgomery County Circuit Court for final settlement of the estate. In 1968 related 

proceedings were instituted concerning the guardianship estate of Williams, Jr. In these proceedings the 

potential existence of unknown heirs was first made known to the Montgomery County Circuit Court. A 

guardian ad litem was appointed to represent such interests. 
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At issue in those proceedings was whether Williams, Jr. was the sole beneficiary entitled to inherit from 

Williams, Sr.'s estate. 
 
 In its order of December 1 1967, the Circuit Court ruled that there had not been sufficient compliance 

with the laws of Alabama30  to give Stone a right of inheritance from Williams, Sr. It concluded that Hank 

Williams, Jr. was the sole heir. The following month the same court decided plaintiff had no right to any 

of Williams, Sr.'s copyrights or renewals. These determinations that Stone was not an heir and not entitled 

to share in the estate were based on the fact that she had not been legitimized under Alabama law, not on 

any finding that Stone was not the biological child of Williams, Sr. The guardian ad litem's leave to appeal 

the state trial court's rulings was denied. The estate was finally closed in 1975. 
 
In its July 5, 1989 decision the Alabama Supreme Court stated that the issue before it--in light of the trial 

court's finding that Stone was the natural child of Williams, Sr.--was whether the 1967 and 1968 

judgments should be set aside and the estate reopened because of legal fraud. Stone had appealed the 

grant of summary judgment in favor of defendants Smith, Stewart and the estate's sureties in her third-
party action. Stone did not appeal the grant of summary judgment in favor of defendants Williams, Jr., 

Wesley Rose and Roy Acuff in their action seeking a declaration that Stone was barred from establishing 

any entitlement to the estate of Williams, Sr. No appeal was taken by any party from the trial court's 

finding of paternity. 
 
The State Supreme Court concluded that Smith and Stewart withheld from the court before and during the 

1967 and 1968 proceedings material facts of which they were aware concerning Stone's paternity. 554 

So.2d at 352-60. 
 
As administratrix and attorney for the estate, respectively, they were obliged to advise the court of Stone's 

existence and potential claims, and their dereliction deprived Stone of the hearing to which she was 

entitled. Id. at 359-60. 
 
For that reason Gulf American set aside the 1967 and 1968 judgments as they effected Stone's right to 

share in her father's estate. Even though no appeal had been taken from the declaratory judgment in the 

action instituted by Williams, Jr., Wesley Rose and Roy Acuff as plaintiffs, the Alabama Court determined 

Stone's right to inherit. It noted that under present Alabama law one method for an illegitimate child to be 

considered an heir of its father is if paternity is established by an adjudication before the death of the 

father or thereafter (without time limit) by clear and convincing proof. Such evidence was found to exist 

in Stone's case. Id. at 367 & n.23. 
 
Although a judicial determination of paternity was not available in 1967 or 1968 as an avenue of 

legitimation for purposes of intestate succession, the Supreme Court of Alabama ruled that since the 

                                                           
30  Ala.Code, Tit. 27, § 11 (1940) 
Proceedings to legitimate bastard children; effect of: 

 
The father of a bastard child may legitimate it, and render it capable of inheriting his estate, by making a declaration in 

writing, attested by two witnesses, setting forth the name of the child proposed to be legitimated, its sex, supposed age, and 

the name of the mother, and that he thereby recognizes it as his child, and capable of inheriting his estate, real and personal, 

as if born in wedlock; the declaration being acknowledged by the maker before the judge of probate of the county of his 

residence, or its execution proved by the attesting witnesses, filed in the office of the judge of probate, and recorded in the 

minutes of his court, has the effect to legitimate such child. 
 
“It is quite possible that the 1952 custody and support agreement [see Stone I, 873 F.2d at 622] would have been sufficient to 

legitimate Stone if Stewart, the child's mother, or other parties, including the State of Alabama, had attempted to utilize this 

method.” Gulf American, 554 So.2d at 364 n. 19. 
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action was timely and properly before it, it should apply the law presently in existence. Id. at 368. And 

because Stone was not adopted at the time of Williams, Sr.'s death--the time at which her right to inherit 

vested--her subsequent adoption was irrelevant for purposes of intestate succession. Id. at 368-69. It 

therefore ordered the estate reopened, and declared that Stone was entitled to her proportionate share of 

proceeds from the estate of Williams, Sr., but prospectively only. 
 
On Application for Rehearing, Gulf American addressed the contention of Williams, Jr. that its original 

opinion should be vacated and/or modified because he was not a party to that appeal and therefore was 

denied due process. In a November 9, 1989 decision the court concluded that the complaint of Williams, 

Jr. and Stone's third-party complaint were litigated together and were functionally identical in terms of the 

issues presented. See id. at 373. Moreover, it held Stone's third-party suit to reopen the estate was an 

action in rem over which it had jurisdiction to review the rights of all affected parties. Id. at 373-74. 

Williams, Jr.'s petition was therefore denied. 
*** 

 
*** 

CONCLUSION 
 
The judgment appealed from is reversed, and the case is remanded for further proceedings consistent with 

this opinion. 
 

 
Notes and Questions 
 
1.  When did plaintiff’s cause of action accrue and why?   
 
2.  What was Court’s ruling 
 
3. What happens to the statute of limitations when there has been fraudulent concealment of the existence 

of a cause of action? For how long? 
 
Listen 

 HeyGoodLookin.mp3 
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103(f)  First Sale 

 

§ 109 - Limitations on exclusive rights: Effect of transfer of particular copy or 
phonorecord 
 
(a) Notwithstanding the provisions of section 106 (3), the owner of a particular copy or phonorecord 

lawfully made under this title, or any person authorized by such owner, is entitled, without the authority 

of the copyright owner, to sell or otherwise dispose of the possession of that copy or phonorecord. 
 
 
 

 
KIRTSAENG v. JOHN WILEY & SONS, INC. 

133 S.Ct. 1351 (2013) 
Opinion 
 
Justice BREYER delivered the opinion of the Court. 
 
Section 106 of the Copyright Act grants “the owner of copyright under this title” certain “exclusive 

rights,” including the right “to distribute copies ... of the copyrighted work to the public by sale or other 

transfer of ownership.” 17 U.S.C. § 106(3). These rights are qualified, however, by the application of 

various limitations set forth in the next several sections of the Act, §§ 107 through 122. Those sections, 

typically entitled “Limitations on exclusive rights,” include, for example, the principle of “fair use” (§ 

107), permission for limited library archival reproduction, (§ 108), and the doctrine at issue here, the “first 

sale” doctrine (§ 109). 
  
Section 109(a) sets forth the “first sale” doctrine as follows: 
 
“Notwithstanding the provisions of section 106(3) [the section that grants the owner exclusive distribution 

rights], the owner of a particular copy or phonorecord lawfully made under this title ... is entitled, without 

the authority of the copyright owner, to sell or otherwise dispose of the possession of that copy or 

phonorecord.” (Emphasis added.) 
 
Thus, even though § 106(3) forbids distribution of a copy of, say, the copyrighted novel Herzog without 

the copyright owner’s permission, § 109(a) adds that, once a copy of Herzog has been lawfully sold (or its 

ownership otherwise lawfully transferred), the buyer of that copy and subsequent owners are free to 

dispose of it as they wish. In copyright jargon, the “first sale” has “exhausted” the copyright owner’s § 

106(3) exclusive distribution right. 
  
What, however, if the copy of Herzog was printed abroad and then initially sold with the copyright 

owner’s permission? Does the “first sale” doctrine still apply? Is the buyer, like the buyer of a 

domestically manufactured copy, free to bring the copy into the United States and dispose of it as he or 

she wishes? 
  
To put the matter technically, an “importation” provision, § 602(a)(1), says that “[i]mportation into the 

United States, without the authority of the owner of copyright under this title, of copies ... of a work that 

have been acquired outside the United States is an infringement of the exclusive right to distribute copies 

...  under section 106....” 17 U.S.C. § 602(a)(1) (2006 ed., Supp. V) (emphasis added). 
  

http://www.law.cornell.edu/uscode/text/17/106
http://www.law.cornell.edu/uscode/text/17/usc_sec_17_00000106----000-#3
http://www.westlaw.com/Link/Document/FullText?findType=h&pubNum=176284&cite=0254766801&originatingDoc=I71e4e9f5907f11e28500bda794601919&refType=RQ&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Keycite)
http://www.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=17USCAS106&originatingDoc=I71e4e9f5907f11e28500bda794601919&refType=LQ&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Keycite)
http://www.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=17USCAS109&originatingDoc=I71e4e9f5907f11e28500bda794601919&refType=LQ&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Keycite)
http://www.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=17USCAS106&originatingDoc=I71e4e9f5907f11e28500bda794601919&refType=LQ&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Keycite)
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Thus § 602(a)(1) makes clear that importing a copy without permission violates the owner’s exclusive 

distribution right. But in doing so, § 602(a)(1) refers explicitly to the  § 106(3) exclusive distribution 

right. As we have just said, § 106 is by its terms “[s]ubject to” the various doctrines and principles 

contained in §§ 107 through 122, including § 109(a)’s “first sale” limitation. Do those same modifications 

apply—in particular, does the “first sale” modification apply—when considering whether § 602(a)(1) 

prohibits importing a copy? 
  
In Quality King Distributors, Inc. v. L’anza Research Int’l, Inc., 523 U.S. 135, 145, 118 S.Ct. 1125, 140 

L.Ed.2d 254 (1998), we held that § 602(a)(1)’s reference to § 106(3)’s exclusive distribution right 

incorporates the later subsections’ limitations, including, in particular, the “first sale” doctrine of § 109. 

Thus, it might seem that, § 602(a)(1) notwithstanding, one who buys a copy abroad can freely import that 

copy into the United States and dispose of it, just as he could had he bought the copy in the United States. 
  
But Quality King considered an instance in which the copy, though purchased abroad, was initially 

manufactured in the United States (and then sent abroad and sold). This case is like Quality King but for 

one important fact. The copies at issue here were manufactured abroad. That fact is important because § 

109(a) says that the “first sale” doctrine applies to “a particular copy or phonorecord lawfully made under 

this title.” And we must decide here whether the five words, “lawfully made under this title,” make a 

critical legal difference. 
  
Putting section numbers to the side, we ask whether the “first sale” doctrine applies to protect a buyer or 

other lawful owner of a copy (of a copyrighted work) lawfully manufactured abroad. Can that buyer bring 

that copy into the United States (and sell it or give it away) without obtaining permission to do so from 

the copyright owner? Can, for example, someone who purchases, say at a used bookstore, a book printed 

abroad subsequently resell it without the copyright owner’s permission? 
  
In our view, the answers to these questions are, yes. We hold that the “first sale” doctrine applies to copies 

of a copyrighted work lawfully made abroad. 
  

I 
 

A. 
 
Respondent, John Wiley & Sons, Inc., publishes academic textbooks. Wiley obtains from its authors 

various foreign and domestic copyright assignments, licenses and permissions—to the point that we can, 

for present purposes, refer to Wiley as the relevant American copyright owner. See 654 F.3d 210, 213, n. 6 

(C.A.2 2011). Wiley often assigns to its wholly owned foreign subsidiary, John Wiley & Sons (Asia) Pte 

Ltd., rights to publish, print, and sell Wiley’s English language textbooks abroad. App. to Pet. for Cert. 

47a–48a. Each copy of a Wiley Asia foreign edition will likely contain language making clear that the 

copy is to be sold only in a particular country or geographical region outside the United States. 654 F.3d, 

at 213. 
  
For example, a copy of Wiley’s American edition says, “Copyright © 2008 John Wiley & Sons, Inc. All 

rights reserved.... Printed in the United States of America.” J. Walker, Fundamentals of Physics, p. vi (8th 

ed. 2008). A copy of Wiley Asia’s Asian edition of that book says: 
 
“Copyright © 2008 John Wiley & Sons (Asia) Pte Ltd[.] All rights reserved. This book is authorized for 

sale in Europe, Asia, Africa, and the Middle East only and may be not exported out of these territories. 

Exportation from or importation of this book to another region without the Publisher’s authorization is 

illegal and is a violation of the Publisher’s rights. The Publisher may take legal action to enforce its 

rights.... Printed in Asia.” J. Walker, Fundamentals of Physics, p. vi (8th ed. 2008 Wiley Int’l Student ed.). 
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Both the foreign and the American copies say: 
 
“No part of this publication may be reproduced, stored in a retrieval system, or transmitted in any form or 

by any means ... except as permitted under Sections 107 or 108 of the 1976 United States Copyright Act.” 

Compare, e.g., ibid. (Int’l ed.), with Walker, supra, at vi (American ed.). 
  
The upshot is that there are two essentially equivalent versions of a Wiley textbook, 654 F.3d, at 213, each 

version manufactured and sold with Wiley’s permission: (1) an American version printed and sold in the 

United States, and (2) a foreign version manufactured and sold abroad. And Wiley makes certain that 

copies of the second version state that they are not to be taken (without permission) into the United States. 

Ibid. 
  
Petitioner, Supap Kirtsaeng, a citizen of Thailand, moved to the United States in 1997 to study 

mathematics at Cornell University. Ibid. He paid for his education with the help of a Thai Government 

scholarship which required him to teach in Thailand for 10 years on his return. Brief for Petitioner 7. 

Kirtsaeng successfully completed his undergraduate courses at Cornell, successfully completed a Ph.D. 

program in mathematics at the University of Southern California, and then, as promised, returned to 

Thailand to teach. Ibid. While he was studying in the United States, Kirtsaeng asked his friends and 

family in Thailand to buy copies of foreign edition English-language textbooks at Thai book shops, where 

they sold at low prices, and mail them to him in the United States. Id., at 7–8. Kirtsaeng would then sell 

them, reimburse his family and friends, and keep the profit. App. to Pet. for Cert. 48a–49a. 
  

B. 
 
In 2008 Wiley brought this federal lawsuit against Kirtsaeng for copyright infringement. 654 F.3d, at 213. 

Wiley claimed that Kirtsaeng’s unauthorized importation of its books and his later resale of those books 

amounted to an infringement of Wiley’s § 106(3) exclusive right to distribute as well as § 602’s related 

import prohibition. 17 U.S.C. §§ 106(3) (2006 ed.), 602(a) (2006 ed., Supp. V). See also § 501 (2006 ed.) 

(authorizing infringement action). App. 204–211. Kirtsaeng replied that the books he had acquired were “ 

‘lawfully made’ ” and that he had acquired them legitimately. Record in No. 1:08–CV–7834–DCP 

(SDNY), Doc. 14, p. 3. Thus, in his view, § 109(a)’s “first sale” doctrine permitted him to resell or 

otherwise dispose of the books without the copyright owner’s further permission. Id., at 2–3. 
  
The District Court held that Kirtsaeng could not assert the “first sale” defense because, in its view, that 

doctrine does not apply to “foreign-manufactured goods” (even if made abroad with the copyright 

owner’s permission). App. to Pet. for Cert. 72a. The jury then found that Kirtsaeng had willfully infringed 

Wiley’s American copyrights by selling and importing without authorization copies of eight of Wiley’s 

copyrighted titles. And it assessed statutory damages of $600,000 ($75,000 per work). 654 F.3d, at 215. 
  
On appeal, a split panel of the Second Circuit agreed with the District Court. Id., at 222. It pointed out 

that § 109(a)’s “first sale” doctrine applies only to “the owner of a particular copy ... lawfully made under 

this title.” Id., at 218–219 (emphasis added). And, in the majority’s view, this language means that the 

“first sale” doctrine does not apply to copies of American copyrighted works manufactured abroad. Id., at 

221. A dissenting judge thought that the words “lawfully made under this title” do not refer “to a place of 

manufacture” but rather “focu[s] on whether a particular copy was manufactured lawfully under” 

America’s copyright statute, and that “the lawfulness of the manufacture of a particular copy should be 

judged by U.S. copyright law.” Id., at 226 (opinion of Murtha, J.). 
  
We granted Kirtsaeng’s petition for certiorari to consider this question in light of different views among 

the Circuits. Compare id., at 221 (case below) (“first sale” doctrine does not apply to copies manufactured 

outside the United States), with Omega S.A. v. Costco Wholesale Corp., 541 F.3d 982, 986 (C.A.9 2008) 
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(“first sale” doctrine applies to copies manufactured outside the United States only if an authorized first 

sale occurs within the United States), aff’d by an equally divided court, 562 U.S. ––––, 131 S.Ct. 565, 

178 L.Ed.2d 470 (2010), and Sebastian Int’l, Inc. v. Consumer Contacts (PTY) Ltd., 847 F.2d 1093, 1098, 

n. 1 (C.A.3 1988) (limitation of the first sale doctrine to copies made within the United States “does not 

fit comfortably within the scheme of the Copyright Act”). 
 

II 
 

We must decide whether the words “lawfully made under this title” restrict the scope of § 109(a)’s “first 

sale” doctrine geographically. The Second Circuit, the Ninth Circuit, Wiley, and the Solicitor General (as 

amicus) all read those words as imposing a form of geographical limitation. The Second Circuit held that 

they limit the “first sale” doctrine to particular copies “made in territories in which the Copyright Act is 

law,” which (the Circuit says) are copies “manufactured domestically,” not “outside of the United States.” 

654 F.3d, at 221–222 (emphasis added). Wiley agrees that those five words limit the “first sale” doctrine 

“to copies made in conformance with the [United States] Copyright Act where the Copyright Act is 

applicable,” which (Wiley says) means it does not apply to copies made “outside the United States” and 

at least not to “foreign production of a copy for distribution exclusively abroad.” Brief for Respondent 

15–16. Similarly, the Solicitor General says that those five words limit the “first sale” doctrine’s 

applicability to copies “ ‘made subject to and in compliance with [the Copyright Act],’ ” which (the 

Solicitor General says) are copies “made in the United States.” Brief for United States as Amicus Curiae 5 

(hereinafter Brief for United States) (emphasis added). And the Ninth Circuit has held that those words 

limit the “first sale” doctrine’s applicability (1) to copies lawfully made in the United States, and (2) to 

copies lawfully made outside the United States but initially sold in the United States with the copyright 

owner’s permission. Denbicare U.S.A. Inc. v. Toys “R” Us, Inc., 84 F.3d 1143, 1149–1150 (1996). 
  
Under any of these geographical interpretations, § 109(a)’s “first sale” doctrine would not apply to the 

Wiley Asia books at issue here. And, despite an American copyright owner’s permission to make copies 

abroad, one who buys a copy of any such book or other copyrighted work—whether at a retail store, over 

the Internet, or at a library sale—could not resell (or otherwise dispose of) that particular copy without 

further permission. 
  
Kirtsaeng, however, reads the words “lawfully made under this title” as imposing a non-geographical 

limitation. He says that they mean made “in accordance with” or “in compliance with” the Copyright Act. 

Brief for Petitioner 26. In that case, § 109(a)’s “first sale” doctrine would apply to copyrighted works as 

long as their manufacture met the requirements of American copyright law. In particular, the doctrine 

would apply where, as here, copies are manufactured abroad with the permission of the copyright owner. 

See § 106 (referring to the owner’s right to authorize). 
  
[1] In our view, § 109(a)’s language, its context, and the common-law history of the “first sale” doctrine, 

taken together, favor a non-geographical interpretation. We also doubt that Congress would have intended 

to create the practical copyright-related harms with which a geographical interpretation would threaten 

ordinary scholarly, artistic, commercial, and consumer activities. See Part II–D, infra. We consequently 

conclude that Kirtsaeng’s nongeographical reading is the better reading of the Act. 
  

*  *  * 
 

IV 
 
For these reasons we conclude that the considerations supporting Kirtsaeng’s nongeographical 

interpretation of the words “lawfully made under this title” are the more persuasive. The judgment of the 

Court of Appeals is reversed, and the case is remanded for further proceedings consistent with this 
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opinion. 
  
It is so ordered. 

Dissent  Omitted 
 

 
Notes and Questions: 
 

1. The Kirtsaeng case overruled a significant body of law on the first sale doctrine.  In addition to 

the geographic considerations, some courts felt that 602(a) would be rendered meaningless if the 

first sale doctrine permitted the importation of copies (of music CDs) acquired abroad, albeit 

lawfully.   Columbia Broadcasting System, Inc. v. Scorpio Music Distributors, 569 F. Supp. 47 

(D.C. Penn. 1983)   
 
 
 

 
UMG RECORDINGS, INC. v. TROY AUGUSTO 

558 F. Supp. 2d 1055 (C.D. Cal. 2008) 
 
CANBY, Circuit Judge 

I. BACKGROUND 
 
Most of the facts in this case are undisputed. UMG owns the copyright to numerous songs and produces 

CDs containing those songs. A majority of those CDs are created for sale to the public. Before a new CD 

is released for sale to the public, UMG often creates and distributes a "promotional CD" for purposes of 

promoting and advertising the release of the new CD. The promotional CD is similar to the new CD, 

although a promotional CD may contain fewer songs and may not include the artwork included with the 

new CD. In addition, all promotional CDs are labeled with the following language: 
 
“This CD is the property of the record company and is licensed to the intended recipient for personal use 

only. Acceptance of this CD shall constitute an agreement to comply with the terms of the license. Resale 

or transfer of possession is not allowed and may be punishable under federal and state laws.” 
 
UMG sends these promotional CDs to music industry insiders who are in a position to provide publicity 

and exposure for the upcoming commercial release of the new CD. 
 
Augusto is not one of these insiders. Yet, he obtained numerous promotion CDs from music shops and 

online auctions. Augusto then sold many of UMG's promotional CDs through online auctions on eBay, 

advertising these promotional CDs as rare collectibles not available in stores. UMG sent Augusto a cease 

and desist letter, notifying Augusto that UMG believed his sale of these promotional CDs infringed 

UMG's copyrights. UMG also notified eBay -- through eBay's Verified Rights Owner program ("VeRO") 

-- of its belief that Augusto's auctioning of UMG promotional CDs infringed UMG's copyrights. This led 

eBay to temporarily stop Augusto's auctions and to suspend Augusto's eBay account. Eventually, eBay 

reinstated Augusto's account. 
 
When Augusto continued to sell UMG promotional CDs, UMG brought suit against Augusto for 

copyright infringement, alleging that UMG retained the exclusive right to distribute and sell the 

promotional CDs that Augusto sold through eBay (the "Promo CDs"). Augusto brought a counter- , claim 

against UMG for violation of § 512(f) of the Digital Millennium Copyright Act (the "DMCA"), alleging 
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that UMG knowingly misrepresented to eBay that Augusto's auctions infringed UMG's copyrights so that 

eBay would stop Augusto's auctions. 
 
Now, both parties move for summary judgment on UMG's copyright infringement claim and Augusto's 

counter-claim for violation of § 512(f). 
 

II. DISCUSSION 
 

* * * 
A. UMG's Claim for Copyright Infringement 
 
UMG and Augusto both seek summary judgment on UMG's copyright infringement claim. To establish a 

prima facie case of copyright infringement, UMG must show: (1) UMG owns a copyright; and (2) 

Augusto violated one of the exclusive rights granted to UMG as owner of that copyright under 17 U.S.C. 

§ 106. See LGS Architects, Inc. v. Concordia Homes, 434 F.3d 1150, 1156 (9th Cir. 2006). 
 
Here, Augusto does not dispute that UMG has met its initial burden. UMG established that it owns the 

copyright to sound recordings embodied in the Promo CDs (Kossowicz Decl. inj 2-3; Kossowicz Ex.10) 

and that Augusto sold these Promo CDs through eBay (McDevitt Decl. j 4; McDevitt Decl. Ex. 6) in 

violation of UMG's exclusive right to sell copies of those sound recordings to the public, see 17 U.S.C. § 

106(3). 
 
Augusto argues, however, that his conduct is protected by the "first sale doctrine." 
 
1. The First Sale Doctrine Permits the Owner of a Copy to Resell that Copy. 
 
The first sale doctrine limits a copyright owner's exclusive right to distribute copies of a copyrighted work 

to the public: "[T]he owner of a particular copy or phonorecord lawfully made under [Title 17 of the 

United States Code] . . . is entitled, without the authority of the copyright owner, to sell or otherwise 

dispose of the possession of that copy or phonorecord." 17 U.S.C. § 109(a); see also 2 Melville B. 

Nimmer & David Nimmer, Nimmer on Copyright § 8.12[B][1][a] (2008) [hereinafter Nimmer] ("Section 

109(a) provides that the distribution right may be exercised solely with respect to the initial disposition of 

copies of a work, not to prevent or restrict the resale or other further transfer of possession of such 

copies."). 
 
Although this statutory limitation is commonly referred to as the first sale doctrine, its protection does not 

require a "sale." The doctrine applies after the "first authorized disposition by which title passes." 31 

Nimmer § 8.12[B][1][a]. This passing of title may occur through a transfer by gift. See 4 William F. Patry, 

Patry on Copyright § 13:15 ("Since the principle [of the first sale doctrine] applies when copies are given 

away or are otherwise permanently transferred without the accoutrements of a sale, 'exhaustion' is the 

better description."); 2 Paul Goldstein, Goldstein on Copyright § 7.6.1 n.4 (3d ed.) ("[A] gift of copies or 

phonorecords will qualify as a 'first sale' to the same extent as an actual sale for consideration."). 
 
To invoke the first sale defense for his sale of UMG Promo CDs, Augusto must show: (1) the CDs were 

lawfully manufactured with UMG's authorization; (2) UMG transferred title to the CDs; (3) Augusto was 

the lawful owner of the CDs; and (4) Augusto disposed of, but did not reproduce, the CDs. 2 Nimmer§ 

                                                           
31 Because UMG Transferred Title to the Music Industry Insiders, Augusto Was the Owner of the Promo CDs at the Time He 

Sold Them. 
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8.12[B][1][a] ("An affirmative answer to each question validates the defense. Failure to qualify under any 

prong dooms it."). 
 
Here, two of these elements are undisputed. The parties agree that the Promo CDs were lawfully 

manufactured (UMG Answer 13) and Augusto is accused only of selling the Promo CDs, not of 

reproducing them (UMG Compl. 10). 
 
The remaining two elements hinge on one question: Did UMG transfer title to the music industry insiders 

when it mailed them the Promo CDs? If the answer is yes, then UMG transferred ownership of the CDs 

and Augusto lawfully owned the CDs at the time he sold them, which permitted Augusto to sell the CDs 

under the first sale doctrine. If the answer is no, then UMG retained title to, and ownership of, the CDs 

and Augusto was not the lawful owner of those CDs at the time he sold them, which excludes Augusto's 

actions from the protection of the first sale doctrine. 
 
Augusto argues that he owned title to the particular copies of the Promo CDs that he sold under three 

theories: (1) the licenses on the Promo CDs are not valid; (2) the music industry insiders may treat the 

Promo CDs as a gift under federal law; and (3) UMG abandoned the Promo CDs under California law. If 

Augusto succeeds on any of these three arguments, the first sale doctrine protects his actions. The Court 

addresses each argument in turn. 
 
a. The Licensing Language on the Promo CDs Does Not Create a License. 
 
Each of the Promo CDs bore a label with words that purportedly "license" use of that Promo CD to the 

music industry insider receiving it. (Kossowicz Decl. Ex. 11.) UMG argues that these words create a 

license between UMG and any recipient who accepts the Promo CD and that under this license UMG 

retains title to the Promo CD. Augusto argues that these words do not create a license and that UMG's 

distribution of the Promo CDs qualifies as a gift or sale. 
 
In determining whether a transaction is a sale or a license, courts must analyze the "economic realities" of 

the transaction. Microsoft Corp. v. DAK Indus. (In re DAK Indus.), 66 F.3d 1091, 1095 (9th Cir. 1995). 

"[T]he fact that the agreement labels itself a 'license' . . . does not control our analysis." Id. at 1095 n.2. 
 
One Hallmark of a License Is the Owner's Intent to Regain Possession. 
 
The right to perpetual possession is a critical incident of ownership. See Krause v. Titleserv, Inc., 402 F.3d 

119, 123 (2d Cir. 2005) (describing a person's "degree of ownership of a copy" as "complete" when "he 

may lawfully use it and keep it forever, or if so disposed, throw it in the trash"). Accordingly, the 

distributor of a copyrighted product's intent to regain possession is strong evidence that the product was 

licensed, not sold, to the recipient. The absence of this intent is strong evidence that the product was sold. 
 
The Ninth Circuit's decision in United States v. Wise demonstrates the importance of regaining possession 

of the licensed product. 550 F.2d 1180 (9th Cir. 1977). In Wise, the court evaluated several contracts under 

which movie studios transferred movie prints. Most of the contracts required that the recipients return the 

movie prints after a fixed term. Id. at 1185 ("The license agreements with respect to the films involved in 

this case generally . . . required their return at the expiration of the license period."). The Ninth Circuit 

determined that these contracts were licenses. 
 
However, some of the contracts permitted the recipient to keep the film print. In particular, one contract 

allowed an actress to keep possession of the film print "at all times" for her "personal use and enjoyment," 

but prevented her from transferring the print to anyone else. Id. at 1192. The Ninth Circuit determined that 

this contract was a sale, not a license. 
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Here, UMG gives the Promo CDs to music industry insiders, never to be returned. The recipients are free 

to keep the Promo CDs forever. Nothing on the packaging of the Promo CDs or in the licensing label 

requires that the recipient return the Promo CDs to UMG. (Kossowicz Decl. Ex. 11.) There are no 

consequences for the recipient should she lose or destroy the Promo CDs -- which UMG allegedly 

considers its property. (Kossowicz Decl. Ex. 11.) UMG does not request that any recipients return the 

Promo CDs (Strouse Decl. 119) and does not otherwise make any affirmative effort to recover possession 

of the Promo CDs. Further, it appears that UMG could not take these actions; UMG does not keep 

permanent records identifying who received which Promo CDs. (Strouse Decl. P 7.) 
 
Accordingly, the music industry insiders' ability to indefinitely possess the Promo CDs is a strong 

incident of ownership through a gift or sale. 
 
ii. The Absence of a Recurring Benefit to UMG Suggests the Transfer to Music Industry Insiders Is a Gift 

or Sale. 
 
Generally, licenses provide recurring benefits for the copyright owner. Microsoft, 66 F.3d at 1096 

(determining that Microsoft sold its software to DAK in part because Microsoft received a set payment 

independent of DAK's length of use of the software); see also SoftMan Prods. Co. v. Adobe Sys., 171 F. 

Supp. 2d 1075 (C.D. Cal. 2001) (determining that Adobe sold its software in part because "the license 

runs for an indefinite term without provisions for renewal"). 
 
Here, UMG receives no recurring benefit from the recipients' continued possession. As an initial matter, 

UMG has no guarantee that it will receive any benefit from the distribution of a Promo CD. The licensing 

label does not require that the recipient promote or expose the material on the Promo CD. (To the 

contrary, most of the Promo CDs at issue contain a label with the phrase "for personal use only," 

indicating that any license would prohibit the recipient from making professional use of the Promo CD.) 

Nor does the licensing label require the recipient to provide UMG with any benefit to retain possession. 

At the time UMG distributes the Promo CDs, it is not guaranteed to get anything in return. 
 
iii. The Only Apparent Benefit to a License Is to Restrain Trade. 
 
Finally, the only benefit to a license for UMG is to restrain transfer of its music. This purpose was 

rejected 100 years ago by the Supreme Court. See Bobbs-Merrill Co. v. Straus, 210 U.S. 339, 28 S. Ct. 

722, 52 L. Ed. 1086, 6 Ohio L. Rep. 323 (1908) (rejecting a book publisher's attempt to restrict resale of a 

book through a label that prohibited sales for less than one dollar); see also RCA Mfg. Co. v. Whiteman, 

114 F.2d 86, 90 (2d Cir. 1940) (Hand, J.) ("[RCA] had no power to impose the pretended servitude upon 

[its] records [by placing a 'Not Licensed for Radio Broadcast' label upon them]."); SoftMan, 171 F. Supp. 

2d at 1084 ("Adobe frames the issue as a dispute about the ownership of intellectual property. In fact, it is 

a dispute about the ownership of individual pieces of Adobe software."). 
 
Unlike the use of software, which necessitates a license because software must be copied onto a computer 

to function, music CDs are not normally subject to licensing. Therefore, the benefits of a license for 

software do not exist under these facts. 
 
Looking to the economic realities of the transaction, UMG's distribution of Promo CDs provides the 

recipient with many critical rights of ownership, including the right to perpetual possession and the 

freedom from obligations to UMG. Accordingly, UMG's distribution of Promo CDs to the music industry
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 insiders is properly characterized as a gift or sale, not a license, and title to the CDs transferred to the 

insiders. Augusto is thus protected by the first sale doctrine. 
 

*** 
 

III. RULING 
 
Augusto’s actions are protected under the first sale doctrine. Accordingly, Plaintiff UMG’s Motion is 

DENIED and Augusto’s Motion is GRANTED as to UMG’s copyright infringement claim. 
 

 
Notes & Questions 
 
1. What is the First Sale Doctrine? Why does it make sense? 
 
2. What happens to the exclusive right the copyright owner has to distribute a particular copy of their 

work under the First Sale Doctrine? 
 
3. What can the new purchaser of the work do and not do with it? 
 
4. What must the defendant show for the First Sale Doctrine to apply? 
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103(g)   COMPULSORY LICENSE 

 
 

§ 115 - Scope of exclusive rights in nondramatic musical works: Compulsory 
license for making and distributing phonorecords 
 
In the case of nondramatic musical works, the exclusive rights provided by clauses (1) and (3) of section 

106, to make and to distribute phonorecords of such works, are subject to compulsory licensing under the 

conditions specified by this section. 
 

 
T. B. HARMS v. JEM RECORDS, INC. 

655 F. Supp. 1575 (D. N.J. 1987) 
 
BISSELL, District Judge 
 
These cross-motions arise out of a Complaint filed on June 7, 1985, by T. B. Harms Company ("Harms") 

against Jem Records Inc. ("Jem"). This Court has federal question jurisdiction of this action pursuant to 

28 U.S.C. § 1338(a). Plaintiff's Complaint alleges that defendant infringed plaintiff's copyright in the 

musical composition "Ol' Man River" in violation of § 602(a) of the Copyright Act of 1976, 17 U.S.C. § 

602(a), arising out of defendant's unauthorized importation, distribution and sale of phonorecords 

containing this composition. Presently before the Court are cross-motions for partial summary judgment 

on the issue of liability. 
The Facts 

 
In connection with the present cross-motions, the parties have stipulated to an agreed statement of 

material facts which has been filed with the Court. The stipulated facts are as follows: plaintiff Harms is a 

California corporation engaged in the business of licensing and marketing copyrighted musical 

compositions; defendant Jem is a New Jersey corporation engaged in the manufacture, distribution and 

sale of phonorecords into the United States which embody copyrighted musical compositions. At all times 

relevant to this case, Harms has been and continues to be the lawful owner of a valid copyright in the 

musical composition "Ol' Man River," which was written by Jerome Kern and Oscar Hammerstein II. 

This copyright is registered in the United States Copyright Office and has been duly renewed. A notice of 

use has also been filed with the Copyright Office. 
 
"Ol' Man River" as performed by Frank Sinatra has been made into a sound recording, which is embodied 

in a phonorecord entitled "His Greatest Hits, Frank Sinatra -- New York, New York." In addition to the 

musical composition at issue here, this phonorecord also contains fifteen other musical compositions, 

each owned by a different party, and each performed by Frank Sinatra on sound recordings embodied in 

the phonorecord. Pursuant to the equivalent of our compulsory licensing provisions in the New Zealand 

Copyright Act, copies of the Sinatra phonorecord embodying the sound recording "Ol' Man River" were 

lawfully manufactured and distributed in New Zealand by WEA Records, Ltd., an affiliate of WEA 

International, Inc. Chappel & Intersong Music Group (Australia) Ltd., which owns the right to authorize 

the making and distribution in New Zealand of phonorecords embodying performances of plaintiff's 

musical compositions, received royalties with respect to the making and distribution of phonorecords by 

WEA Records containing "Ol' Man River." 
 
Copies of this Sinatra phonorecord manufactured by WEA Records were imported into the United States 

by defendant Jem, who subsequently sold them in this country. Jem's importation of these phonorecords 

http://www.law.cornell.edu/uscode/text/17/106
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into the United States and its subsequent sale and distribution of them was with the consent of WEA 

Records, which acted under the authority of the owners of the sound recordings embodied therein. 

However, this importation and distribution by Jem was without the authority, consent or permission of 

plaintiff Harms or anyone acting on its behalf. Nor did Jem have the authority of any of the other owners 

of copyrights in the musical compositions contained in the Sinatra album. 
 
Both compulsory and negotiated licenses have been issued on behalf of plaintiff permitting the 

manufacture and distribution in the United States of phonorecords embodying the musical composition 

"Ol' Man River." Moreover, a great number of licenses and other authorizations have been issued to or 

obtained for the making and distribution of phonorecords embodying performances of "Ol' Man River" 

outside the United States, many of which were obtained under compulsory licensing provisions of the 

copyright laws of the respective foreign countries or territories. 
 
On a motion for summary judgment, "the judgment sought shall be rendered forthwith if the pleadings, 

depositions, answers to interrogatories, and admissions on file, together with the affidavits, if any, show 

that there is no genuine issue as to any material fact and that the moving party is entitled to a judgment as 

a matter of law." Fed.R.Civ.P. 56(c). On the cross-motions presently before the Court, the parties agree 

and the Court concurs, that there exist no genuine issues of material fact. Therefore, the Court will 

proceed, upon consideration of the pleadings and affidavits submitted, to determine which party is entitled 

to judgment as a matter of law. 
The Law 

 
In its Complaint, plaintiff alleges that defendant infringed its exclusive copyright in the musical 

composition "Ol' Man River" by defendant's unauthorized importation of phonorecords embodying the 

composition in violation of § 602 of the Copyright Act of 1976 ("the Act"). Section 602 provides that: 
 
(a) Importation into the United States, without the authority of the owner of copyright under this title [17 

U.S.C. §§ 101 et seq.] of copies or phonorecords of a work that have been acquired outside the United 

States is an infringement of the exclusive right to distribute copies of phonorecords under section 106 [17 

U.S.C. § 106], actionable under section 501 [17 U.S.C. § 501]. This subsection does not apply to -- 
 
(1) importation of copies or phonorecords under the authority or for the use of the Government of the 

United States or of any State or political subdivision of a State, but not including copies or phonorecords 

for use in schools, or copies of any audiovisual work imported for purposes other than archival use; 
 
(2) importation, for the private use of the importer and not for distribution, by any person with respect to 

no more than one copy or phonorecord of any one work at any one time, or by any person arriving from 

outside the United States with respect to copies or phonorecords forming part of such person's personal 

baggage; or 
 
(3) importation by or for an organization operated for scholarly, educational, or religious purposes and not 

for private gain, with respect to no more than one copy of an audiovisual work solely for its archival 

purposes, and no more than five copies or phonorecords of any other work for its library lending or 

archival purposes, unless the importation of such copies or phonorecords is part of an activity consisting 

of systematic reproduction or distribution, engaged in by such organization in violation of the provisions 

of section 108(g)(2) [17 U.S.C. § 108(g)(2)]. 
 
(b) In a case where the making of the copies or phonorecords would have constituted an infringement of 

copyright if this title [17 U.S.C. §§ 101 et seq.] had been applicable, their importation is prohibited. In a 

case where the copies or phonorecords were lawfully made, the United States Customs Service has no 

authority to prevent their importation unless the provisions of section 601 [17 U.S.C. § 601] are 



Chapter One                          Copyright Infringement                            1.04  Derivative Works 

 

 

152 

applicable. In either case, the Secretary of the Treasury is authorized to prescribe, by regulation, a 

procedure under which any person claiming an interest in the copyright in a particular work may, upon 

payment of a specified fee, be entitled to notification by the Customs Service of the importation of articles 

that appear to be copies or phonorecords of the work. 
 
17 U.S.C. § 602 (emphasis added). This provision addresses two separate situations: (1) importation of 

"piratical" articles, which are copies or phonorecords made without the authorization of the copyright 

owner, and (2) unauthorized importation of copies or phonorecords which are lawfully made. H.R. Rep. 

No. 94-1476, 94th Cong., 2d Sess. 169, reprinted in 1976 U.S. Code Cong. & Ad. News 5759, 5785 

("House Report"). It is the latter prohibition which is the focus of plaintiff's Complaint. 
 
The general approach taken in section 602 is to make unauthorized importation an act of infringement in 

both situations dealt with in this section, but to permit the U.S. Customs Service to prohibit importation 

only of "piratical" articles. Unless one of the three enumerated exceptions in § 602(a) applies, any 

unauthorized importation of copies or phonorecords acquired outside the United States is an act of 

infringement. Thus, "where the copies or phonorecords were lawfully made but their distribution in the 

United States would infringe the United States copyright owner's exclusive rights," the mere act of 

importation constitutes an act of infringement. House Report at 170. See also 17 U.S.C. § 501(a) 

("Anyone . . . who imports copies or phonorecords into the United States in violation of § 602, is an 

infringer of the copyright"); Columbia Broadcasting System, Inc. v. Scorpio Music Distributors, Inc., 569 

F. Supp. 47 (E.D. Pa. 1983), aff'd mem., 738 F.2d 424 (3d Cir. 1984). 
 
Jem Records has taken the position that § 602(a) does not apply here because it only addresses 

infringements of the exclusive distribution right of the copyright owner. Defendant argues that no such 

exclusive distribution right exists in phonorecords of compositions, such as "Ol' Man River," available for 

compulsory licensing under § 115 of the Copyright Act, 17 U.S.C. § 115. 
 
The exclusive rights granted the owner of a copyright pursuant to the Copyright Act includes the 

exclusive right "to reproduce the copyrighted work in copies or phonorecords" and "to distribute copies or 

phonorecords of the copyrighted work to the public by sale or other transfer of ownership, or by rental, 

lease or lending." 17 U.S.C. § 106(1), (3). The scope of these exclusive rights is somewhat limited or 

qualified by the provisions which follow § 106, including § 115 on compulsory licensing of copies or 

phonorecords. House Report at 61. Thus, the rights in § 106 are made "subject to section 107 through 

118," and must be read in conjunction with these provisions. Id. 
 
The compulsory licensing provision of the Copyright Act applicable to phonorecords states in relevant 

part: 
 
§ 115. Scope of exclusive rights in nondramatic musical works: Compulsory license for making 

and distributing phonorecords 
 
In the case of nondramatic musical works, the exclusive rights provided by clauses (1) and (3) of 

section 106 [17 U.S.C. § 106(1)-(3)], to make and to distribute phonorecords of such works, are 

subject to compulsory licensing under the conditions specified by this section. 
 
(a) Availability and Scope of Compulsory License. 
(1) When phonorecords of a nondramatic musical work have been distributed to the public in the 

United States under the authority of the copyright owner, any other person may, by complying 

with the provisions of this section, obtain a compulsory license to make and distribute 

phonorecords of the work. A person may obtain a compulsory license only if his or her primary 

purpose in making phonorecords is to distribute them to the public for private use. . . . 
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(b) Notice of Intention to Obtain Compulsory License. 
(1) Any person who wishes to obtain a compulsory license under this section shall, before or 

within thirty days after making, and before distributing any phonorecords of the work, serve 

notice of intention to do so on the copyright owner. If the registration or other public records of 

the Copyright Office do not identify the copyright owner and include an address at which notice 

can be served, it shall be sufficient to file the notice of intention in the Copyright Office. The 

notice shall comply, in form, content, and manner of service with requirements that the Register 

of Copyrights shall prescribe by regulation. 
(2) Failure to serve or file the notice required by clause (1) forecloses the possibility of a 

compulsory license and, in the absence of a negotiated license, renders the making and 

distribution of phonorecords actionable as acts of infringement under section 501 [17 U.S.C. § 

501] and fully subject to the remedies provided by sections 502 through 506 and 509 [17 U.S.C. 

§§ 502-506, 509]. 
 
(c) Royalty Payable Under Compulsory License. 
(1) To be entitled to receive royalties under a compulsory license, the copyright owner must be 

identified in the registration or other public records of the Copyright Office. The owner is entitled 

to royalties for phonorecords made and distributed after being so identified, but is not entitled to 

recover for any phonorecords previously made and distributed. 
(2) Except as provided by clause (1), the royalty under a compulsory license shall be payable for 

every phonorecord made and distributed in accordance with the license. For this purpose, a 

phonorecord is considered "distributed" if the person exercising the compulsory license has 

voluntarily and permanently parted with its possession. With respect to each work embodied in 

the phonorecord, the royalty shall be either two and three-fourths cents, or one-half of one cent 

per minute of playing time or fraction thereof, whichever amount is larger. 
(3) A compulsory license under this section includes the right of the maker of a phonorecord of a 

nondramatic musical work under subsection (a)(1) to distribute or authorize distribution of such 

phonorecord by rental, lease, or lending (or by acts or practices in the nature of rental, lease, or 

lending). In addition to any royalty payable under clause (2) and chapter 8 of this title [17 U.S.C. 

§§ 801 et seq.], a royalty shall be payable by the compulsory licensee for every act of distribution 

of a phonorecord by or in the nature of rental, lease, or lending, by or under the authority of the 

compulsory licensee. With respect to each nondramatic musical work embodied in the 

phonorecord, the royalty shall be a proportion of the revenue received by the compulsory licensee 

from every such act of distribution of the phonorecord under this clause equal to the proportion of 

the revenue received by the compulsory licensee from distribution of the phonorecord under 

clause (2) that is payable by a compulsory licensee under that clause and under chapter 8 [17 

U.S.C. §§ 801 et seq.]. The Register of Copyrights shall issue regulations to carry out the purpose 

of this clause. 17 U.S.C. § 115 (emphasis added). Only in the case of nondramatic musical works, 

the most common of which is a popular song, are the exclusive rights to reproduce and distribute 

phonorecords of such works subject to compulsory licensing pursuant to § 115. Boornstyn, supra, 

at § 5:12 n.62. 
 
In support of its position, defendant first argues that the language of § 602(a) plainly states that that 

section applies only where the copyright holder has an exclusive distribution right to be infringed. 

Secondly, defendant relies upon a discussion session of representatives of the music industry, such as the 

American Society of Composers, Authors and Publishers, with the General Counsel of the U.S. Copyright 

Office in which comments were made concerning how the compulsory licensing provision of the Act 

effects a copyright owner's ability to take advantage of the importation prohibition of § 602. Lastly, Jem 

cites several opinions, decided under the Copyright Act of 1909, which it asserts stand for the proposition 

that a copyright owner's exclusive reproduction and distribution rights are lost once a musical 

composition becomes available for compulsory licensing. See, e.g., Jondora Music Publishing Co. v. 
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Melody Recordings, Inc., 351 F. Supp. 572 (D.N.J. 1972), vacated, 506 F.2d 392 (3d Cir. 1974), cert. 

denied, 421 U.S. 1012, 95 S. Ct. 2417, 44 L. Ed. 2d 680 (1975); American Metropolitan Enterprises, Inc. 

v. Warner Brothers Records, Inc., 389 F.2d 903 (2d Cir. 1968). 
 
The Court does not find defendant's arguments or authorities persuasive. Jem's contention that the 

language of the Act is clear in that § 602(a) is only enforceable by a copyright owner who has the 

exclusive right of distribution of the copies or phonorecords is correct. The Court disagrees with 

defendant, however, on its interpretation of who has this exclusive right. As the Supreme Court has 

recently stated in interpreting the Copyright Act, "in construing a federal statute it is appropriate to 

assume that the ordinary meaning of the language that Congress employed 'accurately expresses the 

legislative purpose.'" Mills Music, Inc. v. Snyder, 469 U.S. 153, 105 S. Ct. 638, 645, 83 L. Ed. 2d 556 

(1985) (quoting Park 'n Fly v. Dollar Park & Fly, Inc., 469 U.S. 189, 105 S. Ct. 658, 662, 83 L. Ed. 2d 

582 (1985)). 
 
In the case of the Copyright Act, Congress employed the term "exclusive rights" to define the rights of a 

copyright owner under the Act. See 17 U.S.C. § 106. The twelve provisions of the Act following § 106 are 

captioned "Limitations on Exclusive Rights" and "Scope of Exclusive Rights." See 17 U.S.C. §§ 107-118. 

Specifically, § 115 on compulsory licensing is entitled "Scope of Exclusive Rights in Nondramatic 

Musical Works." Thus, in no way does the plain language of these provisions seem to imply that a 

copyright holder's exclusive rights are extinguished once the compulsory licensing or other provisions 

addressing limitations on these exclusive rights are invoked. This interpretation is further supported by § 

501 of the Act which defines what acts constitute copyright infringement. Section 501(a) provides that: 
 
(a) Anyone who violates any of the exclusive rights of the copyright owner as provided by 

sections 106 through 118 [17 U.S.C. §§ 106-118], or who imports copies or phonorecords into the 

United States in violation of section 602 [17 U.S.C. § 602], is an infringer of the copyright. 17 

U.S.C. § 501(a) (emphasis added). 
 
The plain meaning of this provision supports the view that the existence of the compulsory licensing 

provision of the Act does not automatically extinguish a copyright owner's exclusive rights. This 

provision is nothing more than a limitation on the owner's rights. 
 

* * * 
 

Finally, defendant's assertion that the case law supports its position that a copyright owner's exclusive 

rights of distribution are lost once a musical composition becomes available for compulsory licensing is 

misleading. In Jondora Music Publishing Co. v. Melody Recordings, Inc., a case dealing with tape 

duplication, the Third Circuit, in vacating the District Court of New Jersey's ruling, interpreted the 

compulsory licensing provision of the Copyright Act. The court concluded that this provision was inserted 

in the Act not in an effort to penalize composers or owners of copyrights in musical compositions but to 

prevent monopolies by manufacturers. 506 F.2d at 395-96. Accordingly, the Court held that the 

compulsory licensing provision of the statute "should be interpreted in that spirit." Id. 
 
Similarly, in American Metropolitan Enterprises, Inc. v. Warner Brothers Records Inc., the Second Circuit 

found that a copyright holder's right of exclusivity is lost once he has made the work available for 

compulsory licensing. 389 F.2d at 905. Nevertheless, the court went on to state that any person who 

complies with the compulsory licensing provisions of the Act may manufacture the musical composition 

in question without becoming liable as an infringer. Id. (emphasis added). 
 
These and the other cases cited by the defendant make two points clear. First, the plain language of the 

compulsory licensing provision of the Copyright Act provides for a compulsory license only of the right 
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to "make and distribute phonorecords of the [copyrighted] work." 17 U.S.C. § 115(a). This point is further 

supported by recent case law. In United States v. Gallant, 570 F. Supp. 303 (S.D.N.Y. 1983), the 

defendant was a middleman distributor and not a manufacturer. Because Gallant did not make the 

recordings at issue in that case, the compulsory licensing provision of § 115, which refers only to one who 

seeks to "make and distribute phonorecords of the [copyrighted] work," were inapplicable to him. Id. at 

305 (emphasis added). Therefore, the compulsory license does confer a distribution right but only as to 

the phonorecords made pursuant thereto. 2 M. Nimmer, Nimmer on Copyright, § 8.04[b] (1986). From the 

facts of the instant case, it is clear that Jem was only a distributor of the Sinatra phonorecord containing 

the composition "Ol' Man River." Thus, the compulsory licensing provision of the Copyright Act could 

not be applicable to defendant because, as with the defendant in Gallant, Jem was only the middleman 

distributor of the phonorecord. 
 
Secondly, even if this provision was found to apply to a distributor, as opposed to one who manufactures 

and distributes, the defendant in the present case has failed to comply with the provisions of § 115. See 

also Lottie Joplin Thomas Trust v. Crown Publishers, Inc., 456 F. Supp. 531 (S.D.N.Y. 1977), aff'd, 592 

F.2d 651 (2d Cir. 1978) (defendants may not avail themselves of a defense based on the compulsory 

licensing provisions of the Copyright Act where they have failed to serve notice of their reliance or to file 

a copy thereof with the Copyright Office as required by the Act). Accordingly, had the defendant been 

eligible to invoke the compulsory license provision of the Act, it took no action to properly comply with 

the requirements of that provision and therefore cannot rely on the provisions of § 115 as a defense to the 

present action. 
 
The present case is clearly analogous to Columbia Broadcasting System, Inc. v. Scorpio Music 

Distributors, Inc., supra. In that case, CBS owned the United States copyrights to six sound recordings, 

which it authorized a Phillipines corporation to manufacture and sell phonorecords of exclusively in the 

Phillipines. This Phillipines corporation sold these phonorecords to another Phillipines corporation who in 

turn sold them to International Traders, Inc., who sold them to Scorpio. Scorpio imported these 

phonorecords into the United States without the authority of plaintiff copyright holder. CBS filed suit 

alleging that defendant violated § 602 of the Copyright Act. Defendant Scorpio contended that § 602 is 

incongruent with the first sale doctrine set forth in § 109(a) of the Act, which is considered a limitation on 

a copyright owner's exclusive rights under the Act. Under the first sale doctrine, when a copyrighted work 

is the subject of a valid first sale, the distribution rights of the copyright holder are extinguished and title 

passes to the buyer. 17 U.S.C. § 109; Scorpio, 569 F. Supp. at 48 n.3. Specifically, Scorpio asserted that 

because the phonorecords at issue were the subject of a valid first sale, the exclusive rights of the 

copyright owner, CBS, to distribute these sound recordings had been limited and therefore, § 602 did not 

apply because CBS no longer had exclusive distribution rights in the recordings at issue. 
 
In Scorpio, the district court found that in order for the defendant to take advantage of the first sale 

protection of § 109(a), the phonorecords in question must have been "lawfully made under this title." 11 

U.S.C. § 109(a). Under the language of this provision, the protection it affords is accorded only to third 

party buyers of copies which have been legally manufactured and sold in the United States and not to 

purchasers of imports. 564 F. Supp. at 49. The other rationale given by the court for its decision was that 

to construe § 109(a) as nullifying a copyright owner's ability to invoke the protections against 

unauthorized importation would render section 602 meaningless. Id. 
 
As to this latter rationale, the court stated:  Construing § 109(a) as superseding the prohibition on 

importation set forth in the more recently enacted § 602 would render § 602 virtually meaningless. Third 

party purchasers who import phonorecords could thereby circumvent the statute, in every instance, by 

simply buying the recordings indirectly. Moreover, declaring legal the act of purchasing from a United 

States importer who does not deal directly with a foreign manufacturer, but who buys recordings which 

have been liquidated overseas, would undermine the purpose of the statute. The copyright owner would 
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be unable to exercise control over copies of the work which entered the American Market in competition 

with copies lawfully manufactured and distributed under this title. This court cannot construe the statute  

so as to alter the intent of Congress, which has set restrictions on the importation of phonorecords in order 

that rights of United States copyright owners can be preserved. Id. at 49-50. Accordingly, the district court 

granted plaintiff's motion for summary judgment and held that the undisputed facts demonstrated that 

Scorpio violated section 602 of the Copyright Act. Id. 
 
In the present case, defendant similarly tries to persuade this Court to adopt an interpretation of one of the 

several limitations on a copyright holder's exclusive distribution rights listed in the Act, which would 

render the prohibitions of section 602 meaningless. The fact that in Scorpio the copyrighted work was a 

sound recording does not distinguish it from the case sub judice. The only difference this creates is that 

the parties relied on different limitations on the owners' exclusive right of distribution. This distinction, 

however, does not in any way alter the legitimacy and applicability of the reasoning utilized by the 

Scorpio court in reaching its decision. Here, as in that case, to allow the defendant to rely on a limitation 

of the owner's exclusive rights to circumvent the prohibition on importation would tie the hands of the 

copyright holder who seeks to exercise his rights to control copies of the work which enter the American 

market. Thus, in order to construe the Copyright Act so as to fulfill Congress' intent to set restrictions on 

the importation of phonorecords in order to preserve the rights of these owners, the Court finds that the 

exclusive rights of a copyright owner to enforce section 602 are not limited by the compulsory licensing 

provision of the Act. 
 
In applying section 602 to the undisputed facts of this case, the Court concludes that as a matter of law, 

defendant Jem is a copyright infringer under the Copyright Act. See Selchow & Righter Co. v. Goldex 

Corp., 612 F. Supp. 19 (S.D. Fl. 1985); Nintendo of America, Inc. v. Elcon Industries, Inc., 564 F. Supp. 

937 (E.D. Mich. 1982). Accordingly, the Court grants plaintiff's motion for partial summary judgment on 

the issue of liability and denies defendant's cross-motion for partial summary judgment. 
 

 
Notes & Questions 
 
1.  What exclusive right does § 602 address?   
 
2.  What was the theory of the defense? What did the court rule on that defense? 
 
3.  Was the defendant entitled to invoke the provisions of §115? 
 
4.  What is a compulsory license? What rights does it give the holder? 
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1.04   Derivative Works 

 
One of the exclusive rights afforded copyright owners in the right to prepare derivative works, (see 

Section 106).  A derivative work is…. (101).  If not created by the original owner, derivative works are 

typically created with the consent of the owner of the underlying work.  The derivative work may be 

copyrighted by the licensee under certain circumstances but such new copyright does not affect the rights 

of the owner of the underlying copyright. 
 
Nevertheless, the copyright protection afforded to derivative works is more  limited than it is for original 

works of authorship. Specifically, Section 103(b) provides that the copyright in a derivative work 

"extends only to the material contributed by the author of such work, as distinguished from the 

preexisting material employed in the work." 17 U.S.C. § 103(b);   Entertainment Research Group, Inc. v. 

Genesis Creative Group, Inc. 122 F.3d 1211 (9th Cir. 1997). 
 
 
§ 101 - Definitions 
 
A “derivative work” is a work based upon one or more preexisting works, such as a translation, musical 

arrangement, dramatization, fictionalization, motion picture version, sound recording, art reproduction, 

abridgment, condensation, or any other form in which a work may be recast, transformed, or adapted. A 

work consisting of editorial revisions, annotations, elaborations, or other modifications which, as a 

whole, represent an original work of authorship, is a “derivative work”. 
 
 

 
 

ENTERTAINMENT RESEARCH GROUP, INC. v. GENESIS CREATIVE GROUP, INC.; ET AL. 
122 F.3d 1211 (9th Cir. 1997) 

 
REA, District Judge 
 
Entertainment Research Group, Inc. ("ERG") appeals from two separate orders by the district court 

granting partial summary judgment in favor of defendants Genesis Creative Group, Inc. ("Genesis") and 

Aerostar International, Inc. ("Aerostar") and from a third order awarding attorney's fees to defendant 

Genesis. We have jurisdiction pursuant to 28 U.S.C. § 1291 and 17 U.S.C. § 505. We affirm the district 

court's orders granting partial summary judgment, but we vacate and remand the award of attorney's fees. 
 

BACKGROUND 
 

ERG designs and manufactures three-dimensional inflatable costumes that are used in publicity events, 

such as shopping mall openings. The costumes are approximately eight feet tall and are worn by a person 

who remains inside the costume. Various companies purchase and use these costumes to promote their 

products. The costumes are based upon these companies' cartoon characters. 
 
ERG has manufactured and sold these walk-around inflatable costumes for the past sixteen years. Over 

this time, ERG has developed techniques and designs that have resulted in high-quality, attractive, durable 

and comfortable inflatable costumes. Up until the Spring of 1991, ERG was allegedly the only 

manufacturer utilizing these techniques. ERG is owned by Allen Edward "Ed" Breed. Mr. Breed is also 

ERG's president and sole shareholder. 
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Appellee/defendant Genesis is in the business of marketing promotional and advertising devices to 

various companies, including Kraft, General Mills, Quaker Oats and Pillsbury. Appellee/defendant 

Aerostar is a manufacturer of hot air balloons, cold air inflatable products and cold air walk-around 

costumes. 
 
In 1989, ERG and Genesis began a business relationship - a relationship that has evolved into this lawsuit. 

Genesis describes the relationship as that of manufacturer (ERG) and wholesaler (Genesis). ERG 

describes it as a principal (ERG)-agent (Genesis) relationship that was created by an oral contract under 

which Genesis was to sell exclusively ERG's products and related repair and maintenance services on a 

commission basis. 
 
Although the parties dispute who contacted whom first, we know that on February 27, 1989, Mr. Breed 

sent a letter to Genesis's vice-president of sales, Glenn Bodien, outlining Mr. Breed's proposed structure 

for the relationship. Soon after, ERG's inflatable costumes were being sold to Genesis's customers. By 

September, 1990, more than forty-eight ERG-manufactured costumes had apparently been sold and 

distributed by Genesis to at least nine different companies, representing thirteen different cartoon 

characters. 
 
On September 18, 1990, ERG and Genesis entered into and signed a "Confidential Disclosure 

Agreement." This agreement states that Genesis shall not disclose "valuable and proprietary technical 

information" and that Genesis shall not duplicate any of ERG's costumes. 
 
Up until August, 1991, Genesis apparently continued to solicit customers for ERG-
manufactured costumes. The parties disagree on how their business relationship came to an end. ERG 

claims that Genesis secretly entered into an agreement with Aerostar while the ERG-Genesis relationship 

was still alive and that Genesis supplied Aerostar with ERG-made costumes and ERG's proprietary 

information so that Aerostar could enter into the inflatable costume industry and so that Genesis could get 

itself a better deal through Aerostar. On its part, Genesis contends that it was forced to end the 

relationship due to ERG's failure to produce and service costumes in the timely manner required by 

Genesis's customers. In any event, on August 23, 1991, Genesis gave ERG written notice of the 

termination of all future business relations. 
 
Shortly thereafter, Genesis apparently entered into a formal business relationship with Aerostar to sell 

inflatable walk-around costumes manufactured by Aerostar to Genesis's customers. ERG claims that 

Genesis and Aerostar had been meeting prior to the August, 1991 termination of the ERG-Genesis 

relationship. Genesis and Aerostar deny the existence of any such secret meetings and plans. 
 
ERG also claims that Genesis and Aerostar conspired to divert former and potential customers away from 

ERG to themselves both for costume purchases and for maintenance and repair services. ERG specifically 

alleges that Genesis made misrepresentations about ERG's prices and ability to provide requested services 

and that Genesis engaged in a variety of other schemes designed to disrupt ERG's business relationships 

and to create a demand for Aerostar-manufactured costumes. 
 
ERG further claims that Genesis provided Aerostar with examples of ERG-manufactured costumes so that 

Aerostar could learn how to manufacture the complicated and intricate costumes and so that Aerostar 

could copy the costumes. In addition, ERG alleges that Aerostar employees ripped out and pasted over 

ERG's copyright labels in ERG-manufactured costumes without the approval and/or knowledge of ERG. 

Finally, ERG claims that Genesis and Aerostar distributed advertising materials depicting ERG-
manufactured costumes without ERG's approval. 
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On June 30, 1992, ERG initiated this action by filing a complaint in the United States District Court for 

the Northern District of California against defendants Genesis and Aerostar. A second amended complaint 

was filed on September 29, 1993. The second amended complaint contained the following twelve causes 

of action: (1) copyright infringement against Genesis for infringing ERG's "Inflatimation Elf" costume; 

(2) copyright infringement against Genesis for infringing ERG's "Inflatimation Soldier" costume; (3) 

breach of written contract against Genesis; (4) breach of oral contract against Genesis; (5) copyright 

infringement against Aerostar for infringing ERG's derivative works; (6) intentional interference with 

contract against both defendants; (7) negligent interference with contract against both defendants; (8) 

intentional interference with prospective economic advantage against both defendants; (9) negligent 

interference with prospective economic advantage against both defendants; (10) false designation of 

origin (Lanham Act) against both defendants; (11) unfair business practices/unfair competition against 

both defendants; and (12) civil conspiracy against both defendants. 
 
On May 2, 1994, the district court granted partial summary judgment for Genesis and Aerostar on ERG's 

derivative copyright infringement claim (ERG's fifth cause of action). See Entertainment Research 

Group, Inc. v. Genesis Creative Group, Inc., 853 F. Supp. 319 (N.D. Cal. 1994). The district court did so 

on the ground that ERG did not possess valid copyrights in its three-dimensional inflatable costumes that 

ERG designed and manufactured based upon the preexisting copyrighted two-dimensional cartoon 

characters. 
 
Genesis and Aerostar thereafter filed motions for partial summary judgment as to ERG's eleven remaining 

causes of action. At that hearing, ERG stipulated that it did not have any evidence to support its first and 

second causes of action for copyright infringement involving the Inflatimation Elf and Inflatimation 

Soldier costumes (the "Inflatimation" claims). On September 6, 1995, the district court issued an order 

granting Genesis and Aerostar's motions for partial summary judgment, finding that ERG had not 

established a genuine issue of material fact as to any of its remaining causes of action. 
 
Pursuant to 17 U.S.C. § 505, Genesis and Aerostar subsequently filed separate motions to recover 

attorney's fees incurred in defending against ERG's copyright causes of action - claims 1 and 2 (the 

Inflatimation claims) and claim 5 (the derivative copyright claim). The district court denied Aerostar's 

request for attorney's fees in its entirety and denied Genesis's request for attorney's fees with regard to the 

derivative copyright claim. However, the district court awarded attorney's fees to Genesis in the amount 

of $ 195,759.00 for having to defend against ERG's Inflatimation claims. 
 
The district court's calculation of attorney's fees was soon determined to be erroneous by the parties. 

Apparently, the amount of the award included the attorney's fees that Genesis had incurred in defending 

against the derivative copyright claim. Accordingly, ERG filed a motion to amend. On October 2, 1996, 

the district court issued an amended order which lowered the award of attorney's fees to Genesis to $ 

95,075.75. 
* * * 

 
B. Copyrights in Derivative Works 

 
Having discussed this initial "threshold" issue, we will now evaluate whether ERG's costumes are actually 

copyrightable. It is undisputed that ERG's costumes are based upon two-dimensional characters that are 

copyrighted and owned by the purchasers of the costumes. The Copyright Act defines a derivative work 

as: 
[A] work based upon one or more pre-existing works, such as an . . . art reproduction . . . or any other 

form in which a work may be recast, transformed, or adapted. A work consisting of editorial revisions, 

annotations, elaborations, or other modifications which, as a whole, represent an original work of 

authorship, is a "derivative work." 
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17 U.S.C. § 101. Given this definition, it is clear that ERG's costumes are derivative works for purposes 

of the Copyright Act. 1 
 

That ERG's costumes are derivative works is not a bar to their copyrightability, however. Section 103(a) 

of the Copyright Act explicitly provides that the subject matter of copyright, as specified by Section 102, 

includes "derivative works." 17 U.S.C. § 103(a). Nevertheless, the copyright protection afforded to 

derivative works is more limited than it is for original works of authorship. Specifically, Section 103(b) 

provides that the copyright in a derivative work "extends only to the material contributed by the author of 

such work, as distinguished from the preexisting material employed in the work." 17 U.S.C. § 103(b); see 

also Russell v. Price, 612 F.2d 1123, 1128 (9th Cir. 1979). Accordingly, we will now examine whether 

ERG's costumes are copyrightable as derivative works. 
 
We have not previously had occasion to provide much guidance with regard to the copyrightability of 

derivative works.) See Moore Pub., Inc. v. Big Sky Marketing, Inc., 756 F. Supp. 1371, 1374 (D. Idaho 

1990) (looking to cases from the Second Circuit and the Seventh Circuit for guidance on the standards to 

be employed in determining whether derivative works are copyrightable). Faced with this lack of 

guidance, the district court turned to the Second Circuit's decision in Durham Industries, Inc. v. Tomy 

Corp., 630 F.2d 905 (2d Cir. 1980), as a model for determining whether ERG's derivative works were 

copyrightable. See Entertainment Research Group, 853 F. Supp. at 321-22. ERG argues that the district 

court should not have relied on that test since the Durham test is not the controlling law of the Ninth 

Circuit and since the Durham analysis is premised on an erroneous interpretation of copyright law. 
 
Instead of the Durham test, ERG contends that the district court should have applied the test created by a 

district court in the Central District of California. Doran v. Sunset House Distributing Corp., 197 F. Supp. 

940 (S.D. Cal. 1961), aff'd, Sunset House Distributing Corp. v. Doran, 304 F.2d 251 (9th Cir. 1962). In 

Doran, we affirmed the district court's decision that a three-dimensional, inflatable representation of 

Santa Claus was original and copyrightable. The district court in that case reached its decision based on 

its belief that the "test of copyrightability must be the form which the author has used to express the 

figure, idea, or theme." Id. at 944. In other words, under the Doran district court's test, if the form of the 

derivative work and the form of the underlying work - three-dimensional, two-dimensional, plastic, etc. - 
are sufficiently different, then the derivative work is original enough to be copyrightable. 
 
1. ERG even registered its copyrights in its costumes as derivative works based on the two-
dimensional copyrighted characters. 
 
ERG argues that the Doran test should apply to the instant case since it has never been overturned and is, 

therefore, the controlling law in this Circuit on the copyrightability of three-dimensional representations 

of preexisting two-dimensional works. We disagree. In the first place, the Doran test is inapplicable to the 

instant circumstances since Doran involved the copyrightability of a derivative work where the 

preexisting work was taken from the public domain and not copyrighted itself. Here, on the other hand, 

ERG's costumes were based on preexisting works that were copyrighted and owned by the ultimate 

purchasers. This difference is critical because in deciding whether to grant copyright protection to a 

derivative work, courts must be concerned about the impact such a derivative copyright will have on the 

copyright privileges and rights of the owner of the underlying work. See 17 U.S.C. § 103(b). Indeed, the 

body of law regarding derivative copyrights is designed to strike a balance between the holder of a 

copyright in the underlying work and the creator of a work that is made by copying that underlying work. 

See, e.g., Durham, 630 F.2d at 910-11. Accordingly, because the Doran test completely fails to take into 

account the rights of the holder of the copyright for the underlying work, the Doran test should not be 

applied to determine the copyrightability of a derivative work that is based on a preexisting work that is 

itself copyrighted. 
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In addition, it is not clear that we ever adopted the Doran test since our opinion affirming the 

district court's decision really focused on the similarity between the Santa Claus products at issue, rather 

than on the different "forms" of the products. See Melville B. Nimmer, Nimmer on Copyright, § 2.08[C] 

at 2-111, 2-112 n. 136 (commenting that the Ninth Circuit "apparently relied upon the originality inherent 

in the graphic elements of the plaintiff's Santa Claus, rather than on the grounds for originality stated by 

the district court."). In this respect, it is notable that although we quoted Doran in Runge v. Lee, 441 F.2d 

579, 581 (9th Cir. 1971), for the standard for "originality" in copyrights, the portion of Doran that was 

quoted had nothing to do with the district's court's language indicating that a change in "form" is 

sufficient for originality purposes. Id. 
 
In direct contrast, we are satisfied that the test developed by the Second Circuit in Durham is the proper 

approach for us to apply in the instant circumstances to determine whether ERG's costumes are 

copyrightable as derivative works. This test contains two 
prongs: 
 
First, to support a copyright the original aspects of a derivative work must be more than trivial. Second, 

the original aspects of a derivative work must reflect the degree to which it relies on preexisting material 

and must not in any way affect the scope of any copyright protection in that preexisting material. 
Durham, 630 F.2d at 909. 
 
The first prong of the Durham test is in harmony with numerous decisions of this Circuit which establish 

that the original aspects of a work must be "more than trivial" to warrant copyright protection. See, e.g., 

North Coast, 972 F.2d at 1033 (stating that "originality is the indispensable prerequisite for 

copyrightability"); Kamar Int'l, Inc. v. Russ Berrie & Co., 657 F.2d 1059, 1061 (9th Cir. 1981) (holding 

that "originality is the sine qua non of copyrightability"). 
 
ERG takes issue with the second prong of the Durham test, arguing that it embodies an erroneous 

interpretation of the copyright laws. We are not persuaded by this argument, as we believe that this prong 

is completely consistent with Section 103(b) of the Copyright Act and is, in fact, necessary because of 

Section 103(b). Section 103(b) provides that: 
 
The copyright in a compilation or derivative work extends only to the material contributed by the 

author of such work, as distinguished from the preexisting material employed in the work, and does not 

imply any exclusive right in the preexisting material. The copyright in such work is independent of, and 

does not affect or enlarge the scope, duration, ownership, or subsistence of, any copyright protection in 

the preexisting material. 17 U.S.C. § 103(b). Following the direct language of § 103(b), the second prong 

of the Durham test is designed to ensure that copyright protection is not given to a derivative work if 

doing so would necessarily affect the scope of any copyright protection in the preexisting material. 
 
Viewed from another perspective, this second prong of the Durham test is necessary to ensure that 

copyright protection is not given to derivative works whose originality is merely trivial. Section 103(b) 

mandates that the copyright protection for derivative works not affect the scope of any copyright 

protection in the underlying work. Copyright protection for underlying works would be affected - and, 

thus, § 103(b) would be violated - if derivative works without adequate originality were given copyright 

protection. See, e.g., Gracen, 698 F.2d 300 at 304-05; Durham, 630 F.2d at 910-11; Moore Pub., 756 F. 

Supp. at 1374. This is so because if copyright protection were given to derivative works that are virtually 

identical to the underlying works, then the owner of the underlying copyrighted work would effectively 

be prevented from permitting others to copy her work since the original derivative copyright holder would 

have a de facto monopoly due to her "considerable power to interfere with the creation of subsequent 

derivative works from the same underlying work." Gracen, 690 F.2d at 305; see also Durham, 630 F.2d at 

911. This conclusion finds support in our decisions in the somewhat analogous context where we have 
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decided not to grant copyright protection to an artist's presentation of a song - even under an unfair 

competition theory - where doing so would undermine the rights of the song's copyright holder by 

exposing her licensees to potential litigation. See Sinatra v. Goodyear Tire & Rubber, 435 F.2d 711, 718 

(9th Cir. 1970). 
 
Our belief that the Durham test is the proper approach is furthered by the fact that the principles 

underlying this test have been followed and approved of by many other courts. See, e.g., Gracen, 698 F.2d 

at 304-05; EFS Marketing, Inc. v. Russ Berrie & Co., Inc., 836 F. Supp. 128, 131, 133 (S.D. N.Y. 1993); 

Moore Pub., 756 F. Supp. at 1374; M.S.R. Imports, Inc. v. R.E. Greenspan Co., Inc., 1983 WL 1778, 17 n. 

4 (E.D. Pa. 1983). 
C. Application to the Instant Facts 

 
Having concluded that the Durham analysis is the proper approach to take, we will now apply the test to 

the instant circumstances. 
1. Prong One: Originality 

 
The first issue is whether ERG's costumes are sufficiently "original" to justify protection as derivative 

works. We have explained what "originality" means in the context of derivative works as follows: 
 
All that is needed to satisfy both the Constitution and the statute is that the "author" contributed 

something more than a "merely trivial" variation, something recognizably "his own." Originality in this 

context "means little more than a prohibition of actual copying." No matter how poor artistically the 

"author's" addition, it is enough if it be his own. 
 
Sid & Marty Krofft Tel., 562 F.2d at 1163 n. 5 (citations omitted); see also North Coast, 972 F.2d at 1033. 
 
Before assessing whether ERG contributed something more than a merely trivial variation to the 

underlying copyrighted characters in the creation of its costumes, one more complexity needs to be added 

to the mix. Although the category of costumes has rarely been dealt with in the copyright context, it seems 

clear that for copyright purposes, costumes would fall under the category of "pictorial, graphic and 

sculptural works" and would be treated as sculptural works. See 17 U.S.C. §§ 101, 103. This fact is 

critical to our determination, as Section 101 of the Copyright Act states that sculptural works of artistic 

craftsmanship receive copyright protection only insofar as their form but not their mechanical or 

utilitarian aspects are concerned; the design of a useful article [ordinarily not copyrightable] . . . shall be 

considered a pictorial, graphic, or sculptural work only if, and only to the extent that, such design 

incorporates pictorial, graphic, or sculptural features that can be identified separately from, and are 

capable of existing independently of, the utilitarian aspects of the article. 17 U.S.C. § 101. 
 
Accordingly, any aspects of ERG's costumes that are purely functional, utilitarian or mechanical, will not 

be given any copyright protection. Id.; see also Fabrica Inc. v. El Dorado Corp., 697 F.2d 890, 893 (9th 

Cir. 1983). Moreover, any artistic aspects of ERG's costumes will also not receive copyright protection 

unless they can be identified separately from, and are capable of existing independently of, the utilitarian 

purpose of the costumes. 17 U.S.C. § 101; see also Fabrica, 697 F.2d at 893. 
 

*** 
 

2. Prong 2 of the Durham Analysis 
 
In addition to concluding that ERG did not establish sufficient originality to warrant copyright protection 

for its derivative costumes, the district court also concluded that ERG failed to satisfy the second element 

of the Durham test which states that derivative works are not copyrightable if they "affect the scope of 
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any copyright protection in that preexisting material." Durham, 630 F.2d at 909. Explaining its reasoning, 

the district court stated that, "Any subsequent costume makers and the original copyright holders 

themselves . . . would be limited by the granting of a derivative copyright in this situation or at the very 

least be vulnerable to harassment." Entertainment Research Group, 853 F. Supp. at 324. Accordingly, the 

district court concluded that, "The fear of the Durham Court and this court as well, is that ERG would 

have a pseudo-monopoly" on all inflatable costumes depicting these characters. Id. 
 
Given the fact that ERG's costumes are so similar to the well-known copyrighted characters that they are 

based upon, the district court was correct to conclude that granting ERG a copyright in its costumes 

would have the practical effect of providing ERG with a de facto monopoly on all inflatable costumes 

depicting the copyrighted characters also in ERG's costumes. Indeed, if ERG had copyrights for its 

costumes, any future licensee who was hired to manufacture costumes depicting these characters would 

likely face a strong copyright infringement suit from ERG. Thus, in the instant circumstances, much like  

in other cases discussing this very proposition, see, e.g., Gracen, 698 F.2d at 304-05; Durham, 630 F.2d at  

910; Moore Pub., 756 F. Supp. at 1374, the district court was correct to deny copyright protection to 

ERG's derivative works on the ground that the rights of the holder of the underlying copyrighted 

characters would be affected. 
 
In addition, because no one can claim to have independently evolved any particular medium or form and 

to, thus, corner the market on such a medium or form of expression, see Nimmer § 2.08[C] at 2-112, it 

would be wrong to grant ERG a copyright in its costumes. 
 
Accordingly, for these reasons also, the district court was correct to grant summary judgment against 

ERG. 
 

 
Notes and Questions 
 
1.   When is a derivative work capable of becoming copyrighted?   
 
2. The copyright in a compilation or derivative work extends only to the material contributed by the 

author of such work, as distinguished from the preexisting material employed in the work, and does 

not imply any exclusive right in the preexisting material. The copyright in such work is independent 

of, and does not affect or enlarge the scope, duration, ownership, or subsistence of, any copyright 

protection in the preexisting material. 
 

3. This is so because if copyright protection were given to derivative works that are virtually identical to 

the underlying works, then the owner of the underlying copyrighted work would effectively be 

prevented from permitting others to copy her work since the original derivative copyright holder 

would have a de facto monopoly due to her "considerable power to interfere with the creation of 

subsequent derivative works from the same underlying work." supra Gracen, 690 F.2d at 305.] 
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1.05  Works for Hire 

 
 

§ 101 – Definitions 
 
A “work made for hire” is—  
 
(1) a work prepared by an employee within the scope of his or her employment; or  
 
(2) a work specially ordered or commissioned for use as a contribution to a collective work, as a part of a 
motion picture or other audiovisual work, as a translation, as a supplementary work, as a compilation, as 
an instructional text, as a test, as answer material for a test, or as an atlas, if the parties expressly agree 
in a written instrument signed by them that the work shall be considered a work made for hire. For the 
purpose of the foregoing sentence, a “supplementary work” is a work prepared for publication as a sec-

ondary adjunct to a work by another author for the purpose of introducing, concluding, illustrating, ex-
plaining, revising, commenting upon, or assisting in the use of the other work, such as forewords, after-
words, pictorial illustrations, maps, charts, tables, editorial notes, musical arrangements, answer materi-
al for tests, bibliographies, appendixes, and indexes, and an “instructional text” is a literary, pictorial, or 

graphic work prepared for publication and with the purpose of use in systematic instructional activities. 
 
 

 
LULIRAMA LTD, INC. v. AXCESS BROADCAST SERVICES, INC. 

128 F.3d 872 (5th Cir. 1997) 
 

KING, Circuit Judge 
 
Plaintiffs-Appellants Lulirama Ltd., Inc. and Spencer Michlin appeal the district court's denial of their 

motion for summary judgment and partial grant of the summary judgment motion filed by Defendant-
Appellee Axcess Broadcast Services, Inc. Axcess appeals the district court's refusal to impose sanctions 

on Lulirama and Michlin pursuant to Rule 11 of the Federal Rules of Civil Procedure. We affirm in part 

and vacate and render in part. 
 

I. FACTUAL AND PROCEDURAL BACKGROUND 
 
In November 1991, Lulirama Ltd., Inc. ("Lulirama") and Axcess Broadcasting Services, Inc. ("Axcess") 

entered into a one-year business arrangement (the "Jingle Writing Agreement") in which Lulirama's 

president Spencer Michlin, through Lulirama, was to write and provide Axcess with fifty advertising 

jingles at a rate of $ 750 per jingle, for a total of $ 37,500. One third of the price was to be paid up front, 

with the remainder paid in four installments. Michlin's services were to be provided on a confidential 

basis, and he was not to provide similar services to any company selling musical advertising through 

radio and television stations during the time period covered by the agreement. The Jingle Writing 

Agreement is memorialized in a one-page billing statement signed by both parties. The statement contains 

handwritten notations added by Axcess which specify that the work is "for hire," that the jingles are to be 

delivered at a rate of thirteen per quarter, and that they must be approved by Otis Conner, the president of 

Axcess. Axcess timely paid Lulirama under this agreement, but Lulirama provided only seven jingles. 
 
In April 1992, Lulirama, Michlin, and Axcess entered a written license agreement (the "Promotional 

License Agreement") that gave Axcess the right to use any musical works in which Lulirama or Michlin 
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could "claim ownership or other right, title or interest, whatsoever" for demonstration and promotional 

purposes at client meetings for product development. In return, Axcess was to pay Lulirama $ 1,000 per 

month for the first two years and $ 1,500 per month thereafter. The term of the Promotional License 

Agreement was one year, but it was automatically renewable for up to four years at the discretion of 

Axcess. 
 
In March 1993, the parties orally extended the Jingle Writing Agreement for an indefinite period of time. 

Axcess was to pay Lulirama $ 50,000 per year in monthly installments of $ 4,166, based on a rate of $ 

1,000 per jingle. The parties terminated the Jingle Writing Agreement as extended in June 1994. 
 
From March 1993 to June 1994, Axcess paid Lulirama approximately $ 66,658 in monthly installments of 

$ 4,166, but Lulirama provided only twenty-nine songs. Axcess subsequently sought to have some of the 

money it had paid to Lulirama refunded, or, in the alternative, to have Lulirama provide it with the jingles 

that Axcess claimed it was due under the Jingle Writing Agreement. 
 
Axcess sued Lulirama and Michlin in Texas state court in December 1994. The state district court granted 

summary judgment in favor of Axcess on a breach of contract theory and ordered Lulirama to refund 

some of its money to Axcess based on Lulirama's failure to provide songs due under the Jingle Writing 

Agreement. See Axcess Broadcast Servs. v. Michlin, No. 94-12703 (192d Dist. Ct., Dallas County, Tex. 

June 9, 1995). Lulirama appealed, and the Dallas court of appeals reversed the state district court's entry 

of summary judgment while the federal case was pending before this court. See Lulirama Ltd. v. Axcess 

Broadcast Servs., 1996 Tex. App. LEXIS 5827, No. 05-95-01212- CV, 1996 WL 743774 (Tex. App.--
Dallas Dec. 31, 1996). 
 
On October 31, 1995, Lulirama and Michlin32 filed suit against Axcess in federal district court, asserting 

thirty-six claims of copyright infringement. Lulirama alleged that, without proper authorization, Axcess 

reproduced the jingles, prepared derivative jingles, distributed copies of the jingles, and authorized others 

to perform the jingles in violation of Lulirama's copyrights. Axcess answered, asserting several 

affirmative defenses and alleging that it owned the copyrights to all of the jingles. Axcess also filed a 

counterclaim asserting a fraud claim and a claim for declaratory judgment that Axcess owned the 

copyrights to all of the jingles or, in the alternative, that it had "a continuing, unqualified license for the 

unlimited use" of the jingles. 
 
Axcess filed a motion for summary judgment, and Lulirama filed a motion for partial summary judgment. 

Axcess also filed a motion for Rule 11 sanctions on the grounds that Lulirama's complaint lacked a legal 

basis and was filed for improper purposes. The court granted in part and denied in part Axcess's motion, 

dismissed its fraud claim, and denied Lulirama's motion for partial summary judgment. Specifically, the 

district court held that Lulirama's copyright infringement claims were barred by res judicata, that Axcess 

owned the copyrights in the first seven jingles, and that Lulirama owned the copyrights in the subsequent 

twenty-nine jingles. 
 
The district court held, however, that Axcess had an oral or implied license to use the twenty-nine songs 

and that Axcess had not exceeded the scope of the license. The district court also denied Axcess's motion 

for Rule 11 sanctions. Lulirama timely appealed and Axcess cross-appealed. 
 

II. DISCUSSION 
                                                           
32 Lulirama and Michlin concede that any copyrights that Michlin would otherwise own as creator of the jingles are owned by 

Lulirama pursuant to the work for hire doctrine because Michlin wrote the jingles in the course and scope of his employment as 

president of Lulirama. See 17 U.S.C. § 101, 201. Because Michlin has no claim to any of the copyrights at issue in this case, the 

remainder of this opinion refers only to Lulirama in discussing the legal positions of Lulirama and Michlin. 
 

https://a.next.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=17USCAS101&originatingDoc=I2578003e943111d9bdd1cfdd544ca3a4&refType=LQ&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
https://a.next.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=17USCAS201&originatingDoc=I2578003e943111d9bdd1cfdd544ca3a4&refType=LQ&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29


Chapter One                          Copyright Infringement                                1.05 Works for Hire 

 

 

166 

Lulirama challenges the district court's conclusions (1) that Axcess owns the copyrights to the seven 

jingles that Lulirama provided to Axcess during the first year of the Jingle Writing Agreement and (2) that 

Axcess has an implied or oral license to use the twenty-nine jingles that Lulirama provided to Axcess 

after the first year of the Jingle Writing Agreement. Axcess appeals the district court's denial of its motion 

for Rule 11 sanctions against Lulirama for filing a meritless lawsuit for improper purposes. We address 

each of these issues in turn. 
A. Summary Judgment 

 
1. Standard of Review 

 
"We review a grant of summary judgment de novo, applying the same criteria used by the district court in 

the first instance." Texas Manufactured Housing Ass'n v. City of Nederland, 101 F.3d 1095, 1099 (5th Cir. 

1996), cert. denied, 138 L. Ed. 2d 1003, 117 S. Ct. 2497 (1997). Summary judgment is proper "if the 

pleadings, depositions, answers to interrogatories, and admissions on file, together with the affidavits, if 

any, show that there is no genuine issue as to any material fact and that the moving party is entitled to 

judgment as a matter of law." FED. R. CIV. P. 56(c); see also Celotex Corp. v. Catrett, 477 U.S. 317, 327, 

91 L. Ed. 2d 265, 106 S. Ct. 2548 (1986). 
2. Analysis 

 
a. Copyright ownership of the first seven jingles 

 
The district court concluded that Axcess owned the copyrights to the first seven jingles that Lulirama 

produced under the Jingle Writing Agreement on the ground that these jingles were works for hire within 

the meaning of the Copyright Act of 1976, Pub. L. No. 94-553, 90 Stat. 2541 (1976) (codified as amended 

in scattered sections of 17 U.S.C.). 
 
Under the Copyright Act, copyright ownership "vests initially in the author or authors of the work." 17 

U.S.C. § 201(a). "As a general rule, the author is the party who actually creates the work, that is, the 

person who translates an idea into a fixed, tangible expression entitled to copyright protection." 

Community for Creative Non-Violence v. Reid, 490 U.S. 730, 737, 104 L. Ed. 2d 811, 109 S. Ct. 2166 

(1989). However, the Act creates an exception to this general rule that authorship vests in the creator for 

"works made for hire." See 17 U.S.C. § 201(b). Section 201(b) of the Act provides: 
 
In the case of a work made for hire, the employer or other person for whom the work was prepared is 

considered the author for purposes of this title, and, unless the parties have expressly agreed otherwise in 

a written instrument signed by them, owns all of the rights comprised in the copyright. Id. 
 
Section 101 defines a "work made for hire" as follows: 
 
(1) a work prepared by an employee within the scope of his or her employment;  or 
 
(2) a work specially ordered or commissioned for use as a contribution to a collective work, as a part of a 

motion picture or other audiovisual work, as a translation, as a supplementary work, as a compilation, as 

an instructional text, as a test, as answer material for a test, or as an atlas, if the parties expressly agree in 

a written instrument signed by them that the work shall be considered a work made for hire. Id. § 101. 
 
The two parts of this working definition are mutually exclusive: the first part applies to works created by 

employees; the second applies to works created by independent contractors. See Reid, 490 U.S. at 742-43. 

The district court concluded that Lulirama acted as an independent contractor for Axcess in providing the 

jingles pursuant to the Jingle Writing Agreement, and none of the parties dispute this conclusion. 
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The district court determined that the jingles written pursuant to the Jingle Writing Agreement during the 

first year of the agreement fit the second prong of the Copyright Act's definition of "works made for hire." 

In reaching this conclusion, the court relied on an affidavit that Michlin executed in conjunction with 

Axcess's state court action in which Michlin expressed the following understanding of the Jingle Writing 

Agreement: 
 
Under this arrangement, I was to supply Axcess' requirements for advertising jingles and provide them to 

Axcess through my company Lulirama. Axcess was to sell these songs to its television and radio station 

clients. 
 
The district court concluded that the above statement indicated that the jingles written pursuant to the first 

year of the Jingle Writing Agreement were "works specially ordered or commissioned for use . . . as a part 

of a motion picture or other audiovisual work," 17 U.S.C. § 101, based on the following rationale: 
It is best to interpret the broad term "audiovisual" to include both purely visual and purely audio works as 

well as combined audio and visual works. No purpose of the Copyright Act would be served by a 

narrower definition because there is nothing inherent, from a copyright policy perspective, in a purely 

visual, purely audio, or combination work to merit differential treatment. 
 
Lulirama contends that the district court improperly expanded the class of specially commissioned works 

that can be works for hire within the meaning of the Copyright Act. We agree. 33 
 
The Supreme Court observed in Reid that the legislative history of the Copyright Act of 1976 indicates 

that it is "a carefully worked out compromise aimed at balancing legitimate interests" of hiring parties and 

artists. Reid, 490 U.S. at 748 (internal quotation marks omitted). As such, the Court admonished that 

"strict adherence to the language and structure of the Act is particularly appropriate." Id. at 748 n.14. 
 
A work created by an independent contractor can constitute a work for hire only if it fits one of the nine 

narrowly drawn categories of works delineated in the second part of § 101's definition of "works made for 

hire." See id. at 748 ("The legislative history underscores the clear import of the statutory language: only 

enumerated categories of commissioned works may be accorded work for hire status."); Easter Seal Soc'y 

for Crippled Children and Adults v. Playboy Enters., 815 F.2d 323, 328 n.8 (5th Cir. 1987) ("Only the 

buyers and sellers of works falling within § 101(2)'s nine categories can decide who will be the statutory 

author; and then only by compliance with the statute of frauds clause."). Axcess contends only that the 

jingles fit one of the categories listed in § 101: the category of "works specially ordered or commissioned 

for use . . . as a part of a motion picture or other audiovisual work." 17 U.S.C. § 101. Accordingly, this is 

the only potential avenue to work for hire status that we address. 
 
Section 101 of the Act defines "audiovisual works" as works that consist of a series of related images 

which are intrinsically intended to be shown by the use of machines or devices such as projectors, 

viewers, or electronic equipment, together with accompanying sounds, if any, regardless of the nature of 

the material objects, such as films or tapes, in which the works are embodied. 
 

                                                           
33  Lulirama also argues somewhat cursorily that the billing statement memorializing the first year of the Jingle Writing 

Agreement described the jingles in question insufficiently to establish a valid work for hire agreement. We need not resolve this 

issue because we conclude that the district court erred in holding as a matter of law that Axcess owns the copyrights to the first 

seven jingles. As explained in Part II.A.2.b, infra, Axcess has requested in the alternative declaratory judgments that it either 

owns the copyrights to these jingles or has an unlimited license to use them. Because we conclude as a matter of law that Axcess 

has, at a minimum, a nonexclusive license to use the jingles as it has, remand for determination of copyright ownership is 

unnecessary. Accordingly, we need not determine whether Axcess's claim to copyright ownership with respect to the first seven 

jingles is foreclosed as a matter of law on the alternative ground advanced by Lulirama. 
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17 U.S.C. § 101. The plain language of this definition indicates that an audiovisual work must have a 

visual component. In order to be classified as an audiovisual work, the work in question "must consist of 

(1) 'images;' (2) such images must be 'related' and presented in a 'series;' (3) such images must be capable 

of being shown by a machine or device." 1 MELVILLE B. NIMMER & DAVID NIMMER, NIMMER 

ON COPYRIGHT § 2.09[A] (1997) [hereinafter NIMMER] (footnotes omitted). Use of the term 

"images" in the statutory definition denotes a visual component because the definition indicates that an 

audiovisual work consists of "images . . . together with accompanying sounds, if any." 17 U.S.C. § 101 

(emphasis added). To conclude that an "image" within the Act's definition of "audiovisual works" need 

not contain a visual component would render the reference to "accompanying sounds" in the definition 

superfluous because "accompanying sounds" would be subsumed by the term "images." Such a statutory 

construction would violate the long-settled principle that each word in a statutory scheme must be given 

meaning. See Bailey v. United States, 516 U.S. 137, 116 S. Ct. 501, 506, 133 L. Ed. 2d 472 (1995) (noting 

the "assumption that Congress intended each of its terms [in a statutory scheme] to have meaning"). 
 
Moreover, § 102 of the Act lists "motion pictures and other audiovisual works" and "sound recordings" as 

distinct categories of works entitled to copyright protection. See 17 U.S.C. § 102. That Congress chose to 

create these separate categories indicates that it recognized a distinction between audiovisual and purely 

audio works. Additionally, Section 101 defines "sound recordings" as works that result from the fixation 

of a series of musical, spoken, or other sounds, but not including the sounds accompanying a motion 

picture or other audiovisual work, regardless of the nature of the material objects, such as disks, tapes, or 

other phonorecords, in which they are embodied. Id. § 101 (emphasis added). The district court's 

conclusion that "purely audio works" constitute "audiovisual works" would render the category of "sound 

recordings" completely empty. Because works otherwise meeting the definition of "sound recordings" are 

purely audio works, under the district court's statutory construction, they would all be excluded from the 

definition because they would also constitute "other audiovisual work." Therefore, we cannot agree with 

the district court that the term "audiovisual works" encompasses "purely audio works." 
 
Axcess argues that Michlin's statement that he agreed to provide advertising jingles to Axcess "to sell . . . 

to its television and radio station clients" indicates that each of the jingles was commissioned for use in 

both the television and radio mediums. Axcess argues that, to the extent that each jingle was 

commissioned for use in television, each jingle is "a work specially ordered or commissioned for use . . . 

as a part of a motion picture or other audiovisual work." 17 U.S.C. § 101. However, Michlin's statement 

of his understanding of the Jingle Writing Agreement does not unambiguously indicate that each jingle 

that he wrote pursuant to the Jingle Writing Agreement would potentially be used both for television and 

radio advertising. One could read his statement as indicating that Axcess intended to commission some 

jingles for use in television advertisements and other jingles for use in radio advertisements. Because the 

summary judgment evidence does not indicate which of the first seven jingles were commissioned for use 

as part of a television advertisement, a radio advertisement, or both, a genuine issue of material fact exists 

as to whether any or all of these jingles were "specially ordered or commissioned for use . . . as a part of a 

motion picture or other audiovisual work," 17 U.S.C. § 101, and thus whether they are works made for 

hire. 34 
Axcess argues in the alternative, however, that it has a nonexclusive license to use the first seven jingles, 

as well as the twenty-nine jingles produced during the period in which the parties extended the Jingle 

                                                           
34 Axcess insists that a particular jingle need not have been commissioned only for use in an audiovisual work in order to qualify 

for work for hire status. Assuming that this is true, it is clear that, in order for a particular jingle to qualify as a work for hire, 

Axcess must have commissioned it at least in part for the purpose of making it a part of an audiovisual work. The summary 

judgment evidence in this case does not establish that at least part of the purpose for Axcess's commissioning each of the first 

seven jingles was for use in television advertising. Accordingly, summary judgment in favor of Axcess as to its ownership of the 

copyrights to the first seven jingles was inappropriate. 
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Writing Agreement without a written embodiment of the agreement. We turn now to the issue of 

nonexclusive license. 
b. Nonexclusive license 

 
The district court concluded that no valid work for hire agreement existed with respect to the twenty-nine 

jingles written after the original Jingle Writing Agreement expired at the end of one year because the 

extension of the Jingle Writing Agreement was not evidenced in a writing signed by the parties. 

Accordingly, the court determined that Lulirama, as the employer of the creator of these works, owned the 

copyrights to them. Axcess does not dispute this conclusion. The district court went on to conclude that, 

while Lulirama owned the copyrights to these jingles, it had granted Axcess an oral or implied license to 

sell the jingles to Axcess's radio and television customers. Lulirama contends that the district court erred 

in this regard. We cannot agree. 
 
While the Copyright Act requires that exclusive licenses be evidenced by a writing, no such writing 

requirement applies to nonexclusive licenses. Section 204(a) of the Act provides that "[a] transfer of 

copyright ownership, other than by operation of law, is not valid unless an instrument of conveyance, or a 

note or memorandum of the transfer, is in writing and signed by the owner of the rights conveyed or such 

owner's duly authorized agent." 17 U.S.C. § 204(a). Section 101 of the Act defines "transfer of copyright 

ownership" to include exclusive licenses, but expressly excludes nonexclusive licenses. See id. § 101. 
 
As such, "under federal law, a nonexclusive license may be granted orally, or may even be implied from 

conduct." 3 NIMMER, supra, § 10.03[A], at 10-40 (footnotes omitted); see also I.A.E., Inc. v. Shaver, 74 

F.3d 768, 775 (7th Cir. 1996); Effects Assocs. v. Cohen, 908 F.2d 555, 558 (9th Cir. 1990). 
 
"When the totality of the parties' conduct indicates an intent to grant such permission, the result is a legal 

nonexclusive license . . . ." 3 NIMMER, supra, § 10.03[A], at 10-41 (footnotes omitted). Other circuits 

have held that an implied nonexclusive license arises when "(1) a person (the licensee) requests the 

creation of a work, (2) the creator (the licensor) makes the particular work and delivers it to the licensee 

who requested it, and (3) the licensor intends that the licensee-requestor copy and distribute his work." 

I.A.E., 74 F.3d at 776 (citing Effects, 908 F.2d at 558-59). 
 
In this case, the above criteria are plainly satisfied. First, Axcess requested the creation of the jingles. 

Second, Michlin created the jingles as Lulirama's agent and Lulirama delivered them to Axcess. Third, 

Michlin conceded in his affidavit that he understood that, pursuant to the Jingle Writing Agreement, 

Axcess would sell the jingles to its radio and television customers. Lulirama nevertheless advances a 

number of arguments as to why a nonexclusive license did not arise in this case, all of which we find to be 

without merit. 
 
Lulirama first argues that a nonexclusive license cannot exist between the parties because the parties 

intended that Axcess would obtain full copyright ownership of the jingles pursuant to the work for hire 

doctrine. The Eleventh Circuit rejected a similar argument in Jacob Maxwell, Inc. v. Veeck, 110 F.3d 749 

(11th Cir. 1997). In that case, an artist agreed to write a song for a baseball team, and the parties agreed 

orally that the baseball team would have an exclusive license to use the song. See id. at 751. Applying 

Florida contract law, the court concluded that, although no exclusive license existed because such a 

license cannot be created orally, the artist had granted the baseball team a nonexclusive license to use the 

jingle because it had acquiesced in the team's use of the song. See id. at 752. In so doing, the court 

rejected the argument that the parties' intention to create an exclusive license foreclosed the recognition of 

a nonexclusive license. See id. at 752-53. The court observed: 
 
Like the district court, we conclude that while it may well be that the parties in their initial negotiations 

contemplated an exclusive license, JMI cannot reasonably deny, given its subsequent conduct here, that it 
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granted to the Miracle the sort of lesser, nonexclusive license to play the piece during the summer of 1993 

that federal law recognizes may result from a purely oral transaction. Id. at 753. 
 
We agree with the analysis of the Eleventh Circuit. Under Texas contract law, illegal contracts are 

generally unenforceable. See Plumlee v. Paddock, 832 S.W.2d 757, 759 (Tex. App.—Ft. Worth 1992, writ 

denied). However, a court will sever the illegal portion of the agreement and enforce the remainder if the 

parties would have entered the agreement absent the illegal portion of the original bargain. See Panasonic 

Co. v. Zinn, 903 F.2d 1039, 1041 (5th Cir. 1990). 
 
Where the subject matter of the contract is legal, but the contract contains an illegal provision that is not 

an essential feature of the agreement, the illegal provision may be severed and the valid portion of the 

contract enforced. . . . In determining whether a particular provision is severable, "the issue is whether 

[the parties] would have entered into the agreement absent the illegal parts." Id. (quoting Rogers v. 

Wolfson, 763 S.W.2d 922, 925 (Tex. App.--Dallas 1989, writ denied); see also Redgrave v. Wilkinson, 208 

S.W.2d 150, 152 (Tex. Civ. App.--Waco 1948, writ ref'd n.r.e.) ("If, for a legal consideration, a party 

undertakes to do two or more acts, and a part of them are unlawful, the contract is good for so much as is 

lawful, and void for the residue. Whenever the unlawful part of a contract can be separated from the rest, 

it will be rejected and the remainder established." (internal quotation marks omitted)); 6A ARTHUR 

LINTON CORBIN, CORBIN ON CONTRACTS § 1522, at 760-61 (1962) (noting the well-recognized 

rule that, "if a lawful consideration is given for two promises, one of which is lawful and the other 

unlawful, the lawful promise is enforceable" and observing that "there is no injustice to the defendant in 

permitting the plaintiff to abandon the illegal promise and to enforce the other one . . . [because] the 

defendant receives everything for which he bargained and gives less in return"). 
 
Lulirama states in its response brief that "the record here indicates that a work for hire agreement was 

presumably intended," and that "Michlin mistakenly believed that a valid work for hire agreement had 

been reached." It would be quite anomalous to allow Lulirama, which admittedly intended by the Jingle 

Writing Agreement to convey to Axcess a bundle of rights including all of the exclusive rights of 

copyright ownership, to complain that the intent of the parties to the agreement was frustrated by the 

district court's conclusion that Lulirama conveyed by implication a smaller bundle of rights. Because 

Lulirama intended to convey to Axcess all of the rights associated with ownership of the copyrights to the 

jingles, it of necessity intended to convey the lesser-included set of rights associated with a nonexclusive 

license to use the jingles. 
 
Lulirama also argues that the existence of the Promotional License Agreement between Lulirama and 

Axcess, which provided Axcess with an exclusive license to use all works to which Lulirama could claim 

an ownership interest for promotional purposes, forecloses our finding an implied or oral nonexclusive 

license. In support of this contention, Lulirama directs us to Woodard v. Southwest States, Inc., 384 

S.W.2d 674 (Tex. 1964). In that case, the Texas Supreme Court held that, "where there exists a valid 

express contract covering the subject matter, there can be no implied contract." Id. at 675. 
 
The flaw in Lulirama's argument stems from the fact that no express, written contract exists covering the 

subject matter of the nonexclusive license in this case. The owner of a copyright is free to grant multiple 

licenses for different uses of the same material. Buffalo Broad. Co., Inc. v. American Soc'y of Composers, 

Authors and Publishers, 744 F.2d 917, 920 (2d Cir. 1984) ("The [Copyright] Act specifically accords the 

copyright owner the right to authorize others to use the various rights recognized by the Act, including the 

performing right and the reproduction right and to convey these rights separately." (citations omitted)). 

The Promotional License Agreement provided Axcess with the very limited right to use all works in 

which Lulirama could claim an ownership interest for promotional purposes. The Jingle Writing 

Agreement provided Axcess with the right to sell and distribute the jingles created pursuant to the 

agreement. To the extent that the agreements involve distinct rights, the nonexclusive license that the 
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district court determined to exist does not cover the same subject matter as the Promotional License 

Agreement. 
 
This conclusion finds further support in the fact that it is highly questionable whether the jingles delivered 

pursuant to the Jingle Writing Agreement are even subject to the Promotional License Agreement. 

Lulirama concedes in its response brief that "the record here indicates that a work for hire agreement was 

presumably intended. Such an agreement, if it were valid, would have vested original copyright 

ownership in Axcess." This statement makes clear that, at the time the parties entered the Promotional 

License Agreement, they did not believe that the jingles created pursuant to the Jingle Writing Agreement 

would be covered by it because they believed that Axcess would possess the copyrights to the jingles 

pursuant to the work for hire doctrine. As such, neither of the parties conceived of the jingles created 

pursuant to the Jingle Writing Agreement as musical works in which Lulirama or Michlin could "claim 

ownership or other right, title or interest, whatsoever" for purposes of the Promotional License 

Agreement. Lulirama adamantly argues that, in interpreting contracts, courts must "take the wording of 

the contract in the light of the surrounding circumstances," Watkins v. Petro-Search, Inc., 689 F.2d 537, 

538 (5th Cir. 1982), so as to "carry out the intentions of the parties as of the time the instrument was 

executed." First Nat'l Bank v. Kinabrew, 589 S.W.2d 137, 138 (Tex. Civ. App.--Tyler 1979, writ ref'd 

n.r.e.). Applying these precepts to the Promotional License Agreement, we are skeptical that the 

agreement even covers the same works as the Jingle Writing Agreement, much less the same rights to 

those works. 
 
Moreover, acceptance of Lulirama's position that the existence of the Promotional License Agreement 

precludes a finding that Axcess obtained additional rights to the jingles through an implied license would 

require acceptance of the absurd premise that the Jingle Writing Agreement and its oral extension, 

pursuant to which Axcess paid Lulirama more than one hundred thousand dollars from 1991 to 1994, 

provided Axcess with no more rights to the jingles than it obtained through the Promotional License 

Agreement, pursuant to which Axcess paid Lulirama an additional $ 1000 (and later $ 1500) per month. 

We decline to accept this premise, and therefore conclude that the existence of the Promotional License 

Agreement in no way precludes the existence of an oral or implied license. 
 
Lulirama next argues that finding an oral or implied license in this case would circumvent the statutory 

embodiment of the work for hire doctrine by allowing Axcess to obtain the benefits of noncreator 

authorship without complying with the statutory requisites for such status. This is simply not true. As a 

result of the Jingle Writing Agreement, Axcess obtained a nonexclusive license to use the jingles created 

pursuant to the agreement. If Axcess had acquired the copyrights to the jingles as a result of the 

agreement, it would have obtained the exclusive right to, among other things, (1) reproduce and make 

copies of the jingles; (2) prepare derivative works based on the jingles; (3) distribute copies or 

phonorecords of the jingles to the public by sale or other transfer of ownership, or by rental, lease or 

lending; and (4) authorize others to perform the jingles publicly. See 17 U.S.C. § 106. However, because 

neither the original Jingle Writing Agreement nor its oral extension constituted a valid work for hire 

agreement, Axcess could not obtain ownership of the copyrights to the jingles via the Jingle Writing 

Agreement. As such, it obtained only a nonexclusive right to engage in the above activities. This 

conclusion in no way circumvents the Copyright Act. 
 
Lulirama next argues that, even if the Jingle Writing Agreement and its oral extension created a 

nonexclusive license, a fact issue exists as to whether Axcess's use of the jingles overstepped the 

boundaries of the implied license. This argument lacks merit. In conceding that the parties intended by the 

Jingle Writing Agreement to vest Axcess with original copyright ownership to the jingles, Lulirama 

concedes that the parties intended to grant Axcess the right to take any action consistent with copyright 

ownership. This would include all of the actions that form the basis of Lulirama's claims of copyright 

infringement, i.e., (1) reproducing and making copies of the jingles; (2) preparing derivative works based 
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on the jingles; (3) distributing copies or phonorecords of the jingles to the public by sale or other transfer 

of ownership, or by rental, lease or lending; and (4) authorizing others to perform the jingles publicly. See 

17 U.S.C. § 106. Therefore, Axcess has not overstepped the bounds of its nonexclusive license. 
 
Lulirama finally argues that, even if the Jingle Writing Agreement created a nonexclusive license, 

Lulirama revoked the nonexclusive license by filing this lawsuit. This argument also lacks merit. A 

nonexclusive license may be irrevocable if supported by consideration. See 3 NIMMER, supra, § 

10.02[B][5] ("Nonexclusive licenses are revocable absent consideration."); Avtec Sys., Inc. v. Peiffer, 21 

F.3d 568, 574 n.12 (4th Cir. 1994); Keane Dealer Servs., Inc. v. Harts, 968 F. Supp. 944, 947 (S.D.N.Y. 

1997); Johnson v. Jones, 885 F. Supp. 1008, 1013 n.6 (E.D. Mich. 1995). This is so because a 

nonexclusive license supported by consideration is a contract. See Jacob Maxwell, 110 F.3d at 752-53 

(construing an implied nonexclusive license supported by consideration as an implied contract); I.A.E., 74 

F.3d at 776 ("Implied licenses are like implied contracts . . . . ."); Effects, 908 F.2d at 559 n.7 (noting that 

an implied license is "a creature of law much like any other implied-in-fact contract"); 3 NIMMER, 

supra, § 10.01[C][5] & n.73.1 (observing that a license can be a form of contract in the sense that it is, "in 

legal contemplation, merely an agreement not to sue the licensee for infringement."). 
 
Lulirama's argument that it revoked any implied license that might have arisen by filing the present 

lawsuit is tantamount to an argument that it had a unilateral right of rescission without notice--an 

argument entirely inconsistent with the existence of a contract between the parties. If Lulirama had the 

ability to terminate the license at will, then no contract could exist because Lulirama's obligation under 

the contract would be illusory. See RESTATEMENT (SECOND) OF CONTRACTS § 2 cmt. e (1981) 

("Words of promise which by their terms make performance entirely optional with the 'promisor' 

whatever may happen, or whatever course of conduct in other respects he may pursue, do not constitute a 

promise. Although such words are often referred to as forming an illusory promise, they do not fall within 

the present definition of promise."); Light v. Centel Cellular Co., 883 S.W.2d 642, 645 (Tex. 1994) 

("When illusory promises are all that support a purported bilateral contract, there is no contract."). A 

presumption exists that parties to a purported contract did not intend to make illusory promises. See 

Holguin v. Twin Cities Servs., Inc., 750 S.W.2d 817, 819 (Tex. App.--El Paso 1988, no writ) ("It is 

presumed that when parties make an agreement they intend it to be effectual, not nugatory; and the 

contract will be construed in favor of mutuality . . . ."). 
 
The record in this case provides no indication that the parties intended that Axcess's right to use the 

jingles was terminable at the will of Lulirama. Accordingly, we conclude that Axcess's rights under the 

nonexclusive license created by the Jingle Writing Agreement did not end upon Lulirama's filing the 

present lawsuit. 
 
In sum, we conclude that the district court correctly determined that Axcess has a nonexclusive license to 

use the last twenty-nine jingles created pursuant to the Jingle Writing Agreement. As we noted in Part 

II.A.2.a, supra, a triable issue of fact may exist as to whether Axcess owns the copyrights to the first 

seven jingles created pursuant to the work for hire doctrine. However, in its counterclaim, Axcess sought 

declaratory judgment that it either (1) owned the copyrights to these jingles or (2) had a license to use 

them. It sought summary judgment on its declaratory judgment claim, thus indicating that it wished to
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 have summary judgment declaring either that it owns the copyrights to the jingles or that it has a license 

to use them. 
 
Based on the same analysis applied to the last twenty-nine jingles, we conclude as a matter of law that, at 

a minimum, Axcess has a nonexclusive license to use the first seven jingles created pursuant to the Jingle 

Writing Agreement. Put another way, as a matter of law, Lulirama cannot state a claim of copyright 

infringement against Axcess based upon Axcess's past or future use of the first seven jingles. See 

NIMMER, supra, § 10.01[C][5] n.73.1 ("A license is, in legal contemplation, merely an agreement not to 

sue the licensee for infringement."). This conclusion should not be construed as disposing of the issue of 

who actually owns the copyrights to the first seven jingles. None of the claims presented by the parties 

mandates resolution of this issue. Lulirama's copyright infringement claims are foreclosed regardless of 

who owns the copyrights, and Axcess has requested alternative declarations of its rights with respect to 

these jingles that obviate the need for a determination of copyright ownership. 
 

* * * 
III. CONCLUSION 

 
For the foregoing reasons, we AFFIRM those portions of the district court's judgment (1) dismissing 

Lulirama's copyright infringement claims with prejudice and (2) declaring that Lulirama owns the  

copyrights to the last twenty-nine jingles created pursuant to the Jingle Writing Agreement. We VACATE 

that portion of the district court's judgment declaring that Axcess owns the copyrights to the first seven  

jingles and RENDER declaratory judgment that Axcess has a nonexclusive license to reproduce these 

jingles, create derivative works from them, distribute and sell them to its radio and television customers, 

and authorize public performances of them. We AFFIRM the district court's order denying sanctions 

against Lulirama. Costs shall be borne by Lulirama. 
 

 
Notes and Questions 
 
1.  Why was Axcess unable to establish a “work for hire”? 
 
2. What type of license agreement must be in writing and why?   
 
3.  Under what circumstances can a non-exclusive license be created? 
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1.06   Damages and Remedies 

 
 

§ 504 - Remedies for infringement: Damages and profits 
 
(a) In General.— Except as otherwise provided by this title, an infringer of copyright is liable for ei-
ther—  
 
(1) the copyright owner’s actual damages and any additional profits of the infringer, as provided by sub-

section (b); or  
 
(2) statutory damages, as provided by subsection (c).  
 
(b) Actual Damages and Profits.— The copyright owner is entitled to recover the actual damages suf-
fered by him or her as a result of the infringement, and any profits of the infringer that are attributable to 
the infringement and are not taken into account in computing the actual damages. In establishing the in-
fringer’s profits, the copyright owner is required to present proof only of the infringer’s gross revenue, 

and the infringer is required to prove his or her deductible expenses and the elements of profit attributa-
ble to factors other than the copyrighted work.  
 
(c) Statutory Damages.—  
 
(1) Except as provided by clause (2) of this subsection, the copyright owner may elect, at any time before 
final judgment is rendered, to recover, instead of actual damages and profits, an award of statutory dam-
ages for all infringements involved in the action, with respect to any one work, for which any one infring-
er is liable individually, or for which any two or more infringers are liable jointly and severally, in a sum 
of not less than $750 or more than $30,000 as the court considers just. For the purposes of this subsec-
tion, all the parts of a compilation or derivative work constitute one work.  
 
(2) In a case where the copyright owner sustains the burden of proving, and the court finds, that in-
fringement was committed willfully, the court in its discretion may increase the award of statutory dam-
ages to a sum of not more than $150,000. In a case where the infringer sustains the burden of proving, 
and the court finds, that such infringer was not aware and had no reason to believe that his or her acts 
constituted an infringement of copyright, the court in its discretion may reduce the award of statutory 
damages to a sum of not less than $200. The court shall remit statutory damages in any case where an 
infringer believed and had reasonable grounds for believing that his or her use of the copyrighted work 
was a fair use under section 107, if the infringer was:  
 
(i) an employee or agent of a nonprofit educational institution, library, or archives acting within the 
scope of his or her employment who, or such institution, library, or archives itself, which infringed by 
reproducing the work in copies or phonorecords; or  
 
(ii) a public broadcasting entity which or a person who, as a regular part of the nonprofit activities of a 
public broadcasting entity (as defined in section 118 (f)) infringed by performing a published nondra-
matic literary work or by reproducing a transmission program embodying a performance of such a work.  

 
 
 
 

http://www.law.cornell.edu/uscode/text/17/118
http://www.law.cornell.edu/uscode/text/17/usc_sec_17_00000118----000-#f
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THREE BOYS MUSIC CORPORATION  v. MICHAEL BOLTON 

212 F.3d 477 (9th Cir. 2000) 
 
NELSON, Circuit Judge 
 
In 1994, a jury found that Michael Bolton's 1991 pop hit, "Love Is a Wonderful Thing," infringed on the 

copyright of a 1964 Isley Brothers' song of the same name. The district court denied Bolton's motion for a 

new trial and affirmed the jury's award of $ 5.4 million. 
 
Bolton, his co-author, Andrew Goldmark, and their record companies ("Sony Music") appeal, arguing that 

the district court erred in finding that: (1) sufficient evidence supported the jury's finding that the 

appellants had access to the Isley Brothers' song; (2) sufficient evidence supported the jury's finding that 

the songs were substantially similar; (3) subject matter jurisdiction existed based on the Isley Brothers 

registering a complete copy of the song; (4) sufficient evidence supported the jury's attribution of profits 

to the infringing elements of the song; (5) Sony Music could not deduct its tax liability; and (6) the 

appellants' motion for a new trial based on newly discovered evidence was unwarranted. 
 
We affirm. 

I. BACKGROUND 
 
The Isley Brothers, one of this country's most well-known rhythm and blues groups, have been inducted 

into the Rock and Roll Hall of Fame. They helped define the soul sound of the 1960s with songs such as 

"Shout," "Twist and Shout," and "This Old Heart of Mine," and they mastered the funky beats of the 

1970s with songs such as "Who's That Lady," "Fight the Power," and "It's Your Thing." In 1964, the Isley 

Brothers wrote and recorded "Love is a Wonderful Thing" for United Artists. The Isley Brothers received 

a copyright for "Love is a Wonderful Thing" from the Register of Copyrights on February 6, 1964. The 

following year, they switched to the famous Motown label and had three top-100 hits including "This Old 

Heart of Mine." 
 
Hoping to benefit from the Isley Brothers' Motown success, United Artists released "Love is a Wonderful 

Thing" in 1966. The song was not released on an album, only on a 45-record as a single. Several industry 

publications predicted that "Love is a Wonderful Thing" would be a hit - "Cash Box" on August 27, 1966, 

"Gavin Report" on August 26, 1966, and "Billboard" on September 10, 1966. On September 17, 1966, 

Billboard listed "Love is a Wonderful Thing" at number 110 in a chart titled "Bubbling Under the Hot 

100." The song was never listed on any other Top 100 charts. In 1991, the Isley Brothers' "Love is a 

Wonderful Thing" was released on compact disc. See Isley Brothers, The Isley Brothers - The Complete 

UA Sessions, (EMI 1991). 
 
Michael Bolton is a singer/songwriter who gained popularity in the late 1980s and early 1990s by 

reviving the soul sound of the 1960s. Bolton has orchestrated this soul-music revival in part by covering 

old songs such as Percy Sledge's "When a Man Love a Woman" and Otis Redding's "(Sittin' on the) Dock 

of the Bay." Bolton also has written his own hit songs. In early 1990, Bolton and Goldmark wrote a song 

called "Love Is a Wonderful Thing." Bolton released it as a single in April 1991, and as part of Bolton's 

album, "Time, Love and Tenderness." Bolton's "Love Is a Wonderful Thing" finished 1991 at number 49 

on Billboard's year-end pop chart. 
 
On February 24, 1992, Three Boys Music Corporation filed a copyright infringement action for damages 

against the appellants under 17 U.S.C. §§ 101 et seq. (1988). The parties agreed to a trifurcated trial. On 

April 25, 1994, in the first phase, the jury determined that the appellants had infringed the Isley Brothers' 

copyright. At the end of second phase five days later, the jury decided that Bolton's "Love Is a Wonderful 
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Thing" accounted for 28 percent of the profits from "Time, Love and Tenderness." The jury also found 

that 66 percent of the profits from commercial uses of the song could be attributed to the inclusion of 

infringing elements. On May 9, 1994, the district court entered judgment in favor of the Isley Brothers 

based on the first two phases. 
 
The deadline for post-trial motions was May 25, 1994. On that day, the appellants filed a motion for 

judgment as a matter of law and a motion for new trial. The district court denied the motions on August 

11, 1994. On June 8, 1994, the appellants filed a second motion for new trial based on newly discovered 

evidence on the issue of copyright ownership. The district court dismissed this motion as untimely. 
 
On December 5, 1996, the district court adopted the findings of the Special Master's Amended Report 

about the allocation of damages (third phase). In the final judgment entered against the appellants, the 

district court ordered Sony Music to pay $ 4,218,838; Bolton to pay $ 932,924; Goldmark to pay $ 

220,785; and their music publishing companies to pay $ 75,900. They timely appealed. 
 

* * * 
D. Attribution of Profits 

 
Sony Music claims that the district court improperly applied an assumption that all profits from Bolton 

and Goldmark's song go to the Isley Brothers, and that no evidence supported the jury's apportionment of 

profits. A successful copyright plaintiff is allowed to recover only those profits that are "attributable to 

infringement." 17 U.S.C. § 504(b) (1994). "In establishing the infringer's profits, the copyright owner is 

required to present proof only of the infringer's gross revenue, and the infringer is required to prove his or 

her deductible expenses and the elements of profit attributable to factors other than the copyrighted 

work." Id. See also Cream Records, Inc. v. Jos. Schlitz Brewing Co., 754 F.2d 826, 828 (9th Cir. 1985) 

(holding that when all profits do not clearly derive from the infringing material, the copyright owner is 

not entitled to recover all of the profits); Gaste, 863 F.2d at 1070 (finding that where there is "imprecision 

in the computation of expenses, a court should err on the side of guaranteeing the plaintiff a full 

recovery"). Thus, the statutory burden of proof lies with Sony Music to prove what percentage of their 

profits were not attributable to copying the Isley Brothers' "Love is a Wonderful Thing." 
 
Sony Music presented evidence that Bolton's "Love Is a Wonderful Thing" produced only 5-10% of the 

profits from his album, "Time, Love and Tenderness," and that the song's infringing elements resulted in 

only 10-15% of the profits from the song. The Isley Brothers, however, attacked the credibility of one of 

Sony Music's experts. Furthermore, they presented evidence that Bolton's infringing song was the album's 

lead single, that it was released 19 days before the album, and that Bolton engaged in telephone 

promotion of the song. The jury found that 28% of the album's profits derived from the song, and that 

66% of the song's profits resulted from infringing elements. 
 
We affirm the jury's apportionment of the profits for several reasons. First, the jury instructions 

adequately conveyed the burden of proof. Second, the burden of proof was on Sony Music, and the jury 

chose not to believe Sony Music's experts. Finally, a jury verdict apportioning less than 100% of the 

profits but more than the percentage estimates of Sony Music's experts does not represent clear error. 
 

E. Deduction of Tax Liability 
 
Sony Music also argues that the district court erred in allowing Bolton and Goldmark, but not Sony 

Music, to deduct income taxes due to profits from the album. Whether income taxes are considered 

"deductible expenses" under § 504(b) is an issue of first impression in this circuit. The Supreme Court 

held that willful infringers could not deduct income taxes, but it left open the possibility that non-willful 

infringers could deduct their income taxes from the infringing profits. See L.P. Larson, Jr., Co. v. Wm. 
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Wrigley, Jr., Co., 277 U.S. 97, 99-100, 72 L. Ed. 800, 48 S. Ct. 449 (1928). The circuits are split over 

whether non-willful infringers such as Bolton, Goldmark, and Sony Music can deduct income taxes from 

their infringing profits. Compare In Design v. K-Mart Apparel Corp., 13 F.3d 559, 567 (2d Cir. 1994) 

(allowing the deduction of income taxes) with Schnadig Corp. v. Gaines Mfg. Co., Inc., 620 F.2d 1166, 

1169-70 (6th Cir. 1980) (not allowing the deduction of income taxes). 
 
The Second Circuit allowed the deduction of income taxes because if infringers are liable for pre-tax 

profits, they may end up paying more money than they ever received. See In Design, 13 F.3d at 567. 

Under the Second Circuit's rule, the infringer receives a windfall by (1) paying a smaller damages award 

and (2) deducting the entire, pre-tax award from gross income on a subsequent tax return. The Sixth 

Circuit rejected the deduction of income taxes because the increased pre-tax profits paid to the copyright 

holder will be balanced out by an eventual tax refund based on the pre-tax award. See Schnadig, 620 F.2d 

at 1169-70. Under the Sixth Circuit's rule, the copyright holder receives a windfall by receiving a larger, 

pre-tax award. 
 
During the third phase of this trial, the district court adopted the findings of the special master's report 

regarding the deduction of income taxes. The district court followed the Second Circuit rule and allowed 

Bolton and Goldmark, as non-willful infringers, to deduct the income taxes and management fees that 

they paid relating to the infringing song. The district court, however, refused to allow Sony Music to 

deduct its Net Operating Loss Carry-forward (NOL) because the NOL did not have a "concrete financial 

impact." 
 
We uphold the district court's decision to allow non-willful infringers to deduct income taxes, but not 

NOL. In this case, Bolton and Goldmark actually paid income taxes and management fees on the 

infringing profits. Sony Music, however, never actually paid income taxes on its infringing profits. 

Rather, Sony Music claimed it offset nearly $ 1.7 million in taxes on the infringing profits against its 

parent company's NOL. No court has ever found that NOL is a deductible expense under § 504(b). 

Furthermore, we find that the district court's distinctions between taxes actually paid and taxes not 

actually paid was a fair one. Thus, we affirm the district court's calculation of a $ 4,218,838 damages 

award against Sony Music. 
 
 

 
Notes and Questions 
 
1. What are the respective burdens of proof of the parties to a copyright infringement suit? 

 
2.  How did the jury apportion profits associated with infringement 
 
3. How did the court treat income taxes? 
 
4. What are the various remedies available for copyright infringement? 
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BOYD JARVIS v. A&M RECORDS 

827 F. Supp. 282 (D. N.J. 1993) 
 
ACKERMAN, District Judge 
 
This matter comes before the court upon the following motions by defendants: (1) motion to strike the 

certifications submitted by plaintiff's attorney Sheila Beckett in opposition to defendants' substantive 

motions; (2) summary judgment on plaintiff's federal copyright of musical composition claim; (3) partial 

summary judgment on damages relating to plaintiff's federal copyright claim; (4) summary judgment 

dismissing defendant Seduction from the case; (5) summary judgment on plaintiff's federal sound 

recording claim; (6) partial summary judgment on plaintiff's state law claims. 
 
For the reasons detailed, defendants' motions are granted in part and denied in part. 
 

I. Undisputed factual background 
 
The facts of this case are undisputed and relatively simple. About a decade ago, Boyd Jarvis wrote a song 

entitled "The Music's Got Me." He recorded the song with his group, Visual, and copyrighted the 

composition together with the arrangement in November 1982. The song subsequently was released on 

Prelude Records, and the undisputed evidence shows that Prelude Records retains the copyright to the 

sound recording. 
 
In 1989, defendant Robert Clivilles and David Cole wrote and recorded a song entitled "Get Dumb! (Free 

Your Body)" and the song was released in three formats on A&M Records and Vendetta Records, A&M's 

subsidiary label. The three relevant versions are: (1) "Get Dumb! Free Your Body" as it appears on the "b" 

side of a single record called "Heartbeat" by the defendant group Seduction; (2) a trio of versions of "Get 

Dumb! Free Your Body" that appear on another 12" single by Cole/Clivilles Music Enterprises, recorded 

by a group called The Crew (featuring Freedom Williams); (3) the cassette single the song "Get Dumb!" 
 
In all three of the releases of "Get Dumb!", defendants digitally sampled sections of Mr. Jarvis's "The 

Music's Got Me." Digital sampling has been described as: 
the conversion of analog sound waves into a digital code. The digital code that describes the sampled 

music . . . can then be reused, manipulated or combined with other digitalized or recorded sounds using a 

machine with digital data processing capabilities, such as a . . . computerized synthesizer. Judith 

Greenberg Finell, How a Musicologist Views Digital Sampling Issues, N.Y.L.J. p.5 n. 3 (May 22, 1992). 

Thus, digital sampling is similar to taping the original composition and reusing it in another context. In 

this case, then, throughout the defendants' songs, one occasionally hears an actual piece of "The Music's 

Got Me." 
 
In 1990, Mr. Jarvis sued the defendants for copyright infringement. Defendants now move for summary 

judgment, on a variety of grounds. I will address these as they become relevant. 
 

* * * 
Sections II & III omitted. 

 
D. Damages Claim 

 
Next, defendants move for partial summary judgment dismissing plaintiff's damages claims. The 

copyright act provides recovery for either actual damages plus defendant's profits or statutory damages, at 

the plaintiff's election. Defendants contend that Mr. Jarvis has elected a recovery of actual damages. 
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However, the act clearly allows a plaintiff to elect up to and until the time of judgment. Thus, I cannot 

agree with defendant's contention that plaintiff has conclusively elected his damages. 
 
Nonetheless, since summary judgment disposing of damages claims is appropriate if there are no disputed 

facts and defendant is entitled to judgment as a matter of law, see McGlinchy v. Shell Chemical Company, 

845 F.2d 802, 808-09 (9th Cir. 1988), I will address defendants' motion regarding plaintiff's claim of 

actual damages and defendants' profits. 
 
In this case, plaintiff claims the following damages: (1) the amount he would have made had he re-
released his version of "The Music's Got Me;" (2) defendants' income derived from every performance of 

their infringing compositions, including a percentage of the defendants' advance; (3) a projected profit 

amount that defendants' copies would have earned had they remained on the market for a 3-year period, 

projected from the initial sales period; (4) punitive damages. 
 
I will first assess actual damages and then address lost profits. 
 

1. Actual Damages 
 
Actual damages is measured by the "extent to which the market value of the copyrighted work at the time 

of infringement has been injured or destroyed by such infringement." Nimmer at 14-8. Because market 

value of the composition is difficult to quantify, damages are often defined to equal the profits which 

plaintiff would have accrued but for the defendant's infringement. Big Seven Music Corporation v. 

Lennon, 554 F.2d 504 (2d Cir. 1977). It is the plaintiff's burden to establish "the existence of a causal 

connection between the infringement of the defendant and some loss of anticipated revenue." Key West 

Hand Print Fabrics, Inc. v. Serbin, Inc., 269 F. Supp. 605, 613 (S.D. Fla. 1965). If plaintiff fails to meet 

this burden, damages may be denied as too speculative as a matter of law, see, e.g. Morgan Creek 

Productions, Inc. v. Capital Cities/ABC Inc., 1991 U.S. Dist. LEXIS 20564, 22 U.S.P.Q.2D (BNA) 1881, 

1893 (C.D. Cal. 1991) (Lew, D.J.) (disposing as too speculative plaintiff's lost opportunity claim); see 

also Nimmer at 14-11. 
 
In this case, plaintiff has utterly failed to meet his burden in showing damages. In his deposition, plaintiff 

stated that he has been damaged by $ 15 million. He further stated that "it's not excessive, any kind of 

money. It's just I have been damaged. What it's worth, that's up to the courts to decide, what it's worth or, 

you know." While knowledge of the intricacies of the law cannot be imputed to a lay plaintiff, the entire 

deposition of Mr. Jarvis conveys an air of unfamiliarity and unconcern with any notion of actual, 

quantifiable damages. For instance, the deposition reveals that after the initial Prelude release of plaintiff's 

song, there were two re-releases. It appears, though, that plaintiff made no attempt to take discovery or 

subpoena records on the sales of the re-releases. Plaintiff's testimony that he was attempting to re-mix 

"The Music's Got Me" when the infringement occurred and that he therefore missed opportunities for 

advancement, consists of the following: 
 
Q: Did you have any discussions with anybody about a rerelease of "The Music Got Me"? 
 
A: No, because I planned on remixing it myself and rereleasing it. I have the multi-track and I was 

actually working on remix. 
 
Q: when was this? 
 
A: This was -- when did we start that? I can't remember. Somewhere, it was, had to be like the winter, 

somewhere around January, I forget. I really can't say a month, but we were actually in the studio . . . 

remixing it. 
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Q: Which year was this? 
 
A: This was '90 
 
Q: Had you – 
 
A: It had been thought about anyway. We had been thinking about it for a long time. We just decided to 

start to do it. 
 
Q: When did you start to think about remixing it? 
 
A: Since '86, '87, thinking about it. 
 
Q: Did you have any discussions about what impact the [rerelease] would have, if any, on the market for a 

remix? . . . . 
 
A: No, not really. . . . 
 
Q: Have you had any discussions about [the infringing song's influence on the market for a re-release of 

"The Music Got Me"] with anybody in the business? 
 
A: About what? 
 
Q: About whether or not the release of "Get Dumb For [sic] Your Body" has had any impact on your 

ability to release a remix of "The Music Got Me." 
 
A: No, I haven't really discussed it. 
In short, there is simply no evidence to support plaintiff's lost opportunities claim. 
 
Thus, plaintiff has demonstrated no actual damages. 
 
Still, the plaintiff would be entitled to defendants' profits. 
 

2. Defendants' profits 
 
Under the copyright Act, a plaintiff is further entitled to receive defendant's profits that were the result of 

the infringement. To establish profits, plaintiff is only required to present evidence of the defendants' 

gross profits. The parties have stipulated to the following gross profits, arising out of the various 

infringing songs.: 
 
(i) "Get Dumb" as included on Seduction/Heartbeat record: $ 270,451 
 
(ii) "Get Dumb (Free Your Body)": $ 77,815 
 
(iii) "Get Dumb": $ 14,269 
 
Out of this amount, defendants are entitled to deduct expenses, provided that they establish that the 

expenses relate to the infringing work. Allen-Myland v. International Business Machines, 770 F. Supp. 

1014 (E.D.Pa. 1991). Defendants may, for example, deduct manufacturing costs and packaging costs. 

Dolori Fabrics, Inc. v. Limited, Inc., 662 F. Supp. 1347, 1356, 1357 (S.D.N.Y. 1987) (Lumbard, C.J.). 

Even overhead may be deducted, provided that the defendant's violation of plaintiff's copyright was not 
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willful, see Allen-Myland at 1025. However, if defendant's conduct is willful, overhead may not be 

deducted. Moreover, charge-backs, or returned copies of sold records, are not deductible. See Nimmer at 

14-30; Doloroi Fabrics at 1356. 
 
Defendant has submitted an affidavit from Milton E. Olin, Jr., Senior Vice President of Business and 

Legal Affairs for defendant A&M Records. He appears competent to testify about the expenses incurred 

in connection with the releases of the allegedly infringing songs, and has attached a schedule of 

deductions, submittable as a summary of voluminous records pursuant to Fed. R. 1006. Plaintiff has not 

disputed any of the figures. 
 
The following figures are clearly deductible as a matter of law: 
 
(1) sales discounts, referring to various trade discounts given to vendors to provide incentive to stock 

A&M records; 
 
(2) distribution fees, referring to the monthly charge assessed on A&M for distributing and warehousing 

A&M products; 
 
(3) manufacturing, packaging and artwork costs; 
 
(4) recording costs; 
 
(5) promotion and marketing costs spent to advertise and promote the recordings. 
 
The following expenses are not clearly allowable as a matter of law, and thus cannot be awarded to 

defendants on a summary judgment motion: 
 
(1) records sold and then returned, see Doloroi, supra; 
 
(2) artist and mechanical royalties. While royalties may be generally deductible, see Smith v. Little, Brown 

& Company, 273 F. Supp. 870, 874 (S.D.N.Y. 1967 (McLean, D.J.), when the royalties go to an infringer, 

such royalties are claimable against the infringer. Id. at 874. The normal procedure in such circumstances 

is to allow the infringer to deduct the royalties and to let the plaintiff sue the receiver of the royalties in a 

separate action. In this case, though, where the artists and the record companies are defendants in one 

action, it does not make sense to deduct the royalties, particularly when defendants have not sufficiently 

proven which royalties refer to monies paid to those who allegedly infringed plaintiff's work and which 

monies went to innocent parties. All in all, then, I cannot deduct these monies as a matter of law. 
 
(3) Polygram Service Charge. This charge refers to a monthly institutional assessment on A&M's 

Polygram affiliate in the Netherlands. Since the records are released only in the United States, defendants 

have not sufficiently proven that this expense is related to the infringing works. 
 
(4) Overhead. While overhead is deductible if the defendants did not act willfully, it is a question of fact 

whether these defendants did in fact act willfully. See Original Appalachian Artworks, Inc. v. J.F. 

Reichert, Inc., 658 F. Supp. 458, 464 (E.D.Pa. 1987) (in computation of statutory damages, willfulness 

requires plaintiff to show that "infringer acted with actual knowledge or reckless disregard for whether its 

conduct infringed upon the plaintiff's copyrights."); see also Allen-Myland at 1026 (case law on statutory 

damages informs analysis of willfulness in actual damages context). 
 
First, there can be no more brazen stealing of music than digital sampling, and defendants Cole and 

Clivilles did sample a fair portion of plaintiff's work. This raises a question of whether -- even if they did 
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not actually know that they were engaging in copyright infringement -- they acted in reckless disregard 

for whether their actions violated plaintiff's rights. Second, the record companies in all probability were 

aware of the inclusion of the brazen copying in the defendants' compositions. Third, Mr. Clivilles' 

affidavit and the deposition of Mr. Jarvis provide evidence that Mr. Clivilles and Mr. Coles acted in 

complete disregard for plaintiff's rights. Any finding in this regard involves a credibility determination not 

allowable on summary judgment. 
 
Thus, I am unable to rule as a matter of law on this summary judgment motion that defendants are entitled 

to overhead expenses. 
 
Thus, when calculating the defendants' profits deducting only those expenses clearly allowable as a matter 

of law, there is a profit -- a total of $95,872. 
 
Of course, the inquiry at this point is not complete. The amount of profits must then be apportioned so 

that plaintiff receives only those profits clearly related to the infringing work. 
 
The Copyright Act provides that the defendants are entitled to prove that certain elements of the profits 

are "attributable to factors other than the copyrighted work." 17 U.S.C. § 504(b). The infringer bears the 

burden of proving the existence of these other elements. The method of apportionment must be fair in that 

it must clearly take into account the value to the infringer of the plaintiff's work and should only 

compensate the plaintiff for profits due to the infringement. 
 
Defendants propose the following formula for apportionment: As to the version appearing on the 

Heartbeat single, the profits were reduced 50% because at least half of the profits were due to the rap 

section. Defendants then argue that since only 12% of defendant's song contains plaintiff's material, the 

88% of the remaining profits should be deducted. Further, defendants state that since there are three other 

songs on the record, only 1/4 of the remaining profits are attributable to the infringing elements. Finally, 

defendants contend that the remaining profits must again be halved because plaintiff does not own the 

copyright of the sound recording, and since the sound recording and the copyrighted musical composition 

are identical, profits must be apportioned accordingly. 
 
I do not believe that defendant's method is fair. First, they present no objective evidence supporting their 

method (for instance, evidence demonstrating that at least half of the records were sold in areas where the 

rap market is strong). Second, without more evidence, it is unfair to attribute profits on a second by 

second basis, that is, that simply because plaintiff's song comprises 12% of defendant's song plaintiff is 

only entitled to 12% of the profits. Third, it is unclear why the 12% attributable to plaintiff's recording is 

not taken off the original profits rather than off the original profits deducted by fifty percent to take the 

rap section of the song into account. 
 
Of course, defendant is free to present at trial a different method of apportionment that more properly 

takes into account the relevant criteria. 
 
At any rate, since the damages do not amount to nothing, I will deny defendants' summary judgment 

motion on damages. 
 

 
Notes and Questions 
 
1. How are actual damages measured 
 
2.  What is plaintiff’s burden of proof on actual damages? 
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3.  What result did the court reach?   
 
4.  Which expenses are typically deductible in a non-willful infringement 
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§505.  Remedies for infringement:  Costs and attorney’s fees 

 
In any civil action under this title, the court in its discretion may allow the recovery of full costs by or 

against any party other than the United States or an officer thereof.  Except as otherwise provided by this 

title, the court may also award a reasonable attorney’s fee to the prevailing party as part of the costs. 
 
 

 
JOHN C. FOGERTY v. FANTASY, INC. 

510 U.S. 517 (1994) 
 
OPINION BY: REHNQUIST 
 
The Copyright Act of 1976, 17 U.S.C. § 505, provides in relevant part that in any copyright infringement 

action "the court may . . . award a reasonable attorney's fee to the prevailing party as part of the costs." 

The question presented in this case is what standards should inform a court's decision to award attorney's 

fees to a prevailing defendant in a copyright infringement action -- a question that has produced 

conflicting views in the Courts of Appeals. 
 
Petitioner John Fogerty is a successful musician, who, in the late 1960's, was the lead singer and 

songwriter of a popular music group known as "Creedence Clearwater Revival." In 1970, he wrote a song 

entitled "Run Through the Jungle" and sold the exclusive publishing rights to predecessors-in-interest of 

respondent Fantasy, Inc., who later obtained the copyright by assignment. The music group disbanded in 

1972 and Fogerty subsequently published under another recording label. In 1985, he published and 

registered a copyright to a song entitled "The Old Man Down the Road," which was released on an album 

distributed by Warner Brothers Records, Inc. Respondent Fantasy, Inc., sued Fogerty, Warner Brothers, 

and affiliated companies, in District Court, alleging that "The Old Man Down the Road" was merely "Run 

Through the Jungle" with new words. The copyright infringement claim went to trial and a jury returned a 

verdict in favor of Fogerty. 
 
After his successful defense of the action, Fogerty moved for reasonable attorney's fees pursuant to 17 

U.S.C. § 505. The District Court denied the motion, finding that Fantasy's infringement suit was not 

brought frivolously or in bad faith as required by circuit precedent for an award of attorney's fees to a 

successful defendant.  The Court of Appeals affirmed, 984 F.2d 1524 (CA9 1993), and declined to 

abandon the existing Ninth Circuit standard for awarding attorney's fees which treats successful plaintiffs 

and successful defendants differently. Under that standard, commonly termed the "dual" standard, 

prevailing plaintiffs are generally awarded attorney's fees as a matter of course, while prevailing 

defendants must show that the original suit was frivolous or brought in bad faith.  In contrast, some courts 

of appeals follow the so-called "evenhanded" approach in which no distinction is made between 

prevailing plaintiffs and prevailing defendants.  The Court of Appeals for the Third Circuit, for example, 

has ruled that "we do not require bad faith, nor do we mandate an allowance of fees as a concomitant of 

prevailing in every case, but we do favor an evenhanded approach." Lieb v. Topstone Industries, Inc., 788 

F.2d 151, 156 (CA3 1986). 
 
We granted certiorari, 509 U.S. (1993), to address an important area of federal law and to resolve the 

conflict between the Ninth Circuit's "dual" standard for awarding attorney's fees under § 505, and the so-
called "evenhanded" approach exemplified by the Third Circuit.  We reverse. 
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Respondent advances three arguments in support of the dual standard followed by the Court of Appeals 

for the Ninth Circuit in this case. First, it contends that the language of § 505, when read in the light of 

our decisions construing similar fee-shifting language, supports the rule. Second, it asserts that treating 

prevailing plaintiffs and defendants differently comports with the "objectives" and "equitable 

considerations" underlying the Copyright Act as a whole. Finally, respondent contends that the legislative 

history of § 505 indicates that Congress ratified the dual standard which it claims was "uniformly" 

followed by the lower courts under identical language in the 1909 Copyright Act. We address each of 

these arguments in turn. 
 
The statutory language -- "the court may also award a reasonable attorney's fee to the prevailing party as 

part of the costs" -- gives no hint that successful plaintiffs are to be treated differently than successful 

defendants. But respondent contends that our decision in Christiansburg Garment Co. v. EEOC, 434 U.S. 

412 (1978), in which we construed virtually identical language, supports a differentiation in treatment 

between plaintiffs and defendants. 
 
Christiansburg construed the language of Title VII of the Civil Rights Act of 1964, which in relevant part 

provided that the court "in its discretion, may allow the prevailing party . . . a reasonable attorney's fee as 

part of the costs . . . ." 42 U.S.C. § 2000e-5(k). We had earlier held, interpreting the cognate provision of 

Title II of that Act, 42 U.S.C. § 2000a-3(b), that a prevailing plaintiff "should ordinarily recover an 

attorney's fee unless some special circumstances would render such an award unjust." Newman v. Piggie 

Park Enterprises, Inc., 390 U.S. 400, 402 (1968). This decision was based on what we found to be the 

important policy objectives of the Civil Rights statutes, and the intent of Congress to achieve such 

objectives through the use of plaintiffs as "'private attorneys general.'" Ibid. In Christiansburg, supra, we 

determined that the same policy considerations were not at work in the case of a prevailing civil rights 

defendant. We noted that a Title VII plaintiff, like a Title II plaintiff in Piggie Park, is "the chosen 

instrument of Congress to vindicate 'a policy that Congress considered of the highest priority.'" 434 U.S., 

at 418. We also relied on the admittedly sparse legislative history to indicate that different standards were 

to be applied to successful plaintiffs than to successful defendants. 
 
Respondent points to our language in Flight Attendants v. Zipes, 491 U.S. 754, 758, n. 2 (1989), that "fee-
shifting statutes' similar language is a 'strong indication' that they are to be interpreted alike." But here we 

think this normal indication is overborne by the factors relied upon in our Christiansburg opinion which 

are absent in the case of the Copyright Act. The legislative history of § 505 provides no support for 

treating prevailing plaintiffs and defendants differently with respect to the recovery of attorney's fees. The 

attorney's fees provision § 505 of the 1976 Act was carried forward verbatim from the 1909 Act with very 

little discussion. The relevant House Report provides simply: 
 
"Under section 505 the awarding of costs and attorney's fees are left to the court's discretion, and the 

section also makes clear that neither costs nor attorney's fees can be awarded to or against 'the United 

States or an officer thereof.'" H. R. Rep. No. 94-1476, p. 163 (1976). See also, S. Rep. No. 94-473, p. 145 

(1975) (same). Other courts and commentators have noted the paucity of legislative history of § 505. See, 

e. g., Cohen v. Virginia Electric & Power Co., 617 F. Supp. 619, 621 (ED Va. 1985), aff'd on other 

grounds, 788 F.2d 247 (CA4 1986). See also Jaszi, 505 And All That -- The Defendant's Dilemma, 55 

Law & Contemp. Prob. 107, 107-108, and nn. 1, 2 (1992). 
 
The goals and objectives of the two Acts are likewise not completely similar. Oftentimes, in the civil 

rights context, impecunious "private attorney general" plaintiffs can ill afford to litigate their claims 

against defendants with more resources. Congress sought to redress this balance in part, and to provide 

incentives for the bringing of meritorious lawsuits, by treating successful plaintiffs more favorably than 

successful defendants in terms of the award of attorney's fees. The primary objective of the Copyright Act 

is to encourage the production of original literary, artistic, and musical expression for the good of the 
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public. See, infra, at 9-10. In the copyright context, it has been noted that "entities which sue for 

copyright infringement as plaintiffs can run the gamut from corporate behemoths to starving artists; the 

same is true of prospective copyright infringement defendants." Cohen, supra, at 622-623. 
 
We thus conclude that respondent's argument based on our fee-shifting decisions under the Civil Rights 

Act must fail. 
 
Respondent next argues that the policies and objectives of § 505 and of the Copyright Act in general are 

best served by the "dual approach" to the award of attorney's fees. The most common reason advanced in 

support of the dual approach is that, by awarding attorney's fees to prevailing plaintiffs as a matter of 

course, it encourages litigation of meritorious claims of copyright infringement. See, e. g., McCulloch v. 

Albert E. Price, Inc., 823 F.2d 316, 323 (CA9 1987) ("because section 505 is intended in part to 

encourage the assertion of colorable copyright claims, to deter infringement, and to make the plaintiff 

whole, fees are generally awarded to a prevailing plaintiff") (citations omitted); Diamond v. Am-Law 

Publishing Corp., 745 F.2d 142, 148 (CA2 1984) (same). Indeed, respondent relies heavily on this 

argument. We think the argument is flawed because it expresses a one-sided view of the purposes of the 

Copyright Act. While it is true that one of the goals of the Copyright Act is to discourage infringement, it 

is by no means the only goal of that Act. In the first place, it is by no means always the case that the 

plaintiff in an infringement action is the only holder of a copyright; often times, defendants hold 

copyrights too, as exemplified in the case at hand. See, Lieb v. Topstone Industries, Inc., 788 F.2d, at 155 

(noting that "in many cases the defendants are the [copyright] holders"). 
 
More importantly, the policies served by the Copyright Act are more complex, more measured, than 

simply maximizing the number of meritorious suits for copyright infringement. The Constitution grants to 

Congress the power "To promote the Progress of Science and useful Arts, by securing for limited Times to 

Authors and Inventors the exclusive Right to their respective Writings and Discoveries." U.S. Const., Art. 

I, § 8, cl. 8. We have often recognized the monopoly privileges that Congress has authorized, while 

"intended to motivate the creative activity of authors and inventors by the provision of a special reward," 

are limited in nature and must ultimately serve the public good. Sony Corp. of America v. Universal City 

Studios, Inc., 464 U.S. 417, 429 (1984). For example, in Twentieth Century Music Corp. v. Aiken, 422 

U.S. 151, 156 (1975), we discussed the policies underlying the 1909 Copyright Act as follows: 
 
"The limited scope of the copyright holder's statutory monopoly . . . reflects a balance of competing 

claims upon the public interest: Creative work is to be encouraged and rewarded, but private motivation 

must ultimately serve the cause of promoting broad public availability of literature, music, and the other 

arts. The immediate effect of our copyright law is to secure a fair return for an 'author's' creative labor. 

But the ultimate aim is, by this incentive, to stimulate artistic creativity for the general public good." 

(Footnotes omitted.) 
 
We reiterated this theme in Feist Publications, Inc. v. Rural Telephone Service Co., 499 U.S. 340, 349-
350 (1991), where we said: 
 
"The primary objective of copyright is not to reward the labor of authors, but 'to promote the Progress of 

Science and useful Arts.' To this end, copyright assures authors the right to their original expression, but 

encourages others to build freely upon the ideas and information conveyed by a work." (Citations 

omitted.) 
 
Because copyright law ultimately serves the purpose of enriching the general public through access to 

creative works, it is peculiarly important that the boundaries of copyright law be demarcated as clearly as 

possible. To that end, defendants who seek to advance a variety of meritorious copyright defenses should 

be encouraged to litigate them to the same extent that plaintiffs are encouraged to litigate meritorious 
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claims of infringement. In the case before us, the successful defense of "The Old Man Down the Road" 

increased public exposure to a musical work that could, as a result, lead to further creative pieces. Thus a 

successful defense of a copyright infringement action may further the policies of the Copyright Act every 

bit as much as a successful prosecution of an infringement claim by the holder of a copyright. 
 
Respondent finally urges that the legislative history supports the dual standard, relying on the principle of 

ratification. See, Lorillard v. Pons, 434 U.S. 575, 580 (1978) ("Congress is presumed to be aware of an 

administrative or judicial interpretation of a statute and to adopt that interpretation when it re-enacts a 

statute without change . . ."). Respondent surveys the great number of lower court cases interpreting the 

identical provision in the 1909 Act, 17 U.S.C. § 116 (1976 ed.), and asserts that "it was firmly 

established" that prevailing defendants should be awarded attorney's fees only where the plaintiff's claim 

was frivolous or brought with a vexatious purpose. Brief for Respondent 40-45. Furthermore, respondent 

claims that Congress was aware of this construction of former § 116 because of two Copyright Studies 

submitted to Congress when studying revisions to the Act. W. Strauss, Damage Provisions of the 

Copyright Law, Study No. 22 (hereinafter Strauss Study), and R. Brown, Operation of the Damage 

Provisions of the Copyright Law: An Exploratory Study, Study No. 23 (hereinafter Brown Study), Studies 

Prepared for Subcommittee on Patents, Trademarks, and Copyrights, 86th Cong., 2d Sess. (H. Judiciary 

Comm. Print 1960). 
* * * 

 
In summary, neither of the two studies presented to Congress, nor the cases referred to by the studies, 

support respondent's view that there was a settled construction in favor of the "dual standard" under § 116 

of the 1909 Copyright Act. 
 
We thus reject each of respondent's three arguments in support of the dual standard. We now turn to 

petitioner's argument that § 505 was intended to adopt the "British Rule." Petitioner argues that, consistent 

with the neutral language of § 505, both prevailing plaintiffs and defendants should be awarded attorney's 

fees as a matter of course, absent exceptional circumstances. For two reasons we reject this argument for 

the British Rule. 
 
First, just as the plain language of § 505 supports petitioner's claim for disapproving the dual standard, it 

cuts against him in arguing for the British Rule. The statute says that "the court may also award a 

reasonable attorney's fee to the prevailing party as part of the costs." The word "may" clearly connotes 

discretion. The automatic awarding of attorney's fees to the prevailing party would pretermit the exercise 

of that discretion. 
 
Second, we are mindful that Congress legislates against the strong background of the American Rule. 

Unlike Britain where counsel fees are regularly awarded to the prevailing party, it is the general rule in 

this country that unless Congress provides otherwise, parties are to bear their own attorney's fees. Alyeska 

Pipeline Co. v. Wilderness Society, 421 U.S. 240, 247-262 (1975) (tracing the origins and development of 

the American Rule); Flight Attendants v. Zipes, 491 U.S., at 758. While § 505 is one situation in which 

Congress has modified the American Rule to allow an award of attorney's fees in the court's discretion, 

we find it impossible to believe that Congress, without more, intended to adopt the British Rule. Such a 

bold departure from traditional practice would have surely drawn more explicit statutory language and 

legislative comment. Cf., Isbrandtsen Co. v. Johnson, 343 U.S. 779, 783 (1952) ("Statutes which invade 

the common law . . . are to be read with a presumption favoring the retention of long-established and 

familiar principles, except when a statutory purpose to the contrary is evident"). Not surprisingly, no court 

has held that § 505 (or its predecessor statute) adopted the British Rule. 
 
Thus we reject both the "dual standard" adopted by several of the Courts of Appeals, and petitioner's 

claim that § 505 enacted the British Rule for automatic recovery of attorney's fees by the prevailing party. 
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Prevailing plaintiffs and prevailing defendants are to be treated alike, but attorney's fees are to be awarded 

to prevailing parties only as a matter of the court's discretion. "There is no precise rule or formula for 

making these determinations," but instead equitable discretion should be exercised "in light of the 

considerations we have identified." Hensley v. Eckerhart, 461 U.S. 424, 436-437 (1983).35 Because the 

Court of Appeals erroneously held petitioner, the prevailing defendant, to a more stringent standard than 

that applicable to a prevailing plaintiff, its judgment is reversed and the case is remanded for further 

proceedings consistent with this opinion. 
 
It is so ordered. 
 

 
Notes and Questions 
 
1. What is the “dual standard”?   
 
2. What is the “British Rule 
 
3. What rule applies to the award of attorney’s fees in copyright cases?   
 
Listen 

 CreedenceClearwaterRevivalRunThroughTheJungle.mp3 
 JohnFogertyOldManDownTheRoad.mp3 
 The Old Man Down The Road  John Fogerty.mp3 

 
 
 

 
BRIDGEPORT MUSIC, INC. v. DIMENSION FILMS 

410 F.3d 792 (6th Cir. 2005) 
 

*** 
 
Sections I-III Omitted. Refer to page 85 for facts of case. 
 

IV. 
 
Bridgeport, Southfield Music, and Nine Records appeal from the decision to award $41,813.30 in 

attorney fees and costs to No Limit Films as a prevailing party under 17 U.S.C. § 505. Apportioning the 

award between these plaintiffs, the district court ordered that Southfield and Nine Records be held liable, 

jointly and severally, for 10% of the total. The district court also found that no award was warranted 

against Westbound Records because its claims were objectively reasonable and based on a developing 

area of copyright law. As a result, the amount of fees reasonably incurred in defense of this action were 

                                                           
35   Some courts following the evenhanded standard have suggested several nonexclusive factors to guide courts’ discretion.  For 

example, the Third circuit has listed several nonexclusive factors that the courts should consider in making awards of attorney’s 

fees to any prevailing party.  These factors include “frivolousness, motivation, objective unreasonableness (both in the factual and 

in the legal components of the case) and the need in particular circumstances to advance considerations of compensation and 

deterrence.”  Lieb v. Topstone Industries, Inc., 788 F.2d 151, 156 (1986).  We agree that such factors may be used to guide courts’ 

discretion, so long as such factors are faithful to the purpose of the Copyright Act and are applied to prevailing plaintiffs and 

defendants in an evenhanded manner. 
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reduced by 50%. Plaintiffs do not challenge the calculation of the fees or the inclusion of any particular 

item. 
 
A court may, in its discretion, award costs, including reasonable attorney fees, to the prevailing party in a 

civil suit under the Copyright Act. 17 U.S.C. § 505. Our review is for abuse of discretion. Coles v. 

Wonder, 283 F.3d 798, 804 (6th Cir. 2002) (affirming award to prevailing defendant); Murray Hill 

Publ'ns, Inc. v. ABC Communications, Inc., 264 F.3d 622, 639 (6th Cir. 2001) (reversing award to 

prevailing defendant). A district court abuses its discretion when it relies on clearly erroneous factual 

findings, improperly applies the law, or uses an erroneous legal standard. Adcock-Ladd v. Sec'y of 

Treasury, 227 F.3d 343, 349 (6th Cir. 2000). 
 
The discretion to award attorney fees under § 505 is to be exercised in an evenhanded manner with 

respect to prevailing plaintiffs and prevailing defendants, and in a manner consistent with the primary 

purposes of the Copyright Act. Fogerty v. Fantasy, Inc., 510 U.S. 517, 127 L. Ed. 2d 455, 114 S. Ct. 1023 

(1994). "'There is no precise rule or formula for making these determinations,' but instead equitable 

discretion should be exercised 'in light of the considerations we have identified.'" Id. at 534 (quoting 

Hensley v. Eckerhart, 461 U.S. 424, 436-37, 76 L. Ed. 2d 40, 103 S. Ct. 1933 (1983)). Several 

nonexclusive factors may be considered as long as they are "faithful to the purposes of the Copyright Act 

and are applied to prevailing plaintiffs and defendants in an evenhanded manner." Id. at 534 n.19. Those 

nonexclusive factors include: "frivolousness, motivation, objective unreasonableness (both in the factual 

and in the legal components of the case) and the need in particular circumstances to advance 

considerations of compensation and deterrence." Id. (quoting Lieb v. Topstone Indus., Inc., 788 F.2d 151, 

156 (3d Cir. 1986)). 
 
Southfield and Nine Records, neither of which had an interest in "Get Off" or "100 Miles," argue that 

defendant did not truly prevail against them because they were "inadvertently" left in the amended 

complaint and they did not oppose dismissal in this case. They did not voluntarily dismiss their claims, 

however, as it was only in response to defendant's dispositive motions that they acquiesced in dismissal. 

Moreover, the inclusion of Southfield and Nine Records in the amended complaint in this case was less 

"inadvertent" than a reflection of the plaintiffs' failure to discriminate between defendants and claims. No 

Limit Films is a prevailing defendant as judgment was entered in its favor on all claims. 
 
Concluding that Bridgeport's claim was objectively unreasonable, the district court indicated that the 

factor weighed heavily in favor of awarding fees. The district court, relying on its decision granting 

summary judgment to defendant, specifically found Bridgeport's claims were objectively unreasonable 

because Bridgeport had no ownership interest in "100 Miles" when the oral synchronization license was 

granted and offered no evidence to undermine the existence of a valid license. Bridgeport argues that its 

claim, although unsuccessful, was not objectively unreasonable because it was not aware No Limit would 

claim it had an oral license that preceded the Release and Agreement. As defendant responds, nothing in 

this record suggests Bridgeport would not have sued No Limit Films if it had been aware of the oral 

license. 
 
This brings us to what the district court called the deciding factor - the manner in which the plaintiffs 

litigated this action. This consideration, plaintiffs maintain, represents nothing more than an attempt to 

punish Bridgeport and deter the plaintiffs from pursuing reasonable, nonfrivolous claims in other cases 

under threat of an award of attorney fees. The district court reasoned as follows: 
 
The initial complaint in this action is so voluminous that, with exhibits, it is almost 1,000 pages long and 

takes days to read in its entirety. It is replete with diatribes against the music industry, but lacks concrete 

facts directed at specific defendants. Almost all of the 800 or so defendants in the initial complaint 

(representing what appeared to be almost the entirety of entities involved in making urban music) were 
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lumped together in broad categories and descriptions of activities. The individual counts described the 

infringing conduct of the defendants by references to these broad generalizations, without any specific 

information as to what any individual defendant did to violate the Copyright Act. 
 
From that inauspicious beginning, this action proceeded in a like manner, with heavy emphasis on 

discovery disputes and motion practice and little attention paid to narrowing the issues and refining the 

claims. The plaintiffs repeatedly taxed the patience of the Court, from narrowing the margins on their 

memoranda to circumvent page limits, to filing voluminous pleadings that were long on argument but 

short on concrete facts or applicable legal authority. The plaintiffs took every opportunity to inundate the 

Court with paperwork, yet many of these motions were hastily prepared and often lacked sufficient legal 

or factual support. Most notably, the plaintiffs filed a motion for summary judgment on ownership yet 

failed to submit certified copies of the registration certificates for the copyrights they claimed to own. 

When this oversight was pointed out by the Magistrate Judge as being fatal to their summary judgment 

motion, the plaintiffs, instead of providing the documentation (which could be easily obtained from the 

U.S. Copyright Office), expended enormous effort in subsequent motion papers trying to convince the 

Court that the certified copies were unnecessary [until ordered to produce them]. 
 
The plaintiffs' tactics have contributed to the multiplication of fees by all parties, including the defendant 

here. This, combined with the determination that Bridgeport's claim was objectively unreasonable, merits 

an award for fees and costs against Bridgeport. 
 
To award fees simply because of the length of and lack of specificity in the original complaint or because 

of the number of claims brought by the plaintiffs would strike us as punitive and inconsistent with the 

purposes of the Copyright Act. See Murray Hill, 264 F.3d at 639-40 (reversing award of attorney fees, 

despite district court's criticism of the "voluminous burden" the case imposed, noting only that the law 

was unsettled and the plaintiff presented one or more colorable claims). The district court's criticisms go 

beyond just that, however, and are tied to conduct that complicated rather than streamlined the issues and 

contributed to the multiplication of fees for the defendant. 
 
While the district court did not articulate this consideration in terms of the Fogerty factors, and was not 

required to since they are nonexclusive, we see it as related to the recognized factor of deterrence and 

compensation. The unique posture of this case as one of hundreds brought in the same manner and 

asserting parallel claims, makes deterrence a particularly relevant and appropriate consideration. It is not 

the deterrence of objectively reasonable good faith claims, but the interest in motivating plaintiffs to sort 

through the objectively unreasonable ones and prosecute this at best cumbersome litigation in a way that 

discriminates between parties and claims. 
 
Plaintiffs charge that the defendant was equally responsible for multiplying fees, particularly by failing to 

designate a representative for deposition who had knowledge of the facts concerning the use of "Get Off" 

in Hook Up. While there is some suggestion that defendant contributed to increased discovery costs 

because multiple depositions were required, our review is deferential and the record does not demonstrate 

clear error in the district court's assessment of plaintiffs' litigation conduct. Ultimately, we cannot say the 

district court abused its discretion in this case, particularly given the 50% reduction in attorney fees to 

account for Westbound's claims. Nor should Southfield and Nine Records be relieved of the nominal 

award of fees in this case, as defendant was required to investigate whether they had any claim and 

affirmatively move for dismissal of their claims before it was conceded that they had no interest in the 

copyrighted works. 
 
AFFIRMED in part, REVERSED in part, and REMANDED for further proceedings consistent with this 

opinion. 
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Notes and Questions 
 
1.  What factors may the Court consider in awarding attorneys fees in a copyright case? 
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1.07   Secondary Liability 

 
1.07(a)  Contributory and Vicarious Liability 

 
 

 
A&M RECORDS, INC. v. NAPSTER, INC. 

239 F.3d 1004 (9th Cir. 2001) 
 
BEEZER, Circuit Judge 
 
Plaintiffs are engaged in the commercial recording, distribution and sale of copyrighted musical 

compositions and sound recordings. The complaint alleges that Napster, Inc. ("Napster") is a contributory 

and vicarious copyright infringer. On July 26, 2000, the district court granted plaintiffs' motion for a 

preliminary injunction. The injunction was slightly modified by written opinion on August 10, 2000. 

A&M Records, Inc. v. Napster, Inc., 114 F. Supp. 2d 896 (N.D. Cal. 2000). The district court preliminarily 

enjoined Napster "from engaging in, or facilitating others in copying, downloading, uploading, 

transmitting, or distributing plaintiffs' copyrighted musical compositions and sound recordings, protected 

by either federal or state law, without express permission of the rights owner." Id. at 927. Federal Rule of 

Civil Procedure 65(c) requires successful plaintiffs to post a bond for damages incurred by the enjoined 

party in the event that the injunction was wrongfully issued. The district court set bond in this case at $ 5 

million. 
 
We entered a temporary stay of the preliminary injunction pending resolution of this appeal. We have 

jurisdiction pursuant to 28 U.S.C. § 1292(a)(1). We affirm in part, reverse in part and remand. 
 
We have examined the papers submitted in support of and in response to the injunction application and it 

appears that Napster has designed and operates a system which permits the transmission and retention of 

sound recordings employing digital technology. 
 
In 1987, the Moving Picture Experts Group set a standard file format for the storage of audio recordings 

in a digital format called MPEG-3, abbreviated as "MP3." Digital MP3 files are created through a process 

colloquially called" ripping." Ripping software allows a computer owner to copy an audio compact disk 

("audio CD") directly onto a computer's hard drive by compressing the audio information on the CD into 

the MP3 format. The MP3's compressed format allows for rapid transmission of digital audio files from 

one computer to another by electronic mail or any other file transfer protocol. 
 
Napster facilitates the transmission of MP3 files between and among its users. Through a process 

commonly called "peer-to-peer" file sharing, Napster allows its users to: (1) make MP3 music files stored 

on individual computer hard drives available for copying by other Napster users; (2) search for MP3 

music files stored on other users' computers; and (3) transfer exact copies of the contents of other users' 

MP3 files from one computer to another via the Internet. These functions are made possible by Napster's 

MusicShare software, available free of charge from Napster's Internet site, and Napster's network servers 

and server-side software. Napster provides technical support for the indexing and searching of MP3 files, 

as well as for its other functions, including a "chat room," where users can meet to discuss music, and a 

directory where participating artists can provide information about their music. 
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A. Accessing the System 
 
In order to copy MP3 files through the Napster system, a user must first access Napster's Internet site and 

download the MusicShare software to his individual computer. See http://www.Napster.com. Once the 

software is installed, the user can access the Napster system. A first-time user is required to register with 

the Napster system by creating a "user name" and password. 
 

B. Listing Available Files 
 
If a registered user wants to list available files stored in his computer's hard drive on Napster for others to 

access, he must first create a "user library" directory on his computer's hard drive. The user then saves his 

MP3 files in the library directory, using self-designated file names. He next must log into the Napster 

system using his user name and password. His MusicShare software then searches his user library and 

verifies that the available files are properly formatted. If in the correct MP3 format, the names of the MP3 

files will be uploaded from the user's computer to the Napster servers. The content of the MP3 files 

remains stored in the user's computer. 
 
Once uploaded to the Napster servers, the user's MP3 file names are stored in a server-side "library" under 

the user's name and become part of a "collective directory "of files available for transfer during the time 

the user is logged onto the Napster system. The collective directory is fluid; it tracks users who are 

connected in real time, displaying only file names that are immediately accessible. 
 

C. Searching For Available Files 
 
Napster allows a user to locate other users' MP3 files in two ways: through Napster's search function and 

through its "hotlist" function. 
 
Software located on the Napster servers maintains a" search index" of Napster's collective directory. To 

search the files available from Napster users currently connected to the net-work servers, the individual 

user accesses a form in the MusicShare software stored in his computer and enters either the name of a 

song or an artist as the object of the search. The form is then transmitted to a Napster server and 

automatically compared to the MP3 file names listed in the server's search index. Napster's server 

compiles a list of all MP3 file names pulled from the search index which include the same search terms 

entered on the search form and transmits the list to the searching user. The Napster server does not search 

the contents of any MP3 file; rather, the search is limited to "a text search of the file names indexed in a 

particular cluster. Those file names may contain typographical errors or otherwise inaccurate descriptions 

of the content of the files since they are designated by other users." Napster, 114 F. Supp. 2d at 906. 
 
To use the "hotlist" function, the Napster user creates a list of other users' names from whom he has 

obtained MP3 files in the past. When logged onto Napster's servers, the system alerts the user if any user 

on his list (a "hotlisted user") is also logged onto the system. If so, the user can access an index of all MP3 

file names in a particular hotlisted user's library and request a file in the library by selecting the file name. 

The contents of the hotlisted user's MP3 file are not stored on the Napster system. 
 

D. Transferring Copies of an MP3 file 
 
To transfer a copy of the contents of a requested MP3 file, the Napster server software obtains the Internet 

address of the requesting user and the Internet address of the" host user" (the user with the available files). 

See generally Brookfield Communications, Inc. v. West Coast Entm't Corp., 174 F.3d 1036, 1044 (9th Cir. 

1999) (describing, in detail, the structure of the Internet). The Napster servers then communicate the host 

user's Internet address to the requesting user. The requesting user's computer uses this information to 
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establish a connection with the host user and downloads a copy of the contents of the MP3 file from one 

computer to the other over the Internet, "peer-to-peer." A downloaded MP3 file can be played directly 

from the user's hard drive using Napster's Music-Share program or other software. The file may also be 

transferred back onto an audio CD if the user has access to equipment designed for that purpose. In both 

cases, the quality of the original sound recording is slightly diminished by transfer to the MP3 format. 
 
This architecture is described in some detail to promote an understanding of transmission mechanics as 

opposed to the content of the transmissions. The content is the subject of our copyright infringement 

analysis. 
* * * 
III 

 
Plaintiffs claim Napster users are engaged in the wholesale reproduction and distribution of copyrighted 

works, all constituting direct infringement.36 The district court agreed. We note that the district court's 

conclusion that plaintiffs have presented a prima facie case of direct infringement by Napster users is not 

presently appealed by Napster. We only need briefly address the threshold requirements. 
 

A. Infringement 
 
Plaintiffs must satisfy two requirements to present a prima facie case of direct infringement: (1) they must 

show ownership of the allegedly infringed material and (2) they must demonstrate that the alleged 

infringers violate at least one exclusive right granted to copyright holders under 17 U.S.C. § 106. See 17 

U.S.C. § 501(a) (infringement occurs when alleged infringer engages in activity listed in § 106); see also 

Baxter v. MCA, Inc., 812 F.2d 421, 423 (9th Cir. 1987); see, e.g., S.O.S., Inc. v. Payday, Inc., 886 F.2d 

1081, 1085 n.3 (9th Cir. 1989) ("The word 'copying' is shorthand for the infringing of any of the copyright 

owner's five exclusive rights. . . ."). Plaintiffs have sufficiently demonstrated ownership. The record 

supports the district court's determination that "as much as eighty-seven percent of the files available on 

Napster may be copyrighted and more than seventy percent may be owned or administered by plaintiffs." 

Napster, 114 F. Supp. 2d at 911.  
 
The district court further determined that plaintiffs' exclusive rights under § 106 were violated:" here the 

evidence establishes that a majority of Napster users use the service to download and upload copyrighted 

music. . . . And by doing that, it constitutes--the uses constitute direct infringement of plaintiffs' musical 

compositions, recordings." A&M Records, Inc. v. Napster, Inc., Nos. 99-5183, 00-0074, 2000 WL 

1009483, at 1 (N. D. Cal. July 26, 2000) (transcript of proceedings). The district court also noted that "it 

is pretty much acknowledged . . . by Napster that this is infringement." Id. We agree that plaintiffs have 

shown that Napster users infringe at least two of the copyright holders' exclusive rights: the rights of 

reproduction, § 106(1); and distribution, 4229 § 106(3). Napster users who upload file names to the 

search index for others to copy violate plaintiffs' distribution rights. Napster users who download files 

containing copyrighted music violate plaintiffs' reproduction rights. 
 
Napster asserts an affirmative defense to the charge that its users directly infringe plaintiffs' copyrighted 

musical compositions and sound recordings. 
 
 
 

                                                           
36 Secondary liability for copyright infringement does not exist in the absence of direct infringement by a third party. Religious 

Tech. Ctr. v. Netcom On–Line Communication Servs., Inc., 907 F.Supp. 1361, 1371 (N.D.Cal.1995) (“[T]here can be no 

contributory infringement by a defendant without direct infringement by another.”). It follows that Napster does not facilitate 

infringement of the copyright laws in the absence of direct infringement by its users. 
 



Chapter One                          Copyright Infringement                          1.07 Secondary Liability 

 

 

195 

B. Fair Use 
 

Napster contends that its users do not directly infringe plaintiffs' copyrights because the users are engaged 

in fair use of the material. See 17 U.S.C. § 107 ("The fair use of a copyrighted work … is not an 

infringement of copyright."). Napster identifies three specific alleged fair uses: sampling, where users 

make temporary copies of a work before purchasing; space-shifting, where users access a sound recording 

through the Napster system that they already own in audio CD format; and permissive distribution of 

recordings by both new and established artists. 
 
The district court considered factors listed in 17 U.S.C. § 107, which guide a court's fair use 

determination. These factors are: (1) the purpose and character of the use; (2) the nature of the 

copyrighted work; (3) the "amount and substantiality of the portion used" in relation to the work as a 

whole; and (4) the effect of the use upon the potential market for the work or the value of the work. See 

17 U.S.C. § 107. The district court first conducted a general analysis of Napster system uses under § 107, 

and then applied its reasoning to the alleged fair uses identified by Napster. The district court concluded 

that Napster users are not fair users. We agree. We first address the court's overall fair use analysis. 
 

1. Purpose and Character of the Use 
 
This factor focuses on whether the new work merely replaces the object of the original creation or instead 

adds a further purpose or different character. In other words, this factor asks "whether and to what extent 

the new work is 'transformative. '" See Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 579, 127 L. Ed. 

2d 500, 114 S. Ct. 1164 (1994). 
 
The district court first concluded that downloading MP3 files does not transform the copyrighted work. 

Napster, 114 F. Supp. 2d at 912. This conclusion is supportable. Courts have been reluctant to find fair 

use when an original work is merely retransmitted in a different medium. See, e.g., Infinity Broadcast 

Corp. v. Kirkwood, 150 F.3d 104, 108 (2d Cir. 1994) (concluding that retransmission of radio broadcast 

over telephone lines is not transformative); UMG Recordings, Inc. v. MP3. com, Inc., 92 F. Supp. 2d 349, 

351 (S.D.N.Y.) (finding that reproduction of audio CD into MP3 format does not "transform" the work), 

certification denied, 2000 U.S. Dist. LEXIS 7439, 2000 WL 710056 (S.D.N.Y. June 1, 2000) 

("Defendant's copyright infringement was clear, and the mere fact that it was clothed in the exotic 

webbing of the Internet does not disguise its illegality."). 
 
This "purpose and character "element also requires the district court to determine whether the allegedly 

infringing use is commercial or noncommercial. See Campbell, 510 U.S. at 584-85. A commercial use 

weighs against a finding of fair use but is not conclusive on the issue. Id. The district court determined 

that Napster users engage in commercial use of the copyrighted materials largely because (1) "a host user 

sending a file cannot be said to engage in a personal use when distributing that file to an anonymous 

requester "and (2) "Napster users get for free something they would ordinarily have to buy." Napster, 114 

F. Supp. 2d at 912. The district court's findings are not clearly erroneous. 
 
Direct economic benefit is not required to demonstrate a commercial use. Rather, repeated and 

exploitative copying of copyrighted works, even if the copies are not offered for sale, may constitute a 

commercial use. See Worldwide Church of God v. Philadelphia Church of God, 227 F.3d 1110, 1118 (9th 

Cir. 2000) (stating that church that copied religious text for its members "unquestionably profited" from 

the unauthorized "distribution and use of [the text] without having to account to the copyright holder"); 

American Geophysical Union v. Texaco, Inc., 60 F.3d 913, 922 (2d Cir. 1994) (finding that researchers at 

for-profit laboratory gained indirect economic advantage by photocopying copyrighted scholarly articles). 

In the record before us, commercial use is demonstrated by a showing that repeated and exploitative 

unauthorized copies of copyrighted works were made to save the expense of purchasing authorized 
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copies. See Worldwide Church, 227 F.3d at 1117-18; Sega Enters. Ltd. v. MAPHIA, 857 F. Supp. 679, 687 

(N.D. Cal. 1994) (finding commercial use when individuals downloaded copies of video games "to avoid 

having to buy video game cartridges"); see also American Geophysical, 60 F.3d at 922. Plaintiffs made 

such a showing before the district court. 
 
We also note that the definition of a financially motivated transaction for the purposes of criminal 

copyright actions includes trading infringing copies of a work for other items, "including the receipt of 

other copyrighted works." See No Electronic Theft Act ("NET Act"), Pub. L. No. 105-147, 18 U.S.C. § 

101 (defining "Financial Gain"). 
2. The Nature of the Use 

 
Works that are creative in nature are "closer to the core of intended copyright protection" than are more 

fact-based works. See Campbell, 510 U.S. at 586. The district court determined that plaintiffs' 

"copyrighted musical compositions and sound recordings are creative in nature . . .which cuts against a 

finding of fair use under the second factor." Napster, 114 F. Supp. 2d at 913. We find no error in the 

district court's conclusion. 
3. The Portion Used 

 
"While 'wholesale copying does not preclude fair use per se, 'copying an entire work 'militates against a 

finding of fair use.'" Worldwide Church, 227 F.3d at 1118 (quoting Hustler Magazine, Inc. v. Moral 

Majority, Inc., 796 F.2d 1148, 1155 (9th Cir. 1986)). The district court determined that Napster users 

engage in "wholesale copying" of copyrighted work because file transfer necessarily "involves copying 

the entirety of the copyrighted work." Napster, 114 F. Supp. 2d at 913. We agree. We note, however, that 

under certain circumstances, a court will conclude that a use is fair even when the protected work is 

copied in its entirety. See, e.g., Sony Corp. v. Universal City Studios, Inc., 464 U.S. 417, 449-50, 78 L. Ed. 

2d 574, 104 S. Ct. 774 (1984) (acknowledging that fair use of time-shifting necessarily involved making a 

full copy of a protected work). 
4. Effect of Use on Market 

 
"Fair use, when properly applied, is limited to copying by others which does not materially impair the 

marketability of the work which is copied." Harper & Row Publishers, Inc. v. Nation Enters., 471 U.S. 

539, 566-67, 85 L. Ed. 2d 588, 105 S. Ct. 2218 (1985)."The importance of this [fourth] factor will vary, 

not only with the amount of harm, but also with the relative strength of the showing on the other factors." 

Campbell, 510 U.S. at 591 n.21. The proof required to demonstrate present or future market harm varies 

with the purpose and character of the use: 
 
A challenge to a noncommercial use of a copy-righted work requires proof either that the particular use is 

harmful, or that if it should become wide-spread, it would adversely affect the potential market for the 

copyrighted work. … If the intended use is for commercial gain, that likelihood [of market harm] may be 

presumed. But if it is for a noncommercial purpose, the likelihood must be demonstrated. 
 
Sony, 464 U.S. at 451 (emphases added). 
 
Addressing this factor, the district court concluded that Napster harms the market in "at least" two 

ways: it reduces audio CD sales among college students and it "raises barriers to plaintiffs' entry into 

the market for the digital downloading of music." Napster, 114 F. Supp. 2d at 913. The district court 

relied on evidence plaintiffs submitted to show that Napster use harms the market for their copyrighted 

musical compositions and sound recordings. In a separate memorandum and order regarding the parties' 

objections to the expert reports, the district court examined each report, finding some more appropriate 

and probative than others. A&M Records, Inc. v. Napster, Inc., 114 F. Supp. 2d 896, 2000 WL 1170106 

(N.D. Cal. 2000). Notably, plaintiffs' expert, Dr. E. Deborah Jay, conducted a survey (the "Jay Report") 
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using a random sample of college and university students to track their reasons for using Napster and 

the impact Napster had on their music purchases. Id. at 2. The court recognized that the Jay Report 

focused on just one segment of the Napster user population and found "evidence of lost sales 

attributable to college use to be probative of irreparable harm for purposes of the preliminary injunction 

motion." 114 F. Supp. 2d at 923, Id. at 3. 
 
Plaintiffs also offered a study conducted by Michael Fine, Chief Executive Officer of Soundscan, (the 

"Fine Report") to determine the effect of online sharing of MP3 files in order to show irreparable harm. 

Fine found that online file sharing had resulted in a loss of "album" sales within college markets. After 

reviewing defendant's objections to the Fine Report and expressing some concerns regarding the 

methodology and findings, the district court refused to exclude the Fine Report insofar as plaintiffs 

offered it to show irreparable harm. Id. at 6. 
 
Plaintiffs' expert Dr. David J. Teece studied several issues ("Teece Report"), including whether plaintiffs 

had suffered or were likely to suffer harm in their existing and planned businesses due to Napster use. 

Id. Napster objected that the report had not undergone peer review. The district court noted that such 

reports generally are not subject to such scrutiny and overruled defendant's objections. Id. 
 
As for defendant's experts, plaintiffs objected to the report of Dr. Peter S. Fader, in which the expert 

concluded that Napster is beneficial to the music industry because MP3 music file-sharing stimulates 

more audio CD sales than it displaces. Id. at 7. The district court found problems in Dr. Fader's minimal 

role in overseeing the administration of the survey and the lack of objective data in his report. The court 

decided the generality of the report rendered it "of dubious reliability and value." The court did not 

exclude the report, however, but chose "not to rely on Fader's findings in determining the issues of fair 

use and irreparable harm." 114 F. Supp. 2d at 912, Id. at 8. 
 
The district court cited both the Jay and Fine Reports in support of its finding that Napster use harms 

the market for plaintiffs' copyrighted musical compositions and sound recordings by reducing CD sales 

among college students. The district court cited the Teece Report to show the harm Napster use caused 

in raising barriers to plaintiffs' entry into the market for digital downloading of music. Napster, 114 F. 

Supp. 2d at 910. The district court's careful consideration of defendant's objections to these reports and 

decision to rely on the reports for specific issues demonstrates a proper exercise of discretion in 

addition to a correct application of the fair use doctrine. Defendant has failed to show any basis for 

disturbing the district court's findings. 
 
We, therefore, conclude that the district court made sound findings related to Napster's deleterious 

effect on the present and future digital download market. Moreover, lack of harm to an established 

market cannot deprive the copyright holder of the right to develop alternative markets for the works. 

See L.A. Times v. Free Republic, 2000 U.S. Dist. LEXIS 5669, 54 U.S.P.Q.2D (BNA) 1453, 1469-71 

(C.D. Cal. 2000) (stating that online market for plaintiff newspapers' articles was harmed because 

plaintiffs demonstrated that "[defendants] are attempting to exploit the market for viewing their articles 

online"); see also UMG Recordings, 92 F. Supp. 2d at 352 (" Any allegedly positive impact of 

defendant's activities on plaintiffs' prior market in no way frees defendant to usurp a further market that 

directly derives from reproduction of the plaintiffs' copyrighted works."). Here, similar to L.A. Times 

and UMG Recordings, the record supports the district court's finding that the "record company plaintiffs 

have already expended considerable funds and effort to commence Internet sales and licensing for 

digital downloads." 114 F. Supp. 2d at 915. Having digital downloads available for free on the Napster 

system necessarily harms the copyright holders' attempts to charge for the same downloads. 
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Judge Patel did not abuse her discretion in reaching the above fair use conclusions, nor were the 

findings of fact with respect to fair use considerations clearly erroneous. We next address Napster's 

identified uses of sampling and space-shifting. 
 

5. Identified Uses 
 
Napster maintains that its identified uses of sampling and space-shifting were wrongly excluded as fair 

uses by the district court. 
a. Sampling 

 
Napster contends that its users download MP3 files to "sample" the music in order to decide whether to 

purchase the recording. Napster argues that the district court: (1) erred in concluding that sampling is a 

commercial use because it conflated a noncommercial use with a personal use; (2) erred in determining 

that sampling adversely affects the market for plaintiffs' copyrighted music, a requirement if the use is 

non-commercial; and (3) erroneously concluded that sampling is not a fair use because it determined 

that samplers may also engage in other infringing activity. 
 
The district court determined that sampling remains a commercial use even if some users eventually 

purchase the music. We find no error in the district court's determination. Plaintiffs have established that 

they are likely to succeed in proving that even authorized temporary downloading of individual songs 

for sampling purposes is commercial in nature. See Napster, 114 F. Supp. 2d at 913. The record 

supports a finding that free promotional downloads are highly regulated by the record company 

plaintiffs and that the companies collect royalties for song samples available on retail Internet sites. Id. 

Evidence relied on by the district court demonstrates that the free downloads provided by the record 

companies consist of thirty-to-sixty second samples or are full songs programmed to "time out," that is, 

exist only for a short time on the downloader's computer. Id. at 913-14. In comparison, Napster users 

download a full, free and permanent copy of the recording. Id. at 914-15. The determination by the 

district court as to the commercial purpose and character of sampling is not clearly erroneous. 
 
The district court further found that both the market for audio CDs and market for online distribution 

are adversely affected by Napster's service. As stated in our discussion of the district court's general fair 

use analysis: the court did not abuse its discretion when it found that, overall, Napster has an adverse 

impact on the audio CD and digital download markets. Contrary to Napster's assertion that the district 

court failed to specifically address the market impact of sampling, the district court determined that 

"even if the type of sampling supposedly done on Napster were a non-commercial use, plaintiffs have 

demonstrated a substantial likelihood that it would adversely affect the potential market for their copy-
righted works if it became widespread." Napster, 114 F. Supp. 2d at 914. The record supports the 

district court's preliminary determinations that: (1) the more music that sampling users download, the 

less likely they are to eventually purchase the recordings on audio CD; and (2) even if the audio CD 

market is not harmed, Napster has adverse effects on the developing digital download market. 
 
Napster further argues that the district court erred in rejecting its evidence that the users' downloading 

of" samples" increases or tends to increase audio CD sales. The district court, however, correctly noted 

that "any potential enhancement of plaintiffs' sales . . . would not tip the fair use analysis conclusively 

in favor of defendant." Id. at 914. We agree that increased sales of copyrighted material attributable to 

unauthorized use should not deprive the copyright holder of the right to license the material. See 

Campbell, 510 U.S. at 591 n.21 ("Even favorable evidence, without more, is no guarantee of fairness. 

Judge Leval gives the example of the film producer's appropriation of a composer's previously 

unknown song that turns the song into a commercial success; the boon to the song does not make the 

film's simple copying fair."); see also L.A. Times, 54 U.S.P.Q.2D (BNA) at 1471-72. Nor does positive 
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impact in one market, here the audio CD market, deprive the copyright holder of the right to develop 

identified alternative markets, here the digital download market. See 54 U.S.P.Q.2D (BNA) at 1469-71. 
 
We find no error in the district court's factual findings or abuse of discretion in the court's conclusion 

that plaintiffs will likely prevail in establishing that sampling does not constitute a fair use. 
 

b. Space-Shifting 
 
Napster also maintains that space-shifting is a fair use. Space-shifting occurs when a Napster user 

downloads MP3 music files in order to listen to music he already owns on audio CD. See 114 F. Supp. 

2d at 915-16. Napster asserts that we have already held that space-shifting of musical compositions and 

sound recordings is a fair use. See Recording Indus. Ass'n of Am. v. Diamond Multimedia Sys., Inc., 180 

F.3d 1072, 1079 (9th Cir. 1999) ("Rio [a portable MP3 player] merely makes copies in order to render 

portable, or 'space-shift, 'those files that already reside on a user's hard drive. . . . Such copying is a 

paradigmatic noncommercial personal use."). See also generally Sony, 464 U.S. at 423 (holding that" 

time-shifting," where a video tape recorder owner records a television show for later viewing, is a fair 

use). 
 
We conclude that the district court did not err when it refused to apply the "shifting" analyses of Sony 

and Diamond. Both Diamond and Sony are inapposite because the methods of shifting in these cases did 

not also simultaneously involve distribution of the copyrighted material to the general public; the time 

or space-shifting of copyrighted material exposed the material only to the original user. In Diamond, for 

example, the copyrighted music was transferred from the user's computer hard drive to the user's 

portable MP3 player. So too Sony, where "the majority of VCR purchasers . . . did not distribute taped 

television broadcasts, but merely enjoyed them at home." Napster, 114 F. Supp. 2d at 913. Conversely, 

it is obvious that once a user lists a copy of music he already owns on the Napster system in order to 

access the music from another location, the song becomes "available to millions of other individuals," 

not just the original CD owner. See UMG Recordings, 92 F. Supp. 2d at 351-52 (finding spaceshifting 

of MP3 files not a fair use even when previous ownership is demonstrated before a download is 

allowed); cf. Religious Tech. Ctr. v. Lerma, 1996 U.S. Dist. LEXIS 15454, No. 95-1107 A, 1996 WL 

633131, at 6 (E. D. Va. Oct. 4, 1996) (suggesting that storing copyrighted material on computer disk for 

later review is not a fair use). 
c. Other Uses 

 
Permissive reproduction by either independent or established artists is the final fair use claim made by 

Napster. The district court noted that plaintiffs did not seek to enjoin this and any other noninfringing 

use of the Napster system, including: chat rooms, message boards and Napster's New Artist Program. 

Napster, 114 F. Supp. 2d at 917. Plaintiffs do not challenge these uses on appeal. 
 
We find no error in the district court's determination that plaintiffs will likely succeed in establishing 

that Napster users do not have a fair use defense. Accordingly, we next address whether Napster is 

secondarily liable for the direct infringement under two doctrines of copyright law: contributory 

copyright infringement and vicarious copyright infringement. 
 

IV 
 
We first address plaintiffs' claim that Napster is liable for contributory copyright infringement. 

Traditionally, "one who, with knowledge of the infringing activity, induces, causes or materially 

contributes to the infringing conduct of another, may be held liable as a 'contributory' infringer." 

Gershwin Publ'g Corp. v. Columbia Artists Mgmt., Inc., 443 F.2d 1159, 1162 (2d Cir. 1971); see also 

Fonovisa, Inc. v. Cherry Auction, Inc., 76 F.3d 259, 264 (9th Cir. 1996). Put differently, liability exists if 
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the defendant engages in "personal conduct that encourages or assists the infringement." Matthew 

Bender & Co. v. West Publ'g Co., 158 F.3d 693, 706 (2d Cir. 1998). 
 
The district court determined that plaintiffs in all likelihood would establish Napster's liability as a 

contributory infringer. The district court did not err; Napster, by its conduct, knowingly encourages and 

assists the infringement of plaintiffs' copyrights. 
 

A. Knowledge 
 
Contributory liability requires that the secondary infringer "know or have reason to know" of direct 

infringement. Cable/ Home Communication Corp. Network Prods., Inc., 902 F.2d 829, 845 & 846 n. 29 

(11th Cir. 1990); Religious Tech. Ctr. v. Netcom On-Line Communication Servs., Inc., 907 F. Supp. 

1361, 1373-74 (N. D. Cal. 1995) (framing issue as" whether Netcom knew or should have known of" 

the infringing activities). The district court found that Napster had both actual and constructive 

knowledge that its users exchanged copyrighted music. The district court also concluded that the law 

does not require knowledge of "specific acts of infringement" and rejected Napster's contention that 

because the company cannot distinguish infringing from noninfringing files, it does not "know" of the 

direct infringement. 114 F. Supp. 2d at 917. 
 
It is apparent from the record that Napster has knowledge, both actual and constructive, of direct 

infringement. Napster claims that it is nevertheless protected from contributory liability by the teaching 

of Sony Corp. v. Universal City Studios, Inc., 464 U.S. 417, 78 L. Ed. 2d 574, 104 S. Ct. 774 (1984). 

We disagree. We observe that Napster's actual, specific knowledge of direct infringement renders Sony's 

holding of limited assistance to Napster. We are compelled to make a clear distinction between the 

architecture of the Napster system and Napster's conduct in relation to the operational capacity of the 

system. 
 
The Sony Court refused to hold the manufacturer and retailers of video tape recorders liable for 

contributory infringement despite evidence that such machines could be and were used to infringe 

plaintiffs' copyrighted television shows. Sony stated that if liability "is to be imposed on petitioners in 

this case, it must rest on the fact that they have sold equipment with constructive knowledge of the fact 

that their customers may use that equipment to make unauthorized copies of copy-righted material." Id. 

at 439 (emphasis added). The Sony Court declined to impute the requisite level of knowledge where the 

defendants made and sold equipment capable of both infringing and "substantial noninfringing uses." 

Id. at 442 (adopting a modified "staple article of commerce" doctrine from patent law). See also 

Universal City Studios, Inc. v. Sony Corp., 480 F. Supp. 429, 459 (C. D. Cal. 1979) ("This court agrees 

with defendants that their knowledge was insufficient to make them contributory infringers."), rev'd, 

659 F.2d 963 (9th Cir. 1981), rev'd, 464 U.S. 417, 78 L. Ed. 2d 574, 104 S. Ct. 774 (1984); Alfred C. 

Yen, Internet Service Provider Liability for Subscriber Copyright Infringement, Enterprise Liability, 

and the First Amendment, 88 Geo. L.J. 1833, 1874 & 1893 n. 210 (2000) (suggesting that, after Sony, 

most Internet service providers lack "the requisite level of knowledge" for the imposition of 

contributory liability). 
 
We are bound to follow Sony, and will not impute the requisite level of knowledge to Napster merely 

because peer-to-peer file sharing technology may be used to infringe plaintiffs' copyrights. See 464 U.S. 

at 436 (rejecting argument that merely supplying the "'means' to accomplish an infringing activity" 

leads to imposition of liability). We depart from the reasoning of the district court that Napster failed to 

demonstrate that its system is capable of commercially significant noninfringing uses. See Napster, 114 

F. Supp. 2d at 916, 917-18. The district court improperly confined the use analysis to current uses, 

ignoring the system's capabilities. See generally Sony, 464 U.S. at 442-43 (framing inquiry as whether 

the video tape recorder is "capable of commercially significant noninfringing uses") (emphasis added). 
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Consequently, the district court placed undue weight on the proportion of current infringing use as 

compared to current and future noninfringing use. See generally Vault Corp. v. Quaid Software Ltd., 847 

F.2d 255, 264-67 (5th Cir. 1997) (single noninfringing use implicated Sony). Nonetheless, whether we 

might arrive at a different result is not the issue here. See Sports Form, Inc. v. United Press Int'l, Inc., 

686 F.2d 750, 752 (9th Cir. 1982). The instant appeal occurs at an early point in the proceedings and 

"the fully developed factual record may be materially different from that initially before the district 

court. …" Id. at 753. Regardless of the number of Napster's infringing versus noninfringing uses, the 

evidentiary record here supported the district court's finding that plaintiffs would likely prevail in 

establishing that Napster knew or had reason to know of its users' infringement of plaintiffs' copyrights. 
 
This analysis is similar to that of Religious Technology Center v. Netcom On-Line Communication 

Services, Inc., which suggests that in an online context, evidence of actual knowledge of specific acts of 

infringement is required to hold a computer system operator liable for contributory copyright 

infringement. 907 F. Supp. at 1371. Netcom considered the potential contributory copyright liability of a 

computer bulletin board operator whose system supported the posting of infringing material. Id. at 

1374. The court, in denying Netcom's motion for summary judgment of noninfringement and plaintiff's 

motion for judgment on the pleadings, found that a disputed issue of fact existed as to whether the 

operator had sufficient knowledge of infringing activity. Id. at 1374-75. 
 
The court determined that for the operator to have sufficient knowledge, the copyright holder must 

"provide the necessary documentation to show there is likely infringement." 907 F. Supp. at 1374; cf. 

Cubby, Inc. v. Compuserve, Inc., 776 F. Supp. 135, 141 (S.D.N.Y. 1991) (recognizing that online service 

provider does not and cannot examine every hyperlink for potentially defamatory material). If such 

documentation was provided, the court reasoned that Netcom would be liable for contributory 

infringement because its failure to remove the material "and thereby stop an infringing copy from being 

distributed worldwide constitutes substantial participation" in distribution of copyrighted material. Id. 
 
We agree that if a computer system operator learns of specific infringing material available on his 

system and fails to purge such material from the system, the operator knows of and contributes to direct 

infringement. See Netcom, 907 F. Supp. at 1374. Conversely, absent any specific information which 

identifies infringing activity, a computer system operator cannot be liable for contributory infringement 

merely because the structure of the system allows for the exchange of copyrighted material. See Sony, 

464 U.S. at 436, 442-43. To enjoin simply because a computer network allows for infringing use would, 

in our opinion, violate Sony and potentially restrict activity unrelated to infringing use. 
 
We nevertheless conclude that sufficient knowledge exists to impose contributory liability when linked 

to demonstrated infringing use of the Napster system. See Napster, 114 F. Supp. 2d at 919 ("Religious 

Technology Center would not mandate a determination that Napster, Inc. lacks the knowledge requisite 

to contributory infringement."). The record supports the district court's finding that Napster has actual 

knowledge that specific infringing material is available using its system, that it could block access to the 

system by suppliers of the infringing material, and that it failed to remove the material. See Napster, 

114 F. Supp. 2d at 918, 920-21. 
B. Material Contribution 

 
Under the facts as found by the district court, Napster materially contributes to the infringing activity. 

Relying on Fonovisa, the district court concluded that "without the support services defendant provides, 

Napster users could not find and download the music they want with the ease of which defendant 

boasts." Napster, 114 F. Supp. 2d at 919-20 ("Napster is an integrated service designed to enable users 

to locate and download MP3 music files."). We agree that Napster provides "the site and facilities" for 

direct infringement. See Fonovisa, 76 F.3d at 264; cf. Netcom, 907 F. Supp. at 1372 ("Netcom will be 

liable for contributory infringement since its failure to cancel [a user's] infringing message and thereby 
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stop an infringing copy from being distributed world-wide constitutes substantial participation."). The 

district court correctly applied the reasoning in Fonovisa, and properly found that Napster materially 

contributes to direct infringement. 
 
We affirm the district court's conclusion that plaintiffs have demonstrated a likelihood of success on the 

merits of the contributory copyright infringement claim. We will address the scope of the injunction in 

part VIII of this opinion. 
V 

 
We turn to the question whether Napster engages in vicarious copyright infringement. Vicarious 

copyright liability is an "outgrowth" of respondeat superior. Fonovisa, 76 F.3d at 262. In the context of 

copyright law, vicarious liability extends beyond an employer/employee relationship to cases in which a 

defendant "has the right and ability to supervise the infringing activity and also has a direct financial 

interest in such activities." Id. (quoting Gershwin, 443 F.2d at 1162); see also Polygram Int'l Publ'g, 

Inc. v. Nevada/TIG, Inc., 855 F. Supp. 1314, 1325-26 (D. Mass. 1994) (describing vicarious liability as 

a form of risk allocation). 
 
Before moving into this discussion, we note that Sony's "staple article of commerce" analysis has no 

application to Napster's potential liability for vicarious copyright infringement. See Sony, 464 U.S. at 

434-435; see generally 3 Melville B. Nimmer & David Nimmer, Nimmer On Copyright §§ 12.04[A][2] 

& [A][2][b] (2000) (confining Sony to contributory infringement analysis: "Contributory infringement 

itself is of two types --personal conduct that forms part of or furthers the infringement and contribution 

of machinery or goods that provide the means to infringe"). 617 PLI/Pat 455, 528 (Sept. 2, 2000) 

(indicating that the "staple article of commerce" doctrine "provides a defense only to contributory 

infringement, not to vicarious infringement"). The issues of Sony's liability under the "doctrines of 

'direct infringement' and 'vicarious liability' "were not before the Supreme Court, although the Court 

recognized that the "lines between direct infringement, contributory infringement, and vicarious 

liability are not clearly drawn." Id. at 435 n. 17. Consequently, when the Sony Court used the term 

"vicarious liability," it did so broadly and outside of a technical analysis of the doctrine of vicarious 

copyright infringement. Id. at 435 ("Vicarious liability is imposed in virtually all areas of the law, and 

the concept of contributory infringement is merely a species of the broader problem of identifying the 

circumstances in which it is just to hold one individual accountable for the actions of another."); see 

also Black's Law Dictionary 927 (7th ed. 1999) (defining "vicarious liability" in a manner similar to the 

definition used in Sony). 
A. Financial Benefit 

 
The district court determined that plaintiffs had demonstrated they would likely succeed in establishing 

that Napster has a direct financial interest in the infringing activity. Napster, 114 F. Supp. 2d at 921-22. 

We agree. Financial benefit exists where the availability of infringing material "acts as a 'draw' for 

customers." Fonovisa, 76 F.3d at 263-64 (stating that financial benefit may be shown "where infringing 

performances enhance the attractiveness of a venue"). Ample evidence supports the district court's 

finding that Napster's future revenue is directly dependent upon "increases in user-base." More users 

register with the Napster system as the "quality and quantity of available music increases." 114 F. Supp. 

2d at 902. We conclude that the district court did not err in determining that Napster financially benefits 

from the availability of protected works on its system. 
 

B. Supervision 
 
The district court determined that Napster has the right and ability to supervise its users' conduct. 

Napster, 114 F. Supp. 2d at 920-21 (finding that Napster's representations to the court regarding "its 
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improved methods of blocking users about whom rights holders complain … is tantamount to an 

admission that defendant can, and sometimes does, police its service"). We agree in part. 
 
The ability to block infringers' access to a particular environment for any reason whatsoever is evidence 

of the right and ability to supervise. See Fonovisa, 76 F.3d at 262 ("Cherry Auction had the right to 

terminate vendors for any reason whatsoever and through that right had the ability to control the 

activities of vendors on the premises."); cf. Netcom, 907 F. Supp. at 1375-76 (indicating that plaintiff 

raised a genuine issue of fact regarding ability to supervise by presenting evidence that an electronic 

bulletin board service can suspend subscriber's accounts). Here, plaintiffs have demonstrated that 

Napster retains the right to control access to its system. Napster has an express reservation of rights 

policy, stating on its website that it expressly reserves the "right to refuse service and terminate 

accounts in [its] discretion, including, but not limited to, if Napster believes that user conduct violates 

applicable law … or for any reason in Napster's sole discretion, with or without cause." 
 
To escape imposition of vicarious liability, the reserved right to police must be exercised to its fullest 

extent. Turning a blind eye to detectable acts of infringement for the sake of profit gives rise to liability. 

See, e.g., Fonovisa, 76 F.3d at 261 (" There is no dispute for the purposes of this appeal that Cherry 

Auction and its operators were aware that vendors in their swap meets were selling counterfeit 

recordings."); see also Gershwin, 443 F.2d at 1161-62 (citing Shapiro, Bernstein & Co. v. H.L. Green 

Co., 316 F.2d 304 (2d Cir. 1963), for the proposition that "failure to police the conduct of the primary 

infringer" leads to imposition of vicarious liability for copyright infringement). 
 
The district court correctly determined that Napster had the right and ability to police its system and 

failed to exercise that right to prevent the exchange of copyrighted material. The district court, however, 

failed to recognize that the boundaries of the premises that Napster "controls and patrols" are limited. 

See, e.g., Fonovisa, 76 F.3d at 262-63 (in addition to having the right to exclude vendors, defendant 

"controlled and patrolled" the premises); see also Polygram, 855 F. Supp. at 1328-29 (in addition to 

having the contractual right to remove exhibitors, trade show operator reserved the right to police 

during the show and had its "employees walk the aisles to ensure 'rules compliance'"). Put differently, 

Napster's reserved "right and ability" to police is cabined by the system's current architecture. As shown 

by the record, the Napster system does not "read" the content of indexed files, other than to check that 

they are in the proper MP3 format. 
 
Napster, however, has the ability to locate infringing material listed on its search indices, and the right 

to terminate users' access to the system. The file name indices, therefore, are within the "premises" that 

Napster has the ability to police. We recognize that the files are user-named and may not match 

copyrighted material exactly (for example, the artist or song could be spelled wrong). For Napster to 

function effectively, however, file names must reasonably or roughly correspond to the material 

contained in the files, otherwise no user could ever locate any desired music. As a practical matter, 

Napster, its users and the record company plaintiffs have equal access to infringing material by 

employing Napster's "search function." 
 
Our review of the record requires us to accept the district court's conclusion that plaintiffs have 

demonstrated a likelihood of success on the merits of the vicarious copyright infringement claim. 

Napster's failure to police the system's "premises," combined with a showing that Napster financially 

benefits from the continuing availability of infringing files on its system, leads to the imposition of 

vicarious liability. We address the scope of the injunction in part VIII of this opinion. 
 

* * * 
 

VI and VII omitted. 
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VIII 
 
The district court correctly recognized that a preliminary injunction against Napster's participation in 

copyright infringement is not only warranted but required. We believe, however, that the scope of the 

injunction needs modification in light of our opinion. Specifically, we reiterate that contributory liability 

may potentially be imposed only to the extent that Napster: (1) receives reasonable knowledge of specific 

infringing files with copyrighted musical compositions and sound recordings; (2) knows or should know 

that such files are available on the Napster system; and (3) fails to act to prevent viral distribution of the 

works. See Netcom, 907 F. Supp. at 1374-75. The mere existence of the Napster system, absent actual 

notice and Napster's demonstrated failure to remove the offending material, is insufficient to impose 

contributory liability. See Sony, 464 U.S. at 442-43. 
 
Conversely, Napster may be vicariously liable when it fails to affirmatively use its ability to patrol its 

system and preclude access to potentially infringing files listed in its search index. Napster has both the 

ability to use its search function to identify infringing musical recordings and the right to bar participation 

of users who engage in the transmission of infringing files. 
 
The preliminary injunction which we stayed is overbroad because it places on Napster the entire burden 

of ensuring that no "copying, downloading, uploading, transmitting, or distributing" of plaintiffs' works 

occur on the system. As stated, we place the burden on plaintiffs to provide notice to Napster of 

copyrighted works and files containing such works available on the Napster system before Napster has 

the duty to disable access to the offending content. Napster, however, also bears the burden of policing the 

system within the limits of the system. Here, we recognize that this is not an exact science in that the files 

are user named. In crafting the injunction on remand, the district court should recognize that Napster's 

system does not currently appear to allow Napster access to users' MP3 files. 
 

* * *  
IX omitted. 

 
X 

 
We affirm in part, reverse in part and remand. 
 
We direct that the preliminary injunction fashioned by the district court prior to this appeal shall remain 

stayed until it is modified by the district court to conform to the requirements of this opinion. We order a 

partial remand of this case on the date of the filing of this opinion for the limited purpose of permitting 

the district court to proceed with the settlement and entry of the modified preliminary injunction. 
 
Even though the preliminary injunction requires modification, appellees have substantially and primarily 

prevailed on appeal. Appellees shall recover their statutory costs on appeal. See Fed. R. App. P. 39(a)(4) 

("if a judgment is affirmed in part, reversed in part, modified, or vacated, costs are taxed only as the court 

orders."). 
 
AFFIRMED IN PART, REVERSED IN PART AND REMANDED. 
 

 
Notes and Questions 
 
1. What are the elements of contributory infringement? 
 



Chapter One                          Copyright Infringement                          1.07 Secondary Liability 

 

 

205 

2. What two elements must be present to establish vicarious liability in the context of copyright 

infringement? 
 
3. What is the defense of “substantial non-infringing use”? Note: This defense does not apply to technical 

“vicarious infringement.” 
 
4. What relevance, if any, is defendant’s lack of knowledge of actual infringement? 
 
 
 

 
METRO-GOLDWYN-MAYER STUDIOS, INC. v. GROKSTER, LTD. 

545 U.S. 913 (2005) 
 
Justice SOUTER delivered the opinion of the Court. 
 
The question is under what circumstances the distributor of a product capable of both lawful and unlawful 

use is liable for acts of copyright infringement by third parties using the product. We hold that one who 

distributes a device with the object of promoting its use to infringe copyright, as shown by clear 

expression or other affirmative steps taken to foster infringement, is liable for the resulting acts of 

infringement by third parties. 
I 
A 

 
Respondents, Grokster, Ltd., and StreamCast Networks, Inc., defendants in the trial court, distribute free 

software products that allow computer users to share electronic files through peer-to-peer networks, so 

called because users' computers communicate directly with each other, not through central servers. The 

advantage of peer-to-peer networks over information networks of other types shows up in their substantial 

and growing popularity. Because they need no central computer server to mediate the exchange of 

information or files among users, the high-bandwidth communications capacity for a server may be 

dispensed with, and the need for costly server storage space is eliminated. Since copies of a file 

(particularly a popular one) are available on many users' computers, file requests and retrievals may be 

faster than on other types of networks, and since file exchanges do not travel through a server, 

communications can take place between any computers that remain connected to the network without risk 

that a glitch in the server will disable the network in its entirety. Given these benefits in security, cost, and 

efficiency, peer-to-peer networks are employed to store and distribute electronic files by universities, 

government agencies, corporations, and libraries, among others. 
 
Other users of peer-to-peer networks include individual recipients of Grokster's and StreamCast's 

software, and although the networks that they enjoy through using the software can be used to share any 

type of digital file, they have prominently employed those networks in sharing copyrighted music and 

video files without authorization. A group of copyright holders (MGM for short, but including motion 

picture studios, recording companies, songwriters, and music publishers) sued Grokster and StreamCast 

for their users' copyright infringements, alleging that they knowingly and intentionally distributed their 

software to enable users to reproduce and distribute the copyrighted works in violation of the Copyright 

Act, 17 U.S.C. § 101 et seq. (2000 ed. and Supp. II). MGM sought damages and an injunction. 
 
Discovery during the litigation revealed the way the software worked, the business aims of each 

defendant company, and the predilections of the users. Grokster's eponymous software employs what is 

known as FastTrack technology, a protocol developed by others and licensed to Grokster. StreamCast 

distributes a very similar product except that its software, called Morpheus, relies on what is known as 



Chapter One                          Copyright Infringement                          1.07 Secondary Liability 

 

 

206 

Gnutella technology. A user who downloads and installs either software possesses the protocol to send 

requests for files directly to the computers of others using software compatible with FastTrack or 

Gnutella. On the FastTrack network opened by the Grokster software, the user's request goes to a 

computer given an indexing capacity by the software and designated a supernode, or to some other 

computer with comparable power and capacity to collect temporary indexes of the files available on the 

computers of users connected to it. The supernode (or indexing computer) searches its own index and 

may communicate the search request to other supernodes. If the file is found, the supernode discloses its 

location to the computer requesting it, and the requesting user can download the file directly from the 

computer located. The copied file is placed in a designated sharing folder on the requesting user's 

computer, where it is available for other users to download in turn, along with any other file in that folder. 
 
In the Gnutella network made available by Morpheus, the process is mostly the same, except that in some 

versions of the Gnutella protocol there are no supernodes. In these versions, peer computers using the 

protocol communicate directly with each other. When a user enters a search request into the Morpheus 

software, it sends the request to computers connected with it, which in turn pass the request along to other 

connected peers. The search results are communicated to the requesting computer, and the user can 

download desired files directly from peers' computers. As this description indicates, Grokster and 

StreamCast use no servers to intercept the content of the search requests or to mediate the file transfers 

conducted by users of the software, there being no central point through which the substance of the 

communications passes in either direction. 
 
Although Grokster and StreamCast do not therefore know when particular files are copied, a few searches 

using their software would show what is available on the networks the software reaches. MGM 

commissioned a statistician to conduct a systematic search, and his study showed that nearly 90% of the 

files available for download on the FastTrack system were copyrighted works.37 Grokster and StreamCast 

dispute this figure, raising methodological problems and arguing that free copying even of copyrighted 

works may be authorized by the rightholders. They also argue that potential noninfringing uses of their 

software are significant in kind, even if infrequent in practice. Some musical performers, for example, 

have gained new audiences by distributing their copyrighted works for free across peer-to-peer networks, 

and some distributors of unprotected content have used peer-to-peer networks to disseminate files, 

Shakespeare being an example. Indeed, StreamCast has given Morpheus users the opportunity to 

download the briefs in this very case, though their popularity has not been quantified. 
 
As for quantification, the parties' anecdotal and statistical evidence entered thus far to show the content 

available on the FastTrack and Gnutella networks does not say much about which files are actually 

downloaded by users, and no one can say how often the software is used to obtain copies of unprotected 

material. 
  
But MGM's evidence gives reason to think that the vast majority of users' downloads are acts of 

infringement, and because well over 100 million copies of the software in question are known to have 

been downloaded, and billions of files are shared across the FastTrack and Gnutella networks each month, 

the probable scope of copyright infringement is staggering. 
 
Grokster and StreamCast concede the infringement in most downloads, Brief for Respondents 10, n 6, 

and it is uncontested that they are aware that users employ their software primarily to download 

copyrighted files, even if the decentralized FastTrack and Gnutella networks fail to reveal which files are 

being copied, and when. From time to time, moreover, the companies have learned about their users' 

                                                           
37 By comparison, evidence introduced by the plaintiffs in A&M Records, Inc. v. Napster, Inc., 239 F.3d 1004 (C.A.9 2001), 

showed that 87% of files available on the Napster file-sharing network were copyrighted, id., at 1013. 
 

https://a.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=2001141036&pubNum=506&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
https://a.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=2001141036&pubNum=506&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
https://a.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=2001141036&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
https://a.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=2001141036&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
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infringement directly, as from users who have sent e-mail to each company with questions about playing 

copyrighted movies they had downloaded, to whom the companies have responded with guidance. App. 

559-563, 808-816, 939-954. And MGM notified the companies of 8 million copyrighted files that could 

be obtained using their software. 
 
Grokster and StreamCast are not, however, merely passive recipients of information about infringing use. 

The record is replete with evidence that from the moment Grokster and StreamCast began to distribute 

their free software, each one clearly voiced the objective that recipients use it to download copyrighted 

works, and each took active steps to encourage infringement. 
 
After the notorious file-sharing service, Napster, was sued by copyright holders for facilitation of 

copyright infringement, A&M Records, Inc. v. Napster, Inc., 114 F. Supp. 2d 896 (ND Cal. 2000), aff'd in 

part, rev'd in part, 239 F.3d 1004 (CA9 2001), StreamCast gave away a software program of a kind known 

as OpenNap, designed as compatible with the Napster program and open to Napster users for 

downloading files from other Napster and OpenNap users' computers. Evidence indicates that "[i]t was 

always [StreamCast's] intent to use [its OpenNap network] to be able to capture email addresses of [its] 

initial target market so that [it] could promote [its] StreamCast Morpheus interface to them," App. 861; 

indeed, the OpenNap program was engineered "'to leverage Napster's 50 million user base,'" id., at 746. 
StreamCast monitored both the number of users downloading its OpenNap program and the number of 

music files they downloaded. Id., at 859, 863, 866. It also used the resulting OpenNap network to 

distribute copies of the Morpheus software and to encourage users to adopt it. Id., at 861, 867, 1039. 

Internal company documents indicate that StreamCast hoped to attract large numbers of former Napster 

users if that company was shut down by court order or otherwise, and that StreamCast planned to be the 

next Napster. Id., at 861. A kit developed by StreamCast to be delivered to advertisers, for example, 

contained press articles about StreamCast's potential to capture former Napster users, id., at 568-572, and 

it introduced itself to some potential advertisers as a company "which is similar to what Napster was," id., 

at 884. It broadcast banner advertisements to users of other Napster-compatible software, urging them to 

adopt its OpenNap. Id., at 586. An internal e-mail from a company executive stated: "'We have put this 

network in place so that when Napster pulls the plug on their free service . . . or if the Court orders them 

shut down prior to that . . . we will be positioned to capture the flood of their 32 million users that will be 

actively looking for an alternative.'" Id., at 588-589, 861. 
 
Thus, StreamCast developed promotional materials to market its service as the best Napster alternative. 

One proposed advertisement read: "Napster Inc. has announced that it will soon begin charging you a fee. 

That's if the courts don't order it shut down first. What will you do to get around it?" Id., at 897. Another 

proposed ad touted StreamCast's software as the "#1 alternative to Napster" and asked "[w]hen the lights 

went off at Napster . . . where did the users go?" Id., at 836 (ellipsis in original). StreamCast even planned 

to flaunt the illegal uses of its software; when it launched the OpenNap network, the chief technology 

officer of the company averred that "[t]he goal is to get in trouble with the law and get sued. It's the best 

way to get in the new[s]." Id., at 916. 
 
The evidence that Grokster sought to capture the market of former Napster users is sparser but revealing, 

for Grokster launched its own OpenNap system called Swaptor and inserted digital codes into its Web site 

so that computer users using Web search engines to look for "Napster" or "[f]ree filesharing" would be 

directed to the Grokster Web site, where they could download the Grokster software. Id., at 992-993. And 

Grokster's name is an apparent derivative of Napster. 
 
StreamCast's executives monitored the number of songs by certain commercial artists available on their 

networks, and an internal communication indicates they aimed to have a larger number of copyrighted 

songs available on their networks than other file-sharing networks. Id., at 868. The point, of course, would 

be to attract users of a mind to infringe, just as it would be with their promotional materials developed 
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showing copyrighted songs as examples of the kinds of files available through Morpheus. Id. at 848. 

Morpheus in fact allowed users to search specifically for "Top 40" songs, id., at 735, which were 

inevitably copyrighted. Similarly, Grokster sent users a newsletter promoting its ability to provide 

particular, popular copyrighted materials. Brief for Motion Picture Studio and Recording Company 

Petitioners 7-8. 
 
In addition to this evidence of express promotion, marketing, and intent to promote further, the business 

models employed by Grokster and StreamCast confirm that their principal object was use of their 

software to download copyrighted works. Grokster and StreamCast receive no revenue from users, who 

obtain the software itself for nothing. Instead, both companies generate income by selling advertising 

space, and they stream the advertising to Grokster and Morpheus users while they are employing the 

programs. As the number of users of each program increases, advertising opportunities become worth 

more. Cf. App. 539, 804. While there is doubtless some demand for free Shakespeare, the evidence shows 

that substantive volume is a function of free access to copyrighted work. Users seeking Top 40 songs, for 

example, or the latest release by Modest Mouse, are certain to be far more numerous than those seeking a 

free Decameron, and Grokster and StreamCast translated that demand into dollars. 
 
Finally, there is no evidence that either company made an effort to filter copyrighted material from users' 

downloads or otherwise impede the sharing of copyrighted files. Although Grokster appears to have sent 

e-mails warning users about infringing content when it received threatening notice from the copyright 

holders, it never blocked anyone from continuing to use its software to share copyrighted files. Id. at 75-
76. StreamCast not only rejected another company's offer of help to monitor infringement, id., at 928-929, 

but blocked the Internet Protocol addresses of entities it believed were trying to engage in such 

monitoring on its networks, Id. at 917-922. 
B 

 
After discovery, the parties on each side of the case cross-moved for summary judgment. The District 

Court limited its consideration to the asserted liability of Grokster and StreamCast for distributing the 

current versions of their software, leaving aside whether either was liable "for damages arising from past 

versions of their software, or from other past activities." 259 F. Supp. 2d 1029, 1033 (CD Cal. 2003). The 

District Court held that those who used the Grokster and Morpheus software to download copyrighted 

media files directly infringed MGM's copyrights, a conclusion not contested on appeal, but the court 

nonetheless granted summary judgment in favor of Grokster and StreamCast as to any liability arising 

from distribution of the then current versions of their software. Distributing that software gave rise to no 

liability in the court's view, because its use did not provide the distributors with actual knowledge of 

specific acts of infringement. Case No. CV 01 08541 SVW (PJWx) (CD Cal., June 18, 2003), App. 1213. 
The Court of Appeals affirmed. 380 F.3d 1154 (CA9 2004). In the court's analysis, a defendant was liable 

as a contributory infringer when it had knowledge of direct infringement and materially contributed to the 

infringement. But the court read Sony Corp. of America v. Universal City Studios, Inc., 464 U.S. 417, 78 

L. Ed. 2d 574, 104 S. Ct. 774 (1984), as holding that distribution of a commercial product capable of 

substantial noninfringing uses could not give rise to contributory liability for infringement unless the 

distributor had actual knowledge of specific instances of infringement and failed to act on that knowledge. 

The fact that the software was capable of substantial noninfringing uses in the Ninth Circuit's view meant 

that Grokster and StreamCast were not liable, because they had no such actual knowledge, owing to the 

decentralized architecture of their software. The court also held that Grokster and StreamCast did not 

materially contribute to their users' infringement because it was the users themselves who searched for, 

retrieved, and stored the infringing files, with no involvement by the defendants beyond providing the 

software in the first place. 
 
The Ninth Circuit also considered whether Grokster and StreamCast could be liable under a theory of 

vicarious infringement. The court held against liability because the defendants did not monitor or control 
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the use of the software, had no agreed-upon right or current ability to supervise its use, and had no 

independent duty to police infringement. We granted certiorari. 543 U.S. 1032, 160 L. Ed. 2d 518, 125 S. 

Ct. 686 (2004). 
II 
A 

 
MGM and many of the amici fault the Court of Appeals's holding for upsetting a sound balance between 

the respective values of supporting creative pursuits through copyright protection and promoting 

innovation in new communication technologies by limiting the incidence of liability for copyright 

infringement. The more artistic protection is favored, the more technological innovation may be 

discouraged; the administration of copyright law is an exercise in managing the tradeoff. See Sony Corp. 

v. Universal City Studios, supra, at 442, 78 L. Ed. 2d 574, 104 S. Ct. 774; see generally Ginsburg, 

Copyright and Control Over New Technologies of Dissemination, 101 Colum. L. Rev. 1613 (2001); 

Lichtman & Landes, Indirect Liability for Copyright Infringement: An Economic Perspective, 16 Harv. J. 

L. & Tech. 395 (2003). 
 
The tension between the two values is the subject of this case, with its claim that digital distribution of 

copyrighted material threatens copyright holders as never before, because every copy is identical to the 

original, copying is easy, and many people (especially the young) use file-sharing software to download 

copyrighted works. This very breadth of the software's use may well draw the public directly into the 

debate over copyright policy, Peters, Brace Memorial Lecture: Copyright Enters the Public Domain, 51 J. 

Copyright Soc. 701, 705-717 (2004) (address by Register of Copyrights), and the indications are that the 

ease of copying songs or movies using software like Grokster's and Napster's is fostering disdain for 

copyright protection, Wu, When Code Isn't Law, 89 Va. L. Rev. 679, 724-726 (2003). As the case has 

been presented to us, these fears are said to be offset by the different concern that imposing liability, not 

only on infringers but on distributors of software based on its potential for unlawful use, could limit 

further development of beneficial technologies. See, e.g., Lemley & Reese, Reducing Digital Copyright 

Infringement Without Restricting Innovation, 56 Stan. L. Rev. 1345, 1386-1390 (2004); Brief for 

Innovation Scholars and Economists as Amici Curiae 15-20; Brief for Emerging Technology Companies 

as Amici Curiae 19-25; Brief for Intel Corporation as Amicus Curiae 20-22. 
The argument for imposing indirect liability in this case is, however, a powerful one, given the number of 

infringing downloads that occur every day using StreamCast's and Grokster's software. When a widely 

shared service or product is used to commit infringement, it may be impossible to enforce rights in the 

protected work effectively against all direct infringers, the only practical alternative being to go against 

the distributor of the copying device for secondary liability on a theory of contributory or vicarious 

infringement. See In re Aimster Copyright Litigation, 334 F.3d 643, 645-646 (CA7 2003). 
 
One infringes contributorily by intentionally inducing or encouraging direct infringement, see Gershwin 

Pub. Corp. v. Columbia Artists Management, Inc., 443 F.2d 1159, 1162 (CA2 1971), and infringes 

vicariously by profiting from direct infringement while declining to exercise a right to stop or limit it, 

Shapiro, Bernstein & Co. v. H. L. Green Co., 316 F.2d 304, 307 (CA2 1963). Although "[t]he Copyright 

Act does not expressly render anyone liable for infringement committed by another," Sony Corp. v. 

Universal City Studios, 464 U.S., at 434, 78 L. Ed. 2d 574, 104 S. Ct. 774 these doctrines of secondary 

liability emerged from common law principles and are well established in the law, id., at 486, 78 L. Ed. 2d 

574, 104 S. Ct. 774 (Blackmun, J., dissenting); Kalem Co. v. Harper Brothers, 222 U.S. 55, 62-63, 56 L. 

Ed. 92, 32 S. Ct. 20 (1911); Gershwin Pub. Corp. v. Columbia Artists Management, supra, at 1162; 3 M. 

Nimmer & D. Nimmer, Copyright § 12.04[A] (2005). 
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B 
 
Despite the currency of these principles of secondary liability, this Court has dealt with secondary 

copyright infringement in only one recent case, and because MGM has tailored its principal claim to our 

opinion there, a look at our earlier holding is in order. In Sony Corp. v. Universal City Studios, supra, this 

Court addressed a claim that secondary liability for infringement can arise from the very distribution of a 

commercial product. There, the product, novel at the time, was what we know today as the videocassette 

recorder or VCR. Copyright holders sued Sony as the manufacturer, claiming it was contributorily liable 

for infringement that occurred when VCR owners taped copyrighted programs because it supplied the 

means used to infringe, and it had constructive knowledge that infringement would occur. At the trial on 

the merits, the evidence showed that the principal use of the VCR was for "§ 'time-shifting,'" or taping a 

program for later viewing at a more convenient time, which the Court found to be a fair, not an infringing, 

use. Id., at 423-424,78 L. Ed. 2d 574, 104 S. Ct. 774. There was no evidence that Sony had expressed an 

object of bringing about taping in violation of copyright or had taken active steps to increase its profits 

from unlawful taping. Id., at 438, 78 L. Ed. 2d 574, 104 S. Ct. 774. Although Sony's advertisements urged 

consumers to buy the VCR to "'record favorite shows'" or "'build a library'" of recorded programs, id., at 

459, 78 L. Ed. 2d 574, 104 S. Ct. 774 (Blackmun, J., dissenting), neither of these uses was necessarily 

infringing, id., at 424, 454-455, 78 L. Ed. 2d 574, 104 S. Ct. 774. 
 
On those facts, with no evidence of stated or indicated intent to promote infringing uses, the only 

conceivable basis for imposing liability was on a theory of contributory infringement arising from its sale 

of VCRs to consumers with knowledge that some would use them to infringe. Id., at 439, 78 L. Ed. 2d 

574, 104 S. Ct. 774. But because the VCR was "capable of commercially significant noninfringing uses," 

we held the manufacturer could not be faulted solely on the basis of its distribution. Id., at 442, 78 L. Ed. 

2d 574, 104 S. Ct. 774. 
 
This analysis reflected patent law's traditional staple article of commerce doctrine, now codified, that 

distribution of a component of a patented device will not violate the patent if it is suitable for use in other 

ways. 35 U.S.C. § 271(c); Aro Mfg. Co. v. Convertible Top Replacement Co., 377 U.S. 476, 485, 12 L. 

Ed. 2d 457, 84 S. Ct. 1526, 1964 Dec. Comm'r Pat. 760 (1964) (noting codification of cases); id. at 486, 

n. 6, 12 L. Ed. 2d 457, 84 S. Ct. 1526 (same). The doctrine was devised to identify instances in which it 

may be presumed from distribution of an article in commerce that the distributor intended the article to be 

used to infringe another's patent, and so may justly be held liable for that infringement. "One who makes 

and sells articles which are only adapted to be used in a patented combination will be presumed to intend 

the natural consequences of his acts; he will be presumed to intend that they shall be used in the 

combination of the patent." New York Scaffolding Co. v. Whitney, 224 F. 452, 459 (CA8 1915); see also 

Janes Heekin Co. v. Baker, 138 F. 63, 66 (CA8 1905); Canda v. Michigan Malleable Iron Co., 124 F. 486, 

489 (CA6 1903); Thomson-Houston Electric Co. v. Ohio Brass Co., 80 F. 712, 720-721, 1897 Dec. 

Comm'r Pat. 579 (CA6 1897); Red Jacket Mfg. Co. v. Davis, 82 F. 432, 439 (CA7 1897); Holly v. 

Vergennes Machine Co., 4 F. 74, 82, 1880 Dec. Comm'r Pat. 659 (CC Vt. 1880); Renwick v. Pond, 20 F. 

Cas. 536, 541, (No. 11,702) (CC SDNY 1872). 
 
In sum, where an article is "good for nothing else" but infringement, Canda v. Michigan Malleable Iron 

Co., supra, at 489, there is no legitimate public interest in its unlicensed availability, and there is no 

injustice in presuming or imputing an intent to infringe, see Henry v. A. B. Dick Co., 224 U.S. 1, 48, 56 L. 

Ed. 645, 32 S. Ct. 364, 1912 Dec. Comm'r Pat. 575 (1912), overruled on other grounds, Motion Picture 

Patents Co. v. Universal Film Mfg. Co., 243 U.S. 502, 61 L. Ed. 871, 37 S. Ct. 416, 1917 Dec. Comm'r 

Pat. 391 (1917). Conversely, the doctrine absolves the equivocal conduct of selling an item with 

substantial lawful as well as unlawful uses, and limits liability to instances of more acute fault than the 

mere understanding that some of one's products will be misused. It leaves breathing room for innovation 

and a vigorous commerce. See Sony Corp. v. Universal City Studios, 464 U.S., at 442, 78 L. Ed. 2d 574, 
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104 S. Ct. 774; Dawson Chemical Co. v. Rohm & Haas Co., 448 U.S. 176, 221, 65 L. Ed. 2d 696, 100 S. 

Ct. 2601 (1980); Henry v. A. B. Dick Co., supra, at 48, 56 L. Ed. 645, 32 S. Ct. 364. 
 
The parties and many of the amici in this case think the key to resolving it is the Sony rule and, in 

particular, what it means for a product to be "capable of commercially significant noninfringing uses." 

Sony Corp. v. Universal City Studios, supra, at 442, 78 L. Ed. 2d 574, 104 S. Ct. 774. MGM advances the 

argument that granting summary judgment to Grokster and StreamCast as to their current activities gave 

too much weight to the value of innovative technology, and too little to the copyrights infringed by users 

of their software, given that 90% of works available on one of the networks was shown to be copyrighted. 

Assuming the remaining 10% to be its noninfringing use, MGM says this should not qualify as 

"substantial," and the Court should quantify Sony to the extent of holding that a product used "principally" 

for infringement does not qualify. See Brief for Motion Picture Studio and Recording Company 

Petitioners 31. As mentioned before, Grokster and StreamCast reply by citing evidence that their software 

can be used to reproduce public domain works, and they point to copyright holders who actually 

encourage copying. Even if infringement is the principal practice with their software today, they argue, 

the noninfringing uses are significant and will grow. 
 
We agree with MGM that the Court of Appeals misapplied Sony, which it read as limiting secondary 

liability quite beyond the circumstances to which the case applied. Sony barred secondary liability based 

on presuming or imputing intent to cause infringement solely from the design or distribution of a product 

capable of substantial lawful use, which the distributor knows is in fact used for infringement. The Ninth 

Circuit has read Sony's limitation to mean that whenever a product is capable of substantial lawful use, the 

producer can never be held contributorily liable for third parties' infringing use of it; it read the rule as 

being this broad, even when an actual purpose to cause infringing use is shown by evidence independent 

of design and distribution of the product, unless the distributors had "specific knowledge of infringement 

at a time at which they contributed to the infringement, and failed to act upon that information." 380 F.3d 

at 1162 (internal quotation marks and brackets omitted). Because the Circuit found the StreamCast and 

Grokster software capable of substantial lawful use, it concluded on the basis of its reading of Sony that 

neither company could be held liable, since there was no showing that their software, being without any 

central server, afforded them knowledge of specific unlawful uses. 
 
This view of Sony, however, was error, converting the case from one about liability resting on imputed 

intent to one about liability on any theory. Because Sony did not displace other theories of secondary 

liability, and because we find below that it was error to grant summary judgment to the companies on 

MGM's inducement claim, we do not revisit Sony further, as MGM requests, to add a more quantified 

description of the point of balance between protection and commerce when liability rests solely on 

distribution with knowledge that unlawful use will occur. It is enough to note that the Ninth Circuit's 

judgment rested on an erroneous understanding of Sony and to leave further consideration of the Sony rule 

for a day when that may be required. 
C 

 
Sony's rule limits imputing culpable intent as a matter of law from the characteristics or uses of a 

distributed product. But nothing in Sony requires courts to ignore evidence of intent if there is such 

evidence, and the case was never meant to foreclose rules of fault-based liability derived from the 

common law. Sony Corp. v. Universal City Studios, supra, 464 U.S., at 439, 78 L. Ed. 2d 574, 104 S. Ct. 

774 ("If vicarious liability is to be imposed on Sony in this case, it must rest on the fact that it has sold 

equipment with constructive knowledge" of the potential for infringement). Thus, where evidence goes 

beyond a product's characteristics or the knowledge that it may be put to infringing uses, and shows 

statements or actions directed to promoting infringement, Sony's staple-article rule will not preclude 

liability. 
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The classic case of direct evidence of unlawful purpose occurs when one induces commission of 

infringement by another, or "entic[es] or persuad[es] another" to infringe, Black's Law Dictionary 790 

(8th ed. 2004), as by advertising. Thus at common law a copyright or patent defendant who "not only 

expected but invoked [infringing use] by advertisement" was liable for infringement "on principles 

recognized in every part of the law." Kalem Co. v. Harper Brothers, 222 U.S., at 62-63, 56 L. Ed. 2d 92, 

32 S. Ct. 20 (copyright infringement). See also Henry v. A. B. Dick Co., 224 U.S., at 48-49, 56 L. Ed. 2d 

645, 32 S. Ct. 364 (contributory liability for patent infringement may be found where a good's "most 

conspicuous use is one which will cooperate in an infringement when sale to such user is invoked by 

advertisement" of the infringing use); Thomson-Houston Electric Co. v. Kelsey Electric R. Specialty Co., 

75 F. 1005, 1007-1008, 1896 Dec. Comm'r Pat. 508 (CA2 1896) (relying on advertisements and displays 

to find defendant's "willingness . . . to aid other persons in any attempts which they may be disposed to 

make towards [patent] infringement"); Rumford Chemical Works v. Hecker, 20 F. Cas. 1342, 1346, F. Cas. 

No. 12133, 1876 Dec. Comm'r Pat. 450 (No. 12,133) (CC NJ 1876) (demonstrations of infringing activity 

along with "avowals of the [infringing] purpose and use for which it was made" supported liability for 

patent infringement). 
 
The rule on inducement of infringement as developed in the early cases is no different today. Evidence of 

"active steps . . . taken to encourage direct infringement," Oak Industries, Inc. v. Zenith Electronics Corp., 

697 F. Supp. 988, 992 (ND Ill. 1988), such as advertising an infringing use or instructing how to engage 

in an infringing use, show an affirmative intent that the product be used to infringe, and a showing that 

infringement was encouraged overcomes the law's reluctance to find liability when a defendant merely 

sells a commercial product suitable for some lawful use, see, e.g., Water Technologies Corp. v. Calco, 

Ltd., 850 F.2d 660, 668 (CA Fed. 1988) (liability for inducement where one "actively and knowingly 

aid[s] and abet[s] another's direct infringement" (emphasis deleted); Fromberg, Inc. v. Thornhill, 315 F.2d 

407, 412-413 (CA5 1963) (demonstrations by sales staff of infringing uses supported liability for 

inducement); Haworth Inc. v. Herman Miller Inc., 37 USPQ 2d 1080, 1090 (WD Mich. 1994) (evidence 

that defendant "demonstrate[d] and recommend[ed] infringing configurations" of its product could 

support inducement liability); Sims v. Mack Trucks, Inc., 459 F. Supp. 1198, 1215 (ED Pa. 1978) (finding 

inducement where the use "depicted by the defendant in its promotional film and brochures infringes the . 

. . patent"), overruled on other grounds, 608 F.2d 87 (CA3 1979). Cf. W. Keeton, D. Dobbs, R. Keeton, & 

D. Owen, Prosser and Keeton on Law of Torts 37 (5th ed. 1984) ("There is a definite tendency to impose 

greater responsibility upon a defendant whose conduct was intended to do harm, or was morally wrong"). 
For the same reasons that Sony took the staple-article doctrine of patent law as a model for its copyright 

safe-harbor rule, the inducement rule, too, is a sensible one for copyright. We adopt it here, holding that 

one who distributes a device with the object of promoting its use to infringe copyright, as shown by clear 

expression or other affirmative steps taken to foster infringement, is liable for the resulting acts of 

infringement by third parties. We are, of course, mindful of the need to keep from trenching on regular 

commerce or discouraging the development of technologies with lawful and unlawful potential. 

Accordingly, just as Sony did not find intentional inducement despite the knowledge of the VCR 

manufacturer that its device could be used to infringe, 464 U.S., at 439, n. 19, 78 L. Ed. 2d 574, 104 S. 

Ct. 774, mere knowledge of infringing potential or of actual infringing uses would not be enough here to 

subject a distributor to liability. Nor would ordinary acts incident to product distribution, such as offering 

customers technical support or product updates, support liability in themselves. The inducement rule, 

instead, premises liability on purposeful, culpable expression and conduct, and thus does nothing to 

compromise legitimate commerce or discourage innovation having a lawful promise. 
 

III 
A 

 
The only apparent question about treating MGM's evidence as sufficient to withstand summary judgment 

under the theory of inducement goes to the need on MGM's part to adduce evidence that StreamCast and 
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Grokster communicated an inducing message to their software users. The classic instance of inducement 

is by advertisement or solicitation that broadcasts a message designed to stimulate others to commit 

violations. MGM claims that such a message is shown here. It is undisputed that StreamCast beamed onto 

the computer screens of users of Napster-compatible programs ads urging the adoption of its OpenNap 

program, which was designed, as its name implied, to invite the custom of patrons of Napster, then under 

attack in the courts for facilitating massive infringement. Those who accepted StreamCast's OpenNap 

program were offered software to perform the same services, which a factfinder could conclude would 

readily have been understood in the Napster market as the ability to download copyrighted music files. 

Grokster distributed an electronic newsletter containing links to articles promoting its software's ability to 

access popular copyrighted music. And anyone whose Napster or free file-sharing searches turned up a 

link to Grokster would have understood Grokster to be offering the same file-sharing ability as Napster, 

and to the same people who probably used Napster for infringing downloads; that would also have been 

the understanding of anyone offered Grokster's suggestively named Swaptor software, its version of 

OpenNap. And both companies communicated a clear message by responding affirmatively to requests 

for help in locating and playing copyrighted materials. 
 
 In StreamCast's case, of course, the evidence just described was supplemented by other unequivocal 

indications of unlawful purpose in the internal communications and advertising designs aimed at Napster 

users ("When the lights went off at Napster . . . where did the users go?" App. 836 (ellipsis in original)). 

Whether the messages were communicated is not to the point on this record. The function of the message 

in the theory of inducement is to prove by a defendant's own statements that his unlawful purpose 

disqualifies him from claiming protection (and incidentally to point to actual violators likely to be found 

among those who hear or read the message). See supra, at 935 - 937, 162 L. Ed. 2d, at 799-801. Proving 

that a message was sent out, then, is the preeminent but not exclusive way of showing that active steps 

were taken with the purpose of bringing about infringing acts, and of showing that infringing acts took 

place by using the device distributed. Here, the summary judgment record is replete with other evidence 

that Grokster and StreamCast, unlike the manufacturer and distributor in Sony, acted with a purpose to 

cause copyright violations by use of software suitable for illegal use. See supra, at 924 - 927, 162 L. Ed. 

2d, at 792-794. 
 
Three features of this evidence of intent are particularly notable. First, each company showed itself to be 

aiming to satisfy a known source of demand for copyright infringement, the market comprising former 

Napster users. StreamCast's internal documents made constant reference to Napster, it initially distributed 

its Morpheus software through an OpenNap program compatible with Napster, it advertised its OpenNap 

program to Napster users, and its Morpheus software functions as Napster did except that it could be used 

to distribute more kinds of files, including copyrighted movies and software programs. Grokster's name is 

apparently derived from Napster, it too initially offered an OpenNap program, its software's function is 

likewise comparable to Napster's, and it attempted to divert queries for Napster onto its own Web site. 

Grokster and StreamCast's efforts to supply services to former Napster users, deprived of a mechanism to 

copy and distribute what were overwhelmingly infringing files, indicate a principal, if not exclusive, 

intent on the part of each to bring about infringement. 
 
Second, this evidence of unlawful objective is given added significance by MGM's showing that neither 

company attempted to develop filtering tools or other mechanisms to diminish the infringing activity 

using their software. While the Ninth Circuit treated the defendants' failure to develop such tools as 

irrelevant because they lacked an independent duty to monitor their users' activity, we think this evidence 

underscores Grokster's and StreamCast's intentional facilitation of their users' infringement. 38 

                                                           
38 Of course, in the absence of other evidence of intent, a court would be unable to find contributory infringement liability merely 

based on a failure to take affirmative steps to prevent infringement, if the device otherwise was capable of substantial 

noninfringing uses. Such a holding would tread too close to the Sony safe harbor. 
 

https://a.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=1984103021&pubNum=708&originationContext=document&transitionType=DocumentItem&contextData=%28sc.Search%29
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Third, there is a further complement to the direct evidence of unlawful objective. It is useful to recall that 

StreamCast and Grokster make money by selling advertising space, by directing ads to the screens of 

computers employing their software. As the record shows, the more the software is used, the more ads are 

sent out and the greater the advertising revenue becomes. Since the extent of the software's use 

determines the gain to the distributors, the commercial sense of their enterprise turns on high-volume use, 

which the record shows is infringing. This evidence alone would not justify an inference of unlawful 

intent, but viewed in the context of the entire record its import is clear. 
 
The unlawful objective is unmistakable. 

B 
 
In addition to intent to bring about infringement and distribution of a device suitable for infringing use, 

the inducement theory of course requires evidence of actual infringement by recipients of the device, the 

software in this case. As the account of the facts indicates, there is evidence of infringement on a gigantic 

scale, and there is no serious issue of the adequacy of MGM's showing on this point in order to survive 

the companies' summary judgment requests. Although an exact calculation of infringing use, as a basis for 

a claim of damages, is subject to dispute, there is no question that the summary judgment evidence is at 

least adequate to entitle MGM to go forward with claims for damages and equitable relief. 
 

* * * 
 
In sum, this case is significantly different from Sony and reliance on that case to rule in favor of 

StreamCast and Grokster was error. Sony dealt with a claim of liability based solely on distributing a 

product with alternative lawful and unlawful uses, with knowledge that some users would follow the 

unlawful course. The case struck a balance between the interests of protection and innovation by holding 

that the product's capability of substantial lawful employment should bar the imputation of fault and 

consequent secondary liability for the unlawful acts of others. 
 
MGM's evidence in this case most obviously addresses a different basis of liability for distributing a 

product open to alternative uses. 
 
Here, evidence of the distributors' words and deeds going beyond distribution as such shows a purpose to 

cause and profit from third-party acts of copyright infringement. If liability for inducing infringement is 

ultimately found, it will not be on the basis of presuming or imputing fault, but from inferring a patently 

illegal objective from statements and actions showing what that objective was. 
 
 There is substantial evidence in MGM's favor on all elements of inducement, and summary judgment in 

favor of Grokster and StreamCast was error. On remand, reconsideration of MGM's motion for summary 

judgment will be in order. 
 
The judgment of the Court of Appeals is vacated, and the case is remanded for further proceedings 

consistent with this opinion. 
 
It is so ordered. 

* * * 
 

Concurrences by Ginsburg and Breyer Omitted. 
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Notes and Questions 
 
1. What was the error in the analysis of Sony by the Ninth Circuit Court of Appeals? 
 
2. What is the “inducement” rule adopted here by the Court? 

 
 
 
 

 
ARISTA RECORDS LLC v. USENET.COM 

633 F. Supp. 2d 124 (S.D.N.Y. 2009) 
 
BAER, District Judge 
 
This action arises out of allegations of widespread infringement of copyrights in sound recordings owned 

by Plaintiffs Arista Records LLC; Atlantic Recordings Corporation; BMG Music; Capitol Records, LLC; 

Caroline Records; Elektra Entertainment Group Inc.; Interscope Records; LaFace Records LLC; 

Maverick Recording Company; Sony BMG Music Entertainment; UMG Recordings, Inc; Virgin Records 

America, Inc.; Warner Bros. Records Inc; and Zomba Recording LLC ("Plaintiffs"), copies of which are 

available for download by accessing a network of computers called the USENET through services 

provided by Defendants Usenet.com, Inc. ("UCI"), Sierra Corporate Design, Inc. ("Sierra"), and 

spearheaded by their director and sole shareholder, Gerald Reynolds ("Reynolds") (collectively, 

"Defendants"). Specifically, Plaintiffs brought this action alleging (1) direct infringement of the Plaintiffs' 

exclusive right of distribution under 17 U.S.C. § 106(3); (2) inducement of copyright infringement; (3) 

contributory copyright infringement; and (4) vicarious copyright infringement. There are two motions by 

Plaintiffs before me - one for termination due to discovery abuse, and another for summary judgment - 
with a cross-motion for summary judgment from the Defendants. Defendants' cross-motion for summary 

judgment argues that they are entitled to the safe harbor protections of § 512(c) of the Digital Millennium 

Copyright Act ("DMCA"). All parties filed numerous additional motions to exclude certain testimony, as 

well as voluminous evidentiary objections. Plaintiffs opine that their motion for terminating sanctions 

alleges discovery abuse sufficient to require that I strike the Defendants' answer and enter a default 

judgment in their favor ("Terminating Sanctions Motion"). For the reasons set forth below, Plaintiffs' 

Terminating Sanctions Motion is granted to the extent discussed in this opinion, though not in its entirety; 

Plaintiffs' motion for summary judgment is granted with respect to all claims; and Defendants' motion for 

summary judgment is dismissed as moot. 
 

I. FACTUAL BACKGROUND 
 

A. The USENET and How It Works 
 
The USENET network, created over twenty years ago, is a global system of online bulletin boards on 

which users (or "subscribers") may post their own messages or read messages posted by others. 

Defendants' Statement of Undisputed Facts ("Defs.' SUF") 1. To obtain access to the USENET, a user 

must gain access through a commercial USENET provider, such as Defendant UCI, or an internet service 

provider. See Memorandum Opinion & Order, dated January 26, 2009 ("Sanctions Order") at 3. Messages 

posted to the USENET are commonly known as "articles." Id. Articles, in turn, are posted to bulletin 

boards called "newsgroups." Id. Newsgroups often are organized according to a specific topic or subject 

matter, and are oftentimes named according to the subject matter to which the articles posted to the 

newsgroup relate. Defs.' SUF 2. The USENET is divided into nine major subject headings known as 

"hierarchies," one of which is the alt.* hierarchy. Defs.' SUF 3-4. Content files known as binaries, which 



Chapter One                          Copyright Infringement                          1.07 Secondary Liability 

 

 

216 

represent computer files such as images, videos, sounds, computer programs and text, are found in the 

alt.* hierarchy. Defs.' SUF 5. These binary files are encoded in text form for storage and processing, and 

require a software program to convert the text into a content file such as an image or music file. See id. 
Users review available articles for potential download by selecting a newsgroup and then perusing the 

"headers" or titles of articles that are posted to that newsgroup; based on the header, the user may request 

to download articles that are of interest. Horowitz Decl. P 21. Some news servers include a search field in 

which a user may type the name of a desired file and then review a list of articles responsive to the search 

request. Id. P 24; Plaintiffs' Statement of Uncontroverted Facts ("Pls. SUF") 91. Once an article is 

retrieved, software is used to convert the text file into binary content; however, this conversion process is 

automated and virtually invisible to the user. Horowitz Decl. P 35. "The combination of these additional 

features creates a user experience that substantially mimics the user experience of applications used on 

peer-to-peer file-sharing networks" such as Napster. Id. P 36. Once the file is retrieved and converted, it is 

downloaded from the USENET provider's server and a copy is stored on the user's personal computer. Id. 
To post an article to the USENET, a user must first obtain access to at least one USENET host, such as 

UCI; second, the user must use the proper USENET protocol for posting messages; and third, upon 

uploading the article to the USENET host, the article is distributed across the USENET network to other 

hosts' servers. Defs.' SUF 33; see also Sanctions Order at 3 ("The servers at each Usenet hub are 

programmed to feed the articles its users have posted to other Usenet servers, based on a user's implicit or 

explicit configuration settings, and, in turn, the servers receive postings from other servers."). This 

process is not completely automated; rather, USENET providers control which articles in which 

newsgroups are transmitted to, and accepted from, other providers through this "peering" process. See 

Horowitz Decl. PP 26, 57-58; Pls.' SUF 71. Articles that are posted to the USENET are not retained on the 

network indefinitely; rather, retention rates range from days to months depending on the host's server 

capacity. Defs.' SUF 14. Once the maximum capacity is reached, the server deletes older articles to make 

room for newer articles. Id. Unlike other forms of file-sharing networks, such as peer-to-peer networks, 

articles on the USENET are saved to news servers instead of another end-user's personal computer; a user 

accesses these articles and content files by connecting to these central servers that are available through 

their provider's service. See Horowitz Decl. P 15. 
 

B. Defendants and Their Business 
 
Sierra purchased the domain name "www.usenet.com" in 1998, and it ran the website until UCI was 

formed in 2004. Defs.' SUF 17. Defendants offer access to the USENET to subscribers who sign up for 

Defendants' services on the www.usenet.com website. See Defs.' SUF 19. To subscribe, the user may 

choose among a variety of monthly subscription plans, which vary in price depending on the user's 

desired bandwidth allocation. Id.; see also Defs.' SUF 38. Subscribers pay Defendants a monthly rate 

ranging from $ 4.95 to $ 18.95; for a monthly fee of $ 18.95, users had access to unlimited downloads. 

See Pls.' SUF 63-64; see also Pls.' SUF 65-66; Sanctions Order at 4. The user must then accept certain 

"Terms of Use" ("TOU") that govern the relationship between UCI and its subscribers. Pls.' SUF 67. 

Among the terms in the TOU is UCI's official policy prohibiting the upload of unauthorized, including 

copyrighted, content without the permission of the rights owner. Defs.' SUF 20. Once a user subscribes to 

Defendants' service, he or she is provided access to over 120,000 newsgroups. Defs.' SUF 28. Defendants 

themselves operate over 34 different computer servers that perform tasks that include storing content and 

transmitting copies of articles to users upon request. Pls.' SUF 89. Defendants' "front-end" servers (which 

manage interactions with subscribers and transmit requested articles) display articles available for 

download on servers over the USENET, and are configured to connect to the correct "spool server" 

(which actually store the articles) to retrieve an article that the user requests. See Defs.' SUF 28; Horowitz 

Decl. PP 46, 50, 67, 92. Defendants' spool servers have the ability to filter or block groups or articles, and 

can define feeds that specify which articles and newsgroups are copied to the spool servers. Horowitz 

Decl. P 62. Defendants also have the ability to create designated servers for certain kinds of newsgroups; 

they exercised this ability by creating servers for newsgroups containing music binary files to increase 
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their retention time. See Pls.' SUF 93-96. Defendants have, at times, exercised their right and ability to 

restrict, suspend or terminate subscribers, including by suspending accounts of users who sent "spam" 

messages and restricting download speeds of subscribers who downloaded what Defendants considered to 

be a disproportionate volume of content. Pls.' SUF 69. They have also taken measures to restrict users 

from posting or downloading articles with pornographic content. Pls. SUF 70; see also Pls' SUF 112. 

Defendants likewise have the right and ability to block access to articles stored on their own servers that 

contain infringing content. Pls.' SUF 72. 
 

C. Evidence of Defendants ' Subscribers Downloading Plaintiffs' Works 
 

There can be no dispute that Defendants' services were used overwhelmingly for copyright infringement. 

Indeed, Plaintiffs' expert has testified that, based on a statistical analysis, over 94% of all content files 

offered in music-related binary newsgroups previously carried by Defendant UCI were found to be 

infringing or highly likely to be infringing. Pls.' SUF 7; Declaration of Dr. Richard Waterman ("Waterman 

Decl.") P 5, 13. Moreover, not only is there rampant copyright infringement of musical works occurring 

on Defendants' service in general, but there is direct undisputed evidence that Plaintiffs' copyrighted 

sound recordings have been distributed and downloaded in violation of their copyrights. First, Plaintiffs' 

evidence shows that both Plaintiffs' forensic investigators and Defendants' own former employees 

confirmed downloads of digital music files of Plaintiffs' sound recordings from Defendants' service. See 

Pls.' SUF 2. It is undisputed that Plaintiffs have not authorized the distribution or reproduction of their 

copyrighted works via Defendants' service. Pls.' SUF 3. Further, the record shows that at one time, 

Defendants' servers stored what has been termed "Usage Data," or "pre-existing records from Defendants' 

computer servers reflecting actual requests by Defendants' paid subscribers to download and upload 

digital music files using Defendants' service," which would have provided direct and irrefutable evidence 

of copyright infringement. See Sanctions Order at 5. Near the initial close of discovery in this case, 

Plaintiffs filed a motion for sanctions, contending that Defendants had deliberately destroyed this Usage 

Data, among other information, and that it would have provided direct evidence of widespread 

infringement of Plaintiffs' copyrighted sound recordings. Specifically, Plaintiffs alleged that on March 8, 

2008, notwithstanding Defendants' obligations to preserve relevant and requested information, Defendant 

Reynolds personally and affirmatively disabled approximately 900 music-related newsgroups, which 

essentially destroyed or made unusable the Usage Data that Plaintiffs had requested. As a result, Judge 

Katz granted an adverse inference to establish the fact that copies of Plaintiffs' copyrighted sound 

recordings were actually transmitted from Defendants' computer servers to the personal computers of 

their subscribers. See Sanctions Order at 65-66, 68. 
 

D. Defendants' Involvement in Infringement on Their Service 
 
The record in this case is replete with instances of Defendants and their employees specifically 

engendering copyright infringement and targeting infringement-minded users to become subscribers of 

Defendants' service. First, Defendants' own former employees have testified that their marketing 

department specifically targeted young people familiar with other file-sharing programs and suggested 

they try Defendants' services "as a safe alternative to peer-to-peer file sharing programs that were getting 

shut down" due to copyright infringement lawsuits and resulting injunctions. See Pls.' SUF 8; see 

also  Pls.' SUF 9 (advertising Defendants' service as the best way to get "free" music now that "[f]ile 

sharing websites are getting shut down"); Pls.' SUF 10 (comparisons of Defendants' service to Kazaa, a 

formerly popular peer-to-peer service notorious for permitting exchange of copyrighted materials); Pls.' 

SUF 88a ("We understood that our marketing should be more targeted at persons interested in copyrighted 

entertainment media content.") (citing Declaration of Jolene Goldade ("Goldade Decl.") P 8). Indeed, 

Defendants' promotional literature, created by marketing specialists at Reynolds's behest, stated that when 

Napster and Kazaa began to have problems from copyright owners' enforcement of their rights, "[t]his 

made the way for Usenet to get back in the game." Pls.' SUF 11; see also Pls.' SUF 12 (marketing 
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specialist's statement that Defendants' service targeted "people who want to get free music, ilelgal [sic] or 

not"); Pls' SUF 108-109. Defendants' website also had pages devoted to certain popular recording artists 

and expressly promoted the availability of "FREE MUSIC" and mp3 files for download. Pls.' SUF 20-26, 

29; Goldade Decl. P 18. Defendants were aware that the downloading free music was, at the very least, a 

principal reason for a substantial portion of their subscribers' signing up for their service: their own 

consumer survey showed that 42% of responding subscribers identified downloading music files as a 

"primary" reason they used Defendants' service. Pls.' SUF 52; see also Pls.' SUF 53-55. Indeed, after 

Defendants disabled access to their music newsgroups in March 2008, they received hundreds of 

complaints and cancellations due to the unavailability of music content. Pls.' SUF 56. 
 
Defendants also inserted "meta tags" into the source code for their website to attract internet traffic to 

their service. Horowitz Decl. P 94; Pls.' SUF 13. Meta tags are not directly visible to a user who searches 

the internet; they are embedded in the source code of a website to increase the likelihood that the website 

will match a search that is run in a search-engine query. See Horowitz Decl. P 94. Defendants inserted 

certain meta tags in their website's source code that increased the likelihood that their site would match 

searches for copyrighted content; for example, Defendants' meta tags included the term "warez," which is 

well-known internet slang for pirated content, and "kazaa," the name of a formerly popular file-sharing 

service. See id. P 95. 
 
Moreover, the record reflects numerous instances of Defendants' own employees explicitly 

acknowledging the availability of infringing uses through Defendants' service and using the service 

themselves to download Plaintiffs' copyrighted works. See, e.g., Pls.' SUF 16-18; see also Pls.' SUF 46-
49, 78. Defendants' technical support staff even provided assistance to users seeking to download 

copyrighted material, and while employees did at times recite Defendants' official policy against assisting 

with potentially infringing conduct, they often went on to assist the subscriber in any event. See Pls.' SUF 

30-35, 37-39a; Declaration of Charles S. Baker ("Baker Decl.") Ex. C; see also Pls.' SUF 79-80; Borud 

Decl. P 10, Ex. 6. In addition, Defendants offered website tutorials on how to download content from 

www.usenet.com, using infringing musical works as illustrations. Pls.' SUF 81. Defendants also promoted 

the fact that users' uploading and downloading activities could not be tracked or monitored, and that 

unlike other "lower security" file-sharing programs like Napster and Kazaa, users would be able to 

conduct their infringing activities cloaked in anonymity. See Pls.' SUF 40-42, 44; Goldade Decl. PP 10-
11. Based on this knowledge of, and participation in, widespread infringement, Defendants' own 

employees have acknowledged that Defendants profit from availability of copyrighted material, including 

music, stored on their servers. See Pls.' SUF 61; Declaration of Matthew Borud ("Borud Decl."), Ex. 9. 
 

E. Reynolds's Role in Defendants' Business 
 
As director and sole shareholder of both Defendants UCI and Sierra, Reynolds's role is ubiquitous. Pls.' 

SUF 106-107. When asked about his role in the business, Reynolds replied "the company's me." Pls.' SUF 

102. Moreover, other of Defendants' employees testified that they engaged in the business according to 

Reynolds's will and instructions, and that Reynolds was the individual responsible for the "overall 

strategic vision" of the business. Pls.' SUF 103-104. When asked in interrogatories to describe Reynolds's 

job responsibilities, Defendants responded that his responsibilities "included and continue to include 

virtually all aspects of Defendant's operations." Pls. SUF 105; see also Order dated June 16, 2009 at 5-7 

("June 16 Order") (noting Reynolds's "personal, active involvement" in the businesses of the corporate 

Defendants and describing Reynolds as "the driving force behind, and personally involved in, every act of 

spoliation found in the Court's [Sanctions Order]"). 
*** 

Omitted II A-B. 
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C. Direct Infringement 
 
Plaintiffs contend that Defendants' service directly infringes their copyrights by engaging in unauthorized 

distribution of copies of their musical works to subscribers who request them for download. "To establish 

a claim of copyright infringement, a plaintiff must establish (1) ownership of a valid copyright and (2) 

unauthorized copying or a violation of one of the other exclusive rights afforded copyright owners 

pursuant to the Copyright Act." Byrne v. British Broad. Corp., 132 F. Supp. 2d 229, 232 (S.D.N.Y. 2001) 

(citing Twin Peaks Prods. v. Publ'ns Int'l. Ltd., 996 F.2d 1366, 1372 (2d Cir. 1993)). It is undisputed that 

Plaintiffs own the copyrights in the subject sound recordings, and Defendants have not raised any 

objections or facts to challenge the validity of those copyrights. See Pls.' SUF 1. It is likewise undisputed 

that Plaintiffs did not authorize the distribution or reproduction of any of their copyrighted works via 

Defendants' service. Pls.' SUF 3. The Court will therefore turn to the remaining question of whether 

Defendants' service directly distributes Plaintiffs' works in violation of the Copyright Act. See17 U.S.C. § 

106(3) (granting a copyright owner the exclusive right to "distribute copies . . . of the copyrighted work to 

the public by sale or other transfer of ownership"). 
 
Plaintiffs contend that Defendants' delivery of copies of their copyrighted works by transmitting copies in 

response to subscribers' requests to download a digital music file constitutes a "distribution" under the 

Copyright Act. In support of this position, Plaintiffs rely principally on the Supreme Court's ruling in New 

York Times Co., Inc. v. Tasini, 533 U.S. 483, 121 S. Ct. 2381, 150 L. Ed. 2d 500 (2001). In that case, the 

defendants operated an online database from which users could download digital copies of newspaper 

articles on request. See id. at 498. The Court found that it was "clear" that "by selling copies of the 

Articles through the NEXIS Database," the defendants "'distribute copies' of the Articles 'to the public by 

sale'" in violation of the copyright owner's exclusive right of distribution. Id. In so holding, the majority 

implicitly rejected the dissenting Justices' conclusion that it was the users, not NEXIS, who were 

engaging in direct infringement. See id. at 518 & n.14 (Stevens, J., dissenting). Defendants correctly point 

out that the "focus" of the Court's opinion in Tasini was not an analysis of whether the service the 

defendants provided constituted a direct distribution; rather, the Court's analysis was premised primarily 

on whether the databases were entitled to a privilege under § 201(c) of the Copyright Act, which permits 

reproduction and distribution of, among other things, revisions of collective works. See generally id. at 

499-506. However, a finding of direct infringement of the right of distribution (and reproduction) was 

essential to the Court's opinion and holding -- that is, without a finding of direct distribution and 

reproduction, there would have been no need for the § 201(c) privilege, because the databases would not 

have been engaged in direct infringement in the first instance. Thus, Plaintiffs are correct that Tasini 

indicates that the delivery of articles and/or content to download at the request of subscribers can be the 

basis of direct infringement of the distribution right. 
 
However, Defendants cite the Second Circuit's decision in Cartoon Network LLLP v. CSC Holdings, Inc., 

536 F.3d 121 (2d Cir. 2008) ("Cablevision") for the proposition that direct infringement requires some 

volitional conduct on the part of the service provider, and where a service acts as a mere "passive conduit" 

for delivery of works requested by users, it cannot be liable for direct infringement as a matter of law. 

Plaintiffs urge that the court in Cablevision addressed only direct infringement of the exclusive rights of 

reproduction and public performance under sections 106(1) and 106(6) of the Copyright Act, and limited 

the "volitional conduct" requirement to the issues addressed in that case, and not to the exclusive right of 

distribution. I disagree. Although the particular circumstances before the court in Cablevision involved 

the exclusive rights not at issue here, the court made clear that "volitional conduct is an important element 

of direct liability." Id. at 131. There is nothing in the court's language or reasoning that convinces me that 

the Cablevision holding is as limited as Plaintiffs contend. The line of cases on which the Cablevision 

court relied -- beginning with Religious Technology Center v. Netcom On-Line Communication Services, 

Inc., 907 F. Supp. 1361 (N.D. Cal. 1995) -- suggest that the volitional-conduct requirement should apply 

equally to all exclusive rights under the Copyright Act. See Cablevision, 536 F.3d at 131 (finding 
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applicability of the volitional-conduct requirement "a particularly rational interpretation of § 106") 

(quoting CoStar Group, Inc. v. LoopNet, Inc., 373 F.3d 544, 551 (4th Cir. 2004)). Contrary to Plaintiffs' 

contentions, this result is not foreclosed by the Supreme Court's holding in Tasini. Accordingly, I hold that 

a finding of direct infringement of the right of distribution under § 106(3) of the Copyright Act requires a 

showing that Defendants engaged in some volitional conduct sufficient to show that they actively engaged 

in distribution of the copies of Plaintiffs' copyrighted sound recordings. Accord Playboy Enterprises, Inc. 

v. Russ Hardenburgh, Inc., 982 F. Supp. 503 (N.D. Ohio 1997) (volition required for direct infringement 

of distribution right); cf. CoStar, 373 F.3d 544 (volition required for direct infringement of any of § 106's 

exclusive rights); Parker v. Google, Inc., 242 Fed. Appx. 833 (3d Cir. 2007); NetCom, 907 F. Supp. 1361 

(volition required for infringement of exclusive rights of reproduction and public display). 
 
The question then becomes, did the Defendants engage in such volitional conduct? Defendants argue that 

their service is akin to a "common carrier" that delivers requested articles to subscribers automatically 

without active involvement. Plaintiffs argue that even if volitional conduct is required, as I find it to be, 

the undisputed facts illustrate that Defendants engaged in such conduct. The holding in Playboy 

Enterprises, Inc. v. Russ Hardenburgh, Inc., 982 F. Supp. 503, is instructive in this regard. In that case, the 

district court granted summary judgment in favor of the plaintiffs on their claim of direct infringement of 

the distribution right, despite its agreement with the NetCom court that volitional conduct is required for a 

finding of direct infringement. In Playboy, the court found that the defendants (whose service consisted of 

an online bulletin board, not unlike the USENET, that provided access to downloadable articles and 

images) had a policy of encouraging subscribers to upload files and also used a screening policy that 

allowed employees to view files before they were uploaded and to move them to a generally available file 

for subscribers. Id. at 513. These two policies "transform[ed] Defendants from passive providers of a 

space in which infringing activities happened to occur to active participants in the process of copyright 

infringement." Id. Further, the undisputed facts in Playboy indicated that the quantity of copyrighted files 

available to customers increased the attractiveness of the service to customers, defendants actively 

encouraged subscribers to upload such files, defendants had control over which files were discarded and 

which were moved into the general system, and defendants knew there was a possibility that copyrighted 

photographs were being uploaded but failed to adopt procedures to ensure that such images would be 

discarded. Id. Under these circumstances, the court found that the defendants were liable for direct 

copyright infringement as a matter of law. Id.; see also Playboy Enters. v. Webbworld, Inc., 968 F. Supp. 

1171, 1175 (rejecting defendant's argument that it was "nothing more than an information conduit" where 

"it [was] clear that [defendant's] function is not to provide Internet access, but rather to provide its 

subscribers with adult images which are contained in the storage devices of its computers"). 
 
Similarly, in this case, Defendants were well aware that digital music files were among the most popular 

articles on their service, and took active measures to create servers dedicated to mp3 files and to increase 

the retention times of newsgroups containing digital music files. See Pls.' SUF 94-96; see also Pls.' SUF 

52 (42% of subscribers find digital music files the "primary" reason for subscribing to Defendants' 

service). Moreover, Defendants took active steps, including both automated filtering and human review, 

to remove access to certain categories of content, and to block certain users, see Pls.' SUF 69-70, and 

Defendants admit that they have control over which newsgroups their servers accept and store and which 

they reject, and that they routinely exercised that control, Pls.' SUF 71. Under these circumstances, as in 

Playboy, Defendants' actions have "transform[ed] Defendants from passive providers of a space in which 

infringing activities happened to occur to active participants in the process of copyright infringement." 

982 F. Supp. at 513. In other words, contrary to Defendants' contentions, here their service is not merely a 

"passive conduit" that facilitates the exchange of content between users who upload infringing content 

and users who download such content; rather, Defendants actively engaged in the process so as to satisfy 

the "volitional-conduct" requirement for direct infringement. Accordingly, Plaintiffs' motion for summary 

judgment on their claim for direct infringement of the exclusive right of distribution under 17 U.S.C. § 

106(3) is granted. 



Chapter One                          Copyright Infringement                          1.07 Secondary Liability 

 

 

221 

D. Secondary Liability 
 
In addition to their claim of direct infringement, Plaintiffs also move for summary judgment on their 

claims against Defendants for secondary liability based on their subscribers' direct infringement of the 

Plaintiffs' exclusive right of reproduction under § 106(1) of the Copyright Act. Specifically, Plaintiffs 

bring claims for (1) inducement of copyright infringement, (2) contributory copyright infringement and 

(3) vicarious copyright infringement. 
 
For all three theories of secondary copyright infringement, there must be the direct infringement of a third 

party. See, e.g., Matthew Bender & Co. v. West Publ'g Co., 158 F.3d 693, 706 (2d Cir. 1998). Defendants 

argue that Plaintiffs have failed to meet this threshold requirement because they have not established 

conclusively that their subscribers committed direct infringement of the works at issue. To the contrary, 

the undisputed facts establish that Defendants' subscribers have committed direct infringement of the 

Plaintiffs' exclusive right of reproduction by downloading copies of Plaintiffs' works from Defendants' 

service, thereby creating copies of the works on their computers without Plaintiffs' authorization. See Pls.' 

SUF 1-3. Plaintiffs submit uncontroverted evidence of unauthorized reproduction of their works from 

three different sources. First, Plaintiffs were able to access a limited set of data from Defendants' server 

that Defendants did not destroy, which constitutes direct evidence of subscribers requesting to download 

Plaintiffs' copyrighted works. See Horowitz Dec. P 97, Ex. S. Within Defendants' surviving Usage Data 

logs, Plaintiffs also identified articles containing copies of Plaintiffs' copyrighted works. See Sehested 

Decl. P 11; Declaration of Mark McDevitt P 2. Second, Defendants' former employees admitted to 

downloading certain of Plaintiffs' works from Defendants' service, and produced copies of those works to 

Plaintiffs. See Borud Decl. P 34 & Ex. 49; Goldade Decl. P 23 & Ex. 25. Finally, Plaintiffs submit direct 

evidence from their forensic investigators of downloads of Plaintiffs' copyrighted works from Defendants' 

service. See Sehested Decl. PP 5, 7, 9; Ward Decl. PP 5-7. Moreover, in the Sanctions Order, in response 

to Defendants' "bad faith" spoliation of Usage Data and Digital Music Files, Magistrate Judge Katz 

granted an adverse inference that "[e]ach of Plaintiffs' copyrighted works that has appeared in one of the 

disabled Music Groups has been transmitted from Defendants' computer servers to the personal 

computers of Defendants' subscribers." Sanctions Order at 68-69. Defendants have not presented any 

evidence to rebut this inference. Thus, Plaintiffs have established the threshold of users' direct 

infringement for their claims of secondary liability for copyright infringement. 
 

1. Inducement of Infringement 
 
In the recent case of Metro-Goldwyn-Mayer Studios Inc. v. Grokster, Ltd., 545 U.S. 913, 125 S. Ct. 2764, 

162 L. Ed. 2d 781 (2005) ("Grokster"), the Supreme Court enunciated what some have interpreted as a 

new theory of secondary copyright liability: inducement of infringement. See 3-12 NIMMER ON 

COPYRIGHT § 12.04[A][3][b][ii]. The Grokster Court held that "one who distributes a device with the 

object of promoting its use to infringe copyright, as shown by clear expression or other affirmative steps 

taken to foster infringement, is liable for the resulting acts of infringement by third parties." 545 U.S. at 

936-37. The Court was careful to note that "mere knowledge of infringing potential or of actual infringing 

uses would not be enough here to subject a distributor to liability;" rather, "[t]he inducement rule . . . 

premises liability on purposeful, culpable expression and conduct, and thus does nothing to compromise 

legitimate commerce or discourage innovation having a lawful purpose." Id. at 937. Several features 

about the defendants' service in Grokster led the Court to conclude that their unlawful objective was 

"unmistakable." See id. at 940. First, the defendants "aimed to satisfy a known source of demand for 

copyright infringement, the market comprising former Napster users." Id. at 939. Second, "this evidence . 

. . [was] given added significance by [plaintiff's] showing that neither [defendant] attempted to develop 

filtering tools or other mechanisms to diminish the infringing activity using their software." Id. Finally, 

the evidence revealed that the defendants made substantial income from advertising, and that the 

defendants' business model relied on the existence of infringement. Id. at 939-40, see also id. at 926. The 
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Court also noted that "[t]he classic instance of inducement is by advertisement or solicitation that 

broadcasts a message designed to stimulate others to commit violations." Id. at 937. 
 
On remand, the district court granted the plaintiffs' motion for summary judgment based on 

"overwhelming" evidence of unlawful intent. The district court considered a number of factors that, taken 

together, indicated the defendant had acted with intent to foster or induce infringement of its users. First, 

based on a statistical study based on a random sample, the plaintiffs presented evidence of massive 

infringement of their copyrighted content. Specifically, plaintiffs' expert testified that approximately 87% 

of the files offered for distribution on the defendant's network were infringing or highly likely to be 

infringing, and that almost 97% of the files actually requested for download were infringing or highly 

likely to be infringing. The court noted that "the staggering scale of infringement makes it more likely that 

[defendant] condoned illegal use, and provides the backdrop against which all of [defendant's] actions 

must be assessed." Grokster II, 454 F. Supp. 2d at 985. Second, the district court noted that the 

defendant's "courting of the Napster community, which was notorious for copyright infringement, 

indicated an intent to foster infringement." Id. Third, the undisputed facts indicated that the defendant had 

provided users with technical assistance for playback of copyrighted content. Id. at 986. Fourth, the fact 

that the defendant had evaluated its system's functionality by its infringing capabilities evinced an intent 

for widespread infringing use. Id. at 987. Fifth, the evidence showed that the defendant knew its business 

model depended on the existence of massive infringement and that it had acted to grow its business 

accordingly. Id. at 989. Finally, the court found that the fact that the defendant had failed to prevent 

infringing uses, while not sufficient to establish liability on its own, "may be considered along with other 

circumstances in determining the defendant's motive." Id. 
 
Here, the undisputed facts are equally compelling, and in many respects not dissimilar. Like in Grokster 

II, a statistical survey based on random sampling methodology revealed that Defendants' service harbors 

massive amounts of infringement. To wit, Dr. Waterman's study concluded that over 94% of all content 

files offered in Defendants' music-related binary newsgroups were infringing or highly likely to be 

infringing. See Waterman Decl. PP 5, 12-13. As in Grokster II, this "staggering scale of infringement 

makes it more likely that [Defendants] condoned illegal use." 454 F. Supp. 2d at 985. Moreover, also 

similarly to Grokster, the undisputed facts in this case indicate that Defendants openly and affirmatively 

sought to attract former users of other notorious file-sharing services such as Napster and Kazaa. See, e.g., 

Pls.' SUF 8, 12. Just as a for instance, in promotional essays, explaining how Napster and Kazaa were 

scrutinized and shut down for copyright infringement, Defendants boasted that "[t]his made way for 

Usenet to get back in the game." Pls.' SUF 11. Another sign that Defendants pursued infringement-minded 

users is their use of "meta tags" in the source code of their website, which embedded words such as 

"warez" (computer slang for pirated content) and "Kazaa" to ensure that a search on a search-engine for 

illegal content would return Defendants' website as a result. See Pls.' SUF 13-15; Horowitz Decl. PP 94-
95. 
 
Further, the record is replete with evidence of Defendants' own employees overtly acknowledging the 

infringing purpose for which their service was used, and advertising such uses on their website. For 

example, one employee commented that the tag line for Defendants' service should be "piracy, porno and 

pictures -- Usenet," Pls.' SUF 16; another employee commented that "Usenet is full of Music and Movies 

so get your pirate on!," Pls.' SUF 17; after that employee received copies of several infringing albums 

downloaded by a co-worker, he clearly expressed his delight in Defendants' unlawful purpose in 

exclaiming "Bless the Usenet and all that it steals!" Pls.' SUF 18; see also Borud Decl., Ex. 2 at 419-20; 

id. at P 10 & Ex. 3; Deposition of Matthew Borud ("Borud Dep.") at 343:1-344:7. Even more, the record 

reflects numerous instances when Defendants' own employees acknowledged the availability of infringing 

uses through Defendants' service and used the service themselves to download Plaintiffs' copyrighted 

works. See, e.g., Pls.' SUF 16-18; see also Pls.' SUF 46-49, 78. Defendants' website also featured 

promotional materials advertising the service's infringing uses, including webpages advertising music 
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files by popular recording artists, Pls.' SUF 20; webpages encouraging users to "[d]ownload thousands of 

FREE CD quality music files!," Pls.' SUF 21-22, 25; and advertisements for a specialized server 

dedicated to mp3's and groups containing sound and music files, Pls.' SUF 28. Additionally, Defendants' 

employees specifically provided technical assistance to users in obtaining copyrighted content, see Pls.' 

SUF 30-35, 37-39a; see also Pls.' SUF 79-80; Borud Decl. P 10, Ex. 6, and provided website tutorials on 

how to download content, using infringing works as examples. See Pls.' SUF 81. Courts have taken this 

type of assistance into account in the secondary copyright infringement liability calculus. See Grokster, 

545 U.S. at 926 (finding that defendants "showing copyrighted [works] as examples" helped serve the 

purpose of "attract[ing] users of a mind to infringe"). Further, Defendants promoted the fact that file 

transmissions could not be monitored, and that unlike other "lower security" file-sharing programs like 

Napster and Kazaa, users could conduct infringing activities anonymously. See Pls.' SUF 40-42, 44; 

Goldade Decl. PP 10-11. 
 
Other evidence reveals that, while Defendants had in place various tools and mechanisms that could be 

used to block access to infringing articles or newsgroups, Defendants never used them to limit copyright 

infringement on its servers. Indeed, Defendants did use this functionality to limit the downloading of 

questionable conduct, to block users from posting "spam" and to limit certain users' downloading speed, 

but they never used the same filtering capabilities to search for, limit or eliminate infringement on their 

service. See Pls.' 69-70, 72, 112. As in Grokster, Defendants did not even attempt to use "filtering tools or 

other mechanisms to diminish the infringing activity" on their service, 545 U.S. at 939; worse yet, 

Defendants had developed such tools, but declined to use them when to do so would have harmed their 

business model and customer base. As Defendants well knew, infringing music content formed the 

backbone of their business model, serving as at least a "primary" reason for the subscriptions of 

approximately 42% of their subscribers. See Pls.' SUF 52. Indeed, when they disabled access to certain 

music groups in March 2008, there was an overwhelming number of complaints from users, and a 

substantial number of users even canceled their subscriptions to Defendants' servers. See Pls.' SUF 56. 

Further, Defendants' graded subscription payment plan ensures that users pay more the more they 

download, see Defs.' SUF 19, 38; Pls.' SUF 63-64; thus, when the musical content of a service is as 

overwhelmingly infringing as Defendants' service, it cannot be said that Defendants did not have the same 

"reliance on revenue from infringing use" as was found to be evidence of unlawful intent in Grokster II. 

See 454 F. Supp. 2d at 988. Defendants' failure to exercise their clear ability to filter and limit 

infringement under such circumstances is strong circumstantial evidence of their intent to foster copyright 

infringement by their users. 
 
Defendants' primary arguments in opposition to Plaintiffs' inducement claim are based on their position 

that questions of intent and witness credibility are traditionally reserved for a jury. This is quite so, in the 

ordinary case; however, this is not the ordinary case. Indeed, the Supreme Court in Grokster all but 

explicitly instructed the district court to grant the plaintiffs' summary judgment motion, even where the 

central issue in an inducement claim is the defendant's intent to induce or foster infringement. See 

Grokster, 545 U.S. at 936-37. Indeed, as the Second Circuit has acknowledged, "[t]he summary judgment 

rule would be rendered sterile . . . if the mere incantation of intent or state of mind would operate as a 

talisman to defeat an otherwise valid motion." Meiri v. Dacon, 759 F.2d 989, 998 (2d Cir. 1985). In 

addition, as noted earlier, "merely to assert that a witness may be lying, without any evidence to 

contradict the witness' testimony cannot defeat a motion for summary judgment." Fernandez, 312 F. 

Supp. 2d at 378. Here, Defendants have submitted testimony denying wrongful intent; yet, the facts speak 

for themselves, and paint a clear picture of Defendants' intent to foster infringement by their users. See 

United States v. One Parcel of Real Prop., 985 F.2d 70, 73 (2d Cir. 1993) ("[C]aution normally exercised 

in granting summary judgment where state of mind is at issue . . . is unnecessary . . . where . . . the 

claimed state of mind is so inconsistent with the uncontested facts."). Accordingly, based on the 

undisputed facts, I find that the Defendants' intent to induce or foster infringement by its users on its 
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services was unmistakable, and no reasonable factfinder could conclude otherwise. Plaintiffs' motion for 

summary judgment on their claim for inducement of infringement is therefore granted. 
 

2. Contributory Infringement 
 
Contributory copyright infringement "is a form of secondary liability with roots in tort-law concepts of 

enterprise liability and imputed intent." Perfect 10, Inc. v. Visa Int'l Serv. Ass'n, 494 F.3d 788, 794-95 (9th 

Cir. 2007), cert. denied, 128 S. Ct. 2871, 171 L. Ed. 2d 811 (2008). A party is liable for contributory 

infringement if, "with knowledge of the infringing activity," it "induces, causes, or materially contributes 

to the infringing conduct of another." Gershwin Publ'g Corp. v. Columbia Artists Mgmt, Inc., 443 F.2d 

1159, 1162 (2d Cir. 1971). The requisite knowledge for contributory infringement liability may be actual 

or constructive. Faulkner v. Nat'l Geographic Soc'y, 211 F. Supp. 2d 450, 474 (S.D.N.Y. 2002), aff'd, 

Faulkner v. Nat'l Geographic Enters. Inc., 409 F.3d 26 (2d Cir. 2005); A&M Records, Inc. v. Napster, Inc., 

239 F.3d 1004, 1020 (9th Cir. 2001) ("Contributory liability requires that the secondary infringer 'know or 

have reason to know' of direct infringement."). Turning a "blind eye" to infringement has also been found 

to be the equivalent of knowledge. Aimster, 334 F.3d at 650. Thus, knowledge of specific infringements is 

not required to support a finding of contributory infringement. See Arista Records, Inc. v. Flea World, 

Inc., No. 03-2670 (JBS), 2006 U.S. Dist. LEXIS 14988, at 47-48 (D.N.J. Mar. 31, 2006). 
 
In this case, it is beyond peradventure that the Defendants knew or should have known of infringement by 

its users. Defendants' employees' own statements make clear that they were aware that Defendants' 

service was used primarily to obtain copyrighted material. See, e.g., Pls.' SUF 73; Goldade Decl. P 9 

("[T]he widespread availability of . . . copyrighted entertainment media on Sierra's [USENET] servers 

[was] obvious."); Heiberg Dep. 197:5-13 (employee "was aware the users of the Usenet.com service were 

downloading MP3s from the service" because "they told [her]" while she gave tech support). Indeed, 

employees acknowledged that Defendants' "primary audience" were "people who want to get free music, 

ilelgal [sic] or not," Pls.' SUF 19, and on many occasions, Defendants' users explicitly told Defendants' 

technical support employees that they were engaged in copyright infringement, see Pls.' SUF 79-80, 82. 

Reynolds also directed the marketing department of Sierra to create promotional "essays" to emphasize 

the availability of popular copyrighted content, and to entice former users of services such as Napster and 

Kazaa to try Defendants' service. See Pls.' SUF 77, 88a. Moreover, Defendants' employees themselves 

used Defendants' service to commit copyright infringement by downloading Plaintiffs' copyrighted sound 

recordings. Pls.' SUF 46-49. Additionally, Defendants were explicitly put on notice of the existence of 

thousands of copies of Plaintiffs' copyrighted sound recordings available on its service. 
 
With respect to the "material contribution" prong, "the alleged contributory infringer must have made 

more than a mere quantitative contribution to the primary infringement: in other words, the participation 

or contribution must be substantial." Faulkner, 211 F. Supp. 2d at 473 (internal quotation marks and 

citation omitted). This requirement has been found to be met where a defendant provides the "site and 

facilities" or the "environment and market" for infringing activity. See Fonovisa v. Cherry Auction, Inc., 

76 F.3d 259, 264 (9th Cir. 1996); see also Napster, 239 F.3d at 1022; Flea World, 2006 U.S. Dist. LEXIS 

14988 at 51 (one "need only provide a central 'hub' for infringing activity to materially contribute to 

infringement"). In this case, Defendants' servers are the sole instrumentality of their subscribers' 

infringement. Defendants operate over 30 different computers that store and distribute content. Pls' SUF 

89. To use their service to download content, subscribers must connect to one of those servers; once 

connected, subscribers may search through newsgroups by header or they may run searches for particular 

desired works they wish to download. See Pls.' SUF 90-91. The user then transmits a request to download 

to Defendants' front-end servers, and the request is passed to another server (the "spool" server) that 

physically stores the content that the subscriber requested for download. Pls.' SUF 92; Defs.' SUF 28. 

Defendants also have created designated servers for newsgroups containing mp3 or music binary files so 

as to maximize the average retention time of those articles. See Pls.' SUF 93-96. Thus, it is beyond cavil 
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that Defendants' service literally creates the "site and facilities" that their subscribers use to directly 

infringe copyrights. 
 
In opposing summary judgment, Defendants do not address either the knowledge or material-contribution 

prongs of Plaintiffs' contributory infringement claim. Rather, they rely entirely on their assertion that the 

Supreme Court's holding in Sony Corp. of America v. Universal Studios, Inc., 464 U.S. 417, 104 S. Ct. 

774, 78 L. Ed. 2d 574 (1984), creates a complete defense to contributory infringement liability where a 

product is "capable of substantial noninfringing uses." Id. at 442. In Sony, the Supreme Court considered 

whether the manufacturer of a VHS recorder device could be held liable for the infringing conduct of the 

end-user of the product. The court held that Sony was not liable where, in addition to infringing uses of 

which it was aware, the device was also capable of substantial noninfringing uses. See id. at 456. 

Defendants rely on this portion of the Court's holding, asserting that because their service is capable of 

substantial noninfringing uses, they cannot be held liable for contributory infringement as a matter of law. 

To be sure, there is no dispute that Defendants' service can be used for reasons other than reproduction 

and distribution of infringing music content. However, Defendants' argument rides roughshod over a 

critical part of the Supreme Court's reasoning in Sony. To wit, the Court noted that Sony's last meaningful 

contact with the product or the purchaser was at the point of purchase, after which it had no "ongoing 

relationship" with the product or its end-user. Id. at 438 ("The only contact between Sony and the users of 

the Betamax . . . occurred at the moment of sale. . . . [Sony had no] direct involvement with the allegedly 

infringing activity or direct contact with purchasers of Betamax who recorded copyrighted works off-the-
air."). In this case, there is no dispute that Defendants maintain an ongoing relationship with their users; 

thus, Defendants' service is quite unlike Sony, where the defendants had no contact with the product or 

user once the device was released into the stream of commerce. As such, I find that the noninfringing uses 

for Defendants' service are immaterial, as Sony's insulation from contributory liability is inapplicable in 

this case. Accordingly, Plaintiffs' motion for summary judgment on their contributory copyright 

infringement claim is granted. 
3. Vicarious Infringement 

 
Finally, Plaintiffs contend Defendants are vicariously liable for their users' infringement. A defendant is 

liable for vicarious copyright infringement by "profiting from direct infringement while declining to 

exercise a right to stop or limit it." Grokster, 545 U.S. at 930; see also Gershwin, 443 F.2d at 1162 

("[O]ne may be vicariously liable if he had the right and ability to supervise the infringing activity and 

also has a direct financial interest in such activities."). Thus, vicarious liability is premised wholly on 

direct financial benefit and the right and ability to control infringement; it does not include an element of 

knowledge or intent on the part of the vicarious infringer. See Ellison v. Robertson, 189 F. Supp. 2d 1051, 

1060 (C.D. Cal. 2002), rev'd on other grounds, 357 F.3d 1072 (9th Cir. 2004). 
 
Here, it is apparent from the record that Defendants earn a direct financial benefit from infringement. 

First, Defendants' revenues increased depending on their users' volume of downloads; thus, the greater the 

volume of downloads (the majority of which has been shown to be infringing), the greater the Defendants' 

income. See Pls.' SUF 63-65; see also Shapiro, Bernstein & Co. v. H.L. Green Co., 316 F.2d 304, 308 (2d 

Cir. 1963) (finding defendant had definite financial interest from percentage commission based on record 

sales, regardless of whether the records sold were "bootleg" or legitimate). Moreover, infringing content 

certainly acts as "a draw" for users to subscribe to Defendants' service. Magistrate Judge Katz has granted 

an adverse inference that music files "constituted a substantial portion of the content previously available 

through Defendants' service" and that music groups "acted as a draw to entice users to subscribe to 

Defendants' service." Sanctions Order at 59, 68-69. Indeed, Defendants' employees have acknowledged 

that Defendants profit from the availability of copyrighted material, including music, stored on their 

servers. See Pls.' SUF 61. Defendants argue that they lack direct financial benefit from infringement 

because they are paid on a per-volume, not per-download, basis and because infringing music accounts 

for less than 1% of the newsgroups available on their service. However, the law is clear that to constitute 
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a direct financial benefit, the "draw" of infringement need not be the primary, or even a significant, draw -
- rather, it need only be "a" draw. E.g., Ellison, 357 F.3d at 1079 ("The essential aspect of the 'direct 

financial benefit' inquiry is whether there is a causal relationship between the infringing activity and any 

financial benefit a defendant reaps, regardless of how substantial the benefit is in proportion to a 

defendant's overall profits."); Flea World, 2006 U.S. Dist. LEXIS 14988 at 41. On this record, there is no 

doubt that infringement constitutes a draw for users of Defendants' service. 
 
Defendants have also failed to exercise their right and ability to stop or limit infringement on their 

service. In this regard, the Second Circuit has found that a defendant need not have "formal power to 

control" where a direct infringer "depend[s] upon [the defendant] for direction." Gershwin, 443 F.2d at 

1163. Rather, "[t]he ability to block infringers' access to a particular environment for any reason 

whatsoever is evidence of the right and ability to supervise." Napster, 239 F.3d at 1023. Here, it is 

undisputed that Defendants expressly reserve the right, in their sole discretion, to terminate, suspend or 

restrict users' subscriptions, thereby limiting their access to uploading or downloading content to or from 

Defendants' servers. Pls.' SUF 68. Defendants have, in the past, exercised this right and ability to control 

their subscribers' actions by terminating or limiting access of subscribers who posted "spam," see Pls.' 

SUF 69; restricting download speeds for subscribers who downloaded what they considered a 

disproportionate volume of content, id.; and taking measures to restrict users from posting or 

downloading articles containing pornography, Pls. SUF 70. Defendants likewise have the right and ability 

to block access to articles stored on their own servers that contain infringing content, Pls.' SUF 72, but the 

record does not show any instance of Defendants exercising that right and ability to limit infringement by 

its users. More generally, Defendants have the right and ability to control which newsgroups to accept and 

maintain on their servers and which to reject, an ability they chose to exercise when they disabled access 

to approximately 900 music-related newsgroups in 2008. Pls.' SUF 88. Such unfettered ability to control 

access to newsgroups on the USENET has been found to be "total dominion" over the content of a 

provider's servers. See Playboy Enters. v. Webbworld Inc., 991 F. Supp. 543, 552-53 (N.D. Tex. 1997), 

aff'd without opinion, 168 F.3d 486 (5th Cir. 1999). 
 
As a primary defense to vicarious infringement liability, Defendants rely on the same defense under 

Sony's "staple article of commerce" doctrine as formed the basis of their defense to Plaintiffs' contributory 

infringement claim. Although Sony was a contributory infringement case, Defendants rely on the Court's 

dicta, in a footnote, in which the Court observed that "the line between direct infringement, contributory 

infringement and vicarious liability are not clearly drawn." Sony, 464 U.S. at 435 n.17. That is, 

Defendants contend that Sony is best understood as a general limitation on secondary liability. In support, 

Defendants cite to the Aimster opinion, which noted in dicta that Sony treated contributory and vicarious 

liability interchangeably. 334 F.3d at 654. Other courts, however, have expressly found that Sony's 

holding bears no relation to vicarious liability. See Napster, 239 F.3d at 1022 ("Sony's 'staple article of 

commerce' analysis has no application to Napster's potential liability for vicarious copyright 

infringement."). The Court need not resolve this apparently difficult question, as it has already been 

determined that Sony's "staple article of commerce" doctrine does not provide Defendants immunity, as 

they maintain an ongoing relationship with their users. Accordingly, because the undisputed facts 

illustrate that Defendants garnered a direct financial benefit from copyright infringement and failed to 

exercise their right and ability to control or limit infringement on their servers, Plaintiffs' motion for 

summary judgment on their claim for vicarious copyright infringement is granted. 
 

E. Liability of Defendant Reynolds 
 
As a last-ditch effort to avoid liability, Defendants contend that Plaintiffs have no evidence that Reynolds 

can be held liable for conduct that has been described only in broad terms referring to the "Defendants" in 

the collective. This argument cannot withstand scrutiny. It is well settled in this Circuit that "[a]ll persons 

and corporations who participate in, exercise control over, or benefit from the infringement are jointly and 
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severally liable as copyright infringers." Sygma Photo News, Inc. v. High Society Magazine, Inc., 778 F.2d 

89, 92 (2d Cir. 1985) (citing Shapiro, 316 F.2d at 308-09). Here, the evidence bears out that Reynolds was 

personally responsible for a major share of Defendants' infringing activities; moreover, he was the moving 

force behind the entire business of both corporate Defendants. UCI has never had employees; rather, its 

business is carried out by Sierra's employees, all of whom (besides Reynolds) were terminated by August 

2008. Reynolds is the director and sole shareholder of both companies, and he and other employees of 

Sierra have expressly admitted his ubiquitous role in the companies' activities. See, e.g., Pls.' SUF 102-05. 

Specifically, Reynolds was admittedly responsible for the "overall strategic vision" of the corporate 

defendants, Pls.' SUF 105, and former president of Sierra, Lesa Kraft, testified that she "ran the company 

as [Reynolds] requested," and "followed through with whatever he wanted, how he wanted it ran [sic]," 

Pls.' SUF 103; see also Pls.' SUF 115 ("[W]e aren't a publicly owned corp[oration]. We are running things 

how [Reynolds] . . . would like things done."); see also June 16 Order at 5-7. Further, separate and apart 

from this general role, the evidence conclusively reveals that Reynolds was personally and intimately 

involved in many of the activities that form the basis of Defendants' copyright liability. For example, 

Reynolds directed the marketing department of Sierra to draft promotional "essays" to drive traffic to the 

Usenet.com website and gave detailed instructions "to make sure everything [was] covered." Pls.' SUF 

108-09. As discussed above, these promotional essays are among the multitude of evidence that shows 

Defendants' intent to foster infringement. Also, Reynolds had an active role in the corporate Defendants' 

technical operations, directing employees to block certain groups and filter certain conduct -- though 

never issuing these imperatives, so far as the record shows, to limit the extent of copyright infringement 

on their service. See Pls.' SUF 112. 
* * * 

 
Accordingly, the record evidence reveals no genuine issue of material fact as to any of Plaintiffs' theories 

of direct or secondary liability for copyright infringement on the part of Defendants UCI and Reynolds. 

Plaintiffs are therefore entitled to summary judgment as a matter of law, and the only remaining question 

is the extent of Defendants' liability for damages. 
 

IV. CONCLUSION 
 
For the foregoing reasons, Plaintiffs' motion for sanctions is GRANTED to the extent discussed above. 

Plaintiffs' motion for summary judgment is also GRANTED. The Clerk of this Court shall close all open 

motions in this matter and enter judgment in favor of the Plaintiffs on all causes of action. The parties 

shall submit supplemental briefing of no more than ten (10) pages and proposed orders on the scope of 

permanent injunctive relief within twenty-one (21) days of the date of this Opinion and Order. By 

separate order of reference accompanying this Opinion, this matter shall be referred to Magistrate Judge 

Katz for a damage determination. 
 
IT IS SO ORDERED. 

 
Notes and Questions 
 
1. What is the test applied by this court for direct infringement of the exclusive right of distribution under 

106(3)? 
 
2. What was the basis for the liability of Mr. Reynolds 
 
3. What are the key differences between contributory infringement, vicarious infringement, and inducement of 

infringement? 
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VIACOM INTERNATIONAL INC., v. YOUTUBE, INC. 

718 F.Supp.2d 514 (S.D.N.Y. 2010) 
 
CABRANES, Circuit Judge 
 
Defendants move for summary judgment that they are entitled to the Digital Millennium Copyright Act's 

(“DMCA”), 17 U.S.C. § 512(c), “safe harbor” protection against all of plaintiffs' direct and secondary 

infringement claims, including claims for “inducement” contributory liability, because they had 

insufficient notice, under the DMCA, of the particular infringements in suit. 
 
Plaintiffs cross-move for partial summary judgment that defendants are not protected by the statutory 

“safe harbor” provision, but “are liable for the intentional infringement of thousands of Viacom's 

copyrighted works, ... for the vicarious infringement of those works, and for the direct infringement of 

those works ... because: (1) Defendants had ‘actual knowledge’ and were ‘aware of facts and 

circumstances from which infringing activity [was] apparent,’ but failed to ‘act[ ] expeditiously’ to stop it; 

(2) Defendants ‘receive[d] a financial benefit directly attributable to the infringing activity’ and ‘had the 

right and ability to control such activity;’ and (3) Defendants' infringement does not result solely from 

providing ‘storage at the direction of a user’ or any other Internet function specified in section 512.” (See 

the parties' Notices of Motion). 
 
Resolution of the key legal issue presented on the parties' cross-motions requires examination of the 

DMCA's “safe harbor” provisions, 17 U.S.C. § 512(c), (m) and (n) which state: 
 
(c) Information residing on systems or networks at direction of users.- 
 
(1) In general.-A service provider shall not be liable for monetary relief, or, except as provided in 

subsection (j), for injunctive or other equitable relief, for infringement of copyright by reason of 

the storage at the direction of a user of material that resides on a system or network controlled or 

operated by or for the service provider, if the service provider- 
 
(A)(i) does not have actual knowledge that the material or an activity using the material on the 

system or network is infringing; 
 
(ii) in the absence of such actual knowledge, is not aware of facts or circumstances from which 

infringing activity is apparent; or 
 
(iii) upon obtaining such knowledge or awareness, acts expeditiously to remove, or disable 

access to, the material; 
 
(B) does not receive a financial benefit directly attributable to the infringing activity, in a case in 

which the service provider has the right and ability to control such activity; and 
 
(C) upon notification of claimed infringement as described in paragraph (3), responds 

expeditiously to remove, or disable access to, the material that is claimed to be infringing or to 

be the subject of infringing activity. 
 
(2) Designated agent.-The limitations on liability established in this subsection apply to a service 

provider only if the service provider has designated an agent to receive notifications of claimed 

infringement described in paragraph (3), by making available through its service, including on 

its website in a location accessible to the public, and by providing to the Copyright Office, 
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substantially the following information: 
 
(A) the name, address, phone number, and electronic mail address of the agent. 
 
(B) Other contact information which the Register of Copyrights may deem appropriate. 
 
The Register of Copyrights shall maintain a current directory of agents available to the public for 

inspection, including through the Internet, in both electronic and hard copy formats, and may 

require payment of a fee by service providers to cover the costs of maintaining the directory. 
 
(3) Elements of notification.- 
 
(A) To be effective under this subsection, a notification of claimed infringement must be a written 

communication provided to the designated agent of a service provider that includes substantially 

the following: 
 
(i) A physical or electronic signature of a person authorized to act on behalf of the owner of an 

exclusive right that is allegedly infringed. 
 
(ii) Identification of the copyrighted work claimed to have been infringed, or, if multiple 

copyrighted works at a single online site are covered by a single notification, a representative list 

of such works at that site. 
 
(iii) Identification of the material that is claimed to be infringing or to be the subject of infringing 

activity and that is to be removed or access to which is to be disabled, and information 

reasonably sufficient to permit the service provider to locate the material. 
 
(iv) Information reasonably sufficient to permit the service provider to contact the complaining 

party, such as an address, telephone number, and, if available, an electronic mail address at 

which the complaining party may be contacted. 
 
(v) A statement that the complaining party has a good faith belief that use of the material in the 

manner complained of is not authorized by the copyright owner, its agent, or the law. 
 
(vi) A statement that the information in the notification is accurate, and under penalty of perjury, 

that the complaining party is authorized to act on behalf of the owner of an exclusive right that is 

allegedly infringed. 
 
(B)(i) Subject to clause (ii), a notification from a copyright owner or from a person authorized to 

act on behalf of the copyright owner that fails to comply substantially with the provisions of 

subparagraph (A) shall not be considered under paragraph (1)(A) in determining whether a 

service provider has actual knowledge or is aware of facts or circumstances from which 

infringing activity is apparent. 
 
(ii) In a case in which the notification that is provided to the service provider's designated agent 

fails to comply substantially with all the provisions of subparagraph (A) but substantially 

complies with clauses (ii), (iii), and (iv) of subparagraph (A), clause (i) of this subparagraph 

applies only if the service provider promptly attempts to contact the person making the 

notification or takes other reasonable steps to assist in the receipt of notification that 

substantially complies with all the provisions of subparagraph (A). 
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* * * 
(m) Protection of privacy.-Nothing in this section shall be construed to condition the 

applicability of subsections (a) through (d) on- 
 
(1) a service provider monitoring its service or affirmatively seeking facts indicating infringing 

activity, except to the extent consistent with a standard technical measure complying with the 

provisions of subsection (i); or 
 
(2) a service provider gaining access to, removing, or disabling access to material in cases in 

which such conduct is prohibited by law. 
 
(n) Construction.-Subsections (a), (b), (c), and (d) describe separate and distinct functions for 

purposes of applying this section. Whether a service provider qualifies for the limitation on 

liability in any one of those subsections shall be based solely on the criteria in that subsection, 

and shall not affect a determination of whether that service provider qualifies for the limitations 

on liability under any other such subsection. 
 
Defendant YouTube, owned by defendant Google, operates a website at http:// www. youtube. com onto 

which users may upload video files free of charge. Uploaded files are copied and formatted by YouTube's 

computer systems, and then made available for viewing on YouTube. Presently, over 24 hours of new 

video-viewing time is uploaded to the YouTube website every minute. As a “provider of online services 

or network access, or the operator of facilities therefor” as defined in 17 U.S.C. § 512(k)(1)(B), YouTube 

is a service provider for purposes of § 512(c). 
 
From plaintiffs' submissions on the motions, a jury could find that the defendants not only were generally 

aware of, but welcomed, copyright-infringing material being placed on their website. Such material was 

attractive to users, whose increased usage enhanced defendants' income from advertisements displayed on 

certain pages of the website, with no discrimination between infringing and non-infringing content. 
 
Plaintiffs claim that “tens of thousands of videos on YouTube, resulting in hundreds of millions of views, 

were taken unlawfully from Viacom's copyrighted works without authorization” (Viacom Br., Dkt. No. 

186, p. 1), and that “Defendants had ‘actual knowledge’ and were ‘aware of facts or circumstances from 

which infringing activity [was] apparent,’ but failed to do anything about it.” (Id. at 4) (alteration in 

original). 
 
However, defendants designated an agent, and when they received specific notice that a particular item 

infringed a copyright, they swiftly removed it. It is uncontroverted that all the clips in suit are off the 

YouTube website, most having been removed in response to DMCA takedown notices. 
 
Thus, the critical question is whether the statutory phrases “actual knowledge that the material or an 

activity using the material on the system or network is infringing,” and “facts or circumstances from 

which infringing activity is apparent” in § 512(c)(1)(A)(i) and (ii) mean a general awareness that there are 

infringements (here, claimed to be widespread and common), or rather mean actual or constructive 

knowledge of specific and identifiable infringements of individual items. 
 

*** 
 
When discussing section 512(d) of the DMCA which deals with information location tools, the 

Committee Reports contain an instructive explanation of the need for specificity (Senate Report at 48-49, 

House Report at 57-58): 
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Like the information storage safe harbor in section 512(c), a service provider would qualify for this safe 

harbor if, among other requirements, it “does not have actual knowledge that the material or activity is 

infringing” or, in the absence of such actual knowledge, it is “not aware of facts or circumstances from 

which infringing activity is apparent.” Under this standard, a service provider would have no obligation to 

seek out copyright infringement, but it would not qualify for the safe harbor if it had turned a blind eye to 

“red flags” of obvious infringement. 
 
For instance, the copyright owner could show that the provider was aware of facts from which infringing 

activity was apparent if the copyright owner could prove that the location was clearly, at the time the 

directory provider viewed it, a “pirate” site of the type described below, where sound recordings, 

software, movies or books were available for unauthorized downloading, public performance or public 

display. Absent such “red flags” or actual knowledge, a directory provider would not be similarly aware 

merely because it saw one or more well known photographs of a celebrity at a site devoted to that person. 

The provider could not be expected, during the course of its brief cataloguing visit, to determine whether 

the photograph was still protected by copyright or was in the public domain; if the photograph was still 

protected by copyright, whether the use was licensed; and if the use was not licensed, whether it was 

permitted under the fair use doctrine. 
 
The important intended objective of this standard is to exclude sophisticated “pirate” directories-which 

refer Internet users to other selected Internet sites where pirate software, books, movies, and music can be 

downloaded or transmitted-from the safe harbor. Such pirate directories refer Internet users to sites that 

are obviously infringing because they typically use words such as “pirate,” “bootleg,” or slang terms in 

their uniform resource locator (URL) and header information to make their illegal purpose obvious to the 

pirate directories and other Internet users. Because the infringing nature of such sites would be apparent 

from even a brief and casual viewing, safe harbor status for a provider that views such a site and then 

establishes a link to it would not be appropriate. Pirate directories do not follow the routine business 

practices of legitimate service providers preparing directories, and thus evidence that they have viewed 

the infringing site may be all that is available for copyright owners to rebut their claim to a safe harbor. 
 
In this way, the “red flag” test in section 512(d) strikes the right balance. The common-sense result of this 

“red flag” test is that online editors and catalogers would not be required to make discriminating 

judgments about potential copyright infringement. If, however, an Internet site is obviously pirate, then 

seeing it may be all that is needed for the service provider to encounter a “red flag.” A provider 

proceeding in the face of such a red flag must do so without the benefit of a safe harbor. 
 
Information location tools are essential to the operation of the Internet; without them, users would not be 

able to find the information they need. Directories are particularly helpful in conducting effective 

searches by filtering out irrelevant and offensive material. The Yahoo! Directory, for example, currently 

categorizes over 800,000 online locations and serves as a “card catalogue” to the World Wide Web, which 

over 35,000,000 different users visit each month. Directories such as Yahoo!'s usually are created by 

people visiting sites to categorize them. It is precisely the human judgment and editorial discretion 

exercised by these cataloguers which makes directories valuable. 
 
This provision is intended to promote the development of information location tools generally, and 

Internet directories such as Yahoo!'s in particular, by establishing a safe-harbor from copyright 

infringement liability for information location tool providers if they comply with the notice and takedown 

procedures and other requirements of subsection (d). The knowledge or awareness standard should not be 

applied in a manner which would create a disincentive to the development of directories which involve 

human intervention. Absent actual knowledge, awareness of infringement as provided in subsection (d) 

should typically be imputed to a directory provider only with respect to pirate sites or in similarly obvious 

and conspicuous circumstances, and not simply because the provider viewed an infringing site during the 



Chapter One                          Copyright Infringement                          1.07 Secondary Liability 

 

 

232 

course of assembling the directory. 
 
The tenor of the foregoing provisions is that the phrases “actual knowledge that the material or an 

activity” is infringing, and “facts or circumstances” indicating infringing activity, describe knowledge of 

specific and identifiable infringements of particular individual items. Mere knowledge of prevalence of 

such activity in general is not enough. That is consistent with an area of the law devoted to protection of 

distinctive individual works, not of libraries. To let knowledge of a generalized practice of infringement in 

the industry, or of a proclivity of users to post infringing materials, impose responsibility on service 

providers to discover which of their users' postings infringe a copyright would contravene the structure 

and operation of the DMCA. As stated in Perfect 10, Inc. v. CCBill LLC, 488 F.3d 1102, 1113 (9th 

Cir.2007): 
 
The DMCA notification procedures place the burden of policing copyright infringement-identifying the 

potentially infringing material and adequately documenting infringement-squarely on the owners of the 

copyright. We decline to shift a substantial burden from the copyright owner to the provider.... 
 
That makes sense, as the infringing works in suit may be a small fraction of millions of works posted by 

others on the service's platform, whose provider cannot by inspection determine whether the use has been 

licensed by the owner, or whether its posting is a “fair use” of the material, or even whether its copyright 

owner or licensee objects to its posting. The DMCA is explicit: it shall not be construed to condition “safe 

harbor” protection on “a service provider monitoring its service or affirmatively seeking facts indicating 

infringing activity....” Id. § 512(m)(1); see Senate Report at 44, House Report at 53. 
 
Indeed, the present case shows that the DMCA notification regime works efficiently: when Viacom over a 

period of months accumulated some 100,000 videos and then sent one mass take-down notice on 

February 2, 2007, by the next business day YouTube had removed virtually all of them. 
 

*** 
 

4. 
Conclusion 

 
Defendants are granted summary judgment that they qualify for the protection of 17 U.S.C. § 512(c), as 

expounded above, against all of plaintiffs' claims for direct and secondary copyright infringement. 

Plaintiffs' motions for judgment are denied. 
 
The parties shall meet and confer about any issues requiring judicial attention remaining in these cases, 

and submit a report (jointly, if possible) by July 14, 2010. 
 
So ordered. 
 
 

 
UMG RECORDINGS, INC., et al, v. VEOH NETWORKS INC., et al. 

665 F.Supp.2d (C.D. Cal. 2009) 
 
MATZ, District Judge 
 
On September 4, 2007, Plaintiffs, members of Universal Music Group (collectively “UMG”), sued Veoh 

Networks, Inc., a privately held California corporation, for direct, contributory, and vicarious copyright 

infringement, and for inducement of copyright infringement. Veoh operates an internet-based service that 
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allows users to share videos with others, free of charge, and UMG controls the copyrights to a vast library 

of sound recordings and musical compositions. On December 29, 2008, this Court found that Veoh's 

services fall within the scope of the Digital Millennium Copyright Act (“DMCA”) “safe harbor” codified 

at 17 U.S.C. § 512(c), because they occur “by reason of the storage at the direction of a user of material 

that resides on a system or network controlled or operated by or for the service provider....” UMG 

Recordings, Inc. v. Veoh Networks, Inc., 620 F.Supp.2d 1081, 1092 (C.D.Cal.2008). Veoh now moves for 

summary judgment that it has satisfied the remaining requirements of section 512(c), and is therefore not 

liable for monetary or injunctive relief. The Court circulated a tentative order to the parties, and held a 

hearing on September 8, 2009. For the reasons stated below, the Court now GRANTS Veoh's motion. 
 
Although UMG strains to demonstrate a genuine issue of material fact as to the applicability of the 

section 512(c) safe harbor, for the most part the parties do not dispute the basic and material facts of this 

case. Rather, they disagree on the extent to which the DMCA obligates internet-based services like Veoh, 

which rely on content contributed by users, to police their systems to prevent all copyright infringement. 

This legal question is at the center of this dispute, and it is therefore the focus of this Order. 
 

I. BACKGROUND 
 
This background section presents a brief (but unredacted) overview of the material facts. 
 

A. Accessing and Contributing Videos 
 
Veoh's services allow users to view and share videos with anyone who has an internet connection. Users 

have uploaded millions of videos to Veoh, and Veoh currently has over a million videos available for 

viewing. RSGI ¶¶ 14-15. In addition to user-uploaded videos, Veoh also makes available “partner 

content” provided by major copyright holders, such as SonyBMG, ABC, CBS, ESPN, Viacom, and 

Warner Television. RSGI ¶¶ 15, 18, 76. 
 
Users can access and share videos via the veoh.com website and also via a standalone software 

application. The software application became available in September 2005, and the website became 

accessible in February or March 2006. RSGI ¶¶ 1-2, 4-5, 77, 84. 
 
A user who wishes to share a video by uploading it to Veoh's systems must register at veoh.com by 

providing a user name, e-mail address, and password. RSGI ¶ 8. When a user uploads a video, she can 

provide information to help other users find it for viewing or downloading, such as a title, descriptive 

“tags” (keywords), and pre-set categories such as “children's music,” “politics,” and “faith & spirituality.” 

RSGI ¶¶ 9-10, 81, 83, 88; Papa Decl., Ex. B. After a user submits a video to Veoh's system, it is 

automatically processed and made available to other users. RSGI ¶ 6. This processing includes the 

assignment of a “permalink,” or web address, that uniquely identifies each video. RSGI ¶ 11. 
 

B. Veoh's Revenues and Business Model 
 
Veoh does not charge users of its website or software. RSGI ¶ 23. Like many internet businesses, Veoh's 

plan has been to “build or create an audience” and then “subsequently ... turn that into a revenue stream” 

through advertising. RSGI ¶¶ 24, 90, 95-96. Consequently, Veoh's executives concluded that having a 

wide range of content on its system would be important to its success. RSGI ¶¶ 92-94. Thus far, however, 

Veoh has not turned a profit. RSGI ¶ 25. 
 

C. Veoh's Copyright Policies and Practices 
 

Veoh's Terms of Use has always contained language prohibiting users from uploading videos that infringe 
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copyrights and reserving Veoh's right to remove videos and terminate repeat infringers. RSGI ¶¶ 29-31. 

Veoh's current Copyright Policy sets forth its DMCA policy and describes how to send Veoh notices of 

claimed infringement. RSGI ¶¶ 32-33. In addition, each time users begin to upload a video to the 

veoh.com website they are shown a message stating, “Do not upload videos that infringe copyright, are 

pornographic, obscene, violent, or any other videos that violate Veoh's Terms of Use.” RSGI ¶ 34. 
 
Veoh's employees do not review user-submitted content before it becomes available to other users. RSGI 

¶ 17. Veoh's system does, however, allow it to disable access to inappropriate videos. RSGI ¶ 28. For 

example, when a copyright holder sends Veoh a notice of infringement that complies with the DMCA's 

notice-and-takedown provisions, Veoh disables access to the allegedly infringing videos, often the same 

day that Veoh receives notice, or within a day or two of notice. RSGI ¶ 36.39 At least since April 2007, 

Veoh's Senior Manager of Copyright Compliance has also investigated less formal complaints of 

infringement. RSGI ¶ 37; Simons Decl. ¶ 5. 
 
The Court does sustain UMG's objection that the declaration of Stacie Simons does not establish a 

foundation for statements about Veoh's practices prior to April 2007. But facts about those practices are 

supported by the supplemental declaration of Joseph Papa. Papa Suppl. Decl. ¶ 6. Papa is Veoh's V.P. of 

Engineering. UMG objects that parts of Papa's declaration are excludable because Veoh did not cite to 

them in its Statement of Undisputed Facts, but Veoh did cite the portion of his declaration supporting the 

facts about takedown intervals. See SUF ¶ 36. 
 
Veoh uses a number of technologies to automatically prevent copyright infringement on its system. For 

example, when Veoh disables access to a video that infringes a copyright, “hash filtering” software that it 

introduced in 2006 automatically disables access to any identical video and blocks any subsequently 

submitted duplicates. RSGI ¶ 47.  In 2006, Veoh began developing another method of filtering potentially 

infringing content, but it ultimately adopted a third-party solution from a company called “Audible 

Magic.” RSGI ¶ 48; Motion at 8. Veoh began testing Audible Magic's filtering technology in the summer 

of 2007. RSGI ¶ 50. Audible Magic's product works by taking an audio “fingerprint” from video files and 

comparing it to a database of copyrighted content that is provided by copyright holders like UMG. (The 

record on this motion does not reveal precisely how this database is compiled and tailored to each internet 

service provider that uses it.) This system is meant to filter out content that the copyright holders have not 

authorized to appear on Veoh's system. RSGI ¶ 49. There is evidence that Audible Magic's system does 

not succeed at filtering out all forbidden videos, RSGI ¶ 65, but in any event UMG faults Veoh for taking 

too long to implement it. 
 
Veoh put Audible Magic's technology into use in October 2007 to filter uploaded works. RSGI ¶ 51. 

Beginning then, if a user attempted to upload a video that matched content in Audible Magic's database of 

forbidden content, the video never became available for viewing. RSGI ¶¶ 52-53, 115. Approximately 

nine months later, Veoh applied the filter to its backlog of videos, resulting in the removal of more than 

60,000 videos, including those incorporating UMG's works. RSGI ¶¶ 54, 116; Papa Decl. ¶ 15; Ranahan 

Decl. ¶ 3, Ex. B. 
 
Finally, Veoh has implemented a policy for terminating users who repeatedly upload infringing content, 

                                                           
39 UMG's SGI “disputes” these facts, but UMG has not established that the dispute is material. Instead, it makes four assertions 

that are consistent with Veoh's asserted fact. See RSGI ¶ 36 (“1. Veoh's system is also configured so that Veoh can disable access 

to content regardless of whether it has received a specific infringement notice.... 2. Veoh implemented Audible Magic filtering in 

October 2007 ... but did not apply the filter to its backlog of works until the summer of 2008.... 3. Veoh's system allowed Veoh's 

employees to disable access to videos which they knew (or should have known) were infringing, but Veoh chose to implement a 

policy which allowed employees to ignore such videos.... 4. Regardless of whether it received notice, Veoh's system could have 

allowed its employees to examine ... videos ‘recommended’ as ‘similar’ by its ‘recommendation engine.’ ”). 
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and has terminated thousands of user accounts for repeat copyright violations. RSGI 1f1f 30, 43. As 

discussed below, the parties dispute whether Veoh's termination policy is stringent enough to satisfy the 

DMCA's requirements. See, e.g., RSGI ¶¶ 27, 40, 41. 
 

D. UMG's Identification of Allegedly Infringing Videos 
 

The parties agree that before UMG filed its complaint in September 2007, the only notices Veoh received 

regarding alleged infringements of UMG's works were sent by the Recording Industry Association of 

America (“RIAA”), which acted as UMG's agent. RSGI ¶¶ 55-56. The RIAA notices listed specific 

videos that were allegedly infringing, links to those videos, and the names of the artists who made the 

videos. They did not, however, mention UMG or assert rights to all works by the artists identified in the 

notices. RSGI ¶ 71; Batsell Decl., Exs. 23-32. UMG does not dispute that Veoh removed the material 

located at the links identified in the RIAA notices. RSGI ¶ 71. 
 
The parties have submitted a lengthy history of Veoh's efforts to get UMG to identify specific infringing 

video files. To make a long story short, Veoh has maintained that UMG must identify specific works by 

providing links to videos, or other identifying information. UMG disagrees, but ultimately produced a list 

of approximately 7,800 allegedly infringing video files. See RSGI 1f1f 57-59, 74. Throughout discovery, 

UMG revised its list of allegedly infringing videos, sometimes adding and sometimes removing files. See 

RSGI ¶¶ 61, 72-74. Of the videos eventually identified by UMG, Veoh had already removed the vast 

majority because they had been identified by the RIAA notices, by the Audible Magic filter, or by other 

means. RSGI ¶¶ 62-68, 75. But even the Audible Magic filter had failed to identify as infringing hundreds 

of these allegedly infringing videos. RSGI ¶ 65. 
 

*** 
IV. SECTION 512(c)(1)(A): KNOWLEDGE OF INFRINGEMENT AND EXPEDITIOUS 

REMOVAL OF MATERIAL 
 
Section 512(c)(1)(A) requires that (i) the service provider “not have actual knowledge that the material or 

an activity using the material on the system or network is infringing”; and (ii) in the absence of actual 

knowledge, the service provider “is not aware of facts or circumstances from which infringing activity is 

apparent.” If the service provider did acquire actual or apparent knowledge, it must show that it (iii) 

“act[ed] expeditiously to remove or disable access to the [infringing] material.” UMG contends that Veoh 

had knowledge of infringing material that it did not act expeditiously to remove. But Veoh has shown that 

when it did acquire knowledge of allegedly infringing material-whether from DMCA notices, informal 

notices, or other means-it expeditiously removed such material, and UMG has failed to rebut that 

showing. Thus, Veoh has met its burden of proving compliance with section 512(c).40 
 
3-12B Nimmer on Copyright § 12B.04 n. 41(2009): “A word is in order here on burdens of persuasion. 

Given that all of Section 512's limitations of liability constitute affirmative defenses, the service provider 

must prove its eligibility. See H. Rep. (DMCA), p. 26. But a service provider who offers competent 

testimony that it lacked actual knowledge shifts the burden of proof to the plaintiff to negate those claims. 

That last proof usually represents an insuperable hurdle for the plaintiff.” 
 
Id. at § 12B.04 n. 43: “It would seem that the structure of OCILLA effectively prevents an owner from 

Tying in the weeds' by failing to provide notice, and then belatedly claiming that vast damages have 

accrued in the interim. For having failed to serve a notification of claimed infringement, the owner will 

lose the case as a whole, unless it can meet the high burdens of demonstrating either a ‘red flag’ or actual 

                                                           
40 There is no dispositive decision on the burden of proof, but Veoh conceded at the hearing that it carries the ultimate burden. 

David Nimmer's authoritative treatise charts the following paths on the burdens of proof and persuasion 
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knowledge.” 
 
Id. at § 12B.04: “What happens when a notification is out of compliance with the above norms to a 

substantial degree and is not cured? In that case, the statute explicitly provides that ‘a notification from a 

copyright owner or from a person authorized to act on behalf of the copyright owner ... shall not be 

considered ... in determining whether a service provider has actual knowledge or is aware of facts or 

circumstances from which infringing activity is apparent.’ In other words, the copyright owner in that case 

must still demonstrate the service provider's actual knowledge, or the existence of a ‘red flag,’ based on 

evidence entirely independent of the matters contained in the defective notification. 
 
A number of questions arise in this regard. What happens if notification is defective in that it was sent to 

the corporate office instead of to the statutorily designated agent, but staff at headquarters reviewed the 

notification and understood the allegation of infringement-does the ISP then bear the requisite degree of 

knowledge to forfeit its defense under Section 512? Under the language of the statute, the answer is 

negative. For, as just mentioned, the copyright owner bears the burden of demonstrating knowledge 

independently of the failed notification. To the extent that no other proof exists, the proprietor's attempt to 

defeat the defense fails.” 
 
In Perfect 10, Inc. v. CCBill LLC, 488 F.3d 1102 (9th Cir.2007) (“ CCBill ”), the Ninth Circuit provided 

clear guidance on how to apply the knowledge elements of the section 512(c) safe harbor. The Court will 

recount the reasoning of CCBill in some detail, as it guides the section 512(c) analysis in this case. 
 
In CCBill, Perfect 10 argued that notices it sent to CCBill provided CCBill with actual knowledge of 

infringement. The Ninth Circuit held that even though the notices identified allegedly infringing pictures 

and even contained links to the materials, they were inadequate for several reasons, including that they 

required CCBill to cobble together adequate notice by searching a spreadsheet for ownership information 

and then combing through thousands of pages of images to find internet links. Id. at 1112-13. The Ninth 

Circuit concluded that “[t]he DMCA notification procedures place the burden of policing copyright 

infringement-identifying the potentially infringing material and adequately documenting infringement-
squarely on the owners of the copyright. We decline to shift a substantial burden from the copyright 

owner to the provider.” Id. at 1113. See also Corbis Corp. v. Amazon.com, Inc., 351 F.Supp.2d 1090, 1107 

(W.D.Wash.2004) (plaintiff's “decision to forego the DMCA notice provisions ... stripped it of the most 

powerful evidence of a service provider's knowledge-actual notice of infringement from the copyright 

holder”). 
 
 CCBill reached a similar conclusion as to the requirement in section 512(c)(1)(A)(ii) that the service 

provider remove material when it is “aware of facts or circumstances from which infringing activity is 

apparent.” Perfect 10 contended that CCBill was aware of several “red flags,” including that it provided 

services to websites with such “come hither” names as “illegal.net” and “stolencelebritypictures.com.” 

The Ninth Circuit found that the names of the sites alone did not signal apparent infringement, and stated 

that “[w]e do not place the burden of determining whether photographs are actually illegal on a service 

provider.” Id. at 1114. CCBill teaches that if investigation of “facts and circumstances” is required to 

identify material as infringing, then those facts and circumstances are not “red flags.” See also Corbis 

Corp., 351 F.Supp.2d at 1108 (“The question is not ‘what a reasonable person would have deduced given 

all the circumstances.’ ... Instead, the question is ‘whether the service provider deliberately proceeded in 

the face of blatant factors of which it was aware.’ ” [citing 3 Nimmer on Copyright, § 12B.04[A][1], at 

12B-49] ); H.R. Rep. 105-551(II), at 53, 57 (“[A] service provider need not monitor its service or 

affirmatively seek facts indicating infringing activity ... in order to claim this limitation on liability. 

However, if the service provider becomes aware of a ‘red flag’ from which infringing activity is apparent, 

it will lose the limitation of liability if it takes no action.”). 
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In light of the principles articulated in CCBill that the burden is on the copyright holder to provide notice 

of allegedly infringing material, and that it takes willful ignorance of readily apparent infringement to 

find a “red flag,” Veoh has provided substantial evidence that it fulfilled the requirements of section 

512(c)(1)(A). UMG has provided no material evidence to the contrary. 
 

A. Section 512(c)(l )(A)(i): Actual Knowledge 
 
UMG does not dispute that when Veoh became aware of allegedly infringing videos as a result of DMCA 

notices sent by the RIAA, and later on as a result of the lists UMG produced during this litigation, it 

removed the files. Instead, UMG argues that Veoh had actual knowledge of other infringing videos that it 

did not remove. But UMG's “evidence” falls short of establishing that Veoh had actual knowledge within 

the meaning of the DMCA. 
 
UMG first asserts that Veoh had actual knowledge of infringement because it “knew that it was hosting an 

entire category of content-music-that was subject to copyright protection.” If merely hosting user-
contributed material capable of copyright protection were enough to impute actual knowledge to a service 

provider, the section 512(c) safe harbor would be a dead letter because vast portions of content on the 

internet are eligible for copyright protection. UMG's theory would also make the DMCA's notice-and-
takedown provisions completely superfluous because any service provider that hosted copyrighted 

material would be disqualified from the section 512(c) safe harbor regardless of whether the copyright 

holder gave notice or whether the service provider otherwise acquired actual or constructive knowledge 

of specific infringements. UMG argues that “Veoh, of course, knew that it never had a license from any 

major music company to display music content and thus knew that all such content was unauthorized.” 

But UMG itself presented evidence that of the 244,205 videos on Veoh labeled “music video,” 221,842 

were not identified as unauthorized by the Audible Magic filter. RSGI ¶ 134; Ledahl Decl. ¶ 4. Among 

the types of videos subject to copyright protection but lawfully available on Veoh's system were videos 

with music created by users and videos that Veoh provided pursuant to arrangements it reached with 

major copyright holders, such as SonyBMG. RSGI ¶¶ 158, 176. 
 
Next, UMG relies on its allegation that Veoh “tagged” more than 240,000 videos with the label “music 

video,” including over 3,000 videos that UMG subsequently identified as infringing. RSGI ¶¶ 129-134. 

But even if that were true-and Veoh presents evidence that the “tags” were assigned automatically by its 

system whenever a user categorized a video in a music category-it would not show that Veoh had actual 

knowledge of infringement, for the same reason that merely hosting videos with music cannot be a basis 

for finding actual knowledge. 
 
UMG next points out that Veoh paid search engines to have a link to its website appear in search results 

when users used certain search terms, including the names of specific UMG-controlled music videos. 

RSGI ¶¶ 135-37. Veoh, however, presented rebuttal evidence that the five artists referred to in the search 

terms UMG identified in the SGI are SonyBMG artists whose videos Veoh streams with SonyBMG's 

consent. Id. 
 
UMG misconstrues the deposition testimony of Veoh's former head of marketing, Jennifer Betka, by 

stating that she admitted that Veoh would only buy such terms if it knew that the infringing videos were 

present on its site. RSGI ¶ 137. In fact, Betka stated she was speaking in general terms, was not “close to” 

the purchasing of the search terms by Veoh, and was “very unfamiliar with this level of detail against 

Veoh's search engine media habits....” Id. Furthermore, the keywords were associated with links to the 

authorized SonyBMG videos. RSGI ¶ 136. 
 
UMG also argues that Veoh obtained actual knowledge of infringement when one of its employees found 

an infringing video and when one of its investors was told that Veoh hosted infringing videos. RSGI ¶¶ 
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125-26, 141. But UMG neglects to acknowledge that those videos were promptly removed. Id. 
 
Finally, UMG contends that the RIAA's DMCA notices gave Veoh notice of infringement beyond the 

specific materials that the RIAA identified, because the notices listed artists who made the materials. For 

example, in a notice dated June 29, 2006 the RIAA listed links for several videos, and then stated: 
 
We believe your service is hosting the above-referenced files on its network. These files are offering 

video recordings ... by the artists known as AFI, Rihanna, Black Eyed Peas [and others listed by name].... 

We are asking for your immediate assistance in stopping this unauthorized activity. Specifically, we 

request that you remove the infringing files from the system or that you disable access to the infringing 

files.... 
 
Batsell Deck, Ex. 23. UMG argues that Veoh should have sought out actual knowledge of other infringing 

videos by searching its system for all videos by the artists identified in the RIAA notices. UMG relies on 

section 512(c)(3)(A)(ii), which states that a valid notice must include “[i]dentification of the copyrighted 

work claimed to have been infringed, or, if multiple copyrighted works at a single online site are covered 

by a single notification, a representative list of such works at that site.” 17 U.S.C. § 512(c)(3)(A)(ii) 

(emphasis added). What the RIAA did-i.e., provide names of artists-and what the statute requires-i.e., a 

representative list of works-are not quite the same. More importantly, UMG fails to cite the very next 

provision in the DMCA, which states that a valid notice must also include “[i]dentification of the material 

that is claimed to be infringing or to be the subject of infringing activity and that is to be removed or 

access to which is to be disabled, and information reasonably sufficient to permit the service provider to 

locate the material.” 17 U.S.C. § 512(c)(3)(A)(iii) (emphasis added). An artist's name is not “information 

reasonably sufficient to permit the service provider to locate [such] material.” In this regard, Veoh 

presented undisputed evidence that simply searching for a name would not necessarily unearth only 

unauthorized material. Requiring Veoh to perform such searches would also conflict with the principle 

articulated in CCBill that “[t]he DMCA notification procedures place the burden of policing copyright 

infringement-identifying the potentially infringing material and adequately documenting infringement-
squarely on the owners of the copyright.” CCBill, 488 F.3d at 1113. See also 17 U.S.C. § 512(c)(3)(B) 

(notices that fail to comply substantially with 512(c)(3)(A) “shall not be considered ... in determining 

whether a service provider has actual knowledge or is aware of facts or circumstances from which 

infringing activity is apparent.”). 
 
For the above reasons, UMG has not provided evidence establishing that Veoh failed to act expeditiously 

whenever it had actual notice of infringement, whether from DMCA notices or other sources of 

information. 
 

B. Section 512(c)(l )(A)(ii): Awareness of Facts or Circumstances from Which Infringing Activity 

was Apparent 
 
Section 512(c)(1)(A)(ii) provides that even if a service provider did not have actual knowledge of 

infringement, it will be ineligible for the safe harbor if it was “aware of facts or circumstances from 

which infringing activity is apparent.” As discussed above, the Ninth Circuit has concluded that even 

providing services to websites named “illegal.net” and “stolencelebritypics.com” is not enough to raise a 

“red flag” from which infringing activity is apparent. CCBill, 488 F.3d at 1114. Nor does it raise a red flag 

to provide services to websites that claim to provide passwords enabling users to illegally access websites 

with copyrighted content. Id. This high bar for finding “red flag” knowledge is yet another illustration of 

the principle underlying the DMCA safe harbors, that the burden is on the copyright holder, not the 

service provider, to identify copyright violations. 
 
UMG nevertheless argues that Veoh is ineligible for the safe harbor because its founders, employees, and 
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investors knew that widespread infringement was occurring on the Veoh system. But even if this were 

true and undisputed, UMG cites no case holding that a provider's general awareness of infringement, 

without more, is enough to preclude application of section 512(c). FN15 No doubt it is common knowledge 

that most websites that allow users to contribute material contain infringing items. If such general 

awareness were enough to raise a “red flag,” the DMCA safe harbor would not serve its purpose of 

“facilitat[ing] the robust development and world-wide expansion of electronic commerce, 

communications, research, development, and education in the digital age,” and “balanc[ing] the interests 

of content owners, on-line and other service providers, and information users in a way that will foster the 

continued development of electronic commerce and the growth of the Internet.” S. Rep. 105-190, at 1-2 

(1998); H.R. Rep. 105-551(II), at 21. See also Perfect 10, Inc. v. Visa Int'l Serv. Ass'n, 494 F.3d 788, 794 

n. 2 (9th Cir.2007). Congress explained the need to limit service providers' liability by noting that “[i]n 

the ordinary course of their operations service providers must engage in all kinds of acts that expose them 

to potential copyright infringement liability.... [B]y limiting the liability of service providers, the DMCA 

ensures that the efficiency of the Internet will continue to improve and that the variety and quality of 

services on the Internet will continue to expand.” S. Rep. 105-190, at 8. 
 
UMG also contends that Veoh avoided gaining knowledge of infringement by delaying implementation of 

the Audible Magic fingerprinting system until October 2007 even though it was available in early 2005, 

and by waiting nine months before filtering videos already on its system. This argument warrants 

commentary. UMG has not established that the DMCA imposes an obligation on a service provider to 

implement filtering technology at all, let alone technology from the copyright holder's preferred vendor or 

on the copyright holder's desired timeline. Moreover, it is undisputed that Veoh did take steps to 

implement filtering technology before it implemented the Audible Magic system that UMG prefers, by 

using “hash” filtering and by attempting to develop its own filtering software. UMG dismisses hash 

filtering as “highly ineffectual,” but that it proved deficient and that Veoh then turned to Audible Magic 

does not negate Veoh's showing of good faith efforts to avoid or limit storage of infringing content. 
 
Finally, UMG argues that Veoh could have searched its index of data for the names of artists whose 

videos were identified in the RIAA notices, or relied on a feature of its software that identified videos in 

which a user might be interested. As discussed above, however, the DMCA does not place the burden of 

ferreting out infringement on the service provider. 
 
Veoh has shown that it was not aware of “red flags,” notwithstanding its knowledge of the general 

proposition that infringing material is often uploaded to websites, and UMG has failed to present evidence 

to the contrary. 
C. Section 512(c)(l )(A)(iii): Expeditious Removal of Material 

 
In light of the above discussion, it is apparent that Veoh expeditiously removed infringing videos upon 

attaining actual knowledge of such videos. 
 
For the above reasons, the Court finds that the undisputed facts show that Veoh fulfilled the requirements 

of section 512(c)(1)(A). 
 
V. SECTION 512(c)(1)(B): BENEFIT FROM AND CONTROL OVER INFRINGING ACTIVITY 

 
A service provider may seek the section 512(c) safe harbor only if it “does not receive a financial benefit 

directly attributable to the infringing activity, in a case in which the service provider has the right and 

ability to control such activity.” 17 U.S.C. § 512(c)(1)(B). The parties' dispute over this requirement boils 

down to another mixed question of fact and law: did Veoh have the “right and ability to control” the 

allegedly infringing activity given that (a) the allegedly infringing material resided on Veoh's system; (b) 

Veoh had the ability to remove such material; (c) Veoh could have implemented, and did implement, 
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filtering systems; and (d) Veoh could have searched for potentially infringing content? The text of the 

statute and the case law on this element of the safe harbor compel the Court to conclude that Veoh did not 

have the requisite “right and ability to control.” 
 
Turning first to the text of the statute, numerous provisions in the DMCA make clear that the section 

512(c) safe harbor applies only to service providers that have substantial control over users' access to 

material on their systems. If that degree of control alone were enough to find that a service provider who 

enjoys a direct financial benefit were ineligible for the safe harbor, that would create an odd “catch-22” 

that would substantially limit the applicability of the safe harbor. Most notably, section 512(c) applies to 

“infringement of copyright by reason of the storage at the direction of a user of material that resides on a 

system or network controlled or operated by or for the service provider.” 17 U.S.C. § 512(c)(1) (emphasis 

added). Section 512(c) also provides that upon notification from a copyright holder of alleged 

infringement, the service provider must “respond[ ] expeditiously to remove, or disable access to, the 

material that is claimed to be infringing....” 17 U.S.C. § 512(c)(1)(C) (emphasis added). In other words, 

the capacity to control and remove material are features that an internet service provider that stores 

content must have in order to be eligible for the safe harbor. “Congress could not have intended for courts 

to hold that a service provider loses immunity under the safe harbor provision of the DMCA because it 

engages in acts that are specifically required by the DMCA.” eBay, 165 F.Supp.2d at 1093-94. 
 
Veoh's “right and ability” to implement filtering software, standing alone or even along with Veoh's 

ability to control users' access, also cannot be the basis for concluding that Veoh is not eligible for the 

section 512(c) safe harbor. Section 512(m) provides that “[n]othing in this section shall be construed to 

condition the applicability of subsections (a) through (d) on ... a service provider monitoring its service or 

affirmatively seeking facts indicating infringing activity, except to the extent consistent with a standard 

technical measure complying with the provisions of subsection (i).” If courts were to find that the 

availability of superior filtering systems or the ability to search for potentially infringing files establishes-
without more-that a service provider has “the right and ability to control” infringement, that would 

effectively require service providers to adopt specific filtering technology and perform regular searches. 

That, in turn, would impermissibly condition the applicability of section 512(c) on “a service provider 

monitoring its service or affirmatively seeking facts indicating infringing activity.” 
 
Several other courts that have analyzed section 512(c)(1)(B) have reached similar conclusions. In 

Hendrickson v. eBay, Inc., for example, the court rejected the plaintiff's argument that eBay had the “right 

and ability to control” because it had removed listings for infringing items in the past. It also held that 

eBay's limited monitoring of its website for apparent infringements (via a program that, among other 

things, allowed copyright holders to conduct automatic searches for potentially infringing items) did not 

constitute the “right and ability to control,” because “the legislative history shows that Congress did not 

intend for companies such as eBay to be penalized when they engage in voluntary efforts to combat 

piracy over the Internet.” eBay, 165 F.Supp.2d at 1094. 
 
UMG attempts to distinguish eBay (and other cases discussed below) on the basis that in that case the 

defendant merely publicized but did not possess the infringing material, and had no ready mechanism to 

identify such material. But the fact that Veoh “possesses” the videos is irrelevant, given the requirements 

of section 512(c) discussed above, which apply to service providers that host material stored at the 

direction of a user. Furthermore, eBay did in fact have one of the “ready mechanisms” that UMG asserts 

is available to Veoh: the ability to search for potentially infringing material. See eBay, 165 F.Supp.2d at 

1085 (describing an anti-infringement program that allowed “users to conduct automatic searches for 

potentially infringing item[s].”). 
 
In Ellison v. Robertson, the court elaborated on and refined eBay's analysis: 
ISPs that do receive a financial benefit directly attributable to the infringing activity and that wish to avail 
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themselves of subsection (c)'s safe harbor are required by 512(c)(1)(C) to delete or block access to 

infringing material. Yet in taking such action they would, in Plaintiff's analysis, be admitting that they 

have the “right and ability to control” infringing activity, which under 512(c)(1)(B) would prevent them 

from qualifying for the subsection (c) safe harbor. It is conceivable that Congress intended that ISPs 

which receive a financial benefit directly attributable to the infringing activity would not, under any 

circumstances, be able to qualify for the subsection (c) safe harbor. But if that was indeed their intention, 

it would have been far simpler and much more straightforward to simply say as much. The Court does not 

accept that Congress would express its desire to do so by creating a confusing, self-contradictory catch-22 

situation that pits 512(c)(1)(B) and 512(c)(1)(C) directly at odds with one another, particularly when there 

is a much simpler explanation: the DMCA requires more than the mere ability to delete and block access 

to infringing material after that material has been posted in order for the ISP to be said to have “the right 

and ability to control such activity.” 
 
 189 F.Supp.2d 1051, 1061 (C.D.Cal.2002) (Cooper, J.), aff'd in part and rev'd in part on different 

grounds, 357 F.3d 1072, 1079 n. 10 (9th Cir.2004). 
 
Courts that have found that a service provider's “right and ability to control” exposes it to liability have 

identified a greater level of control than the threshold level that is required simply to qualify for the 

section 512(c) safe harbor. For example, in Perfect 10, Inc. v. Cybernet Ventures, Inc., the court noted that 

“closing the safe harbor based on the mere ability to exclude users from the system is inconsistent with the 

statutory scheme.” 213 F.Supp.2d 1146, 1181 (C.D.Cal.2002) (Baird, J.). The Cybernet court thus applied 

a different test for “right and ability to control” than it applied in evaluating the plaintiff's claim for 

common law vicarious infringement, because “section 512 is meant to encourage some level of copyright 

enforcement activity by service providers, not to punish it. In the parlance of contributory patent 

infringement cases ... there must be ‘something more.’ ” Id. at 1173-74, 1181. That “something more” in 

Cybernet was the fact that the service provider pre-screened sites before it allowed them to even use its 

age verification services, gave sites extensive advice, prohibited the proliferation of identical sites, and 

exercised control in a variety of other ways. Id. at 1181-82. None of those factors is present in this case. 

See also Corbis Corp., 351 F.Supp.2d 1090, 1110 (W.D.Wash.2004) (defendant did not have right and 

ability to control just because it could terminate accounts, when it did not intend to select infringing 

material for its site and did not preview products prior to their listing, edit product descriptions, suggest 

prices, or otherwise involve itself in the sale). 
 
UMG's application of the statutory “right and ability to control” element relies solely on cases that 

construe the control element of the judge-created doctrine of vicarious liability. See Metro-Goldwyn-
Mayer Studios, Inc. v. Grokster, Ltd., 545 U.S. 913, 125 S.Ct. 2764, 162 L.Ed.2d 781 (2005); Perfect 10, 

Inc. v. Amazon.com, 508 F.3d 1146 (9th Cir.2007); A & M Records, Inc. v. Napster, Inc., 239 F.3d 1004 

(9th Cir.2001). In particular, UMG urges this Court to follow two principles from Napster. (1) “The ability 

to block infringers' access to a particular environment for any reason whatsoever is evidence of the right 

and ability to supervise.” Napster, 239 F.3d at 1023 (citing Fonovisa, Inc. v. Cherry Auction, Inc., 76 F.3d 

259, 264 (9th Cir.1996)); and (2) “To escape imposition of vicarious liability, the reserved right to police 

must be exercised to its fullest extent.” Id. at 1023. 
 
But it is apparent from the structure of the DMCA that what constitutes “control” for purposes of the 

DMCA safe harbors requires its own statutory analysis. If the Court adopted principle (1) from Napster it 

would render the statutory phrase “right and ability to control” redundant, because the “ability to block 

infringers' access for any reason whatsoever” is already a prerequisite to satisfying the requirements of 

section 512(i)(1)(A). If the Court adopted principle (2), it would run afoul of section 512(m), which states 

explicitly that nothing in section 512 shall be construed to condition the safe harbors on “a service 

provider monitoring its service or affirmatively seeking facts indicating infringing activity ...” 
UMG contended at the hearing that this analysis is belied by the DMCA's legislative history. But that 
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history is far from dispositive. UMG relied on an early report by the House Committee on the Judiciary 

that addressed a version of the DMCA that is significantly different in its text and structure than the 

version that Congress ultimately adopted. Compare H.R. Rep. 105-551(I) at 8-10 with 17 U.S.C. § 512(c). 

The report states, “[t]he ‘right and ability to control’ language ... codifies the second element of vicarious 

liability. It is not intended to limit this element purely to formal indicia of control such as the presence or 

absence of a contractual provision. Rather ... [it] is intended to preserve existing case law that examines 

all relevant aspects of the relationship between the primary and secondary infringer.” H.R. Rep. 105-
551(I) at 26. The significance of this language is questionable in light of the fact that the text of the bill 

changed significantly after the report was issued. Moreover, neither the later report by the House 

Committee on Commerce nor the report by the Senate Judiciary Committee expresses an intent to adopt a 

common law standard. In fact, the Senate report expresses an intent to depart from the common law 

standards: “Rather than embarking upon a wholesale clarification of these doctrines of [contributory and 

vicarious liability], the Committee decided to leave current law in its evolving state and, instead, to create 

a series of ‘safe harbors,’ for certain common activities of service providers. A service provider which 

qualifies for a safe harbor, receives the benefit of limited liability.” S. Rep 105-190 at 19 (emphasis 

added). In short, relying on one early House report to adopt the common law standard for “the right and 

ability to control” would undermine and contradict the statutory provisions discussed above. 
 
As discussed above, this is not the first court to arrive at this conclusion. In Ellison, supra, the court 

recognized that accepting UMG's position would create “a confusing, self-contradictory catch-22 

situation.” Ellison, 189 F.Supp.2d at 1061. See also 3-12B Nimmer on Copyright § 12B.04 (2009) (“The 

combination of each of these twin factors of financial benefit and ability to control codifies both elements 

of vicarious liability. But the question arises how literally one should take that notion of codification.... 

[Describing the conclusion of Hendrickson v. eBay, Inc.] Other courts have reached the same conclusion, 

with slight reservations.”); Jacqueline C. Charlesworth, Copyright and the Internet, Practising Law 

Institute, PLI Order No. 14811 at 348 (June-July 2008) (“Although the ‘mere ability to block access' may 

be sufficient for common law vicarious liability, notwithstanding the legislative history, courts have held 

that ability to block access is insufficient for purposes of section 512(c)(1)(B).”). 
 
At the hearing, UMG relied on CCBill. But in that case, the Ninth Circuit did not address the meaning of 

“right and ability to control.” It instead considered the term “direct financial benefit”-which is found in 17 

U.S.C. § 512(c)(1)(B)-and decided that it should be interpreted consistent with the similarly-worded 

common law standard for vicarious liability. 488 F.3d at 1117. Its conclusion was “[b]ased on the ‘well-
established rule of construction that where Congress uses terms that have accumulated settled meaning 

under common law, a court must infer, unless the statute otherwise dictates, that Congress means to 

incorporate the established meaning of these terms.’ ” Id. (citing Rossi v. Motion Picture Ass'n of Am. Inc., 

391 F.3d 1000, 1004 n. 4 (9th Cir.2004)) (emphasis added). This Court's conclusion is consistent with 

CCBill. As to the phrase “direct financial benefit,” the DMCA does not dictate a departure from the 

common law standard. But as to the phrase “right and ability to control,” it does, for the reasons discussed 

above. 
VI. SECTION 512(i): TERMINATION OF REPEAT INFRINGERS 

 
A service provider is eligible for safe harbor only if it “has adopted and reasonably implemented ... a 

policy that provides for the termination in appropriate circumstances of subscribers and account holders 

of the service provider's system or network who are repeat infringers.” 17 U.S.C. § 512(f) (emphasis 

added). UMG contends that Veoh's policy is inadequate because it does not automatically terminate users 

who upload videos that are blocked by the Audible Magic filter. As discussed below, this argument is 

unpersuasive because however beneficial the Audible Magic technology is in helping to identify 

infringing material, it does not meet the standard of reliability and verifiability required by the Ninth 

Circuit in order to justify terminating a user's account. 
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UMG also argues that Veoh does not meet this requirement because it does not necessarily terminate 

users who upload multiple videos that are identified in a single DMCA notice. For example, if a single 

DMCA notice from the RIAA identified multiple videos uploaded by one user, Veoh sent the user a first 

warning. It then terminated the user's account if the user subsequently uploaded another infringing video. 

The Court finds that this policy satisfies section 512(i)'s requirements, and achieves the provision's 

purpose of deterring infringement. 
 
In CCBill, the Ninth Circuit set forth the standard for evaluating termination policies under the DMCA: 
 
[A] service provider “implements” a policy if it has a working notification system, a procedure for dealing 

with DMCA-compliant notifications, and if it does not actively prevent copyright owners from collecting 

information needed to issue such notifications.... The statute permits service providers to implement a 

variety of procedures, but an implementation is reasonable if, under “appropriate circumstances,” the 

service provider terminates users who repeatedly or blatantly infringe copyright. 
 
 CCBill, 488 F.3d at 1109 (citations omitted). See also Corbis Corp., 351 F.Supp.2d at 1104 (“Because it 

does not have an affirmative duty to police its users, failure to properly implement an infringement policy 

requires a showing of instances where a service provider fails to terminate a user even though it has 

sufficient evidence to create actual knowledge of that user's blatant, repeat infringement of a willful and 

commercial nature.”); H.R. Rep. 105-551(II), at 61 (“[T]he Committee does not intend this provision to 

undermine the principles of new subsection (1) or the knowledge standard of new subsection (c) by 

suggesting that a provider must investigate possible infringements, monitor its service, or make difficult 

judgments as to whether conduct is or is not infringing.”). 
 
In CCBill, the Ninth Circuit evaluated the “reasonableness” of the defendants' termination policies by 

borrowing the knowledge standard of section 512(c)(1)(A). The court held that Perfect 10's notices of 

infringement did not provide a valid basis for terminating users, even though they identified specific 

infringing works, because they did not contain declarations under penalty of perjury that the complainant 

was authorized to represent the copyright holder and that he had a good-faith belief that the user was 

infringing. The court wrote, 
 
This requirement is not superfluous. Accusations of alleged infringement have drastic consequences: A 

user could have content removed, or may have his access terminated entirely. If the content infringes, 

justice has been done. But if it does not, speech protected under the First Amendment could be removed. 

We therefore do not require a service provider to start potentially invasive proceedings if the complainant 

is unwilling to state under penalty of perjury that he is an authorized representative of the copyright 

owner, and that he has a good-faith belief that the material is unlicensed. 
 
 CCBill, 488 F.3d at 1112. Indeed, as the Corbis court pointed out, even a DMCA-compliant notice is “not 

the sine qua non of copyright liability.... A copyright owner may have a good faith believe that her work is 

being infringed, but may still be wrong.” Corbis Corp., 351 F.Supp.2d at 1105 (emphasis added). For that 

reason, Corbis found that notices of infringement “did not, in themselves, provide evidence of blatant 

copyright infringement” sufficient to justify terminating a user's account. Id. 41 
 
If, under CCBill, a notice by a copyright holder that specific material is allegedly infringing is not a 

sufficient basis for terminating a user because it lacks a sworn declaration that the notifier has a good-
faith belief that the material is unlicensed, then it stands to reason that Audible Magic's automated filter 

                                                           
41 The Corbis court also commented that “[a]lthough there may be instances in which two or more DMCA compliant notices 

make a service provider aware of a user's blatant, repeat infringement, the notices alone do not make the user's activity blatant, or 

even conclusively determine that the user is an infringer.” Corbis Corp., 351 F.Supp.2d at 1105 n. 9 (emphasis added). 
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also cannot be a valid basis. That filter works by comparing uploaded videos to Audible Magic's database 

of songs, which is compiled by collecting information from copyright holders. As far as this Court is 

aware, there is no feasible way for Veoh to verify that information or evaluate Audible Magic's process for 

compiling the database. Veoh presented evidence that when it implemented Audible Magic's filtering 

system it asked Audible Magic for the contact information of copyright claimants for works identified by 

Audible Magic's filter, so that it could implement the counter-notification procedure prescribed by 17 

U.S.C. § 512(g). Suppl. Simons Decl. ¶ 2. Audible Magic turned down the request. Id. In short, Veoh has 

no way of verifying the accuracy of Audible Magic's database, and even if it did, it would be 

unreasonable to place that burden on Veoh. (As a practical matter, when notice of a user's alleged 

infringement is not reliable enough to justify terminating the user's account, a service provider's removal 

of the allegedly infringing material is sufficient evidence of compliance with the DMCA. In this case, 

when Veoh received notices of infringement it promptly removed the material identified.) 
 
As to UMG's objection that Veoh terminates a user only after a second warning, even if the first warning 

was spurred by a DMCA notice identifying multiple infringements, UMG points to nothing in the statute, 

legislative history, or case law establishing that such a policy is not reasonable or appropriate. As the 

Corbis court noted, “[t]he key term, ‘repeat infringer,’ is not defined.... The fact that Congress chose not 

to adopt such specific provisions when defining a user policy indicates its intent to leave the policy 

requirements, and the subsequent obligations of the service providers, loosely defined.” Corbis, 351 

F.Supp.2d at 1100-01. This Court finds that Veoh's policy satisfies Congress's intent that “those who 

repeatedly or flagrantly abuse their access to the Internet through disrespect for the intellectual property 

rights of others should know that there is a realistic threat of losing that access.” H.R. Rep. 105-551(II), at 

61. 
VII. CONCLUSION 

 
For the above reasons, the Court GRANTS Veoh's motion for summary judgment that it is entitled to the 

section 512(c) safe harbor. 
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1.07(b)  Personal Liability 

 
 

BOZ SCAGGS MUSIC v. KND CORPORATION 
491 F. Supp. 908 (D. Conn. 1980) 

 
BLUMENFELD, Senior District Judge 
 
This is an action for copyright infringement, with jurisdiction founded on 28 U.S.C. s 1338(a) (1976). The 

plaintiffs are the proprietors of copyrights in 23 musical compositions, and all of them belong to the 

American Society of Composers, Authors and Publishers (ASCAP), an unincorporated association with 

over 23,000 members. On behalf of its members, ASCAP licenses commercial radio and television 

stations, restaurants, nightclubs, and other establishments for non-dramatic public performances of 

copyrighted musical compositions owned by the members. If a licensee fails to pay the fees properly 

owed to ASCAP and efforts to resolve the delinquency or breach are unsuccessful, ASCAP terminates its 

license with that user. If the user then persists in performing copyrighted works owned by ASCAP 

members without permission from the individual copyright owners, those owners commence copyright 

infringement actions similar to the instant litigation. Affidavit of Joshua S. Wattles, P 2 (Dec. 12, 1979) 

(hereinafter Wattles Affidavit). 
 
Defendant KND Corporation operates a commercial radio station for profit in Windsor, Connecticut 

known by the call letters WKND. Co-defendant Kenneth N. Dawson is and was at all relevant times the 

vice-president of KND Corporation and general manager of WKND. In the latter capacity, Dawson is 

responsible for “oversee(ing) the day-to-day activities of the station,” including responsibility for the 

direct supervision of the music director. Deposition of Kenneth N. Dawson at 30, 48, 75 (Sept. 21, 1979) 

(hereinafter Dawson Deposition). He spends an average of 40 hours per week at the station. See id. at 41. 
 
The material facts giving rise to this lawsuit are undisputed. WKND has not been licensed by ASCAP 

since March 1, 1977, a prior licensing agreement having expired on the previous day without renewal. 

Dawson Deposition at 64. Nevertheless, the station apparently continued to broadcast copyrighted 

musical compositions owned by ASCAP members without payment of fees to ASCAP or permission of 

the individual copyright holders. On August 10 and 11, 1977, and again on September 7 and 8, 1977, an 

ASCAP employee monitoring WKND's programming made tape recordings of the station's broadcasts, 

which included 23 musical compositions in which the plaintiffs hold copyrights. Deposition of Mario 

Sabatini at 3-5 (Feb. 4, 1980); see Affidavit of Kenneth Ayden at 2 (Dec. 17, 1979). 
 
In response to this discovery, ASCAP sought payment of license fees from WKND retroactive to March 1, 

1977. Counsel for ASCAP warned Dawson on March 15, 1979 that the failure to remit payment of such 

fees would result in the commencement of litigation. Wattles Affidavit at 3 & Exhibit 6. When Dawson 

failed to respond to ASCAP's satisfaction, this action was filed. Charging that the defendants infringed the 

plaintiffs' copyrights in the 23 musical works mentioned above, the complaint prays for injunctive relief, 

statutory damages, costs, and attorneys' fees. 
 
The plaintiffs have now moved for summary judgment under Fed.R.Civ.P. 56. Because “the pleadings, 

depositions, . . . and admissions on file, together with the affidavits . . . show that there is no genuine issue 

as to any material fact and that the moving party is entitled to a judgment as a matter of law,” id. 56(c), 

the motion must be granted.   Shapiro, Bernstein & Co. v. “The Log Cabin Club Association,” 365 

F.Supp. 325, 328 (N.D.W.Va.1973) (citing Associated Music Publishers, Inc. v. Debs Memorial Radio 

Fund, Inc., 141 F.2d 852 (2d Cir.), cert. denied, 323 U.S. 766, 65 S.Ct. 120, 89 L.Ed. 613 (1944), and 
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Houghton Mifflin Co. v. Stackpole Sons, Inc., 113 F.2d 627 (2d Cir. 1940)). 
 

Liability of KND Corporation 
 
 
“The economic philosophy behind the (constitutional) clause empowering Congress to grant patents and 

copyrights is the conviction that encouragement of individual effort by personal gain is the best way to 

advance public welfare through the talents of authors and inventors in ‘Science and useful Arts.’ ” Mazer 

v. Stein, 347 U.S. 201, 219, 74 S.Ct. 460, 471, 98 L.Ed. 630 (1954). In order to effectuate that end, 

Congress “grant(ed) valuable, enforceable rights to authors, publishers, etc., without burdensome 

requirements,” Washingtonian Publishing Co. v. Pearson, 306 U.S. 30, 36, 59 S.Ct. 397, 400, 83 L.Ed. 

470 (1939), among which is the right to sue for infringement, see 17 U.S.C. s 101 (1976). In order to 

establish liability for infringement of copyright in musical compositions, a plaintiff must prove the 

following: 
 
“(1) the originality and authorship of the compositions involved; (2) compliance with all formalities 

required to secure a copyright under Title 17, United States Code; (3) that plaintiffs are the proprietors of 

the copyrights of the compositions involved in this action; (4) that the compositions were performed 

publicly for profit (by the defendants); and (5) that the defendants had not received permission from any 

of the plaintiffs or their representatives for such performance.” 
 
 Shapiro, Bernstein & Co. v. “The Log Cabin Club Association,” supra, at 328 n.4. Accord, Chess Music, 

Inc. v. Tadych, 467 F.Supp. 819, 821 (E.D.Wis.1979). 
 
Plaintiffs have made out a prima facie case as to the first three elements by submitting certified copies of 

copyright registration certificates, recorded assignments of copyright, and other recorded documents 

pertaining to each of the musical compositions in suit. It has long been established that such documents 

“raise( ) . . . a presumption of the authorship of lyrics and music indicated therein, and of their originality 

and of the validity of the copyright in question.”   Remick Music Corp. v. Interstate Hotel Co., 58 F.Supp. 

523, 531 (D.Neb.1944) (emphasis added), aff'd, 157 F.2d 744 (8th Cir. 1946), cert. denied, 329 U.S. 809, 

67 S.Ct. 622, 91 L.Ed. 691 (1947); see Tennessee Fabricating Co. v. Moultrie Mfg. Co., 421 F.2d. 279, 

282 (5th Cir.), cert. denied, 398 U.S. 928, 90 S.Ct. 1819, 26 L.Ed.2d 91 (1970). With respect to 19 of the 

23 songs at issue here, the registration certificates constitute prima facie evidence that the copyright is 

owned by a plaintiff in this action. 17 U.S.C. s 209 (1976). With respect to the remaining four songs, the 

registration certificates have been supplemented with copies of recorded assignments that, taken together, 

indicate that plaintiffs in this case own copyrights in those four as well. The defendants have failed to 

produce any evidence to the contrary on these points. Thus, originality, authorship, compliance with 

statutory formalities, and ownership must all be taken as proved. 
 
The uncontroverted deposition testimony of Mario Sabatini and affidavit of Kenneth Ayden establish that 

the plaintiffs' compositions were publicly performed for profit by the defendants on the dates alleged in 

the complaint. The defendants cannot create a factual dispute on this point simply by denying any 

knowledge of whether the 23 musical compositions were played on their radio station on the alleged 

dates. See Dawson Deposition at 121-26. Nor is it material to the issue of whether the compositions were 

performed for profit that WKND may have been operating at a loss. See id. at 77. The station is run for 

profit-making purposes, id., and the challenged broadcasts “were in aid of the general business of the 

defendants.”   Associated Music Publishers, Inc. v. Debs Memorial Radio Fund, Inc., supra, at 855.  This 

is more than sufficient to meet the “for profit” requirement in an infringement action. See id. 
 
With respect to the final element of the plaintiffs' case the absence of permission from the copyright 

owners or their representatives defendant Dawson has admitted that such permission was lacking. 



Chapter One                          Copyright Infringement                          1.07 Secondary Liability 

 

 

247 

Dawson Deposition at 66-68. It therefore appears that a case of copyright infringement has been proved 

as to each of the musical compositions involved and that KND Corporation, as the operator of WKND, is 

liable on all 23 causes of action. 
Liability of Dawson 

 
The plaintiffs also seek to fasten personal liability on Kenneth Dawson, who as vice-president of KND 

Corporation and full-time general manager of WKND allegedly had the capacity to prevent the proved 

infringements.   “Although the (Copyright) Act does not specifically delineate what kind or degree of 

participation in an infringement is actionable, it has long been held that one may be liable for copyright 

infringement even though he has not himself performed the protected composition.”   Gershwin 

Publishing Corp. v. Columbia Artists Management, Inc., 443 F.2d 1159, 1161-62 (2d Cir. 1971) (footnote 

omitted). Thus, the Second Circuit has concluded that “one may be vicariously liable if he has the right 

and ability to supervise the infringing activity and also has a direct financial interest in such 

activities.”   Id. at 1162 (citing Shapiro, Bernstein & Co. v. H. L. Green Co., 316 F.2d 304, 307 (2d Cir. 

1963)). And this is so “even in the absence of actual knowledge that the copyright monopoly is being 

impaired.”   Shapiro, Bernstein & Co. v. H. L. Green Co., supra, at 307. 
 
There can be no question that under these criteria, Dawson should be held jointly liable with KND 

Corporation in his individual capacity. By his own admission, he had the responsibility to “oversee the 

day-to-day activities of the station,” had “pretty much complete control over the operations of the 

station,” and had “direct supervision” over the music director. Dawson Deposition at 30, 48, 75; see id. at 

122. Moreover, as general manager of WKND, Dawson unquestionably had a direct stake in the financial 

success of the station; a practice that would minimize expenses while at the same time not diminish 

WKND's share of the listening audience would obviously confer an economic benefit on KND 

Corporation and, in turn, on its key officer and employee. 
 
The imposition of vicarious liability on a controlling individual, even in the absence of any knowledge of 

infringement, is premised on the belief that the defendant “is in a position to police the conduct of the 

‘primary’ infringer.”   Shapiro, Bernstein & Co. v. H. L. Green Co., supra, at 309; see Gershwin 

Publishing Corp. v. Columbia Artists Management, Inc., supra, at 1162. Dawson certainly occupied such 

a position in the instant case. Yet he admits that he took no precautions to prevent copyright infringement 

from occurring at WKND. Dawson Deposition at 76. Under these circumstances, Dawson should be held 

jointly liable with KND Corporation for the proved infringements. 
 

Relief 
 

Under 17 U.S.C. § 101(a) (1976), “If any person shall infringe the copyright in any work protected under 

the copyright laws of the United States such person shall be liable . . . (t)o an injunction restraining such 

infringement.” See also id. s 112. Having concluded that the defendants infringed the copyrights in the 23 

musical compositions named in Schedule A of the complaint, this court will enjoin said defendants from 

further infringement of those works. 
 
The plaintiffs may also recover damages from the defendants pursuant to 17 U.S.C. § 101(b) (1976). 

Lacking proof of plaintiffs' actual damages or defendants' profits, this court must award statutory damages 

in an amount not greater than $5,000 and not less than $250 for each incidence of infringement. See 

Robert Stigwood Group Ltd. v. O'Reilly, 530 F.2d 1096, 1102 (2d Cir.), cert. denied, 429 U.S. 848, 97 

S.Ct. 135, 50 L.Ed.2d 121 (1976). Within those limits, the assessment of damages lies within the court's 

sound discretion and sense of justice. See F. W. Woolworth Co. v. Contemporary Arts, Inc., 344 U.S. 228, 

231-32, 73 S.Ct. 222, 224-225, 97 L.Ed. 276 (1952). Among the factors to be considered in arriving at a 

determination of damages are the expenses saved and profits reaped by the defendants in connection with 

the infringements, the revenues lost by the plaintiffs as a result of the defendants' conduct, and the 
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infringers' state of mind whether wilful, knowing, or merely innocent. See L & L White Metal Casting 

Corp. v. Cornell Metal Specialties Corp., 353 F.Supp. 1170, 1176 (S.D.N.Y.1972). 
 
The defendants do not contest the plaintiffs' assertion that had WKND been licensed through November 

30, 1979, it would owe ASCAP well over $16,000 in fees, subject to audit.  Wattles Affidavit at 2.  In 

addition, under the blanket radio license agreement that WKND failed to execute after March 1, 1977, 

these unpaid fees have continued to mount since December 1, 1979, though to what extent this court is 

uncertain.  Id., Exhibit 2, at s 6, PP A-B.  Moreover, the defendants' conduct cannot be termed innocent. 

They had been sued once before for copyright infringement and although that case was settled, Dawson 

admits that since then he has been fully aware of the need to obtain the permission of a copyright owner 

before broadcasting that owner's composition on the radio. See Dawson Deposition at 63.  Yet as 

WKND's general manager, Dawson neither sought such permission nor took any steps to avoid 

infringement.   Id. at 67, 76.  And WKND is not the only station with which Dawson is affiliated that has 

had copyright difficulties.  A.D.S. Broadcasting Corporation, of which Dawson is vice-president, is 

presently being sued along with Dawson for infringement allegedly occurring on radio station 

WADS.  Bob Merrill v. A.D.S. Broadcasting Corp., Civ. No. N-79-192 (D.Conn., filed June 15, 

1979).  Radio station WXLS, in which Dawson owns an 80% interest, has not submitted a single payment 

under the terms of its license agreement since August 9, 1979.  Wattles Affidavit at 4.  Taken together, 

these incidents paint a picture of a businessman who believes either that he is not subject to the copyright 

laws of the United States or that he can ignore them with impunity. 
 
These factors should all be taken into account in assessing the degree of the defendants' culpability and 

the damage suffered by the plaintiffs.  At the same time, it must be remembered that the Act contemplates 

an award of statutory damages in lieu of actual damages and profits, and not an award premised on 

notions of penalty or punishment.   Russell & Stoll Co. v. Oceanic Elec. Supply Co., 80 F.2d 864, 865 (2d 

Cir. 1936) (per curiam). Considering all the circumstances, the court awards to the plaintiffs statutory 

damages in the amount of $1,000 for each of the 23 infringements proved in this case. 
 

* * * 
 
 

 
FERMATA INTERN. MELODIES, INC. v. CHAMPIONS GOLF CLUB, INC. 

712 F.Supp. 1257 (S.D. Tex. 1989) 
 

HITTNER, District Judge. 
 
Pending before this Court are Champions and Jack Burke’s Motion for Summary Judgment (Document # 

18), Plaintiffs’ Cross-Motion for Summary Judgment (Document # 23), and Plaintiffs’ Motion for Leave 

to Supplement Plaintiffs’ Cross-Motion for Summary Judgment (Document # 25). 
 
Plaintiffs, owners of certain copyrights, filed this copyright infringement action against Defendants 

Champions Golf Club, Inc., and Jack Burke, Jr., the corporate Defendant’s president and principal 

stockholder. Plaintiffs in this action are members of the American Society of Composers, Authors and 

Publishers (ASCAP) to which Plaintiffs have granted the nonexclusive right to license nondramatic 

performances of their copyrighted musical compositions. Plaintiffs allege that Defendants allowed the 

unauthorized public performance of Plaintiffs’ copyrighted songs in a restaurant of the Champions Golf 

Club in Houston, Texas, on the night of September 6, 1986. 
 
First, this Court will address Plaintiffs’ Motion for Leave to Supplement Plaintiffs’ Cross-Motion for 

Summary Judgment. This motion shall be granted and this Court shall consider the original affidavit 
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(Document # 26) in support of Plaintiffs’ motion for summary judgment. 
Second, this Court will discuss the summary judgment motions. Both Plaintiffs and Defendants have filed 

motions for summary judgment. Having considered the cross motions for summary judgment, the Court 

makes the following conclusions: 
 

COPYRIGHT INFRINGEMENT 
 

This is a suit for copyright infringement under Title 17 of the United States Code. 17 U.S.C. §§ 101-914 

(1982 & Supp.1985). Therefore, jurisdiction of this Court is based upon Title 28, United States Code, 

Section 1338(a). 28 U.S.C. § 1338(a) (1982). 
In an action for copyright infringement, the elements of Plaintiffs’ proof are as follows: 
(1) the originality and authorship of the compositions involved; 
(2) compliance with all formalities required to secure a copyright under Title 17, United States Code; 
(3) that Plaintiffs are the proprietors of the copyrights of the compositions involved in this action; 
(4) that the compositions were performed publicly for profit [by the defendants]1; and 
(5) that the defendants had not received permission from any of the plaintiffs or their representatives for 

such performance. 
 
Van Halen Music v. Palmer, 626 F.Supp. 1163, 1165 (W.D.Ark.1986) (quoting Boz Skaggs Music v. KND 

Corp., 491 F.Supp. 908, 912 (D.Conn.1980)). 
 
“A prima facie case as to the first three elements may be made by submitting certified copies of copyright 

registration certificates and any subsequent assignments.” Van Halen, 626 F.Supp. at 1165. Copyright 

registration certificates constitute prima facie evidence of the facts stated therein, 17 U.S.C. § 410(c) 

(1982), and are proof of plaintiffs’ ownership of valid copyrights in the compositions in suit. Tennessee 

Fabricating Co. v. Moultrie Mfg. Co., 421 F.2d 279, 282 (5th Cir.), cert. denied, 398 U.S. 928, 90 S.Ct. 

1819, 26 L.Ed.2d 91 (1970). 
 
The Court notes that the Defendants do not dispute whether the Plaintiffs are the owners of valid 

copyrights in the musical compositions in question. Plaintiffs, however, submitted certified copies of the 

registration certificates and any subsequent assignments to the songs in question. The Plaintiffs have 

provided sufficient evidence to establish compliance with the formalities of Title 17. Additionally, 

Defendants do not dispute that the musical compositions in question were performed or that Defendants 

did not receive permission from Plaintiffs or their representatives for the performance. Therefore, the 

issue before this Court as to Plaintiffs’ claim of copyright infringement is whether the performances were 

“public.” 
 
The issue of whether the compositions were performed “publicly” is a question of law for this Court to 

decide. See, e.g., Columbia Pictures Indus., Inc. v. Aveco, Inc., 800 F.2d 59, 62-63 (3d Cir.1986) (court 

found “public” performance on cross motions for summary judgment); Ackee Music, Inc. v. Williams, 650 

F.Supp. 653, 655-56 (D.Kan.1986) (court found “public” performance on plaintiffs’ motion for summary 

judgment); Hinton v. Mainlands of Tamarac, 611 F.Supp. 494, 495 (D.C.Fla.1985) (court found “public” 

performance on plaintiffs’ motion for summary judgment). 
 
The Copyright Act defines the term “publicly” as follows: 
(1) to perform or display [a copyrighted work] at a place open to the public or at any place where 

a substantial number of persons outside of a normal circle of a family and its social 

acquaintances is gathered. 
 
17 U.S.C. § 101 (1982). The scope of the definition of “publicly” is discussed in the legislative history of 

the 1975 amendments to the Copyright Act. 
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Under clause (1) of the definition of “publicly” in section 101, a performance or display is “public” if it 

takes place “at a place open to the public or at any place where a substantial number of persons outside of 

a normal circle of a family and its social acquaintances is gathered.” One of the principal purposes of the 

definition was to make clear that, contrary to the decision in Metro-Goldwyn-Mayer Distributing Corp. v. 

Wyatt, 21 C.O. Bull. 203 (D.Md.1932), performances in “semipublic” places such as clubs, lodges, 

factories, summer camps, and schools are “public performances” subject to copyright control. The term “a 

family” in this context would include an individual living alone, so that a gathering confined to the 

individual’s social acquaintances would normally be regarded as private. Routine meetings of businesses 

and governmental personnel would be excluded because they do not represent the gathering of a 

“substantial number of persons.” 
 
Ackee Music, 650 F.Supp. at 655 (quoting H.R.Rep. No. 1476, 94th Cong., 2d Sess. 64, reprinted in 1976 

U.S.Code Cong. & Admin.News 5659, 5677-78). 
 
In order for this Court to find a copyright infringement violation, the performance of the copyrighted 

musical compositions at Defendants’ establishment, Champions Golf Club, must come within the 

Copyright Act’s definition of public performance. 17 U.S.C. § 101. The parties to this action do not 

dispute that Champions Golf Club is a private club in the golfing business. That fact, however, does not 

withdraw Champions Golf Club from the statutory definition of “public.” The legislative history is clear 

that a performance in a semipublic place, such as a club, constitutes a “public” performance. Additionally, 

twenty-one members plus guests were present in the dining room of the club on the night of September 6, 

1986, which is the night of the “performance” in question (see Document # 23, attachment # 2, Burke 

Exhibit # 2). The Court considers twenty-one members plus guests to be a “substantial number of persons 

outside of a normal circle of a family.” This Court finds that the performance in question was a “public 

performance.” Therefore, this Court concludes that Plaintiffs have established that Defendants infringed 

Plaintiffs’ copyrights. 
AFFIRMATIVE DEFENSES 

 
In Defendants’ Answer, Defendants affirmatively pleaded “laches, estoppel, waiver and bad faith on the 

part of Plaintiffs” (Document # 3, p. 2). Defendants’ assertion of these defenses is based on the alleged 

failure of Plaintiffs or their agent ASCAP to respond to a written request made in August, 1985, for “a list 

of ASCAP’s members’ music” (see Document # 27, p. 2 and Exhibit D). Defendants further assert that 

“over two years after Champions [Golf Club] requested a list of ASCAP’s members’ songs, ASCAP sent 

undercover agents to spy on Champions’ private golf facility” (see Document ## 27, p. 2). This Court will 

address these two assertions separately. 
 
The defense, “that ASCAP refused to provide Defendants a complete list of the music it licensed, is 

without merit.” Billy Steinberg Music v. Cagney’s Pub, Inc., 1988 Copyright L. Dec. (CCH) ¶ 26,268 

(N.D.Ill.1988); see also Cass County Music Co. v. Vineyard County Golf Corp., 605 F.Supp. 1536, 1537 

(D.Mass.1985) (“[P]laintiffs [sic] failure to supply a complete list of all copyrighted compositions is of no 

legal consequence.”). A copyright owner’s obligation is merely to respond to a written request asking 

whether specific compositions are in the owner’s collection. Famous Music Corp. v. Bay State Harness 

Ass’n, 554 F.2d 1213, 1215 (1st Cir.1977). 
 
This Court has considered the following facts in evaluating Defendants’ affirmative defense: Mr. Tom 

Alexander, defense counsel, wrote a letter dated August 8, 1985, to Mr. Kenneth F. Clausen of ASCAP 

seeking “a list of [ASCAP’s] members’ music” (Document # 27, Exhibit D). Mr. Clausen responded to 

Mr. Alexander in a letter dated August 20, 1985, which stated: 
Please be advised that a complete list of songs in the Society’s repertory is maintained at the Society’s 

New York office. There are hundreds of thousands of compositions written and published by more than 
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40,000 members of ASCAP. Our representatives carry an ASCAP Index of Performed Works, which is 

available for you or your client’s examination or purchase. 
If you would like to purchase this list of songs (with the Supplement), please forward to this office a 

check in the amount of $30.00, and we will then order the Index from our New York office. 
 
For your information, enclosed is a brochure printed by ASCAP, and a list of the composers, authors and 

publishers whom we represent. 
 
(Document # 27, Exhibit E.) The brochure which Mr. Clausen enclosed explained the ASCAP license 

process (Reply Affidavit in Support of Plaintiffs’ Cross-Motion for Summary Judgment, Exhibit A). 
 
This Court finds that Plaintiffs, through their agent ASCAP, fulfilled any obligation to respond to 

Defendants’ written request. Therefore, this Court holds that Defendants’ estoppel/waiver defense is 

without merit. 
 
This Court construes Defendants’ second affirmative defense as laches and bad faith due to the two years 

or more that ASCAP sought voluntary compliance with the copyright laws (see Document # 27, p. 4-5). 

Defendants’ burden is to produce evidence “that plaintiffs’ conduct was unreasonable or that [defendants 

have] suffered prejudice as a result of plaintiffs’ unreasonable delay in bringing an action.” Blendingwell 

Music, Inc. v. Moor-Law, Inc., 612 F.Supp. 474, 483 (D.C.Del.1985). Defendants have produced no 

evidence to show that Plaintiffs’ actions in seeking voluntary compliance were unreasonable. Therefore, 

the Court finds that Defendants’ assertion of the laches and bad faith defense is without merit. 
 

JOINT AND SEVERAL LIABILITY 
 
An additional issue before this Court is whether the Defendants are jointly liable for the infringing 

performances. Plaintiffs contend that the corporate and individual Defendants are jointly and severally 

liable for the acts of infringement on which this action is based. Defendants seem to assert that only the 

corporate Defendant should be liable. 
 
Cases have held that all participants in copyright infringement are jointly and severally liable as 

tortfeasors. Screen Gems-Columbia Music, Inc. v. Metlis & Lebow Corp., 453 F.2d 552, 554 (2d 

Cir.1972); Gershwin Publishing Corp. v. Columbia Artists Management, Inc., 443 F.2d 1159, 1162 (2d 

Cir.1971). A corporate officer may be held vicariously liable (1) if the officer has a financial stake in the 

activity and (2) if the officer has the ability and right to supervise the activity causing infringement. Van 

Halen Music, 626 F.Supp. at 1166-67; Warner Bros., Inc. v. Lobster Pot, Inc., 582 F.Supp. 478, 482 

(N.D.Ohio 1984). 
 
First, the Court will discuss the direct financial interest that Defendant Jack Burke, Jr. (“Burke”), the 

corporate officer in this case, has in the infringing activity. The Court notes that Defendants admit that the 

corporate Defendant has for the past thirty years, and still does, own and operate the Champions Golf 

Club (Document # 3, p. 1, ¶ 4; see also Document ### 1, p. 2, § 4). Defendant Burke is one of the 

founders of the Champions Golf Club, Inc. (“Champions, Inc.”) (Deposition of Burke, pp. 7-8; see 

Document ## 23, Attachment # 2). Burke has been the president and a director for thirty years and is the 

majority shareholder of Champions, Inc. (Burke Dep., pp. 7-8, 10). Burke receives a salary from the 

corporation (Burke Dep., p. 19). The evidence is clear that both Defendants have a direct financial interest 

in Champions Golf Club. 
 
Second, the Court will consider Burke’s ability and right to supervise the activity which caused the 

infringement. Defendant Burke directs the operations of the club and is listed on the club’s Texas 

Alcoholic Beverage Commission license as the “person responsible” (Burke Dep., pp. 20-22, and Exhibit 
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1). He is responsible for the hiring and firing of the various heads of departments at the club, including 

the manager in charge of food and beverages (Burke Dep., pp. 22-23). Burke is in charge of the day-to-
day operations of the club and has final approval of all decisions involving the club (Burke Dep., pp. 24-
26). If the members of the club did not like the music being played in the club’s restaurant, Burke would 

ensure that the music was changed (Burke Dep., pp. 24-25). Burke was the person contacted by ASCAP 

and Burke decided that the contacts would be ignored (Burke Dep., pp. 29-35 and Exhibits 3-5). 

Accordingly, the Court holds that Burke had the right and ability to control the infringing activities. Thus, 

the Court finds that the individual Defendant and the corporate Defendant will be jointly and severally 

liable for the copyright violation. 
DAMAGES 

 
Plaintiffs herein are seeking injunctive relief, statutory damages, and costs including reasonable attorney’s 

fees. 
 
Injunctive relief is addressed in section 502(a) of Title 17, United States Code, which provides that: 
 
[a]ny court having jurisdiction of a civil action arising under this title may ... grant temporary and final 

injunctions on such terms as it may deem reasonable to prevent or restrain infringement of a copyright. 
 
17 U.S.C. § 502(a) (1982). Courts have traditionally granted permanent injunctions, if liability is 

established and a continuing threat to the copyright exists. National Football League v. McBee & Bruno’s, 

Inc., 792 F.2d 726, 732-33 (8th Cir.1986) (citing Pacific & Southern Co., Inc. v. Duncan, 744 F.2d 1490, 

1499 (11th Cir.1984), cert. denied, 471 U.S. 1004, 105 S.Ct. 1867, 85 L.Ed.2d 161 (1985)). “The general 

rule in alleged copyright infringement cases is that, for a preliminary injunction motion, irreparable injury 

is presumed once the movant has established a case of copyright infringement.” Northwestern Bell Tel. 

Co. v. Bedco of Minn., Inc., 501 F.Supp. 299, 303 (D.Minn.1980) (citing Metro-Goldwyn-Mayer v. 

Showcase Atlanta Co-op Productions, 479 F.Supp. 351, 362 (N.D.Ga.1979); New York Times Co. v. 

Roxbury Data Interface, Inc., 434 F.Supp. 217, 220 (D.N.J.1977); Uneeda Doll Co., Inc. v. Regent Baby 

Products, 355 F.Supp. 438, 445 (E.D.N.Y.1972)). 
 
The evidence demonstrates that the Defendants have been aware of the necessity of obtaining permission 

to publicly perform copyrighted music since 1985. Despite numerous warnings of the consequences of 

Defendants’ failure to obtain permission for performing copyrighted music in the ASCAP repertory, 

Defendants continued to do so. Plaintiffs are, therefore, entitled to an injunction prohibiting Defendants 

from performing Plaintiffs’ copyrighted songs without proper authorization. 
 
Statutory damages are governed by Section 504(c) of Title 17, United States Code, which provides in 

pertinent part: 
 
(c) Statutory Damages.- 
(1) Except as provided by clause (2) of this subsection, the copyright owner may elect, at any time before 

final judgment is rendered, to recover, instead of actual damages and profits, an award of statutory 

damages for all infringements involved in the action, with respect to any one work, for which any one 

infringer is liable individually, or for which any two or more infringers are liable jointly and severally, in 

a sum of not less than $250 or more than $10,000 as the court considers just. For the purposes of this 

subsection, all the parts of a compilation or derivative work constitute one work. 
(2) In a case where the copyright owner sustains the burden of proving, and the court finds, that 

infringement was committed willfully, the court in its discretion may increase the award of statutory 

damages to a sum of not more than $50,000.... 
 
17 U.S.C. § 504(c) (1982). 
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In interpreting section 504(c) and its predecessor, section 101(b) of the Copyright Law of 1909, courts 

have held that, in the absence of proof of actual damages, the statute invests the trial court with wide 

discretion to set damages within the statutory limits. International Korwin Corp. v. Kowalczyk, 855 F.2d 

375, 383 (7th Cir.1988); see also Morley Music Co. v. Dick Stacey’s Plaza Motel, Inc., 725 F.2d 1, 3 (1st 

Cir.1983) (stating that the determination of statutory damages is committed, within limits, to the court). 
In F.W. Woolworth Co. v. Contemporary Arts, Inc., 344 U.S. 228, 73 S.Ct. 222, 97 L.Ed. 276 (1952), the 

Court held that merely awarding plaintiffs damages equal to lost profits would not be a sufficient 

deterrent. Thus, the latitude granted under section 101(b) gives the district court the ability to formulate a 

damage award that will achieve the deterrent purposes served by the statutory damages provision. The 

Supreme Court said: 
 

The statutory rule, formulated after long experience, not merely compels restitution of profit and 

reparation for injury but also is designed to discourage wrongful conduct. The discretion of the 

court is wide enough to permit a resort to statutory damages for such purposes. Even for uninjurious 

and unprofitable invasions of copyright the court may, if it deems it just, impose a liability within 

statutory limits to sanction and vindicate the statutory policy. 
 
Id. at 233, 73 S.Ct. at 225. 
 
Where a plaintiff has proved the infringement of a copyright on the part of a defendant, and no proof of 

actual damages is offered, the court should award at least minimum damages of $250 for each 

infringement. Jewell-LaSalle Realty Co. v. Buck, 283 U.S. 202, 207, 51 S.Ct. 407, 409, 75 L.Ed. 978 

(1931). Courts now routinely award statutory damages in excess of $250 per infringement in cases like 

this one. See, e.g., Nick-O-Val Music Co., Inc. v. P.O.S. Radio, Inc., 656 F.Supp. 826, 828-29 

(M.D.Fla.1987) ($2,500 per infringement); International Korwin Corp. v. Kowalczyk, 665 F.Supp. 652, 

658-59 (N.D.Ill.1987) ($1,500 per infringement), aff’d, 855 F.2d 375 (7th Cir.1988); Rodgers v. Eighty 

Four Lumber Co., 623 F.Supp. 889, 892 (W.D.Pa.1985) ($2,500 per infringement). In Judge Weber’s 

Findings and Conclusions in Rodgers, he explained the reasons for awarding substantial statutory 

damages: 
 
The courts have applied many standards as a guideline in the imposition of statutory damages. Running 

through them as a common thread is the principle that defendant should not reap a benefit from its 

violation of the copyright laws, that statutory damages should exceed the unpaid license fees “so that 

defendant will be put on notice that it costs less to obey the copyright laws than to violate them.” Music 

City Music v. Alfa Foods, Ltd., 616 F.Supp. 1001, 1003 (E.D.Va.1985). Furthermore, they serve the strong 

public interest in insuring integrity of copyright laws. (ibid, p. 1004) [sic]. 
 
Rodgers, 623 F.Supp. at 892. 
 
The courts in Texas now also typically award statutory damages substantially in excess of $250 per 

infringement. See, e.g., Golden Torch Music v. Lichelle’s, Inc., 2 U.S.P.Q.2d 1795, 1797-98, 1987 WL 

14543 (W.D.Tex.) ($1,250 per infringement), aff’d, 831 F.2d 1060 (5th Cir.1987); Rare Blue Music v. 

Cismek Corp., 1986 Copyright L.Dec. (CCH) ¶ 25,966, 1986 WL 517 (S.D.Tex.1986) ($3,000 per 

infringement). 
 
As in the cases cited, Plaintiffs are offering no proof of actual damages from the copyright infringements. 

Instead, Plaintiffs rely upon the Clausen Affidavit (Document # 23, Attachment # 4) which shows the 

following: (1) Defendants were given repeated notice of their infringing activities prior to the 

commencement of this litigation; (2) Defendants have consistently refused to obtain an ASCAP license 

and pay license fees at the applicable rate, opting instead to remain unlicensed and to continue their 

unauthorized public performances of ASCAP’s members’ music for over four years; and (3) if Defendants 
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had been properly licensed by ASCAP for the period through December 31, 1988, they would owe 

approximately $2,400 in license fees. 
 
Mr. Burke’s admission that he was contacted repeatedly by ASCAP representatives but still refused to 

obtain an ASCAP license also justifies an award of substantial statutory damages (Burke Dep., pp. 31-32). 

See International Korwin, 665 F.Supp. at 659 (considering defendant’s willful refusal after numerous 

contacts by ASCAP when imposing $1,500 per infringement); Merrill v. County Stores, Inc., 669 F.Supp. 

1164, 1172 (D.N.H.1987) (considering ASCAP’s numerous contacts with defendant when imposing $750 

per infringement). Therefore, this Court concludes that statutory damages of $2,000 per infringement, for 

a total of $8,000, is warranted here. To award less would not deter the Defendants from continuing to 

violate the copyright laws. 
 
Costs and attorney’s fees are discussed in Section 505 of Title 17, United States Code which states that: 
 
[i]n any civil action under this title, the court in its discretion may allow the recovery of full costs by or 

against any party other than the United States or an officer thereof. Except as otherwise provided by this 

title, the court may also award a reasonable attorney’s fee to the prevailing party as part of the costs. 
 
17 U.S.C. § 505 (1982). A panel of the Fifth Circuit Court of Appeals concluded in a copyright 

infringement case that “[a]lthough attorney’s fees are awarded in the trial court’s discretion, they are the 

rule rather than the exception and should be awarded routinely.” Micromanipulator Co., Inc. v. Bough, 

779 F.2d 255, 259 (5th Cir.1985) (citing Engel v. Teleprompter Corp., 732 F.2d 1238, 1241 (5th 

Cir.1984)); see also Warner Bros., Inc., 582 F.Supp. at 484 (holding that attorney’s fees of $6,393.75 

should be routinely awarded to the prevailing party); International Korwin, 665 F.Supp. at 659-60 

(holding that attorney’s fees of $21,502.75 should be awarded). 
 
Based on the preceding cases, this Court will grant reasonable costs and attorney’s fees upon submission 

of affidavits setting forth Plaintiffs’ costs and attorney’s fees. The Court notes that these attorney’s fees 

are similar to costs and collateral to the claims at issue in this case. A lack of determination as to the 

collateral issue of attorneys fees does not preclude the issuance of a final, appealable judgment on the 

merits. White v. New Hampshire Dept. of Employment Sec., 455 U.S. 445, 453 n. 14, 102 S.Ct. 1162, 1167 

n. 14, 71 L.Ed.2d 325 (1982), cited with approval in Holmes v. J. Ray McDermott & Co., Inc., 682 F.2d 

1143, 1146 (5th Cir.1982), cert. denied, 459 U.S. 1107 (1983), appeal after remand, 734 F.2d 1110 (5th 

Cir.1984). It is therefore 
 
ORDERED that Champions and Jack Burke’s Motion for Summary Judgment be, and is hereby, 

DENIED. It is further 
 
ORDERED that Plaintiffs’ Cross-Motion for Summary Judgment be, and is hereby, GRANTED. 

Additionally, it is 
 
ORDERED that Plaintiffs’ Motion for Leave to Supplement Plaintiffs’ Cross-Motion for Summary 

Judgment be, and is hereby, GRANTED. 
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CHAPTER TWO 

 
TRADEMARK INFRINGEMENT AND UNFAIR COMPETITION 
 
 
 

2.01  Statutory Provisions 
 
A trademark is a very unique type of property right. “There is no such thing as property in a trade-mark 

except as a right appurtenant to an established business or trade in connection with which the mark is 

employed.” United Drug Co. v. Theodore Rectanus, Co. 248, U.S. 90 (1918). Therefore, a trademark is 

“not property in the ordinary sense,” but only a word or symbol indicating the origin or source of a 

product. (citation omitted). The owner of the mark acquires the right to prevent his goods from being 

confused with those of others and to prevent his own trade from being diverted to competitors through 

their use of misleading marks. “There are no rights in a trade-mark beyond these.” Pirone v. McMillian, 

894 F.2d 579  (2nd Cir. 1990). 
 
The law of trademark is governed by The Langham Act,  15 U.S.C. Sec. 1114 et seq.  In the context of 

entertainment litigation, the sections typically at issue are Sec. 1114-1117 and 1125(a).  “The Lanham Act 

was intended to make “actionable the deceptive and misleading use of marks,” and “to protect persons 

engaged in ... commerce against unfair competition.” Dastar v. Twentieth Century Fox, Corp infra. 15 

U.S.C. §1127. While much of the Lanham Act addresses the registration, use, and infringement of 

trademarks and related marks, § 43(a), (15 U.S.C. § 1125(a)) is one of the few provisions that goes 

beyond trademark protection. As originally enacted, § 43(a) created a federal remedy against a person 

who used in commerce either “a false designation of origin, or any false description or representation” in 

connection with “any goods or services.” See Dastar Corp. v. Twentieth Century Fox Corp infra. 

Trademark law is governed exclusively by federal statute, although cases brought in the area of 

entertainment litigation for trademark infringement often include state common law claims, primarily 

unfair competition, as discussed in Section 2.04.  Note that while certain conduct may involve both 

trademark and copyright infringement, the courts are diligent in preserving the distinction between their 

unique purposes prohibiting any cross over between the two doctrines.  The Dastar case that follows 

illustrates this distinction.   
 

*** 
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2.02   Proof of Trademark Infringement and Unfair Competition 
 
 
 

DASTAR CORPORATION v. TWENTIETH CENTURY FOX FILM CORPORATION 
539 U.S. 23 

 
 
Justice SCALIA delivered the opinion of the Court. 
 
In this case, we are asked to decide whether § 43(a) of the Lanham Act, 15 U.S.C. § 1125(a), prevents the 

unaccredited copying of a work, and if so, whether a court may double a profit award under § 1117(a), in 

order to deter future infringing conduct. 
 
In 1948, three and a half years after the German surrender at Reims, General Dwight D. Eisenhower 

completed Crusade in Europe, his written account of the allied campaign in Europe during World War II. 

Doubleday published the book, registered it with the Copyright Office in 1948, and granted exclusive 

television rights to an affiliate of respondent Twentieth Century Fox Film Corporation (Fox). Fox, in turn, 

arranged for Time, Inc., to produce a television series, also called Crusade in Europe, based on the book, 

and Time assigned its copyright in the series to Fox. The television series, consisting of 26 episodes, was 

first broadcast in 1949. It combined a soundtrack based on a narration of the book with film footage from 

the United States Army, Navy, and Coast Guard, the British Ministry of Information and War Office, the 

National Film Board of Canada, and unidentified “Newsreel Pool Cameramen.” In 1975, Doubleday 

renewed the copyright on the book as the “ ‘proprietor of copyright in a work made for hire.’ ” Fox, 

however, did not renew the copyright on the Crusade television series, which expired in 1977, leaving the 

television series in the public domain. 
 
In 1988, Fox reacquired the television rights in General Eisenhower's book, including the exclusive right 

to distribute the Crusade television series on video and to sublicense others to do so. Respondents SFM 

Entertainment and New Line Home Video, Inc., in turn, acquired from Fox the exclusive rights to 

distribute Crusade on video. SFM obtained the negatives of the original television series, restored them, 

and repackaged the series on videotape; New Line distributed the videotapes. 
 
Enter petitioner Dastar. In 1995, Dastar decided to expand its product line from music compact discs to 

videos. Anticipating renewed interest in World War II on the 50th anniversary of the war's end, Dastar 

released a video set entitled World War II Campaigns in Europe. To make Campaigns, Dastar purchased 

eight beta cam tapes of the original version of the Crusade television series, which is in the public 

domain, copied them, and then edited the series. Dastar's Campaigns series is slightly more than half as 

long as the original Crusade television series. Dastar substituted a new opening sequence, credit page, and 

final closing for those of the Crusade television series; inserted new chapter-title sequences and narrated 

chapter introductions; moved the “recap” in the Crusade television series to the beginning and retitled it 

as a “preview”; and removed references to and images of the book. Dastar created new packaging for its 

Campaigns series and (as already noted) a new title. 
 
Dastar manufactured and sold the Campaigns video set as its own product. The advertising states: 

“Produced and Distributed by: Entertainment Distributing ” (which is owned by Dastar), and makes no 

reference to the Crusade television series. Similarly, the screen credits state “DASTAR CORP presents” 



Chapter Two        Trademark Infringement/Unfair Competition          2.02   Proof of 

Trademark 

 

 

257 

and “an ENTERTAINMENT DISTRIBUTING Production,” and list as executive producer, producer, and 

associate producer employees of Dastar. The Campaigns videos themselves also make no reference to the 

Crusade television series, New Line's Crusade videotapes, or the book. Dastar sells its Campaigns videos 

to Sam's Club, Costco, Best Buy, and other retailers and mail-order companies for $25 per set, 

substantially less than New Line's video set. 
 
In 1998, respondents Fox, SFM, and New Line brought this action alleging that Dastar's sale of its 

Campaigns video set infringes Doubleday's copyright in General Eisenhower's book and, thus, their 

exclusive television rights in the book. Respondents later amended their complaint to add claims that 

Dastar's sale of Campaigns “without proper credit” to the Crusade television series constitutes “reverse 

passing off” 1 in violation of § 43(a) of the Lanham Act, 60 Stat. 441, 15 U.S.C. § 1125(a), and in 

violation of state unfair-competition law.. On cross-motions for summary judgment, the District Court 

found for respondents on all three counts, id., at 54a-55a, treating its resolution of the Lanham Act claim 

as controlling on the state-law unfair-competition claim because “the ultimate test under both is whether 

the public is likely to be deceived or confused,” id., at 54a. The court awarded Dastar's profits to 

respondents and doubled them pursuant to § 35 of the Lanham Act, 15 U.S.C. § 1117(a), to deter future 

infringing conduct by petitioner. 
 
The Court of Appeals for the Ninth Circuit affirmed the judgment for respondents on the Lanham Act 

claim, but reversed as to the copyright claim and remanded. (It said nothing with regard to the state-law 

claim.) 
 
1. Passing off (or palming off, as it is sometimes called) occurs when a producer misrepresents his own 

goods or services as someone else's. See, e.g., O. & W. Thum Co. v. Dickinson, 245 F. 609, 621 (C.A.6 

1917). “Reverse passing off,” as its name implies, is the opposite: The producer misrepresents someone 

else's goods or services as his own. See, e.g., Williams v. Curtiss-Wright Corp., 691 F.2d 168, 172 (C.A.3 

1982). 
 
With respect to the Lanham Act claim, the Court of Appeals reasoned that “Dastar copied substantially the 

entire Crusade in Europe series created by Twentieth Century Fox, labeled the resulting product with a 

different name and marketed it without attribution to Fox, [and] therefore committed a ‘bodily 

appropriation’ of Fox's series.” Id., at 314. It concluded that “Dastar's ‘bodily appropriation’ of Fox's 

original [television] series is sufficient to establish the reverse passing off.” Ibid.  
 
The court also affirmed the District Court's award under the Lanham Act of twice Dastar's profits. We 

granted certiorari. 537 U.S. 1099, 123 S.Ct. 816, 154 L.Ed.2d 767 (2003). 
 

II 
 

The Lanham Act was intended to make “actionable the deceptive and misleading use of marks,” and “to 

protect persons engaged in ... commerce against unfair competition.” 15 U.S.C. § 1127. While much of 

the Lanham Act addresses the registration, use, and infringement of trademarks and related marks, § 

43(a), 15 U.S.C. § 1125(a) is one of the few provisions that goes beyond trademark protection. As 

originally enacted, § 43(a) created a federal remedy against a person who used in commerce either “a 

false designation of origin, or any false description or representation” in connection with “any goods or 

services.” As the Second Circuit accurately observed with regard to the original enactment, however-and 

as remains true after the 1988 revision-§ 43(a) “does not have boundless application as a remedy for 

unfair trade practices,” Alfred Dunhill, Ltd. v. Interstate Cigar Co., 499 F.2d 232, 237 (C.A.2 1974). 

“[B]ecause of its inherently limited wording, § 43(a) can never be a federal ‘codification’ of the overall 
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law of ‘unfair competition,’ ” 4 J. McCarthy, Trademarks and Unfair Competition § 27:7, p. 27-14 (4th 

ed. 2002) (McCarthy), but can apply only to certain unfair trade practices prohibited by its text. 
 
Although a case can be made that a proper reading of § 43(a), as originally enacted, would treat the word 

“origin” as referring only “to the geographic location in which the goods originated,” Two Pesos, Inc. v. 

Taco Cabana, Inc., 505 U.S. 763, 777, 112 S.Ct. 2753, 120 L.Ed.2d 615 (1992) (STEVENS, J., 

concurring in judgment), the Courts of Appeals considering the issue, beginning with the Sixth Circuit, 

unanimously concluded that it “does not merely refer to geographical origin, but also to origin of source 

or manufacture,” Federal-Mogul-Bower Bearings, Inc. v. Azoff, 313 F.2d 405, 408 (C.A.6 1963), thereby 

creating a federal cause of action for traditional trademark infringement of unregistered marks. See 4 

McCarthy § 27:14; Two Pesos, supra, at 768, 112 S.Ct. 2753. Moreover, every Circuit to consider the 

issue found § 43(a) broad enough to encompass reverse passing off. See, e.g., Williams v. Curtiss-Wright 

Corp., 691 F.2d 168, 172 (C.A.3 1982); Arrow United Indus., Inc. v. Hugh Richards, Inc., 678 F.2d 410, 

415 (C.A.2 1982); F.E.L. Publications, Ltd. v. Catholic Bishop of Chicago, 214 USPQ 409, 416, 1982 WL 

19198 (C.A.7 1982); Smith v. Montoro, 648 F.2d 602, 603 (C.A.9 1981); Bangor Punta Operations, Inc. v. 

Universal Marine Co., 543 F.2d 1107, 1109 (C.A.5 1976). The Trademark Law Revision Act of 1988 

made clear that § 43(a) covers origin of production as well as geographic origin. Its language is amply 

inclusive, moreover, of reverse passing off-if indeed it does not implicitly adopt the unanimous court-of-
appeals jurisprudence on that subject. See, e.g., ALPO Petfoods, Inc. v. Ralston Purina Co., 913 F.2d 958, 

963-964, n. 6 (C.A.D.C.1990) (Thomas, J.). 
 
Thus, as it comes to us, the gravamen of respondents' claim is that, in marketing and selling Campaigns as 

its own product without acknowledging its nearly wholesale reliance on the Crusade television series, 

Dastar has made a “false designation of origin, false or misleading description of fact, or false or 

misleading representation of fact, which ... is likely to cause confusion ... as to the origin ... of his or her 

goods.” § 43(a). That claim would undoubtedly be sustained if Dastar had bought some of New Line's 

Crusade videotapes and merely repackaged them as its own. Dastar's alleged wrongdoing, however, is 

vastly different: It took a creative work in the public domain-the Crusade television series-copied it, made 

modifications (arguably minor), and produced its very own series of videotapes. If “origin” refers only to 

the manufacturer or producer of the physical “goods” that are made available to the public (in this case 

the videotapes), Dastar was the origin. If, however, “origin” includes the creator of the underlying work 

that Dastar copied, then someone else (perhaps Fox) was the origin of Dastar's product. At bottom, we 

must decide what § 43(a)(1)(A) of the Lanham Act means by the “origin” of “goods.” 
 

III 
 

The dictionary definition of “origin” is “[t]he fact or process of coming into being from a source,” and 

“[t]hat from which anything primarily proceeds; source.” Webster's New International Dictionary 1720-
1721 (2d ed.1949). And the dictionary definition of “goods” (as relevant here) is “[w]ares; merchandise.” 

Id., at 1079. We think the most natural understanding of the “origin” of “goods”-the source of wares-is the 

producer of the tangible product sold in the marketplace, in this case the physical Campaigns videotape 

sold by Dastar. The concept might be stretched (as it was under the original version of § 43(a)) to include 

not only the actual producer, but also the trademark owner who commissioned or assumed responsibility 

for (“stood behind”) production of the physical product. But as used in the Lanham Act, the phrase 

“origin of goods” is in our view incapable of connoting the person or entity that originated the ideas or 

communications that “goods” embody or contain. Such an extension would not only stretch the text, but it 

would be out of accord with the history and purpose of the Lanham Act and inconsistent with precedent. 
 
Section 43(a) of the Lanham Act prohibits actions like trademark infringement that deceive consumers 
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and impair a producer's goodwill. It forbids, for example, the Coca-Cola Company's passing off its 

product as Pepsi-Cola or reverse passing off Pepsi-Cola as its product. But the brand-loyal consumer who 

prefers the drink that the Coca-Cola Company or PepsiCo sells, while he believes that that company 

produced (or at least stands behind the production of) that product, surely does not necessarily believe 

that that company was the “origin” of the drink in the sense that it was the very first to devise the formula. 

The consumer who buys a branded product does not automatically assume that the brand-name company 

is the same entity that came up with the idea for the product, or designed the product-and typically does 

not care whether it is. The words of the Lanham Act should not be stretched to cover matters that are 

typically of no consequence to purchasers. 
 
It could be argued, perhaps, that the reality of purchaser concern is different for what might be called a 

communicative product-one that is valued not primarily for its physical qualities, such as a hammer, but 

for the intellectual content that it conveys, such as a book or, as here, a video. The purchaser of a novel is 

interested not merely, if at all, in the identity of the producer of the physical tome (the publisher), but also, 

and indeed primarily, in the identity of the creator of the story it conveys (the author). And the author, of 

course, has at least as much interest in avoiding passing off (or reverse passing off) of his creation as does 

the publisher. For such a communicative product (the argument goes) “origin of goods” in § 43(a) must be 

deemed to include not merely the producer of the physical item (the publishing house Farrar, Straus and 

Giroux, or the video producer Dastar) but also the creator of the content that the physical item conveys 

(the author Tom Wolfe, or-assertedly-respondents). 
 
The problem with this argument according special treatment to communicative products is that it causes 

the Lanham Act to conflict with the law of copyright, which addresses that subject specifically. The right 

to copy, and to copy without attribution, once a copyright has expired, like “the right to make [an article 

whose patent has expired]-including the right to make it in precisely the shape it carried when patented-
passes to the public.” Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225, 230, 84 S.Ct. 784, 11 L.Ed.2d 

661 (1964); see also Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 121-122, 59 S.Ct. 109, 83 L.Ed. 

73 (1938). “In general, unless an intellectual property right such as a patent or copyright protects an item, 

it will be subject to copying.” TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23, 29, 121 

S.Ct. 1255, 149 L.Ed.2d 164 (2001). The rights of a patentee or copyright holder are part of a “carefully 

crafted bargain,” Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141, 150-151, 109 S.Ct. 971, 

103 L.Ed.2d 118 (1989), under which, once the patent or copyright monopoly has expired, the public may 

use the invention or work at will and without attribution. Thus, in construing the Lanham Act, we have 

been “careful to caution against misuse or over-extension” of trademark and related protections into areas 

traditionally occupied by patent or copyright. TrafFix, 532 U.S., at 29, 121 S.Ct. 1255. “The Lanham 

Act,” we have said, “does not exist to reward manufacturers for their innovation in creating a particular 

device; that is the purpose of the patent law and its period of exclusivity.” Id., at 34, 121 S.Ct. 1255. 

Federal trademark law “has no necessary relation to invention or discovery,” In re Trade-Mark Cases, 100 

U.S. 82, 94, 25 L.Ed. 550 (1879), but rather, by preventing competitors from copying “a source-
identifying mark,” “reduce[s] the customer's costs of shopping and making purchasing decisions,” and 

“helps assure a producer that it (and not an imitating competitor) will reap the financial, reputation-related 

rewards associated with a desirable product,” Qualitex Co. v. Jacobson Products Co., 514 U.S. 159, 163-
164, 115 S.Ct. 1300, 131 L.Ed.2d 248 (1995) (internal quotation marks and citation omitted). Assuming 

for the sake of argument that Dastar's representation of itself as the “Producer” of its videos amounted to a 

representation that it originated the creative work conveyed by the videos, allowing a cause of action 

under § 43(a) for that representation would create a species of mutant copyright law that limits the 

public's “federal right to ‘copy and to use’ ” expired copyrights, Bonito Boats, supra, at 165, 109 S.Ct. 

971. 
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When Congress has wished to create such an addition to the law of copyright, it has done so with much 

more specificity than the Lanham Act's ambiguous use of “origin.” The Visual Artists Rights Act of 1990, 

§ 603(a), 104 Stat. 5128, provides that the author of an artistic work “shall have the right ... to claim 

authorship of that work.” 17 U.S.C. § 106A(a)(1)(A). That express right of attribution is carefully limited 

and focused: It attaches only to specified “work[s] of visual art,” § 101, is personal to the artist, §§ 

106A(b) and (e), and endures only for “the life of the author,” § 106A(d)(1). Recognizing in § 43(a) a 

cause of action for misrepresentation of authorship of noncopyrighted works (visual or otherwise) would 

render these limitations superfluous. A statutory interpretation that renders another statute superfluous is 

of course to be avoided. E.g., Mackey v. Lanier Collection Agency & Service, Inc., 486 U.S. 825, 837, and 

n. 11, 108 S.Ct. 2182, 100 L.Ed.2d 836 (1988). 
 
Reading “origin” in § 43(a) to require attribution of uncopyrighted materials would pose serious practical 

problems. Without a copyrighted work as the basepoint, the word “origin” has no discernable limits. A 

video of the MGM film Carmen Jones, after its copyright has expired, would presumably require 

attribution not just to MGM, but to Oscar Hammerstein II (who wrote the musical on which the film was 

based), to Georges Bizet (who wrote the opera on which the musical was based), and to Prosper Merimee 

(who wrote the novel on which the opera was based). In many cases, figuring out who is in the line of 

“origin” would be no simple task. Indeed, in the present case it is far from clear that respondents have that 

status. Neither SFM nor New Line had anything to do with the production of the Crusade television 

series-they merely were licensed to distribute the video version. While Fox might have a claim to being in 

the line of origin, its involvement with the creation of the television series was limited at best. Time, Inc., 

was the principal, if not the exclusive, creator, albeit under arrangement with Fox. And of course it was 

neither Fox nor Time, Inc., that shot the film used in the Crusade television series. Rather, that footage 

came from the United States Army, Navy, and Coast Guard, the British Ministry of Information and War 

Office, the National Film Board of Canada, and unidentified “Newsreel Pool Cameramen.” If anyone has 

a claim to being the original creator of the material used in both the Crusade television series and the 

Campaigns videotapes, it would be those groups, rather than Fox. We do not think the Lanham Act 

requires this search for the source of the Nile and all its tributaries. 
 
Another practical difficulty of adopting a special definition of “origin” for communicative products is that 

it places the manufacturers of those products in a difficult position. On the one hand, they would face 

Lanham Act liability for failing to credit the creator of a work on which their lawful copies are based; and 

on the other hand they could face Lanham Act liability for crediting the creator if that should be regarded 

as implying the creator's “sponsorship or approval” of the copy, 15 U.S.C. § 1125(a)(1)(A). In this case, 

for example, if Dastar had simply “copied [the television series] as Crusade in Europe and sold it as 

Crusade in Europe,” without changing the title or packaging (including the original credits to Fox), it is 

hard to have confidence in respondents' assurance that they “would not be here on a Lanham Act cause of 

action,” Tr. of Oral Arg. 35. 
 
Finally, reading § 43(a) of the Lanham Act as creating a cause of action for, in effect, plagiarism-the use 

of otherwise unprotected works and inventions without attribution-would be hard to reconcile with our 

previous decisions. For example, in Wal-Mart Stores, Inc. v. Samara Brothers, Inc., 529 U.S. 205, 120 

S.Ct. 1339, 146 L.Ed.2d 182 (2000), we considered whether product-design trade dress can ever be 

inherently distinctive. Wal-Mart produced “knockoffs” of children's clothes designed and manufactured 

by Samara Brothers, containing only “minor modifications” of the original designs. Id., at 208, 120 S.Ct. 

1339. We concluded that the designs could not be protected under § 43(a) without a showing that they had 

acquired “secondary meaning,” id., at 214, 120 S.Ct. 1339, so that they “ ‘identify the source of the 

product rather than the product itself,’ ” id., at 211, 120 S.Ct. 1339 (quoting Inwood Laboratories, Inc. v. 

Ives Laboratories, Inc., 456 U.S. 844, 851, n. 11, 102 S.Ct. 2182, 72 L.Ed.2d 606 (1982)). This carefully 
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considered limitation would be entirely pointless if the “original” producer could turn around and pursue 

a reverse-passing-off claim under exactly the same provision of the Lanham Act. Samara would merely 

have had to argue that it was the “origin” of the designs that Wal-Mart was selling as its own line. It was 

not, because “origin of goods” in the Lanham Act referred to the producer of the clothes, and not the 

producer of the (potentially) copyrightable or patentable designs that the clothes embodied. 
 
Similarly under respondents' theory, the “origin of goods” provision of § 43(a) would have supported the 

suit that we rejected in Bonito Boats, 489 U.S. 141, 109 S.Ct. 971, where the defendants had used molds 

to duplicate the plaintiff's unpatented boat hulls (apparently without crediting the plaintiff). And it would 

have supported the suit we rejected in TrafFix, 532 U.S. 23, 121 S.Ct. 1255: The plaintiff, whose patents 

on flexible road signs had expired, and who could not prevail on a trade-dress claim under § 43(a) 

because the features of the signs were functional, would have had a reverse-passing-off claim for 

unattributed copying of his design. 
 
In sum, reading the phrase “origin of goods” in the Lanham Act in accordance with the Act's common-law 

foundations (which were not designed to protect originality or creativity), and in light of the copyright 

and patent laws (which were), we conclude that the phrase refers to the producer of the tangible goods 

that are offered for sale, and not to the author of any idea, concept, or communication embodied in those 

goods. Cf. 17 U.S.C. § 202 (distinguishing between a copyrighted work and “any material object in which 

the work is embodied”). To hold otherwise would be akin to finding that § 43(a) created a species of 

perpetual patent and copyright, which Congress may not do. See Eldred v. Ashcroft, 537 U.S. 186, 208, 

123 S.Ct. 769, 154 L.Ed.2d 683 (2003). 
 
The creative talent of the sort that lay behind the Campaigns videos is not left without protection. The 

original film footage used in the Crusade television series could have been copyrighted, see 17 U.S.C. § 

102(a)(6), as was copyrighted (as a compilation) the Crusade television series, even though it included 

material from the public domain, see § 103(a). Had Fox renewed the copyright in the Crusade television 

series, it would have had an easy claim of copyright infringement. And respondents' contention that 

Campaigns infringes Doubleday's copyright in General Eisenhower's book is still a live question on 

remand. If, moreover, the producer of a video that substantially copied the Crusade series were, in 

advertising or promotion, to give purchasers the impression that the video was quite different from that 

series, then one or more of the respondents might have a cause of action-not for reverse passing off under 

the “confusion ... as to the origin” provision of § 43(a)(1)(A), but for misrepresentation under the 

“misrepresents the nature, characteristics [or] qualities” provision of § 43(a)(1)(B). For merely saying it is 

the producer of the video, however, no Lanham Act liability attaches to Dastar. 
 

* * * 
 

Because we conclude that Dastar was the “origin” of the products it sold as its own, respondents cannot 

prevail on their Lanham Act claim. We thus have no occasion to consider whether the Lanham Act 

permitted an award of double petitioner's profits. The judgment of the Court of Appeals for the Ninth 

Circuit is reversed, and the case is remanded for further proceedings consistent with this opinion. 
 
It is so ordered. 
 
Justice BREYER took no part in the consideration or decision of this case. 
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Notes and Questions 
 
1. What was the court’s conclusion concerning the meaning of “origin” in the Langham Act? 
2. Note that the focus of trademark law is confusion in the minds of consumers.  The Court notes that 

limitation:   “The words of the Lanham Act should not be stretched to cover matters that are typically 

of no consequence to purchasers.” 
 

 
 

 
APPLE CORPS. LIMITED v. BUTTON MASTER, P.C.P., INC 

1998 WL 126935 (E.D. Pa.) 
 
YOHN, J. 
 
Plaintiffs Apple Corps Limited (“Apple”) and Subafilms Ltd. (“Subafilms”) bring this action against 

defendants Button Master, P.C.P., Inc., and Philip Ceccola (“Ceccola”). Plaintiffs contend that Ceccola, 

doing business as Button Master, misappropriated and infringed their property rights in the musical group, 

The Beatles, by manufacturing and selling pin-on buttons featuring the name and likeness of The Beatles 

and certain trademarks and copyrighted images belonging exclusively to plaintiffs. In their eleven-count 

complaint, plaintiffs seek recovery for trademark infringement, in violation of § 32(1) of the Lanham Act, 

15 U.S.C. § 1114(1) (Count I); unfair competition, in violation of § 43(a) of the Lanham Act, 15 U.S.C. § 

1125(a) (Count II); trademark dilution, in violation of § 43(c) of the Federal Trademark Dilution Act of 

1995, 15 U.S.C. § 1125(c) (Count III); copyright infringement, in violation of the Copyright Act, 17 

U.S.C. §§ 106 and 501 (Counts IV and V); tortious misappropriation of rights of publicity (Count VI); 

state trademark infringement and dilution, in violation of 54 PA. CONS.STAT. ANN. § 1124 (Count VII); 

common law unfair competition (Count VIII); unjust enrichment (Count IX); constructive trust (Count 

X); and seizure, impounding, and destruction of counterfeit and infringing products, pursuant to 15 

U.S.C. §§ 1116(d) and 1118, and 17 U.S.C. § 503 (Count XI). See Complaint, Counts I–XI. The court has 

federal question jurisdiction over plaintiffs' federal law claims pursuant to 28 U.S.C. § 1331, and 

supplemental jurisdiction over their state law claims pursuant to 28 U.S.C. § 1367. 
 
Plaintiffs have moved for summary judgment against Ceccola on Counts I, II, IV, V, and VI, as to liability 

only. See Motion of Plaintiffs Apple Corps Limited and Subafilms Ltd. for Summary Judgment; 

Memorandum of Law in Support of Plaintiff's Motion for Summary Judgment (“Plaintiff's Mem.”) at 1. 

Ceccola has not filed any response to this motion. For the reasons stated below, plaintiffs' motion will be 

granted in part and denied in part. Specifically, the court will grant Apple's motion for summary judgment 

on its claims for trademark infringement and unfair competition with respect to Apple's registered 

trademark in the name, “The Beatles” and its unregistered trademark in “The Beatles” logo with the 

elongated “b” and “t” letters. The court will also grant summary judgment in favor of Apple on its claim 

for misappropriation of its right of publicity, and will grant summary judgment in favor of Subafilms on 

its claim for copyright infringement. 
Background 

 
Apple is the successor in interest to The Beatles and is wholly owned by Paul McCartney, George 

Harrison, Richard Starkey (who is professionally known as “Ringo Starr”), and Yoko Ono Lennon, the 

widow of John Lennon. Apple has managed the business affairs of The Beatles since 1967. See Aspinall 

Decl. ¶ 2. By letter agreements dated March 5, 1980, McCartney, Harrison, Starr, and Lennon each 

assigned to Apple “the merchandising and other intangible rights in the name ‘The Beatles,’ and in the 

http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=PROFILER-WLD&DocName=0240870301&FindType=h
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000546&DocName=15USCAS1114&FindType=L&ReferencePositionType=T&ReferencePosition=SP_f1c50000821b0
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000546&DocName=15USCAS1125&FindType=L&ReferencePositionType=T&ReferencePosition=SP_8b3b0000958a4
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000546&DocName=15USCAS1125&FindType=L&ReferencePositionType=T&ReferencePosition=SP_8b3b0000958a4
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000546&DocName=15USCAS1125&FindType=L&ReferencePositionType=T&ReferencePosition=SP_4b24000003ba5
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000546&DocName=17USCAS106&FindType=L
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000546&DocName=17USCAS106&FindType=L
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000546&DocName=17USCAS501&FindType=L
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000262&DocName=PA54S1124&FindType=L
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000546&DocName=15USCAS1116&FindType=L&ReferencePositionType=T&ReferencePosition=SP_5ba1000067d06
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000546&DocName=15USCAS1116&FindType=L&ReferencePositionType=T&ReferencePosition=SP_5ba1000067d06
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000546&DocName=15USCAS1118&FindType=L
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000546&DocName=17USCAS503&FindType=L
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000546&DocName=28USCAS1331&FindType=L
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=1000546&DocName=28USCAS1367&FindType=L


Chapter Two        Trademark Infringement/Unfair Competition          2.02   Proof of 

Trademark 

 

 

263 

likenesses and performances of the [individual performers] as Beatles, to the extent not previously 

distributed to Apple Corps.” Exhibit 1 to Aspinall Decl. Apple registered “The Beatles” trademark with 

the Patent and Trademark Office and received a federal registration number on February 16, 1993, 

effective July 2, 1986. See Aspinall Decl. ¶ 4; Exhibit 3 to LiCalsi Aff. 
 
From October 1985 through October 1995, Apple exploited its proprietary rights in The Beatles through 

its exclusive licensee, Determined Productions, Inc. See Aspinall Decl. ¶ 7. Since November 1995, Apple 

has exploited its rights through Sony Signatures. See id. As Apple's exclusive licensing agent, Sony 

Signatures has the sole authority—subject to Apple's approval and express authorization—to license the 

use of The Beatles' name, likeness, trademarks, and copyrighted images in connection with the 

manufacture, distribution, and sale of merchandise. See id. Apple has authorized Sony Signatures to 

license the use of The Beatles' name, likeness, trademarks, and copyrighted images in connection with a 

wide variety of merchandise, including lapel pins and buttons. See id. ¶ 8. 
 
An affiliate of Apple, Subafilms owns the copyrights in thirty-nine animated television programs based on 

and featuring The Beatles. See id. ¶ 5. Subafilms also owns the copyright in The Beatles' full-length 

animated film, “Yellow Submarine.” See id. ¶ 6; Exhibits A, B, and C to Complaint; Exhibit 4 to LiCalsi 

Aff. 
 
Ceccola, doing business as Button Master, manufactures and sells laminated, pin-on buttons featuring the 

name and likeness of The Beatles as well as titles and phrases from The Beatles' record albums, compact 

discs, motion pictures, and songs. Ceccola alleges (and for purposes of this motion, it is accepted as true) 

that he entered into separate contractual agreements with John Lennon, Paul McCartney, George 

Harrison, and Ringo Starr in the 1970s. Specifically, he entered into the first of these agreements with 

John Lennon in November 1974 and the last of these agreements with Ringo Starr in November 1977. See 

Exhibit 9 to LiCalsi Aff. Each of these agreements provides that Ceccola may sell up to “1,000 of any 

given image” of the individual performer “in exchange for 5% of the gross sales.” Id. 42 Each agreement 

further provides that royalties are to paid directly to the named performer, to the performer's favorite 

charity, or “to Apple Corp. if it should still be in existence.” Id. In addition, each agreement provides that 

the named performer is guaranteed a minimum of $200 per year in royalties. See id. Ceccola has never 

paid any royalties or any percentage of the gross sales earned on the manufacture and sale of buttons 

using the name or likeness of McCartney, Harrison, Starr, or Lennon directly to the individual performers, 

their favorite charities, or to Apple. See Ceccola Dep. at 221, 331–340, 357–361, 392–396. 
 
Customers purchase Ceccola's merchandise at “rock and roll” expositions and fairs throughout the 

country. At these fairs, Ceccola distributes a promotional flyer that lists both a local Philadelphia number 

and a toll-free “800” number for nationwide “cash on delivery” purchases. See Ceccola Dep. at 49–91, 

106–118, 130–132, 149–164; Simmons Aff. ¶¶ 2–5; Exhibits A, B to Simmons Aff. During the early 

1980s, Ceccola sold his buttons in his store, Button Master, located in Wildwood, New Jersey. See 

Ceccola Dep. at 55–59. He also advertised his buttons in rock and roll magazines. See id. at 65–66, 354. 
 
At a marketing event and festival known as Beatlefest '96–New York Metro, held at the Meadowlands 

Hilton Hotel in New Jersey from March 15 through March 18, 1996 (“Beatlefest '96”), Ceccola 

maintained a booth where he displayed buttons that featured pictures of The Beatles, titles from The 

Beatles' record albums and compact discs, and images from the Cartoon Series and the film, Yellow 

                                                           
42 Ceccola's agreement with Paul McCartney uses slightly different language, providing that Ceccola may sell “up to 1,000 of any 

graven image.” Exhibit A. His agreement with Ringo Starr provides that he may sell “a maximum of 1,000 of any given piece.” 

Id. 
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Submarine. See Ceccola Dep. at 114–116; Simmons Aff. ¶ 2. Plaintiffs' private investigator attended 

Beatlefest '96, stopped by Ceccola's booth, and obtained a Button Master wholesale order form. See 

Simons Aff. ¶ 2; Exhibit A to Simmons Aff. 
 
Plaintiffs' counsel wrote to Ceccola by certified letter dated April 17, 1996, demanding that he stop 

manufacturing and selling buttons and any other merchandise featuring The Beatles' name and likeness. 

See LiCalsi Aff. ¶ 15; Exhibit 6 to LiCalsi Aff. The letter was returned unclaimed. See LiCalsi Aff. ¶ 15. 
 
Plaintiffs' private investigator subsequently placed a telephone order with Ceccola for 1000 buttons, 

including four each of over 200 different buttons using the name and likeness of The Beatles. See 

Simmons Aff. ¶ 4. After plaintiffs' investigator received these buttons, plaintiffs' attorney sent Ceccola 

another certified letter on June 28, 1996, demanding that he stop infringing plaintiffs' trademark, 

copyright, and publicity rights. Counsel sent this letter to three addresses uncovered by plaintiffs' 

investigator. However, Ceccola failed to respond to this letter. See LiCalsi Aff. ¶ 17; Exhibit 7 to LiCalsi 

Aff. Plaintiffs thereupon commenced this action. 
 
During the pendency of this lawsuit, Ceccola has continued to sell buttons featuring The Beatles' name, 

likeness, trademarks, and copyrighted images. Specifically, he sold these buttons at a recent Chicago 

Beatlefest, from August 16 to August 18, 1996. See LiCalsi Aff. ¶ 18; Ceccola Dep. at 107–118. 
 

*** 
 

Discussion 
 

I. Trademark Infringement and Unfair Competition 
 
Apple seeks summary judgment as to liability only on its claim for federal trademark infringement, 

pursuant to 15 U.S.C. § 1114(1), and its claim for federal unfair competition, pursuant to § 43(a) of the 

Lanham Act. Apple argues that Ceccola intentionally reproduced and used its registered and unregistered 

trademarks in violation of these statutes 
 
The law of trademark infringement “is but a part of the law of unfair competition and the same test is 

applied in determining each claim.” American Footwear Corp. v. General Footwear Co., 609 F.2d 655, 

664 (2d Cir.1979), cert. denied, 445 U.S. 951, 100 S.Ct. 1601, 63 L.Ed.2d 787 (1980) (quotation 

omitted); see also Fisions Horticulture, Inc. v. Vigoro Industries, Inc., 30 F.3d 466, 473 (3d Cir.1994); 

New West Corp. v. NYM Co. of California, Inc., 595 F.2d 1194, 1201 (9th Cir.1979) (“Whether we call the 

violation infringement, unfair competition or false designation of origin, the test is identical.”). 
 
A plaintiff establishes federal trademark infringement by proving that “(1) the marks are valid and legally 

protectable; (2) the marks are owned by the plaintiff; and (3) the defendant's use of the marks to identify 

goods or services is likely to create confusion concerning the origin of the goods or services.” Opticians 

Ass'n of Am. v. Indep. Opticians of Am., 920 F.2d 187, 192 (3d Cir.1990). 
 
The first prong of this test is satisfied if the mark at issue is federally registered and has become 

“incontestable” within the meaning of 15 U.S.C. §§ 1058 and 1065. Id. at 194. If the mark is not federally 

registered or has not achieved incontestability, validity is satisfied if the mark is inherently distinctive. See 

Ford Motor Co. v. Summit Motor Products, Inc., 930 F.2d 277, 291–92 (3d Cir.), cert. denied, 502 U.S. 

939, 112 S.Ct. 373, 116 L.Ed.2d 324 (1991) (citations omitted). 
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Distinctive marks include words, symbols, and pictures which are in “common linguistic use but which, 

when used with the goods or services in issue, ... [do not] describe any ingredient, quality or characteristic 

of those goods or services.” Ford Motor, 930 F.2d at 292 n. 18 (citation omitted).43  
 
If the mark is merely descriptive, however, the plaintiff must demonstrate that it has secondary meaning. 

The plaintiff can establish secondary meaning by showing that “in the minds of the public, the primary 

significance of [the mark] ... is to identify the source of the product rather than the product itself.” Id. at 

292 (quoting Freixenet, S.A. v. Admiral Wine & Liquor Co., 731 F.2d 148, 152 (3d Cir.1984)). 
 
The second prong of the test—ownership—is satisfied if a federally registered mark becomes 

incontestable within the meaning of 15 U.S.C. §§ 1058 and 1065. See Ford Motor, 930 F.2d at 291; 15 

U.S.C. § 1115(b) ( “To the extent that the right to use the registered mark has become incontestable under 

section 1065 of this title, the registration shall be conclusive evidence of ... the registrant's ownership of 

the mark....”). Federal registration, alone, is prima facie evidence of the registrant's ownership of the 

mark. See 15 U.S.C. § 1115(a). A plaintiff can establish ownership rights in an unregistered mark by 

showing that it was the first party to adopt and continuously to use the mark in commerce. See Ford 

Motor, 930 F.2d at 292 (citations omitted). 
 
The third prong of the test is likelihood of confusion, which exists “when the consumers viewing the 

mark would probably assume that the product ... it represents is associated with the source of a different 

product ... identified by a similar mark.” Scott Paper Co. v. Scott's Liquid Gold, Inc., 589 F.2d 1251, 1229 

(3d Cir.1978). “Proof of actual confusion is not necessary; likelihood is all that need be shown.” 

Opticians Ass'n, 920 F.2d at 195. The showing of proof that a plaintiff must make for this requirement 

depends on whether the goods or services offered by the trademark owner and the alleged infringer are in 

direct competition. 
 
The Court of Appeals for the Third Circuit has adopted a ten-factor test to determine likelihood of 

confusion when the plaintiff and defendant deal in non-competing products or services. The factors 

include: 
 
(1) the degree of similarity between the owner's mark and the alleged infringing mark; (2) the strength of 

the owner's mark; (3) the price of the goods and other factors indicative of the care and attention expected 

of consumers when making a purchase; (4) the length of time defendant has used the mark without 

evidence of actual confusion arising; (5) the intent of the defendant in adopting the mark; (6) the evidence 

of actual confusion; (7) whether the goods, though not competing, are marketed through the same 

channels of trade and advertised through the same media; (8) the extent to which the targets of the parties' 

sale efforts are the same; (9) the relationship of the goods in the minds of the public because of the 

similarity of function; (10) other factors suggesting that the consuming public might expect the prior 

owner to manufacture a product in the defendant's market. 
 

                                                           
43 Trademark law evaluates marks along a continuum of distinctiveness, from the nondistinctive to the inherently distinctive: 

Marks are (1) generic, (2) descriptive, (3) suggestive, or (4) arbitrary or fanciful. Generic marks are interchangeable with the 

products themselves. Descriptive marks merely describe the product. A suggestive mark suggests the product, but the suggestion 

requires “imagination, thought or perception.” An arbitrary or fanciful mark has no meaning related to the product; rather, it is a 

name or a made up word. Distinctive marks include those which are suggestive, arbitrary or fanciful. See Cave Springs, Inc. v. 

Zommers, Inc., 1997 WL 537405, at *3 (E.D.Pa. July 31, 1997) (citing Dranoff–Perlstine Ass'n v. Sklar, 967 F.2d 852, 855 (3d 

Cir.1992); Berner Int'l Corp. v. Mars Sales Co., 987 F.2d 975, 979 (3d Cir.1993)). The characterization of a mark is a factual 

issue for the jury. See id. 
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Although the court has not had occasion squarely to consider the issue of likelihood of confusion in a 

competing products case, it has explained, in dicta, that when the trademark owner and the alleged 

infringer “deal in competing goods or services, the court need rarely look beyond the marks 

[themselves].” Fisions, 30 F.3d at 472 (citations omitted). 
 
In such cases, the court should focus on the marks to determine whether they are “confusingly similar.” 

Id. (citing Country Floors, Inc. v. Gepner, 930 F.2d 1056, 1063 (3d Cir.1991)). Each of the marks must be 

compared in its entirety. See Country Floors, 930 F.2d at 1065.A.  
 
The Beatles' Name and Logo 
 
Apple argues that Ceccola has infringed both its registered trademark in the name “The Beatles,” see 

Plaintiffs' Mem. at 14, and its unregistered trademark in “The Beatles” logo with the “big ‘B’ and long ‘t’ 

” letters (“the unregistered mark”). See Plaintiffs' Mem. at 16. In order to satisfy the first prong of the test 

for trademark infringement with respect to its unregistered mark, Apple must show either that the mark is 

inherently distinctive or that it has acquired secondary meaning. See Ford Motor, 930 F.2d at 291–92. 

Apple must make the same showing for its registered mark because it has submitted no proof that the 

mark has become incontestable within the meaning of 15 U.S.C. § 1065. See 15 U.S.C. § 1065 (requiring 

the registrant to file an affidavit with the Commissioner between the fifth and sixth years of registration, 

stating that the mark has been registered, that it has been in continuous use for five consecutive years, and 

that there are no pending proceedings and have been no adverse decisions concerning the registrant's 

ownership or right to registration). 
 
There is no question that both Apple's registered mark and unregistered logo are distinctive. “The 

Beatles” is an arbitrary name—a word that is in “common linguistic usage but which, when used with the 

goods ... in issue, neither suggest[s] nor describe[ ]s any ingredient, quality or characteristics[ ] of those 

goods....” Ford Motor, 930 F.2d at 292 n. 18. Apple has thus satisfied the first prong of the test for 

trademark infringement with respect to its registered and unregistered marks in the name, “The Beatles.” 
 
In order to satisfy the second prong of the test, Apple must show that it owns the marks. Apple has 

satisfied this prong with respect to its registered mark because registration is prima facie evidence of a 

registrant's ownership of a mark, see 15 U.S.C. § 1115(a), and Ceccola has not submitted any evidence 

suggesting otherwise. Apple acquired ownership rights in the unregistered mark as part of its contractual 

agreement with The Beatles, the first party to adopt and continuously to use the mark in commerce. See 

Exhibit 1 to Aspinall Decl. 
 
The court also finds that there is no genuine issue of material fact as to the third prong of the test, 

likelihood of confusion. Because Apple and Ceccola deal in competing goods, the court will begin its 

analysis by focusing on the marks to determine whether they are “confusingly similar.” Fisions, 30 F.3d at 

472 (citation omitted). Specifically, the court will analyze them under the “sound, sight, and meaning 

trilogy.” See Bell Publishing Corp. v. Bantam Doubleday Dell Publishing Group, Inc., 1990 WL 55102, at 

*3 (E.D.Pa. April 26, 1990) (citing 2 J. MCCARTHY, TRADEMARKS AND UNFAIR COMPETITION, 

§ 23:4 (2d ed. 1984)). This test requires the court to compare: (1) the appearance of the marks; (2) the 

pronunciation of the marks; and (3) the suggestiveness, meaning, or impression created by the marks. See 

New York Style Bagel Chip Co. v. That's Entertainment, Inc., 1992 WL 46854, at *8 (E.D.Pa. March 9, 

1992). 
 
Application of this test leads to only one conclusion: Ceccola's mark is confusingly similar to Apple's 

unregistered and registered marks. To begin, there is no question that the marks sound the same. They 
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consist of the same exact two words: “The Beatles.” The marks look the same, too. In Apple's 

unregistered mark, the letters “b” and “t” are elongated. See Exhibit 5 to LiCalsi Aff. On almost all of 

Ceccola's buttons, the letters “b” and “t” are similarly elongated. See Exhibit D to Complaint. Admittedly, 

“The Beatles” logo looks slightly different on some of Ceccola's buttons. For example, on some buttons, 

the mark appears in block capital letters, see Buttons D–4, E–2, E–4, E–9; on others, the mark appears in 

script or in lowercase typeface, see Buttons D–5, E–1; and on still another, the mark is printed with an 

elongated “b” and “s,” see Button D–6, Exhibit D to Complaint. These differences, however, are minor. 

Consumers are likely to remember the words that they see printed on the buttons, rather than the exact 

shapes or typefaces of the letters in the words. 
 
There are also slight differences between the appearance of the letters in Apple's registered mark and the 

appearance of the letters in Ceccola's mark. Specifically, in Apple's registered mark, none of the letters is 

elongated, and all of the letters appear in regular typeface. See Exhibit 3 to LiCalsi Aff. In Ceccola's mark, 

by contrast, some of the letters are elongated and some appear in different typefaces. See Exhibits D, E to 

Complaint. However, as noted above, these differences in the size and shape of the letters are minor. For 

purposes of the “sight, sound, and meaning” test, the court concludes that the marks look the same. 
 
The marks satisfy the third part of the test, as well. Because Apple's and Ceccola's marks consist of the 

exact same name, the marks have the same meaning. There is thus no genuine factual issue as to whether 

the marks are substantially identical. Under the sight, sound, and meaning test, there is a likelihood of 

confusion. See Opticians Ass'n, 920 F.2d at 195 (“[L]ikelihood of confusion is inevitable, when, as in this 

case, the identical mark is used concurrently by unrelated entities”); Brockum Company v. Blaylock, 729 

F.Supp. 438, 445 (E.D.Pa.1990) (finding likelihood of confusion as to the source of “Rolling Stones” T-
shirts when defendants intended to sell T-shirts featuring “the very name of the Rolling Stones” adjacent 

to sales of authorized Rolling Stones merchandise featuring the same mark); cf. Bell Publishing Corp. v. 

Bantam Doubleday Dell Publishing Group, Inc., 1990 WL 55102 (E.D.Pa. April 26, 1990) (finding 

likelihood of confusion as to the source of competing puzzle magazines bearing the marks, “Dell” and 

“Bell”); Nugget Distributors Cooperative of America, Inc. v. Mr. Nugget, Inc., 776 F.Supp. 1012 

(E.D.Pa.1991) (finding likelihood of confusion as to the source of competing fish products bearing the 

marks, “Nugget” and “Mr. Nugget”). 
 
Applying the Scott Paper factors applicable to non-competing goods yields the same result. The first 

factor, the “degree of similarity between the owner's mark and the alleged infringing mark,” is equivalent 

to the sight, sound, and meaning test. See Bell Publishing, 1990 WL 55102, at *4. The second factor, 

strength of the owner's mark, favors granting summary judgment to Apple. Apple and its predecessor have 

used the registered and unregistered marks for over thirty years. In addition, as discussed above, the 

marks are arbitrary, which enhance their strength. The third factor, the price of the goods, weighs in 

Apple's favor, as well. Ceccola's buttons are relatively inexpensive ($.40 to $.45 each button, see Exhibit 

A to Simmons Aff.), suggesting that consumers do not take much care in selecting the product. There is 

no evidence as to the length of time the allegedly infringing mark has been used without evidence of 

actual confusion (the fourth factor), and there is no evidence of actual confusion (the sixth factor). There 

is also no evidence that Ceccola adopted “The Beatles” mark “with the intent of obtaining unfair 

commercial advantage from plaintiff's reputation.” Taj Mahal Enterprises, Ltd. v. Trump, 742 F.Supp. 892 

(D.N.J.1990). The seventh factor weighs in favor of Apple; the evidence shows that the goods are 

marketed through the same channels of trade and advertised through the same media. See Plaintiffs' Mem. 

at 19 (“Defendant marketed and sold the Unauthorized Beatles Buttons at Beatlefests, a marketplace for 

licensed Beatles' products.”). The court concludes that there is a likelihood of confusion under the Scott 

Paper test. 
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Because Apple has demonstrated that its registered and unregistered trademarks in the name “The 

Beatles” are valid and protectable; that it owns the marks; and that Ceccola's use of the marks to identify 

competing goods is likely to create confusion concerning the origin of these goods, the court grants 

summary judgment as to liability in favor of Apple on its claims for trademark infringement and unfair 

competition with respect to its registered and unregistered marks in the name, “The Beatles.” 
 

B. The Green Apple Logo 
 
Apple argues that Ceccola has infringed its unregistered trademark in the green apple logo. See Complaint 

14(a), 42–50. Apple contends that the first prong of the test for trademark infringement is easily satisfied: 

“the validity and protectability of the many unregistered marks wrongfully appropriated by defendant, 

including, inter alia,... Apple's green apple logo ... are indisputable.” Plaintiff's Mem. at 16. According to 

Apple, the green apple logo is “distinctive and immediately associated in the mind of the consuming 

public with only one source and sponsor—The Beatles.” Id. 
 
The court agrees that there is no genuine issue of material fact as to whether the green apple is a 

distinctive mark. This symbol does not “describe any ingredient, quality or characteristic” of Apple's 

Beatles merchandise. See Ford Motor, 930 F.2d at 292 n. 18 (citation omitted). It is neither descriptive nor 

necessarily associated with products such as The Beatles' buttons. See Midway Mfg. Co. v. Bandai–

America, Inc., 546 F.Supp. 125, 155 (D.N.J.1982), aff'd, 775 F.2d 70 (1985), cert. denied, 475 U.S. 1047, 

106 S.Ct. 1265, 89 L.Ed.2d 574 (1986). No reasonable jury could conclude otherwise. 
 
However, the court finds that there are genuine issues of material fact as to the second and third prongs of 

the test for trademark infringement. Apple has not submitted any evidence on the issue of ownership; it 

has not shown that it was the first party to adopt this trademark and continuously to use it in commerce. 

See Ford Motor, 930 F.2d at 292 (citations omitted). 
 
There is also a genuine issue of material fact as to likelihood of confusion. Some of Apple's buttons 

display an image of a very small apple immediately next to the words “Apple Corps Limited.” See Exhibit 

5 to LiCalsi Aff. It is not clear from Apple's exhibits that this apple is indeed of a green color. See id. 

Apple has submitted into evidence only one button, sold by Ceccola, featuring the image of an apple. This 

apple is red and is considerably larger than the one that appears on Apple's buttons. See Button D–4, 

Exhibit D to Complaint. There remains a genuine issue of material fact as to whether these marks are 

confusingly similar. 
 

C. Titles, Words, and Phrases from Record Albums, Compact Discs, Motion Pictures, and Songs  
 

Apple argues that Ceccola has infringed its unregistered trademarks in certain titles from its record 

albums, compact discs, motion pictures, and songs, see Complaint ¶¶ 14(b), (c), 42–50, as well as in 

certain words and phrases from its songs. See Complaint ¶¶ 14(c), 42–50. 
 
1. Titles from Record Albums, Compact Discs, Motion Pictures, and Songs 
Apple contends that the first prong of the test for trademark infringement is easily satisfied: “the validity 

and protectability of the many unregistered marks wrongfully appropriated by defendant, including, inter 

alia, ... the titles ‘Abby Road’ and ‘Sgt. Pepper's Lonely Hearts Club Band,’ are indisputable.” Plaintiff's 

Mem. at 16. According to Apple, these marks are all “distinctive and immediately associated in the mind 

of the consuming public with only one source and sponsor—The Beatles.” Id. 
 
Titles from The Beatles' record albums, compact discs, and songs can receive trademark protection only if 
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they have acquired secondary meaning. See 1 MCCARTHY, TRADEMARKS AND UNFAIR 

COMPETITION § 10.02(1) (3d ed. 1996) (“[C]ourts have given trademark protection to literary titles of 

one-shot, single works only upon a showing of secondary meaning, even though the title is not descriptive 

of the contents of the work.”). Although there are numerous cases analyzing secondary meaning, there is 

“no consensus on its elements.” See Ford Motor Co., 930 F.2d at 292 (quotation omitted). A non-
exclusive list of factors which may be considered includes the extent of sales and advertising leading to 

buyer association, length of use, exclusivity of use, the fact of copying, customer surveys, customer 

testimony, the use of the mark in trade journals, the size of the company, the number of sales, the number 

of customers, and actual confusion. See id. (citations omitted). 
 
The court finds that plaintiffs have not established that there is no genuine issue of material fact as to 

whether titles from The Beatles' record albums, compact discs, motion pictures, and songs—including 

“Abby Road,” “Help!,” “A Hard Days' Night,” “Let It Be,” “Magical Mystery Tour,” “Yellow 

Submarine,” and “Sgt. Pepper's Lonely Hearts Club Band”—have acquired secondary meaning entitling 

them to trademark protection. Apple has submitted only one piece of evidence relevant to this issue: 

Apple contends that, according to the Recording Industry Association of America, Volume 1 of The 

Beatles' three volume “Anthology” of recordings sold eight million copies in just a little over a year. See 

LiCalsi Aff. ¶ 4. This fact, standing alone, constitutes a “mere ... scintilla of evidence in support of 

[Apple's] position,” and is therefore insufficient. Anderson, 477 U.S. at 252. Without more evidence, there 

remains a genuine issue of material fact as to whether, “in the minds of the public, the primary 

significance of [the titles] ... is to identify the source of [the record albums, compact discs, motion 

pictures, and songs].” Ford Motor, 930 F.2d at 292 (quoting Freixenet, S.A. v. Admiral Wine & Liquor 

Co., 731 F.2d 148, 152 (3d Cir.1984)). The court therefore denies Apple's motion for summary judgment 

on this claim. 
2. Words and Phrases from Songs 

 
The court also finds that plaintiffs have not established that there is no genuine issue of material fact as to 

whether the words and phrases from The Beatles' songs have acquired secondary meaning. Words and 

phrases such as “All You Need Is Love,” “I Get By with a Little Help from My Friends,” and “Yesterday,” 

see Complaint ¶ 14(c), are neither arbitrary, fanciful, nor suggestive. Arbitrary, fanciful, and suggestive 

words “almost automatically tell a customer that they refer to a brand.” Qualitex Co. v. Jacobson Products 

Co., Inc., 514 U.S. 159, 162–63, 115 S.Ct. 1300, 131 L.Ed.2d 248 (1995). 
 
These words and phrases, by contrast, do not automatically identify the source of Apple's buttons. Apple 

thus must demonstrate that these words and phrases have acquired secondary meaning. 44  
 
Apple, however, has failed to make the requisite showing. Apple has, in fact, failed to identify the specific 

words and phrases in which it claims to have acquired trademark rights. Apple conclusively states that 

“the wide variety of ... words, used by defendant on the Unauthorized Beatles Buttons, [have] all ... 

acquired enduring association in the mind of the consuming public with only one source or sponsor—The 

Beatles.” Plaintiffs' Mem. at 18. More proof is needed because the court cannot find on the current record 

that there is no genuine issue of material fact as to whether Apple has satisfied the first prong of the test 

for trademark infringement with respect to the words and phrases from The Beatles' songs, it will deny 

                                                           
44 The court notes that there is another reason why Apple must show that these “words” and “phrases” have acquired secondary 

meaning: these “words” and “phrases” are also song titles. As such, they must acquire secondary meaning in order to receive 

trademark protection. See 1 MCCARTHY, TRADEMARKS AND UNFAIR COMPETITION § 10.02(1) (3d ed. 1996) (“[C]ourts 

have given trademark protection to literary titles of one-shot, single works only upon a showing of secondary meaning, even 

though the title is not descriptive of the contents of the work.”). 
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Apple's motion for summary judgment on this claim. 
 

* * * 
 

III. Tortious Misappropriation of Right of Publicity 
 

Apple has moved for summary judgment as to liability on its state law claim for tortious misappropriation 

of its right of publicity in the name and likeness of The Beatles. See Plaintiffs' Mem. at 24. 
 
Pennsylvania recognizes the common law right of publicity, which grants a person an “exclusive right to 

control the commercial value of his name and likeness and to prevent others from exploiting that value 

without permission.” Brockum Co., 729 F.Supp. at 445 (citation omitted); Eagles Eye, Inc. v. Ambler 

Fashion Shop, Inc., 627 F.Supp. 856, 862 (E.D.Pa.1985) ( “Pennsylvania has recognized the right of 

publicity ....”); Vogel v. W.T. Grant Co., 458 Pa. 124, 327 A.2d 133, 136 (Pa.1974) (adopting § 652 of the 

Restatement (Second) of Torts, Tentative Draft, and thereby recognizing that “appropriation of another's 

name or likeness for commercial purposes” is one of four causes of action for invasion of privacy). 

Musical groups as well as individual performers have protectable rights of publicity. See Philadelphia 

Orchestra Ass'n v. Walt Disney Co., 821 F.Supp. 341, 349 (E.D.Pa.1993); Bi–Rite Enterprises, Inc. v. 

Button Master, 555 F.Supp. 1188, 1199 (S.D.N.Y.1983). 
 
A defendant violates a plaintiff's right of publicity by “appropriating its valuable name or likeness, 

without authorization, [and using] it to defendant's commercial advantage.” Philadelphia Orchestra, 821 

F.Supp. at 349; see also Seale v. Gramercy Pictures, 964 F.Supp. 918, 929–30 (E.D.Pa.1997) (finding no 

Pennsylvania case law clearly setting forth the elements for a right of publicity claims and predicting that 

the Pennsylvania Supreme Court will clarify the law by adopting the Restatement (Third) of Unfair 

Competition). 
 
There is no genuine issue of material fact as to whether Apple owns the right of publicity in the name and 

likeness of The Beatles. By letter agreements, all four members of The Beatles assigned to Apple their 

rights in the name and trademark “The Beatles,” as well as their rights in their likeness “as Beatles.” 

Exhibit 1 to Aspinall Decl. Apple is therefore the exclusive owner of the right of publicity. There is also 

no question that Ceccola has appropriated The Beatles' valuable likeness and used it to his commercial 

advantage. See Ceccola Dep. at 82–83; Exhibits D–H to Complaint. 
 
Ceccola, however, argues in his defense that he is authorized to use the likeness of The Beatles because he 

entered into a contract with each of the four Beatles before they assigned their proprietary rights to Apple. 

See Answer ¶¶ 75–76; Defendant's New Matter Against Apple Corp., Ltd. and Subafilms, Ltd. ¶ 2; 

Ceccola Dep. at 296. Ceccola believes that the “spirit of [the contracts] does mean that [he] can ... use [the 

images] of [The Beatles] on buttons.” Ceccola Dep. at 218–19. 
 
The court notes that none of Ceccola's contracts grants him a right of publicity in the likeness of The 

Beatles as a group. Rather, each contract grants him a right of publicity in the likeness of an individual 

performer. Therefore, his argument is unavailing; he may not sell buttons featuring the likeness of The 

Beatles musical group. However, Ceccola may not even place on his buttons the likeness of any one 

performer (without the likenesses of the other performers). Under Pennsylvania contract law, “one who 

materially breaches a contract first cannot demand subsequent adherence to the terms of that contract by 

the other party.” Bohm v. Commercial Union Bank of Tennessee, 794 F.Supp. 158, 162 (W.D.Pa.1992); 

United States ex rel. E.C. Cernst, Inc. v. Curtis T. Bedwell & Sons, Inc., 506 F.Supp. 1324, 1327 

(E.D.Pa.1981). There is no factual dispute as to whether Ceccola has materially breached his agreement 
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with each of the former Beatles. He has readily admitted that he has never paid any royalties directly to 

Lennon, Harrison, McCartney, or Ringo, to their pet charities, or to Apple. See Ceccola Dep. at 221; 331–

32; 335–40; 358–60; 372–73; see id. at 333 (“I said the heck with it and just did not pay attention to any 

of the terms of the contract [with John Lennon] because I also thought, well, what the heck, they're never 

going to find out about it).” The court finds that no reasonable jury could conclude that Ceccola's 

contracts grant him valid rights of publicity in the likeness of The Beatles as a group, or in the likenesses 

of the individual performers. Summary judgment as to liability in favor of Apple on its claim for 

misappropriation of the right of publicity is therefore proper. 
 

*** 
IV (Omitted) 

 
 
 

 
ESTATE of Elvis PRESLEY,  v. Rob RUSSEN, d/b/a The Big El Show, Defendant. 

513 F. Supp. 1339 (D. N.J. 1981) 
 
 
BROTMAN, District Judge. 
 
During his lifetime, Elvis Presley established himself as one of the legends in the entertainment business. 

On August 16, 1977, Elvis Presley died, but his legend and worldwide popularity have survived. As 

Presley's popularity has subsisted and even grown, so has the capacity for generating financial rewards 

and legal disputes.Although the present case is another in this line, it presents questions not previously 

addressed. As a general proposition, this case is concerned with the rights and limitations of one who 

promotes and presents a theatrical production designed to imitate or simulate a stage performance of Elvis 

Presley. 
 
This action is currently before the court on a motion by plaintiff, the Estate of Elvis Presley, for a 

preliminary injunction pursuant to Rule 65 of the Federal Rules of Civil Procedure. It seeks a preliminary 

injunction restraining defendant, Rob Russen, d/b/a THE BIG EL SHOW (hereafter Russen), or anyone 

acting or purporting to act in his or its behalf or in collaboration with it from using the name and service 

mark THE BIG EL SHOW and design, the image or likeness or persona of Elvis Presley or any 

equivalent, the names Elvis, Elvis Presley, Elvis in Concert, The King, and TCB or any equivalent or 

similar names on any goods, in any promotional materials, in any advertising or in connection with the 

offering or rendering of any musical services. 
 
Plaintiff instituted suit on April 9, 1980 for federal law unfair competition (false designation of origin 

under § 43(a) of the Lanham Trademark Act, 15 U.S.C. § 1125(a)), common law unfair competition, 

common law trademark infringement, and infringement of the right of publicity. This court has 

jurisdiction by virtue of 15 U.S.C. § 1121, 28 U.S.C. § 1332, and 28 U.S.C. § 1338. Venue is properly laid 

in the District of New Jersey by 28 U.S.C. § 1391. Plaintiff seeks a permanent injunction, an impounding 

and delivery to plaintiff of promotional and advertising materials, letterheads, business cards and other 

materials, an accounting of defendant's profits, and an award of treble damages and reasonable attorneys' 

fees. Defendant answered the allegations contained in the complaint and also filed a counterclaim alleging 

that the plaintiff's actions were in violation of the anti-trust laws of the United States. 
 
On October 2, 1980, the court conducted a hearing on the preliminary injunction motion, which is being 
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submitted upon the proof taken at the hearing, pleadings, depositions, affidavits, exhibits, and written 

briefs. This opinion incorporates the court's findings of fact and conclusions of law as authorized by Rule 

52(a) of the Federal Rules of Civil Procedure. 
 
Every Finding of Fact that may be a Conclusion of Law is adopted as such; and every Conclusion of Law 

that may be a Finding of Fact is adopted as such. 
 

FINDINGS OF FACT 
Plaintiff 
1. Plaintiff is the Estate of Elvis Presley (hereafter the Estate) located in Memphis, Tennessee, created by 

the Will of Elvis Presley and is, under the laws of the State of Tennessee, a legal entity with the power to 

sue and be sued. (Tennessee Code Annotated § 35–618; Exhibit P 26). 
 
2. The Estate came into being upon the death of Elvis Presley on August 16, 1977. (Parker, Affidavit). 
 
3. During his career, Elvis Presley established himself as one of the premier musical talents and 

entertainers in the United States, Europe and other areas of the world. He was the major force behind the 

American Rock and Roll movement, and his influence and popularity has continued to this day. During 

Presley's legendary career, his talents were showcased in many ways. He performed in concert, setting 

attendance records and selling out houses in Las Vegas and other cities in which his tour appeared. He 

starred in numerous motion pictures including one entitled Viva Las Vegas, which is also the name of the 

movie's title song which Presley sang. He made records which sold over one million copies and appeared 

on television programs and in television specials made from his tour programs. (Jarvis Testimony, Tr. pp. 

42–63). 
* * * 

Defendant 
 
31. Defendant, Rob Russen d/b/a THE BIG EL SHOW (hereafter Russen) is the producer of THE BIG EL 

SHOW. 
 
32. THE BIG EL SHOW is a stage production patterned after an actual Elvis Presley stage show, albeit on 

a lesser scale, and featuring an individual who impersonates the late Elvis Presley by performing in the 

style of Presley. The performer wears the same style and design of clothing and jewelry as did Presley, 

hands out to the audience scarves as did Presley, sings songs made popular by Presley, wears his hair in 

the same style as Presley, and imitates the singing voice, distinctive poses, and body movements made 

famous by Presley. (Exhibit P 11, 12, 14, 15; Exhibit D to Defendant's Answer; Jarvis Testimony, Tr. pp. 

45–53; Russen Deposition, pp. 27–28, 54–55, 59). 
 
33. Russen charges customers to view performances of THE BIG EL SHOW or alternatively charges fees 

to those in whose rooms or auditoriums THE BIG EL SHOW is performed who in turn charge customers 

to view THE BIG EL SHOW. (Exhibit D to Defendant's Answer). 
 
34. THE BIG EL SHOW production runs for approximately ninety minutes. The show opens with the 

theme from the movie “2001—A Space Odyssey” which Elvis Presley also used to open his stage shows. 

(Exhibit D to Defendant's Answer; Jarvis Testimony, Tr. p. 62). The production centers on Larry Seth, 

“Big El,” doing his Elvis Presley impersonation and features musicians called the TCB Band. The TCB 

Band was also the name of Elvis Presley's band; however THE BIG EL SHOW TCB Band does not 

consist of musicians from Presley's band. (Jarvis Testimony, Tr. pp. 53–57; Exhibits P 11, 14, 15, 17A–C, 

23; Russen Deposition, pp. 53–54). 
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35. From the inception of THE BIG EL SHOW, the star was Larry Seth. Seth, who is under a long-term 

contract with THE BIG EL SHOW, recently “retired” from the show; but he may return. (Russen 

Affidavit; see Russen Deposition, p. 171). THE BIG EL SHOW has continued its performances by using 

replacements for Seth. (Russen Deposition, pp. 91–92). 
 
36. THE BIG EL SHOW was first presented in 1975 (Russen Affidavit; Russen Deposition, p. 22; Exhibit 

D to Defendant's Answer) and has been performed in the United States and Canada. For example, 

performances have been given in cities and towns in Connecticut, Maryland, New Jersey, Pennsylvania, 

and Nevada (one engagement at a Hotel–Casino in Las Vegas). (Russen Deposition, pp. 28–33, 37, 91; 

Exhibits P 14, 19, 17C; Exhibit D to Defendant's Answer). In addition, Larry Seth as the star of THE BIG 

EL SHOW has appeared on television talk shows in Philadelphia and Las Vegas, and on the David 

Suskind Show, a nationally syndicated program. (Exhibit P 17C; Russen Deposition, pp. 55–56, 167). 
 
37. Russen has advertised the production as THE BIG EL SHOW and displayed a photograph of the star, 

Larry Seth, or an artist's rendering of Seth dressed and posed as if in performance. The advertisements 

make such statements as “Reflections on a Legend ... A Tribute to Elvis Presley,” “Looks and Sounds 

LIKE THE KING,” “12 piece Las Vegas show band.” (Russen Deposition, p. 176; Exhibits P 14, 15). 
 
38. Although the various pictures and artist's rendering associated with THE BIG EL SHOW are 

photographs of Larry Seth, or based on such photographs (Russen Affidavit; Exhibit P 28), a reasonable 

viewer upon seeing the pictures alone would likely believe the individual portrayed to be Elvis Presley. 

Even with a side-to-side comparison of photographs of Larry Seth as Big El and of certain photographs of 

Elvis Presley, it is difficult, although not impossible, to discern any difference. 
39. On October 18, 1978, Russen applied to the United States Patent and Trademark Office to register the 

name THE BIG EL SHOW and the design feature, of that name, i.e., an artist's rendition of Larry Seth as 

Big El, as a service mark. (Exhibit P 28). Plaintiff did prepare and timely file its Notice of Opposition in 

the United States Patent and Trademark Office to contest the defendant's right to register the mark. 

(Exhibit F to Plaintiff's Memorandum in Support of the Motion for Preliminary Injunction). The 

proceeding before the Trademark Trial and Appeal Board has been stayed by the Board pending the 

results in the suit before this court. 
 
40. Russen has produced or had produced for him records of THE BIG EL SHOW (including two albums 

and three 45 RPMs). (Russen Deposition, pp. 72–74; see Exhibits P 11, 13, 18). Only a limited number of 

these records were pressed, and they were made for sales and promotional purposes. (Russen Deposition, 

pp. 73–74). One record album, entitled “Viva Las Vegas” (Exhibit P 11), has on the cover of the jacket 

only the title and an artist's sketch which upon reasonable observation appears to be of Elvis Presley. It is 

only on the back of the jacket in a short blurb and in the credits that the name BIG EL SHOW appears. It 

is also indicated that the show stars Larry Seth as Big El and features the TCB Band. The other album 

(Exhibit P 13) is entitled BIG EL SHOW “In Concert” and also features an artist's drawing, ostensibly of 

Big El, but which looks like Elvis Presley, with microphone in hand, singing. Only one of the 45s has 

been presented to this court. THE BIG EL SHOW insignia (Exhibit P 28) appears on both sides. The 

artists are designated as Larry Seth and TCB Orchestra, on Side I, and Larry Seth and PCB [sic] Orchestra 

on Side II. 
 
41. In addition to selling records at performances of THE BIG EL SHOW, Russen sold Big El pendants 

and a button with the picture of Larry Seth as Big El. (Russen Deposition, pp. 77–78). 
 
42. Russen began to produce THE BIG EL SHOW and to use his certain identifying marks, such as THE 

BIG EL SHOW logo, after Presley had become famous as one of the premier performers in the world and 
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had used and established certain marks as strongly identifying his services and the merchandise licensed 

or sub-licensed by him. 
 
43. Russen has never had any authorization from, license or contractual relation with Elvis Presley or with 

the Estate of Elvis Presley in connection with the production of THE BIG EL SHOW. (Parker Affidavit; 

Hanks Affidavit; Hanks Testimony, Tr. pp. 79–80). 
 

* * * 
 

A. Likelihood of Success on the Merits 
 

1. Right of Publicity 
 
The plaintiff has asserted that the defendant's production, THE BIG EL SHOW, infringes on the right of 

publicity which plaintiff inherited from Elvis Presley. 
 
The right of publicity  is a concept which has evolved from the common law of privacy and its tort “of the 

appropriation, for the defendant's benefit or advantages, of the plaintiff's name or likeness.”  The term 

“right of publicity” has since come to signify the right of an individual, especially a public figure or a 

celebrity, to control the commercial value and exploitation of his name and picture or likeness and to 

prevent others from unfairly appropriating this value for their commercial benefit. The idea generally 

underlying an action for a right of privacy is that the individual has a right personal to him to be let alone 

and, thus, to prevent others from invading his privacy, injuring his feelings, or assaulting his peace of 

mind. In contrast, underlying the right of publicity concept is a desire to benefit from the commercial 

exploitation of one's name and likeness. 
 
In the present case, we are faced with the following issues: a. Does a right of publicity and the 

concomitant cause of action for its infringement exist at common law in New Jersey; if so, does this right 

descend to the estate at the death of the individual? b. Assuming the existence and inheritability of a right 

of publicity, does the presentation of THE BIG EL SHOW infringe upon the plaintiff's right of publicity? 
 

a. Right of Publicity in New Jersey 
 
Although the courts in New Jersey have not used the term “right of publicity,” they have recognized and 

supported an individual's right to prevent the unauthorized, commercial appropriation of his name or 

likeness. In the early and widely cited case of Edison v. Edison Polyform Mfg. Co., 73 N.J.Eq. 136, 67 A. 

392 (1907), Thomas Edison sought to enjoin a company which sold medicinal preparations from using the 

name Edison as part of its corporate title or in connection with its business and from using his name, 

picture, or endorsement on the label of defendant's product or as part of the defendant's advertising. In 

granting the requested relief, the court concluded that: 
 
If a man's name be his own property, as no less an authority than the United States Supreme Court says it 

is ... it is difficult to understand why the peculiar cast of one's features is not also one's property, and why 

its pecuniary value, if it has one, does not belong to its owner rather than to the person seeking to make an 

unauthorized use of it. 
 
Id. at 141. This idea that an individual has a property right in his name and likeness was reemphasized in 

Ettore v. Philco Television Broadcasting Corporation, 229 F.2d 481, 491–92 (3rd Cir.), cert. denied, 351 

U.S. 926, 76 S.Ct. 783, 100 L.Ed. 1456 (1956) (interpreting New Jersey law) and Canessa v. Kislak, 97 
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N.J.Super. 327, 235 A.2d 62 (Law Div.1967). Cf. Palmer v. Schonhorn, 96 N.J.Super. 72, 232 A.2d 458 

(Ch.1967). (The court did not characterize the right as property. However, the court held: 
that although the publication of biographical data of a well-known figure does not per se constitute 

an invasion of privacy, the use of that same data [as well as the name] for the purpose of 

capitalizing upon the name by using it in connection with a commercial project other than the 

dissemination of news or articles or biographies does. 
 
Id. at 79, 232 A.2d 458.) Judge Lynch in his thoughtful opinion in Canessa initially found that “in the 

concept of ‘right of privacy’ there is implicit the right of property, at least in the instance of an 

appropriation by defendant of another's likeness.” 97 N.J.Super. at 339, 235 A.2d 62. After a 

comprehensive examination of a number of cases occurring prior to Canessa, Judge Lynch decided that: 
Entirely apart, however, from the metaphysical niceties, the reality of a case such as we have here is, 

in the court's opinion, simply this: plaintiffs' names and likenesses belong to them. As such they are 

property. They are things of value. Defendant has made them so, for it has taken them for its own 

commercial benefit. 
 
New Jersey has always enjoined the use of plaintiff's likeness and name on the specific basis that it was a 

protected property right. It is as much a property right after its wrongful use by defendant as it might be 

before such use. 
We therefore hold that, insofar as plaintiffs' claim is based on the appropriation of their likeness and name 

for defendant's commercial benefit, it is an action for invasion of their “property” rights and not one for 

“injury to the person.” 
 
In following the approach taken by pre–1968 cases evaluating New Jersey law, we conclude that, today, a 

New Jersey court would allow a cause of action for infringement of a right of publicity. In addition, this 

right, having been characterized by New Jersey courts as a property right, rather than as a right personal 

to and attached to the individual, is capable of being disassociated from the individual and transferred by 

him for commercial purposes. We thus determine that during his life Elvis Presley owned a property right 

in his name and likeness which he could license or assign for his commercial benefit. 
 
In deciding whether this right of publicity survived Presley's death, we are persuaded by the approach of 

other courts which have found the right of publicity to be a property right. These courts have concluded 

that the right, having been exercised during the individual's life and thus having attained a concrete form, 

should descend at the death of the individual “like any other intangible property right.” Factors Etc., Inc. 

v. Creative Card Co., 444 F.Supp. 279, 284 (S.D.N.Y.1977). As Chief Justice Bird of the California 

Supreme Court has explained: 
... granting protection after death provides an increased incentive for the investment of resources in 

one's profession, which may augment the value of one's right of publicity. If the right is descendible, 

the individual is able to transfer the benefits of his labor to his immediate successors and is assured 

that control over the exercise of the right can be vested in a suitable beneficiary. “There is no reason 

why, upon a celebrity's death, advertisers should receive a windfall in the form of freedom to use with 

impunity the name or likeness of the deceased celebrity who may have worked his or her entire life to 

attain celebrity status. The financial benefits of that labor should go to the celebrity's heirs....” 

[citations omitted]. 
 
 Lugosi, 25 Cal.3d at 846, 160 Cal.Rptr. at 344, 603 P.2d at 446 (Bird, C.J., dissenting). Following the line 

of reasoning in the above cases, we hold that Elvis Presley's right of publicity survived his death and 
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became part of Presley's estate. 45  
 
Since we are not directly faced with the issue of whether there should be a durational limit on the right of 

publicity after it is inherited, we will not decide this question. However, the court suggests that a length of 

time should be set by the New Jersey State legislature. The Federal Copyright Act, 17 U.S.C. §§ 302, 305 

provides guidelines which may be informative in this situation. 
 

b. Theatrical Imitations and The Right of Publicity 
 
Having found that New Jersey supports a common law right of publicity, we turn our attention to a 

resolution of whether this right of publicity provides protection against the defendant's promotion and 

presentation of THE BIG EL SHOW. In deciding this issue, the circumstances and nature of defendant's 

activity, as well as the scope of the right of publicity, are to be considered. In a recent law journal article, 

the authors conducted an extensive and thorough analysis of the cases and theories bearing on media 

portrayals, i.e., the portrayal of a real person by a news or entertainment media production. Felcher & 

Rubin, Privacy, Publicity, and the Portrayal of Real People by the Media, [hereinafter “Portrayal”] 88 Yale 

L.J. 1577, 1596 (1979). 
 
They concluded that “[t]he primary social policy that determines the legal protection afforded to media 

portrayals  is based on the First Amendment guarantee of free speech and press.” Id. at 1596. Thus, the 

purpose of the portrayal in question must be examined to determine if it predominantly serves a social 

function valued by the protection of free speech. If the portrayal mainly serves the purpose of contributing 

information, which is not false or defamatory, to the public debate of political or social issues or of 

providing the free expression of creative talent which contributes to society's cultural enrichment, then the 

portrayal generally will be immune from liability. If, however, the portrayal functions primarily as a 

means of commercial exploitation, then such immunity will not be granted. See generally Portrayal, 

supra, at 1596–99. 
 
Taking the two sets of principles (First Amendment concerns and identifiable harm) into account, the 

authors have proposed a two-step process whereby: 
 
The first step is to determine whether the portrayal in question is exploitative [in that it does not serve a 

recognized social function of an informative or cultural nature]. If the portrayal is found to be 

exploitative, the next step is to determine whether the plaintiff has suffered any identifiable harm, of 

either an economic or dignitary nature. 
Id. at 1620. 
 
We have not incorporated the harm element into our determination of likelihood of success on the merits. 

However, we have discussed the need for identifiable harm in the section, infra, on irreparable injury and 

the right of publicity. 
 
The idea that the scope of the right of publicity should be measured or balanced against societal interests 

in free expression has been recognized and discussed in the case law and by other legal commentators.  In 

                                                           
45 As in Factors Etc., Inc. v. Pro Arts, Inc., 579 F.2d 215, 222 at n. 11 (2nd Cir.1978), we “need not, and therefore do not, decide 

whether the right would survive the death of the celebrity if not exploited during the celebrity's life” since Presley exercised the 

right to commercially exploit his name and likeness during his life. Presley's name and likeness were exploited through contracts 

and licenses in connection with Elvis Presley entertainment, including live musical performances, movies, records and television 

performances, and consumer products such as jewelry and t-shirts. 
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general, in determining whether a plaintiff's right of publicity can be invoked to prevent a defendant's 

activity, the courts have divided along the lines set out above. In cases finding the expression to be 

protected, the defendant's activity has consisted of the dissemination of such information as “thoughts, 

ideas, newsworthy events, ... matters of public interest,”  Rosemont Enterprises, Inc. v. Random House, 

Inc., 58 Misc.2d 1, 6, 294 N.Y.S.2d 122, 129 (Sup.Ct.1968), aff'd mem., 32 App.Div.2d 892, 301 N.Y.S.2d 

948 (1969) (biography of Howard Hughes) and fictionalizations.  The importance of protecting 

fictionalizations and related efforts as against rights of publicity was explained by Chief Justice Bird of 

the California Supreme Court: 
Contemporary events, symbols and people are regularly used in fictional works. Fiction writers may be 

able to more persuasively, more accurately express themselves by weaving into the tale persons or events 

familiar to their readers. The choice is theirs. No author should be forced into creating mythological 

worlds or characters wholly divorced from reality. The right of publicity derived from public prominence 

does not confer a shield to ward off caricature, parody and satire. Rather, prominence invites creative 

comment. 
 
On the other hand, most of those cases finding that the right of publicity, or its equivalence, prevails have 

involved the use of a famous name or likeness predominantly in connection with the sale of consumer 

merchandise  or “solely ‘for purposes of trade—e.g., merely to attract attention.’ [without being artistic, 

informational or newsworthy] Grant v. Esquire, Inc., 367 F.Supp. 876, 881 (S.D.N.Y.1973) [unauthorized 

use of photo of Cary Grant in fashion article].” Ali v. Playgirl, Inc., 447 F.Supp. 723, 727, 728–29 

(S.D.N.Y.1978) (unauthorized drawing of nude man, recognizable as Muhammed Ali, seated in corner of 

boxing ring). In these cases, it seems clear that the name or likeness of the public figure is being used 

predominantly for commercial exploitation, and thus is subject to the right of publicity. As the court in 

Palmer v. Schonhorn, supra, noted, “While one who is a public figure or is presently newsworthy may be 

the proper subject of news or informative presentation, the privilege does not extend to commercialization 

of his personality through a form of treatment distinct from the dissemination of news or information.” Id. 

96 N.J.Super. at 78, 232 A.2d 458 quoting Gautier v. Pro–Football, Inc., 304 N.Y. 354, 359 (1952) 

(emphasis added by Palmer court). 
 
In the present case, the defendant's expressive activity, THE BIG EL SHOW production, does not fall 

clearly on either side. Based on the current state of the record, the production can be described as a live 

theatrical presentation or concert designed to imitate a performance of the late Elvis Presley. The show 

stars an individual who closely resembles Presley and who imitates the appearance, dress, and 

characteristic performing style of Elvis Presley. The defendant has made no showing, nor attempted to 

show, that the production is intended to or acts as a parody, burlesque, satire, or criticism of Elvis Presley. 

As a matter of fact, the show is billed as “A TRIBUTE TO ELVIS PRESLEY.” 
 
In essence, we confront the question of whether the use of the likeness of a famous deceased entertainer 

in a performance mainly designed to imitate that famous entertainer's own past stage performances is to 

be considered primarily as a commercial appropriation by the imitator or show's producer of the famous 

entertainer's likeness or as a valuable contribution of information or culture. After careful consideration of 

the activity, we have decided that although THE BIG EL SHOW contains an informational and 

entertainment element, the show serves primarily to commercially exploit the likeness of Elvis Presley 

without contributing anything of substantial value to society. In making this decision, the court recognizes 

that certain factors distinguish this situation from the pure commercial use of a picture of Elvis Presley to 

advertise a product. In the first place, the defendant uses Presley's likeness in an entertainment form and, 

as a general proposition, “entertainment ... enjoys First Amendment protection.” Zacchini v. Scripps–

Howard Broadcasting Co., 433 U.S. 562, 578, 97 S.Ct. 2849, 2859, 53 L.Ed.2d 965 (1977). See, e.g., 

Southeastern Promotions, Ltd. v. Conrad, 420 U.S. 546, 557–58, 95 S.Ct. 1239, 1246, 43 L.Ed.2d 448 
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(1975) (the musical play “Hair”); Joseph Burstyn, Inc. v. Wilson, 343 U.S. 495, 501, 72 S.Ct. 777, 780, 96 

L.Ed. 1098 (1952) (the motion picture “The Miracle”); Goldstein v. Town of Nantucket, 477 F.Supp. 606, 

608 (D.Mass.1979) (public performance of Nantucket's traditional folk music). 
 
However, entertainment that is merely a copy or imitation, even if skillfully and accurately carried out, 

does not really have its own creative component and does not have a significant value as pure 

entertainment. As one authority has emphasized: 
 
The public interest in entertainment will support the sporadic, occasional and good-faith imitation of a 

famous person to achieve humor, to effect criticism or to season a particular episode, but it does not give a 

privilege to appropriate another's valuable attributes on a continuing basis as one's own without the 

consent of the other. 
 
Netterville, “Copyright and Tort Aspects of Parody, Mimicry and Humorous Commentary,” 35 

S.Cal.L.Rev. 225, 254 (1962). 
 
In the second place, the production does provide information in that it illustrates a performance of a 

legendary figure in the entertainment industry. Because of Presley's immense contribution to rock 'n roll, 

examples of him performing can be considered of public interest. However, in comparison to a 

biographical film or play of Elvis Presley or a production tracing the role of Elvis Presley in the 

development of rock 'n roll, the information about Presley which THE BIG EL SHOW provides is of 

limited value. 
 
This recognition that defendant's production has some value does not diminish our conclusion that the 

primary purpose of defendant's activity is to appropriate the commercial value of the likeness of Elvis 

Presley. Our decision receives support from two recent cases. In Price v. Worldvision Enterprises, Inc., 

455 F.Supp. 252 (S.D.N.Y.1978), aff'd without opinion, 603 F.2d 214 (2nd Cir.1979), the court found that 

the protection of the right of publicity could be invoked by the widows and beneficiaries, respectively, of 

Oliver Hardy and Stanley Laurel to enjoin the production or distribution of a television series entitled 

“Stan 'n Ollie,” wherein two actors would portray the comedians Laurel and Hardy. Although the facts 

bearing on the content of the program are not entirely clear, it appears that the show was to be based on 

old Laurel and Hardy routines which the comedy team performed during the careers and was not a 

biographical portrayal of the lives of the two men. In this regard, the court can be deemed to have decided 

that an inherited “right of publicity” can be invoked to protect against the unauthorized use of the name or 

likeness of a famous entertainer, who is deceased, in connection with an imitation, for commercial 

benefit, of a performance of that famous entertainer. 
 
In Zacchini v. Scripps–Howard Broadcasting Co., 433 U.S. 562, 97 S.Ct. 2849, 53 L.Ed.2d 965 (1977)  

the Supreme Court addressed a situation which implicated both a performer's right of publicity and the 

First Amendment. The Court held that the First Amendment did not prevent a state from deciding that a 

television news show's unauthorized broadcast of a film showing plaintiff's “entire act,” a fifteen second 

human cannonball performance, infringed plaintiff's right of publicity. 
 
In reaching its conclusion, the Court reasoned that “[t]he broadcast of [the] film of petitioner's entire act 

poses a substantial threat to the economic value of that performance,” id. at 576, 97 S.Ct. at 2857–2858; 

that: 
the broadcast of petitioner's entire performance, unlike the unauthorized use of another's name for 

purposes of trade or the incidental use of a name or picture by the press, goes to the heart of petitioner's 

ability to earn a living as an entertainer. Thus, in this case, Ohio has recognized what may be the strongest 
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case for a “right of publicity”—involving, not the appropriation of an entertainer's reputation to enhance 

the attractiveness of a commercial product, but the appropriation of the very activity by which the 

entertainer acquired his reputation in the first place. 
 
 Id. at 576, 97 S.Ct. at 2857–2858; and that the “protection [of the right of publicity] provides an 

economic incentive for the performer to produce a performance of interest to the public.” Id. 
 
In the present case, although the defendant has not shown a film of an Elvis Presley performance, he has 

engaged in a similar form of behavior by presenting a live performance starring an imitator of Elvis 

Presley. To some degree, the defendant has appropriated the “very activity [live stage show] by which 

[Presley initially] acquired his reputation ...” id. at 576, 97 S.Ct. at 2857–2858, and from which the value 

in his name and likeness developed. The death of Presley diminishes the impact of certain of the court's 

reasons, especially the one providing for an economic incentive to produce future performances. 

However, through receiving royalties, the heirs of Presley are the beneficiaries of the “right of the 

individual to reap the reward of his endeavors.” Id. at 573, 97 S.Ct. at 2856. Under the state's right of 

publicity, they are entitled to protect the commercial value of the name or likeness of Elvis Presley from 

activities such as defendant's which may diminish this value. 
 
We thus find that the plaintiff has demonstrated a likelihood of success on the merits of its right of 

publicity claim with respect to the defendant's live stage production. In addition, we find this likelihood of 

success as to the defendant's unauthorized use of Elvis Presley's likeness on the cover or label of any 

records or on any pendants which are sold or distributed by the defendant. 46  
 

2. Common Law Trademark or Service Mark Infringement 
 
Since the plaintiff does not assert any Federal or State of New Jersey trademark or service mark 

registrations, any trademark or service mark 47 infringement claims are governed by the common law, 

which provided the basis for and essentially parallels the protection provided by the Federal or State 

statutory schemes. 48  See Dallas Cowboys Cheerleaders v. Pussycat Cinema, 604 F.2d 200, 203 n. 3 (2nd 

Cir.1979); Scott Paper Co. v. Scott's Liquid Gold, Inc., 589 F.2d 1225, 1228 (3rd Cir.1978); House of 

Westmore v. Denney, 151 F.2d 261, 265 (3rd Cir.1945); Caesars World, Inc. v. Caesar's Palace, 490 

F.Supp. 818, 823 (D.N.J.1980); D.C. Comics, Inc. v. Powers, 465 F.Supp. 843, 846 (S.D.N.Y.1978), aff'd 

on reargument, 482 F.Supp. 494 (S.D.N.Y.1979). 
 

In order to prevail on a statutory or common law trademark or service mark infringement claim, the 

plaintiff must establish that the names or symbols are valid, legally protectible trademarks or service 

marks; that they are owned by the plaintiff; and that the defendant's subsequent use of the same or similar 

marks to identify goods or services is infringing, i.e., is likely to create confusion as to the origin of the 

goods or services. See, e.g., Scott Paper Co., supra; Perfectform Corp. v. Perfect Brassiere Co., Inc., 256 

                                                           
46 The court also notes that the unauthorized use of the name or likeness of Elvis Presley in connection with any advertising or 

promotional materials for THE BIG EL SHOW production or for records or pendants would likely constitute an infringement of 

plaintiff's rights of publicity. 
47  Service mark infringement is governed by the general applicable to trademark infringement.  Boston Professional Hockey 

Ass'n v. Dallas Cap & Emblem Mfg., Inc., 510 F.2d 1004 (5th Cir.), cert. denied, 423 U.S. 868, 96 S.Ct. 132, 46 L.Ed. 98 (1975); 

Fotomat Corp. v. Photo Drive–Thru, Inc., 425 F.Supp. 693, 703 (D.N.J.1977). 
48 “The ownership of a federal [or state] trademark registration simply supplements the rights accorded at common law which 

stem from the ownership of a trademark.” Time Mechanisms, Inc. v. Qonaar Corp., 422 F.Supp. 905, 911 (D.N.J.1976). “The 

Lanham Act provides for the registration and not the creation, of trademark rights; it assumes the pre-existence of a trademark. 

Trademark rights arise from use and not registration. [citation omitted].” Id. 
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F.2d 736 (3rd Cir.1958); Caesars World, Inc., supra; Fotomat Corp., supra; Time Mechanisms, Inc., 

supra. Actions for trademark [or service mark] infringement serve both to protect the “right of the public 

to be free of confusion and the synonymous right of a trademark [or service mark] owner to control his 

product's [or service's] reputation.” James Burrough, Ltd. v. Sign of Beefeater, Inc., 540 F.2d 266, 274 (7th 

Cir.1976), rev'd on retrial, 572 F.2d 574 (7th Cir.1978). 
 
Plaintiff asserts that Elvis Presley, during his lifetime, created and owned valid trademarks or, more 

specifically, service marks for musical entertainment services in the names of ELVIS, ELVIS PRESLEY, 

and THE KING, the phrase ELVIS (or ELVIS PRESLEY) IN CONCERT, the logo composed of the 

letters TCB and lightning bolt design, and the likeness of Elvis Presley, and that these marks were all 

legally protectible. 
 
After Presley's death the rights in these marks were acquired by the plaintiff, which is entrusted with the 

preservation and management of the property and rights of the decedent, Elvis Presley, for the benefit of 

Presley's heirs. The plaintiff points out that, in the fulfillment of its obligations, it has entered into a 

number of agreements licensing the use of the marks in various ways, including records, movies, 

merchandise and television performances of Presley, and that the licensees have continued to promote 

these trademarks and service marks. Thus, the plaintiff claims that since the service marks or trademarks 

are property rights and have continued to be used to identify the musical entertainment services of 

Presley, these marks have been inherited by and continue to exist in the plaintiff estate. Finally, the 

plaintiff argues that the defendant's uses of the name THE BIG EL SHOW, the logo composed of THE 

BIG EL SHOW name and the likeness ostensibly of Larry Seth as he appears in THE BIG EL SHOW, the 

term THE KING, the initials TCB with or without a lightning bolt, and all likenesses of Elvis Presley 

(whether or not they are really of Larry Seth as he appears or appeared in THE BIG EL SHOW) to 

identify his production, constitute infringements of plaintiff's marks. 
 
Each of plaintiff's points will be evaluated in seriatim in the context of the requirements for an 

infringement claim. 
a. Validity of Marks 

 
A service mark is defined as “a word, name, symbol, device or any combination thereof adopted and used 

in the sale or advertising of services to identify the service of the entity and distinguish them from the 

services of others.” Caesars World, Inc., 490 F.Supp. at 822; 15 U.S.C. § 1127; N.J.S.A. 56:3–13.1(B). 

See generally 3 Callmann, “common law rights are acquired in a service mark by adopting and using the 

mark in connection with services rendered. [citations omitted].” Caesars World, Inc., 490 F.Supp. at 822. 

Since the plaintiff is principally claiming, at the present time, that its marks identify Elvis Presley 

entertainment services,49 we will focus on the validity of the names and symbols as service marks.. 
 
However, it should be noted that these marks also might be trademarks 50 which identify goods, id., or 

particular products licensed by the marks' owner. See Dallas Cowboys Cheerleaders v. Pussycat Cinema, 

467 F.Supp. 366, 373 (S.D.N.Y.),affirmed, 604 F.2d 200 (2nd Cir.1979) 
 

                                                           
49 Entertainment is considered  a service in connecitn with the law of service marks.  (Citations omitted) These entertainment 

services continue to exist by virtue of recordings of Presley’s performances on film, videotape, audio tape, phonograph records, 

etc.  It should be pointed out that an Elvis Presley performance, itself, cannot be a service mark.  As it has been noted, “…a 

service mark must not be the service itself, but rather a designation of its source.” 
50 A trademark is defined as any work, name, symbol or device or any combination thereof adopted and used to identify the goods 

of one party to distinguish them from those mde or sold by others.  15 U.S.C. §1127; see, e.g., N.J.S.A. 56:3-13(A); Q-Tips, Inc. 

v. Johnson & Johnson, 206 F.2d 144 (3rd Cir.), dert. denied, 346 U.S. 867, 74 S.Ct. 106, 98 L.Ed. 377 (1953). 
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(1). Names 
 
The plaintiff claims that the names ELVIS, ELVIS IN CONCERT, ELVIS PRESLEY, and THE KING are 

valid and protectible service marks. Our review of the record indicates that the first three names have not 

been used only to identify a particular individual, Elvis Presley. Rather they have been used in 

advertising, such as for performances, concerts, and on records, to identify a service. 
 
They have appeared in close association with a clear reference (i.e., IN CONCERT OR SHOW) to 

entertainment services of Presley. Thus, they have attained service mark status. See Five Platters, Inc., 

supra (the name “The Platters” functions as a service mark to identify the services of a singing and 

entertainment group); In re Carson, supra (the name JOHNNY CARSON functions as a service mark to 

identify entertainment services rendered by John W. Carson). 
 
With respect to the name THE KING, the plaintiff has not established this name as a valid service mark. 

The record reveals that Elvis Presley's nickname was The King. However, plaintiff has not presented 

sufficient evidence as to how the name was used to identify services, see Hirsch v. S.C. Johnson & Son, 

Inc., 90 Wis.2d 379, 280 N.W.2d 129, 138–39 (1979), and thus to function as a service mark. Of course, 

the plaintiff is not precluded from establishing the term THE KING as a valid service mark by presenting 

appropriate evidence at trial. 
(2). Logo 

 
The plaintiff has presented sufficient evidence, for the purposes of a preliminary injunction, of connection 

with Presley entertainment services or business, to establish the logo composed of the initials TCB with 

or without the lightning bolt design as a service mark. 
For example, the logo was used on Presley's letterhead and on business cards, see, e.g., Re Reichold 

Chemicals, Inc., 167 U.S.P.Q. 376 (TMT & App.Bd.1970); Re Pierce, 164 U.S.P.Q. 369 (TMT & 

App.Bd.1970); 1 McCarthy, Trademarks and Unfair Competition, § 16:11, and it appeared on the tails of 

Presley's airplanes. See generally Boston Professional Hockey Ass'n, supra; Fotomat Corp., supra. 
 

(3). Likeness and Image 
 
The plaintiff asserts that the likeness and image of Elvis Presley serves as a service  mark; however, the 

available evidence does not support such a broad position. Rather, the record only supports a conclusion 

that a picture or illustration of Elvis Presley dressed in one of his characteristic jumpsuits and holding a 

microphone in a singing pose is likely to be found to function as a service mark. This particular image 

(hereinafter referred to as the “Elvis Pose”) has appeared in promotional and advertising material for 

concerts and on record albums. Thus, even though the “Elvis Pose” identifies the individual performer, we 

find it also has been used in the advertising and sale of Elvis Presley entertainment services to identify 

those services. See generally Dallas Cowboys Cheerleaders, Inc. v. Pussycat Cinema, 467 F.Supp. 366 

(S.D.N.Y.), affirmed, 604 F.2d 200 (2nd Cir.1979). The court recognizes that the “Elvis Pose” has 

appeared in somewhat different forms; for example, the color of the outfit or the direction of the face has 

been altered. We do not find such changes to be determinative. Rather, we find the following idea 

persuasive reasoning for treating the “Elvis Pose” as a service mark: 
 
“It is settled that a person may change the display of a mark at any time because whatever rights he may 

possess in the mark reside in the term itself rather than in any particular form or arrangement thereof.... 

The only requirement in these instances is that the mark be modified in such a fashion as to retain its 

trademark impact and symbolize a single and continuing commercial impression. That is, a change which 

does not alter its distinctive characteristics represents a continuity of trademark rights. Thus, where the 
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distinctive character of the mark is not changed, the mark is, in effect, the same and the rights obtained by 

virtue of the earlier use of the prior form inure to the later form. [citations omitted]” 
 
 Ilco Corporation v. Ideal Security Hardware Corporation, 527 F.2d 1221, 1224 (C.C.P.A.1976). 
 

b. Protectibility 
 
The requirements for a valid trademark or service mark to be considered protectible under the common 

law or the Lanham Act, depend on the characteristics of the marks themselves. Inherently distinctive 

trademarks or service marks, such as fanciful or arbitrary or non-descriptive, but suggestive, words and 

symbols, gain protected status upon their first adoption and use; while, non-inherently distinctive marks 

only achieve protection if the mark is shown to have secondary meaning. See McCarthy, supra, §§ 15:1, 

16:2; Scott Paper Co. v. Scott's Liquid Gold, Inc., 439 F.Supp. 1022, 1034 (D.Del.1977), rev'd, 589 F.2d 

1225 (3rd Cir.1978). A trademark or service mark attains secondary meaning if the consuming public has 

come to recognize the mark not only as an identification of the goods or services but as a symbol 

indicating that the goods or services emanate from a single source, even though the identity of that source 

may in fact be unknown. Id. 
 
Of the five names or symbols found to be valid service marks, the three containing the personal names 

(surname or first name) of Elvis Presley, will be considered as non-inherently distinctive terms. The 

evidence sufficiently shows that these marks have been used for a long period of time through various 

promotions and uses, such as in advertising and on records (as well as in connection with certain licensed 

products), and have acquired a secondary meaning associated with Elvis Presley entertainment services as 

distinct from other entertainment services. See Scott Paper Co., 589 F.2d at 1228; Wyatt Earp Enterprises, 

Inc. v. Sackman, Inc., 157 F.Supp. 621 (S.D.N.Y.1958) (name as televised by plaintiff in television show 

identified with merchandise upon which name licensed to appear). Cf. Five Platters, Inc., supra (the 

name, “The Platters” developed secondary meaning connected with singing and entertainment services by 

widespread circulation of records, public performances, and other promotional efforts). 
 
The mark composed of the TCB and lightning bolt logo can be characterized as inherently distinctive 

since it is unique and arbitrary. See Q–Tips, Inc., supra; Standard Brands, Inc. v. Smidler, 151 F.2d 34 

(2nd Cir.1945); Caesars World, Inc., 490 F.Supp. at 822–23. In the alternative, we also find that there is 

sufficient evidence of use of the mark in association with Elvis Presley entertainment services to show 

that the mark has acquired a secondary meaning of identifying the source of Presley entertainment 

services. Thus, the logo is protectible. 
 
Finally, we find that there is sufficient evidence in the record for us to conclude that the particular “Elvis 

Pose” service mark, although perhaps a descriptive mark in that it illustrates the service, has acquired 

secondary meaning through its use in advertising and promoting of the entertainment services of Elvis 

Presley (as well as in identifying licensed products). See generally Dallas Cowboys Cheerleaders, Inc. v. 

Pussycat Cinema, 604 F.2d 200 (2nd Cir.1979); Volkswagenwerk Akg. v. Rickard, 175 U.S.P.Q. 563 

(C.D.Tex.), affirmed, 492 F.2d 474 (5th Cir.1972). Volkswagenwerk Akg. v. Rose'Vear Enterprises, Inc., 

199 U.S.P.Q. 744 (TMT & App.Bd.1978), affirmed, 592 F.2d 1180 (C.C.P.A.1979). 
 

c. Ownership 
 
Trademarks and service marks are in the nature of property rights. See Hanover Milling Co. v. Metcalf, 

240 U.S. 403, 36 S.Ct. 357, 60 L.Ed. 713 (1915). They “can be alienated like any piece of property,” 

McCarthy, supra, § 2:6; however, “unlike patents and copyrights, [they] have no existence independent of 
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the article, service or business in connection with which the mark is used. Id. at § 2:7. See United Drug 

Co. v. Theodore Rectanus Co., 248 U.S. 90, 39 S.Ct. 48, 63 L.Ed. 141 (1918). We find that after Presley's 

death, the rights to use the service marks and trademarks identifying the entertainment services of Elvis 

Presley and the merchandise licensed by him passed to Presley's legal representative as a part of the assets 

of his estate. See generally Trademarks and Tradenames, 74 Am.Jur.2d 325 (1974); Dilworth v. Hake, 64 

S.W.2d 829, 830 (Tex.Civ.App.1933) (right to use trade name descended as part of estate to executrix.) 

See also Ward–Chandler Bldg. Co. v. Caldwell, 8 Cal.App.2d 375, 47 P.2d 758 (1935). Plaintiff through 

the trustee and executor of the estate, is entrusted with the preservation and management of the property 

and rights of the decedent for the benefit of the decedent's heirs. Restatement of Trusts 2d § 174 et seq. 

(1957). Thus, as long as these marks continue to be used to identify Elvis Presley entertainment services, 

which are still available in such forms as records, video tapes, movies, and television performances, the 

marks will continue to exist and will not be considered abandoned. See generally McCarthy, supra, § 

17:3; La Societe Anonyme des Parfumes Le Galion v. Jean Patou, Inc., 495 F.2d 1265, 1271 (2nd 

Cir.1974) (“The user who first appropriates the mark obtains an enforceable right to exclude others from 

using it as long as the initial appropriation and use are accompanied by an intention to continue exploiting 

the mark commercially.”) 
 
Although the record does not provide extensive evidence of the plaintiff's use of the five service marks (or 

trademarks), we conclude that the evidence is sufficient, for the preliminary injunction motion, to find 

that plaintiff still owns and properly uses the marks. For example, the plaintiff has licensed the use of the 

TCB logo to identify Presley's former back up band. The fact that the band previously performed with 

Presley is significant since there is a connection to Presley's entertainment services. The plaintiff also 

continues to receive royalties from licensing agreements wherein the licensees advertise and promote the 

service marks or trademarks to identify Elvis Presley records, movies, merchandise and television 

performances. In this regard, it should be re-emphasized that the “Elvis Pose” identified earlier is the only 

specific image of Elvis Presley for which there is sufficient evidence in the record to qualify as a service 

mark or trademark. 
d. Likelihood of Confusion 

 
The plaintiff claims that the defendant's uses in connection with THE BIG EL SHOW production of: the 

initials TCB with and without a lightning bolt, any artist's renderings or pictures, purportedly of Larry 

Seth as he appears in THE BIG EL SHOW, which resemble Elvis Presley, the name THE BIG EL SHOW, 

the logo composed of the name THE BIG EL SHOW and the artist's rendering, and the term THE KING, 

constitute infringements of plaintiff's service marks. Because we find that the term THE KING, unlike the 

other items, has not been used by the defendant as a mark to identify his entertainment service, we will 

not consider this term in the infringement claim. 
 
The test for infringement of common law service marks or trademarks, which is the same as for statutorily 

registered marks, see House of Westmore, 151 F.2d at 265, is whether the defendant has made a 

subsequent unauthorized use of marks, which are the same or similar to those marks used by the plaintiff, 

in the sale or advertising of his goods or services to identify those goods or services; and the defendant's 

use creates a likelihood of confusion or deception as to the source of those goods or services. See James 

Burrough Ltd. v. Sign of Beefeater, Inc., 540 F.2d 266, 275 (7th Cir.1976); Tefal, S.A. v. Products 

International Co., 186 U.S.P.Q. 545, 548 (D.N.J.1975), affirmed, 529 F.2d 495 (3rd Cir.1976); DeCosta v. 

Columbia Broadcasting System, Inc., 520 F.2d 499, 513–15 (1st Cir.), cert. denied, 423 U.S. 1073, 96 

S.Ct. 856, 47 L.Ed.2d 83 (1975); Perfectform Corporation, 256 F.2d at 741; Caesars World, Inc., 490 

F.Supp. at 823; Fotomat Corp., 425 F.Supp. at 703; Time Mechanisms, Inc., 422 F.Supp. at 914; Great 

Atlantic & Pacific Tea Co. v. A & P Trucking Corp., 29 N.J. 455, 149 A.2d 595 (1959); N.J.S.A. 56:3–

13.–11. See generally 3 Callmann, supra, § 80. The facts that Elvis Presley has died and that it is 
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undisputed that almost no one would expect to see Elvis Presley performing live in THE BIG EL SHOW 

does not preclude a finding of infringement. The likelihood of confusion test refers to source, and, thus, 

may be satisfied if the plaintiff proves that consumers viewing the defendant's marks are likely to believe 

that plaintiff sponsored THE BIG EL SHOW production or licensed defendant to use the marks in 

connection with the show or was in some other way associated or affiliated with the production. See 

Dallas Cowboys Cheerleaders, Inc. v. Pussycat Cinema, 604 F.2d 200, 205 (2nd Cir.1979); James 

Burrough Ltd. v. Sign of Beefeater, Inc., 540 F.2d at 274. 
 
The determination of likelihood of confusion necessitates our weighing various factors including, but not 

necessarily limited to, the strength of the plaintiff's mark, the degree of similarity between the marks, the 

intent of the defendant in adopting the allegedly infringing mark, the similarity of products or services 

involved, trade channels, manners of marketing and predominant purchasers, and the evidence of actual 

confusion. Q–Tips, Inc., 206 F.2d at 147–48; Caesars World, Inc., 490 F.Supp. at 823–24; Fotomat Corp., 

425 F.Supp. at 703; McNeil Laboratories, Inc. v. American Home Products Corporation, 416 F.Supp. 804, 

806 (D.N.J.1976). By applying these factors in light of our earlier findings of fact and discussions about 

plaintiff's marks, we have reached certain conclusions based on general comparisons applicable to all of 

the marks and on specific comparisons of each mark. 
 

(1). Strength of Plaintiff's Marks 
 
The strength or weakness of plaintiff's marks is an important consideration. In general, “strong marks are 

given ... protection over a wide range of related products [or services] and variations on appearance of the 

mark [, while] weak marks are given a narrow range of protection both as to products [or services] and as 

to visual variations.” 1 McCarthy, supra, § 11:24. See Family Circle, Inc. v. Family Circle Associates, 

Inc., 332 F.2d 534 (3rd Cir.1964). “The term ‘strength’ as applied to trademarks refers to the 

distinctiveness of the mark, or more precisely, its tendency to identify the goods sold under the mark as 

emanating from a particular, although possibly anonymous, source. [citations omitted].” McGregor–

Doniger, Inc. v. Drizzle, Inc., 599 F.2d 1126, 1131 (2nd Cir.1979). In view of our earlier discussion 

concerning the protectibility of plaintiff's marks, it is not necessary to conduct an extensive inquiry. For 

the purposes of this motion we find that plaintiff's service marks (ELVIS, ELVIS PRESLEY, ELVIS IN 

CONCERT, TCB with the lightning bolt and, to a lesser degree, without the lightning bolt, and the “Elvis 

Pose”) have acquired great distinctiveness, in the eyes of the public and strongly identify Elvis Presley 

entertainment services and the source, although not necessarily known by name, of those services. See 

generally 1 McCarthy, supra, §§ 3:1–3, 11:1–24. However, we do consider the TCB logo to be somewhat 

weaker than the others since it has received less public exposure. 
 

(2). Similarity of the Marks 
 
It is well-recognized that the greater the similarity between plaintiff's and defendant's marks, the greater 

the likelihood of confusion. See generally 2 McCarthy, supra, §§ 23:3–23:16; Exxon Corp. v. Texas Motor 

Exchange of Houston, 628 F.2d 500, 505 (5th Cir.1980). An evaluation of similarity generally entails a 

comparison with respect to similarity of appearance, pronunciation, and meaning. See Caesars World, 

Inc., 490 F.Supp. at 824; 2 McCarthy, supra, § 23:4; Restatement of Torts, § 729(a) (1938). In the present 

case, appearance is the most dominant element, and similarity of appearance is determined “on the basis 

of the total effect of the designation, rather than on a comparison of individual features.” Restatement of 

Torts § 729, comment b (1938). Using these general guidelines, we reach the following conclusions. 
 
The defendant's first mark can be considered the initials TCB. The defendant's logo of TCB with the 

lightning bolt, and, to a slightly lesser degree, without the lightning bolt, is essentially identical to 
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plaintiff's corresponding mark. 
 
The second of the defendant's marks can be characterized as any of the artist's renderings or pictures, 

which are purportedly of the performer Larry Seth as he appears in THE BIG EL SHOW, standing alone 

without being part of THE BIG EL SHOW logo. (See, e.g., Exhibit P. 11). We find that such pictures are 

highly similar to the image of Elvis Presley portrayed in the “Elvis Pose.” The use of an artist's rendering 

or sketch rather than a photograph does not diminish the resemblance. 
 
The third mark, the name THE BIG EL SHOW, which is the name of defendant's production, is not as 

similar to one of the plaintiff's marks as the first two are. The plaintiff's marks ELVIS and ELVIS IN 

CONCERT provide the closest bases for comparison. Using the factors of appearance and pronunciation, 

we find that there is some similarity between plaintiff's marks and defendant's mark but the extent of 

similarity is less than for the first two marks. The resemblance results because the EL in THE BIG EL 

SHOW is the first two letters of Elvis, and it sounds similar, and the defendant's EL appears in the same 

type of blocked, capital letters as does plaintiff's ELVIS. 
 
The fourth mark in question, and perhaps the most important, is the defendant's logo composed of the 

words THE BIG EL SHOW and the artist's rendering (Exhibit P. 28). Considering the total effect 

conveyed by this mark, we find there is a high degree of similarity with plaintiff's “Elvis Pose” and a 

slightly lower degree of similarity with the names ELVIS and ELVIS IN CONCERT. (See discussion, 

supra ). The connection in defendant's logo of the name THE BIG EL SHOW with the picture that looks 

like Elvis Presley results in the letters EL being more suggestive in meaning of the marks ELVIS and 

ELVIS PRESLEY. 
(3). Defendant's Intent 

 
Although the intent of the defendant in adopting a mark is only one of the factors, see Q–Tips, Inc., supra, 

if a plaintiff can demonstrate that a defendant adopted a mark with the intent of obtaining unfair 

commercial advantage from the reputation of the plaintiff, then “that fact alone ‘may be sufficient to 

justify the inference that there is confusing similarity.’ Restatement of Torts § 729, comment f (1938).” 

Amstar Corp. v. Domino's Pizza, Inc., 615 F.2d 252 (5th Cir.1980). See John Wright, Inc. v. Casper Corp., 

419 F.Supp. 292, 320 (E.D.Pa.1976). See also Perfectform Corporation, 256 F.2d at 741–42. 
 
Because of the nature of the defendant's service, the defendant's intent as specifically related to his marks 

is interwoven with his intent as to the origin and presentation of the production. We have no doubt that a 

reason for Russen's starting his show was to capitalize on the popularity of Elvis Presley. It is also quite 

apparent that the show, the service in question, was designed to simulate or imitate a performance by 

Elvis Presley. The available evidence bearing on the defendant's reasons for adopting his marks must be 

considered in light of the nature of the production. It is possible that producer Russen adopted his marks 

in order to tell the public something about the production and to promote the show. On the other hand, 

such marks could have been designed mainly to deceive the public and to trade on the good will 

associated with plaintiff's marks. 
 
Because the record contains a relative paucity of information bearing on defendant's intent, it is difficult 

to draw many strong conclusions. Based on our review, we make the following observations as to intent. 

Russen was well aware of Presley's TCB mark and adopted the same mark because of its connection to 

the Elvis Presley organization. See Caesars World, Inc., 490 F.Supp. at 825 (defendant's claim of innocent 

adoption negated by evidence of defendant's prior awareness of plaintiff's mark). He stated that he got the 

idea to use TCB as the name of his band because it is the name of Elvis Presley's fan clubs and serves as 

Presley's motto. We find that the use of TCB in connection with defendant's production was totally 
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unnecessary and was done only to benefit from the good will which attached to Presley and his 

performances and organization. 
 
As to the name THE BIG EL SHOW and the artist's rendering or picture of the performer Larry Seth as he 

appears in the show, we are unable to conclude that the defendant adopted these marks mainly to “bask in 

the reflected popularity” generated by plaintiff's marks. See Q–Tips, Inc., 206 F.2d at 147 (3rd Cir.), cert. 

denied, 346 U.S. 867, 74 S.Ct. 106, 98 L.Ed. 377 (1953). The defendant indicated that the name, THE 

BIG EL SHOW, was thought up by Larry Seth, the star of the production, and agreed to by the defendant 

Russen. The defendant also indicated that the artist's rendering or pictures were all of Larry Seth as the 

BIG EL. The plaintiff has not offered any other evidence, beyond the marks themselves, to prove 

improper motive. We conclude that there is insufficient evidence that the defendant adopted the name or 

used the pictures predominantly for the purpose of misleading or deceiving the public rather than for 

suggesting the nature of THE BIG EL SHOW production. 
 

(4). Similarity of Services 
 
As a rule, “[t]he greater the similarity between the products and services [provided by the defendant and 

plaintiff], the greater the likelihood of confusion.” Exxon Corp. v. Texas Motor Exchange of Houston, 628 

F.2d 500, 505 (5th Cir.1980). See generally Restatement of Torts § 731(e), comment d (1938). In the 

present case, the services of the plaintiff and of the defendant cannot be considered identical, but they are 

very similar. In general terms, each party's services can be described as musical entertainment provided 

by one singer or performer with instrumental or vocal background provided by others. There is some 

difference in the forms of presentation, since plaintiff's entertainment is provided mainly in the forms of 

records, film, video tape, and audio tape, while defendant's entertainment mainly appears as live, stage 

productions.The defendant, however, has also produced records, albeit in limited numbers, of THE BIG 

EL SHOW. In addition, both parties have engaged in forms of licensing or sub-licensing their marks to 

appear on such merchandise as photographs, pendants, and buttons. 
 
A more specific reason for finding strong similarity is that both parties' entertainment services involve 

Elvis Presley. The plaintiff provides actual performances of Presley, while the defendant provides an 

imitation of an Elvis Presley performance. The fact that the plaintiff does not provide live stage 

performances of Presley, admittedly an impossibility due to Presley's current state, makes identical 

services virtually impossible and does lessen the similarity somewhat. In any event, direct competition or 

identity of services or products is not required to prove likelihood of confusion. Great Atlantic & Pacific 

Tea Co., supra. 
 

(5). Similarity of Channels of Trade, Manners of Marketing, and Predominant Purchasers 
 
Similarities of channels of trade, manners of marketing, and predominant purchasers of plaintiff's and 

defendant's services, as well as licensed goods, increase the possibilities of confusion. See, e.g., Exxon 

Corp. v. Texas Motor Exchange of Houston, 628 F.2d at 505; DeCosta supra; Schmid Laboratories v. 

Youngs Drug Products, 482 F.Supp. 14, 19–20 (D.N.J.1979); Fotomat Corp., supra; Restatement of Torts 

§§ 729(c), 731(c), (d), comment d (1938). The evidence in the record bearing on these factors is sketchy. 

By drawing some reasonable inferences from the available information and speculating on certain points, 

we have concluded that there is some similarity between the trade channels and marketing campaigns and 

that there is more similarity between the purchasers of the two services. 
 
The enterprises of Presley, and more recently of plaintiff, have been national, including the New Jersey, 

Pennsylvania region, and international in scope and distribution. Since Presley's death, his performances 
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as embodied in records and tapes have continued to be sold in major retail outlets. In addition, plaintiff's 

licensees and sublicensees have conducted marketing campaigns in order to sell a variety of merchandise. 

Plaintiff has also indicated that a movie about Presley has been filmed and will be released; however, the 

evidence does not reveal how much of the actual Presley performances will be included in the movie or 

when and where the movie will be exhibited. Plaintiff has not provided any other evidence that it is 

currently presenting any entertainment services in theaters or nightclubs. Plaintiff, however, has 

introduced a license agreement allowing Presley's former band to use the TCB logo on a record and in 

association with personal appearances. 
 
The defendant's show has had a much smaller and more localized market. Although THE BIG EL SHOW 

has appeared in different American towns and cities, including Las Vegas, it basically has been localized 

in the Northeast generally and the New Jersey–Pennsylvania region specifically. The performances 

usually have been presented in smaller nightclubs, although there was an engagement at a Las Vegas 

hotel, and the show has been advertised on a local basis. 
One particularly important aspect of the defendant's advertising is the emphasis placed on the disputed 

marks in the records, ads, and promotional materials themselves. The picture or artist's rendering, which 

we have already found to have an extremely close resemblance to plaintiff's mark, is highlighted along 

with the name THE BIG EL SHOW, except on one of the album covers which only has a sketch of the 

performer. The name and the written material, such as “A TRIBUTE TO ELVIS PRESLEY,” does suggest 

the production is a type of simulation or imitation intended to honor Presley, but does not reveal the name 

of the star or any information as to the producer or sponsor of the show. In essence, there is nothing to 

negate the reasonable impression that the artist's rendering or picture is of Elvis Presley. 
 
The marketing of limited quantities of THE BIG EL SHOW records and merchandise also appears to be 

on a highly localized and small scale basis. Most of the records were given away for promotional 

purposes. Those records which have been sold were distributed in a few stores in the New Jersey–

Pennsylvania region; while the merchandise was sold mainly at THE BIG EL SHOW performances. 

Interestingly, Elvis Presley merchandise was also sold at THE BIG EL SHOW performances, and the 

evidence shows this to be the only side-by-side sale outlet of plaintiff's and defendant's products. In 

addition, another similarity exists in that both parties utilized a TCB logo with a lightning bolt on their 

stationery. 
 
Based on the sketchy information in the record, we conclude that there is only some similarity between 

the marketing campaigns and the trade channels. See DeCosta, supra. 
 
The similarity between the predominant purchasers is greater than that between the marketing campaigns 

and trade channels. Because defendant's enterprise, THE BIG EL SHOW, is a stylized imitation of an 

Elvis Presley performance, it seems likely that it would appeal to many of the same members of the 

public who are interested in and patronize plaintiff's entertainment services. These purchasers could be 

called members of the Elvis Presley consuming public. Of course, there are also significant areas of 

difference between the “customers.” For example, since the defendant's production usually has been 

presented in nightclubs, the customers may attend mainly for the nightclub aspect and not the production; 

while plaintiff's services, because of their current forms of presentation, would appeal more to home 

entertainment consumers (but the release of the movie could extend the appeal of plaintiff's services to 

members of the public who patronize nightclubs and theaters.) 
 

(6). Actual Confusion 
 
Plaintiff has not presented any evidence of actual confusion by members of the consuming public. 
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Plaintiff has not shown, for example by survey evidence, that people seeing THE BIG EL SHOW or 

advertisements for it thought the production was associated with the plaintiff or with Elvis Presley 

entertainment services. Although a showing of actual confusion could be significant, such evidence is not 

necessary to a finding of likelihood of confusion, see, e.g., Amstar Corp., supra; Caesars World, Inc., 490 

F.Supp. at 825; Fotomat Corp., 425 F.Supp. at 703. See generally 2 McCarthy § 23:2, particularly where 

the party seeks only preliminary equitable relief. See, e.g., D.C. Comics, Inc., supra. 
 

(7). Likelihood of Confusion—Conclusion 
 
In determining the existence of a likelihood of confusion, we must look through “the eyes of ‘ordinary 

purchasers, buying with ordinary caution,’ McLean v. Fleming, 96 U.S. 245, 251, 24 L.Ed. 828 (1878), 

including people whose purchasers are motivated by appearance and general impressions, Dresser 

Industries, Inc. v. Heraeus Engelhard Vacuum, Inc., 395 F.2d 457, 462 (3rd Cir.1968), cert. denied, 393 

U.S. 934, 89 S.Ct. 293, 21 L.Ed.2d 270 (1968).” Fotomat Corp., 425 F.Supp. at 703. An analysis of 

likelihood of confusion can be a complex process because of the variety of factors to be considered and 

because of the subjective and conjectural nature inherent in the process. In formulating our final 

conclusions we have used the perspective of the “ordinary purchaser” as our guide in balancing the extent 

and strength of the similarities against those of the dissimilarities. Based both on our evaluations of 

defendant's marks in light of the multiple factors and on our general sense impressions we have reached 

the following conclusions. The defendant's uses of both the initials TCB with or without the lightning bolt 

and of any artist's rendering or picture which resembles the “Elvis Pose,” alone or as part of THE BIG EL 

SHOW logo, as service marks or trademarks to identify the defendant's production, records, or 

merchandise create a likelihood of confusion as to source or sponsorship. Although our analysis of the 

various factors provides ample support for our conclusion, we are especially persuaded by the strength of 

plaintiff's marks in the entertainment industry and the virtual equivalence of these two marks of the 

defendant with the corresponding marks of the plaintiff. 
 
In making our decision, it is not necessary to conclude that the public be led to believe that defendant's 

show is composed of actual Elvis Presley performances or is produced by the plaintiff. It is not even 

necessary that the public know who the plaintiff is. What is required and what we find is that the ordinary 

purchaser generally familiar with plaintiff's marks is likely to believe that defendant's show is somehow 

related to, associated with, or sponsored by the same people or entity that provides the actual Elvis 

Presley entertainment services identified by its own marks. It is not at all unreasonable for the public to 

believe that this entity, which is the plaintiff, the Estate of Elvis Presley, has decided to license or sponsor 

a form of entertainment closely related to its other entertainment services. The public, realizing that an 

actual Elvis Presley live stage show is now impossible, might assume that the plaintiff's only alternative 

in order to enter this specific area of the entertainment field was to produce or sponsor an imitation of a 

real Elvis Presley performance, perhaps by using members of the actual Presley performing troupe or 

production staff or by supplying costumes or other official Presley items. It is also highly possible that 

consumers seeing the defendant's TCB logo or the advertisements highlighting the likeness of Elvis 

Presley might believe that the show is a multimedia presentation and incorporates films or recordings of 

actual Elvis Presley performances. 
 
Our decisions with respect to the name THE BIG EL SHOW alone and in association with any pictures or 

artist's renderings resembling the “Elvis Pose” are closer. After careful consideration of the various 

factors, we have concluded that the use of the name THE BIG EL SHOW by itself does not create a 

likelihood of confusion, but its use as part of the logo or in connection with misleading pictures does 

create such confusion. 
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By attaching the artist's rendering to the name THE BIG EL SHOW to form the logo, the defendant has 

gone beyond allowable bounds. The likelihood of confusion associated with the artist's rendering is not 

sufficiently diminished by the use of the name with it. The picture, which certainly appears to be of Elvis 

Presley, provides the major triggering mechanism for the appeal to the public. The purchasing public 

seeing the picture and the name is likely to have a very similar reaction to the logo, believing the picture 

to be of Elvis, as it would if the picture were presented alone. The addition of the name may help to 

confirm that the production is an imitation of an actual Presley performance, but it really does not dispel 

any confusion as to plaintiff's association with or sponsorship of the production. 
 
Thus, based on the current state of the record, we have found a likelihood of confusion with respect to the 

defendant's marks of TCB with or without the lightning bolt, any artist's renderings or pictures which 

resemble the “Elvis Pose,” and the logo. The plaintiff has established the likelihood of its ultimate success 

on the merits of its infringement claims as to these marks. The plaintiff has not established the same 

likelihood as to the defendant's use of THE BIG EL SHOW, alone, as the name or mark for its production. 
 

3. Common Law Unfair Competition 
 
Plaintiff has alleged that the defendant's use of the names THE BIG EL SHOW, THE BIG EL SHOW IN 

CONCERT, THE KING, TCB (with or without the lightning bolt), the pictures resembling Elvis Presley 

and the presentation of the production imitating an Elvis Presley performance itself constitute common 

law unfair competition. Plaintiff claims that defendant's show, in combination with his advertising and 

promotion, should give rise to legal restraints because the defendant has “by unfair means usurped[ed] the 

goodwill and distinctive attributes of the business so constructed by [plaintiff].” House of Westmore, Inc. 

v. Denney, 151 F.2d 261, 265 (3rd Cir.1945). 
 
The claim of common law unfair competition, which is governed in this case by New Jersey law, covers a 

broader spectrum of behavior than trademark or service mark infringement. “In fact the common law of 

trademarks is but a part of the broader law of unfair competition.” Hanover Star Milling Co. v. Metcalf, 

240 U.S. 403, 413, 36 S.Ct. 357, 360, 60 L.Ed. 713 (1916). Unfair competition “may be distinguished 

from infringement in that it does not involve the violation of the exclusive right to use a word, mark or 

symbol, but rather involves any violation of a right arising from the operation of an established business.” 

House of Westmore v. Denney, 151 F.2d at 265. The focus in trademark litigation is on whether an alleged 

symbol or name functions to identify and distinguish one's goods or services and whether the usage by 

another of the same or similar mark is likely to confuse customers. Under unfair competition, the focus, 

generally, is on the buyer's likely confusion between two products or services based on an examination of 

everything that is likely to have an impact upon the purchaser. 1 McCarthy, Trademarks and Unfair 

Competition § 2:2 (1973). Many types of behavior are capable of constituting unfair competition. As one 

New Jersey court has noted: 
 
... equity broadly concerns itself with the suppression of injurious deception and fraud whatever the 

means by which they are wrongfully accomplished. It must be realized that injunctive relief is not 

confined to the protection of those having trademarks and trade-names. It reaches beyond to 

encompass all cases in which it is evident that fraud and deception are practiced by one in disparaging 

or capturing the trade of a competitor. The ingenuity of the unfair competitor thus eludes 

classification but not always the restraint of a court of equity. 
  
One common form of unfair competition is closely linked to an action for trademark infringement and 

involves the use of the same or similar name, or symbols of a competitor or non-competitor. As in 

trademark infringement. 
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[t]he test is the likelihood of confusion or deception among actual or prospective customers of the 

plaintiff. Where the necessary and probable tendency of the defendant's simulation or resemblance of 

plaintiff's trade name is to mislead the public into believing that the defendant's business is that of or 

connected with plaintiff's, then neither actual confusion nor actual fraudulent intent need be shown, for 

the court is then concerned with the consequences of defendant's act and not the motive for them. 

[Citations omitted]. 
 
In light of our earlier discussion, in the service mark infringement context, of the likelihood of confusion 

as to the names and symbols used by the defendant, it is unnecessary for an extended analysis here. It is 

generally acknowledged that the same facts supporting a suit for trademark or service mark infringement 

will support a suit for unfair competition. See, e.g., Amstar Corp. v. Domino's Pizza, Inc., 615 F.2d 252, 

265 (5th Cir.1980); New West Corp. v. NYM Company of California, Inc., 595 F.2d 1194, 1201 (9th 

Cir.1979); James Burrough Ltd. v. Sign of the Beefeater, Inc., 540 F.2d 266, 274 n. 16 (7th Cir.1976); Time 

Mechanisms, Inc. v. Qonaar Corp., 422 F.Supp. 905, 915 (D.N.J.1976); American Shops, Inc. v. American 

Fashion Shops of Journal Square, Inc., 13 N.J.Super. at 421, 80 A.2d 575. Thus, our earlier decisions 

regarding likelihood of confusion and probable success on the merits also hold for the unfair competition 

claims. Because there are fewer restrictions for a showing of unfair competition and more leeway in the 

exercise of our equitable powers, we conclude that our findings of likelihood of confusion are even 

stronger. As Judge Gerry has explained, “[i]t is possible to be guilty of unfair competition even when 

trademark infringement is not present, if use of a similar but noninfringing mark or device is combined 

with unfair practices in a manner which is likely to deceive purchasers regarding the origin of goods [or 

services] under all the circumstances. [citations omitted].” Fotomat Corp. v. Photo Drive–Thru, Inc., 425 

F.Supp. at 709. Therefore, even assuming the names ELVIS, ELVIS PRESLEY, and ELVIS IN 

CONCERT, the TCB logo, and the “Elvis Pose” have not functioned as service marks, the current uses by 

the defendant of THE BIG EL SHOW logo (words and Presley likeness), the pictures resembling Presley, 

and the initials TCB in his advertising and business and promotional materials are still likely to deceive 

the public as to the origin or sponsorship of the show itself. 
 
As to the defendant's uses of the name THE BIG EL SHOW, without any accompanying photographs or 

artist's renderings, and the term THE KING, we still do not find a likelihood of confusion or deception. 

The plaintiff has not made a sufficient showing of unfair practices or other circumstances to convince us 

that the defendant's proper use of these two items constitutes unfair competition. 
 
In addition to its claims against the defendant's use of certain names or symbols in its business, 

advertising, or promotional materials, the plaintiff argues that the defendant's production, itself, 

constitutes unfair competition. The plaintiff asserts that the packaging together of the image, dress, and 

style of Elvis Presley into an hour and one-half production designed to simulate an actual Elvis Presley 

production results in unfair competition since the audience viewing the performance is necessarily 

deceived into believing it is dealing with a service of the Estate of Elvis Presley. Plaintiff mainly relies on 

a type of unfair competition known as “unreasonable” or unprivileged imitation. As the Third Circuit 

recently noted in SK & F, Co. v. Premo Pharmaceutical Lab., 625 F.2d 1055 (3rd Cir.1980), the New 

Jersey cases define this tort “in roughly the same manner as did the First Restatement of Torts.” Id. at 

1062. Sections 711(c) and 741 provide the guidelines. The Restatement of Torts § 711(c) (1938) indicates 

that: 
[one] who 
(c) markets goods with an unprivileged imitation of the physical appearance of another's goods 

is liable to the other for the relief appropriate under [the ensuing Restatement rules with regard 

to calculation of damages]. 
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The definition is set forth in § 741 of the Restatement as follows: 
 

One who markets goods, the physical appearance of which is a copy or imitation of the physical 

appearance of the goods of which another is the initial distributor, markets them with an 

unprivileged imitation, under the rule stated in § 711, if his goods are of the same class as those 

of the other and are sold in a market in which the other's interest is protected, and 
(b) the copied or imitated feature has acquired generally in the market a special significance 

identifying the other's goods and 
(i) the copy or imitation is likely to cause prospective purchasers to regard his goods as those of 

the other, and (ii) the copied or imitated feature is nonfunctional, or, if it is functional, he does 

not take reasonable steps to inform prospective purchasers that the goods which he markets are 

not those of the other. 
 
 Upon reviewing the record we find that the plaintiff has not presented sufficient evidence, such as 

eyewitness accounts, films, or video tapes, to show that the defendant's entire production is such a 

duplication of plaintiff's services that members of the public likely would be deceived into believing the 

production originated with the plaintiff. Even assuming the defendant's production is shown to have a 

striking resemblance to an Elvis Presley concert, as embodied in a form such as film or video tape, this 

resemblance by itself, and without other evidence tending to show a deception of the public as to the 

origin of the production, probably would not constitute unfair competition in the same manner as a 

striking resemblance to a distinctive trade or business dress would. Unlike an outside appearance of a 

store, the presentation of the defendant's production, itself, which occurs in a theater or club, cannot act to 

mislead customers into attending a performance of the defendant's show in the mistaken belief that it is 

associated with the plaintiff. Rather, the defendant's advertising and promotional materials for the show 

function to induce and attract potential customers in a manner similar to a building design or a package 

for a product. See, e.g., Fotomat Corp., 425 F.Supp. at 709–10; Time Mechanisms, Inc., 422 F.Supp. at 

915. See also Squeezit Corp., 31 N.J.Super. at 223–24, 106 A.2d 322. 
 
In any event, even assuming the similarity in shows should be considered, we are convinced that the 

doctrine of unfair competition was not designed to attach strict liability to a good faith and non-confusing 

imitation of an entertainment service, such as a concert by a famous performer like Presley, particularly 

where the original performer is no longer living. As noted in Chaplin v. Amador, 93 Cal.App. 358, 362, 

269 P. 544, 546 (1928), a case involving an unfair competition claim and an imitation of a performer: 
 
The case of plaintiff does not depend on his right to the exclusive use of the role, garb and mannerisms, 

etc.; it is based upon fraud and deception. The right of action in such a case arises from the fraudulent 

purpose and conduct of appellant and injury caused to the plaintiff thereby, and the deception to the 

public. 
 
In deciding whether the defendant's activities constitute unfair competition, we must go beyond the 

question of whether THE BIG EL SHOW production is similar to an actual Elvis Presley performance as 

recorded on film, video tape, records, etc. Rather, our analysis must focus on the totality of the factors 

bearing on whether the defendant by his activities in the marketplace has attempted to deceive or confuse 

the public into believing THE BIG EL SHOW is connected with the actual Elvis Presley performances or 

sponsored by the same people, Elvis Presley's estate or its licensees, who have been presenting actual 

Elvis Presley entertainment services. See, e.g., DeCosta v. Columbia Broadcasting System, Inc., 520 F.2d 

499, 513–15 (1st Cir.), cert. denied, 423 U.S. 1073, 96 S.Ct. 856, 47 L.Ed.2d 83 (1975); Lone Ranger v. 

Cox, supra; Ideal Toy Corp. v. Kenner Products, Etc., 443 F.Supp. 291, 307–09 (S.D.N.Y.1977); Wyatt 

Earp Enterprises v. Sackman, Inc., 157 F.Supp. 621 (S.D.N.Y.1958). After considering these 
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circumstances in light of our earlier findings as to likelihood of confusion, we conclude that the plaintiff 

has adequately demonstrated a likelihood of success on the merits as to part of its unfair competition 

claim. The plaintiff has made a sufficient showing of the deceptive impact of the defendant's advertising 

and promotional materials and other communication to the public  but has not made such a showing with 

respect to the nature or composition of the defendant's show, itself. 
 

4. Section 43(a) of the Lanham Act 
 
The plaintiff argues that the defendant has violated § 43(a) of the Lanham Act, 15 U.S.C. § 1125(a),by his 

use of the name THE BIG EL SHOW, the initials TCB, the phrase THE BIG EL SHOW IN CONCERT, 

the picture or artist's rendering which looks like Elvis Presley, and the logo composed of the name and 

artist's rendering. The plaintiff also claims that the defendant has violated § 43(a) by his complete 

adoption of the performance style, accouterment and songs made famous by Presley, and by his 

advertising of “A Tribute to Elvis Presley.” 
 
Section 43(a) of the Lanham Act (“Act”), 15 U.S.C. § 1125(a),  created a “distinct federal statutory tort,” 

Franklin Mint, Inc. v. Franklin Mint, Ltd., 331 F.Supp. 827, 831 (E.D.Pa.1971), “designed to afford broad 

protection against various forms of unfair competition and false advertising,”  John Wright, Inc. v. Casper 

Corp., 419 F.Supp. 292, 324–25 (E.D.Pa.1976), aff'd in part, rev'd and remanded in part sub. nom. 

Donsco, Inc. v. Casper Corp., 587 F.2d 602 (3rd Cir.1978), including deceptive and misleading 

advertising. See Nature's Bounty, Inc. v. SuperX Drugs Corp., 490 F.Supp. 50, 54 (E.D.N.Y.1980). The 

Third Circuit recently has noted that § 43(a). 
 
... proscribes not only acts that would technically qualify as trademark infringement, but also unfair 

competitive practices involving actual or potential deception. L'Aiglon Apparel, Inc. v. Lana Lobell, Inc., 

214 F.2d 649, 650–51 (3d Cir.1954); see Ives Labs., Inc. v. Darby Drug Co., 601 F.2d [631] at 641–42 [2d 

Cir.1979) ] (§ 43(a) creates federal statutory torts of unfair competition beyond simple trademark 

infringement); Quabaug Rubber Co. v. Fabiano Shoe Co., 567 F.2d 154, 160 (1st Cir.1977) (§ 43(a) 

standing to sue extends beyond trademark owner to other injured parties); Alfred Dunhill Ltd. v. Interstate 

Cigar Co., 499 F.2d 232, 236 (2d Cir.1974) (§ 43(a) extends rights to parties injured by false advertising). 
 
 Although § 43(a) may proscribe competitive torts not covered by trademark infringement law or common 

law unfair competition, SK & F, Co., 625 F.2d at 1065, as a general rule, the same facts which would 

support an action for trademark (or service mark) infringement or common law unfair competition (facts 

indicating a likelihood of confusion as to source or sponsorship of goods or services) would support an 

action for unfair competitive practices under § 43(a). See, e.g., New West Corp. v. NYM Co. of Cal., Inc., 

595 F.2d 1194, 1201 (9th Cir.1979); Boston Professional Hockey Association, Inc. v. Dallas Cap & 

Emblem Manufacturing, Inc., 510 F.2d 1004, 1010 (5th Cir.), cert. denied, 423 U.S. 868, 96 S.Ct. 132, 46 

L.Ed.2d 98 (1975); National Lampoon, Inc. v. American Broadcasting Co., Inc., 376 F.Supp. 733, 746 

(S.D.N.Y.), aff'd, 497 F.2d 1343 (2nd Cir.1974); Frederick Warne & Co., Inc. v. Book Sales, Inc., 481 

F.Supp. 1191, 1195 (S.D.N.Y.1979); John Wright, Inc., 419 F.Supp. at 325. See also, S K & F, Co., 625 

F.2d at 1065. Because we have already addressed the strength or secondary meaning and the concomitant 

likelihood of confusion as to each of the names or symbols, as well as to the production itself, we do not 

find it necessary to conduct a similar examination here. Those conclusions as to likelihood of success on 

the merits are sufficient to suggest that a similar result is likely for the § 43(a) claims. 
As noted, one of the purposes of § 43(a), as distinguished from the common law of unfair competition, is 

to protect “consumers as well as commercial interests from the effects of false advertising.” 2 McCarthy, 

Trademarks and Unfair Competition, supra, § 27:2 at 246. In view of the qualifications attached to our 

unfair competition decision, we will address some comments to the permissible scope of the defendant's 
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advertising for the stage production. In this regard, we have found three lines of cases addressing unfair 

competition and § 43(a) claims to be especially informative. The cases are those where a violation occurs 

when a record is advertised so as to represent falsely the true nature or extent, if any, of the participation 

of a performer, see, e.g., RCA Records v. Kory Records, Inc., 197 U.S.P.Q. 908 (E.D.N.Y.1978); CBS, Inc. 

v. Springboard International Records, 429 F.Supp. 563 (S.D.N.Y.1976); CBS, Inc. v. Gusto Records, Inc., 

403 F.Supp. 447 (M.D.Tenn.1974); Decca Records v. Musicor Records, 166 U.S.P.Q. 57 (S.D.N.Y.1970); 

Shaw v. Time–Life Records, 38 N.Y.2d 201, 379 N.Y.S.2d 390, 341 N.E.2d 817 (1975), where a violation 

occurs where deceptive title or advertising is used in connection with a movie or stage production, see, 

e.g., Dallas Cowboys Cheerleaders, Inc. v. Pussycat Cinema, Ltd., 467 F.Supp. 366 (S.D.N.Y.), aff'd, 604 

F.2d 200 (2nd Cir.1979); Robert Stigwood Group, Ltd. v. Sperber, 457 F.2d 50 (2nd Cir.1972); Warner 

Bros., Inc. v. Film Ventures International, 403 F.Supp. 522 (C.D.Cal.1975), and where a violation does not 

occur where a competitor makes a copy of an unprotected product (or service) of the plaintiff's, and 

truthfully advertises it as a copy by using the name or trademark of the plaintiff, without his consent, to 

identify the originator or the product copied. See, e.g., Saxony Products, Inc. v. Guerlain, Inc., 513 F.2d 

716 (9th Cir.1975), aff'd in part, rev'd in part on different grounds, 594 F.2d 230 (9th Cir.1979); Smith v. 

Chanel, Inc., 402 F.2d 562 (9th Cir.1968); Societe Comptoir de L'Industrie Cotonniere Etablissements 

Boussac v. Alexander's Dept. Stores, Inc., 299 F.2d 33 (2nd Cir.1962). These cases emphasize the 

significance of and techniques for preventing and alleviating deceptive and misleading advertising, while 

stressing the need for providing the public with truthful information about the products or services and 

their sources or sponsorship. 
 
Assuming arguendo defendant's presentation of a stage show imitating an actual Elvis Presley 

performance were permissible, defendant would be allowed to use a name and advertising material which 

suggests something about the production's content. However, the success of the production or service 

should depend on the quality of the production, itself, and not on the ability of the defendant to deceive 

the public and to benefit unfairly from the goodwill attached to plaintiff's entertainment services of actual 

Elvis Presley performances. The defendant would have to make clear in all communications (including, 

but not limited to, advertising and promotional materials, theater programs or playbills, and record 

covers) to the consuming public that his production is not affiliated with, sponsored by, or in any other 

way connected with the same people who provide actual Elvis Presley entertainment services. In this 

respect, the defendant's current advertisements and promotional materials (see Exhibits P. 14, 15, 19), as 

well as the album covers (see Exhibits P. 11, 13) and labels on the 45 RPM records (see Exhibit P. 18), are 

not adequate. They highlight those items, THE BIG EL SHOW logo and pictures or artist's renderings 

which appear to be of Elvis Presley, which we already have concluded are likely to cause confusion. The 

use by the defendant only of phrases such as “REFLECTIONS ON A LEGEND ... A TRIBUTE TO 

ELVIS PRESLEY,” “Looks and Sounds like The KING,” and “LIVE ON STAGE” does not diminish the 

confusion engendered by the use of the logo or artist's renderings to identify the production. In order to 

reduce this confusion, the defendant's representations and communications to the consuming public 

should incorporate in some manner the following ideas: that the production, or recording of the 

production, is a stage show, called THE BIG EL SHOW, which stars Larry Seth (or whoever is currently 

starring); that THE BIG EL SHOW is an attempted imitation of a performance or stage show of the late 

Elvis Presley; who the producer of THE BIG EL SHOW and of the record is; that neither THE BIG EL 

SHOW nor any recording is authorized or sponsored or licensed by the Estate of Elvis Presley; and that 

no one involved in the production of actual Elvis Presley performances or films or records is involved in 

THE BIG EL SHOW or the records of the show. In addition, in order to properly apprise potential 

customers that the star of THE BIG EL SHOW actually looks like Elvis Presley, the defendant should be 

able to use properly identified and legally obtained photographs of Elvis Presley to compare with 

photographs of the star of THE BIG EL SHOW. 
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B. Irreparable Injury 
 
Having found that the plaintiff is likely to succeed on the merits as to certain claims, we must next 

examine the second requirement for a plaintiff seeking a preliminary injunction. The plaintiff must 

demonstrate that irreparable injury will result if an injunction is not granted pendente lite. 
 

1. Right of Publicity 
 
Although the plaintiff has shown a likelihood of success on the merits of its right of publicity claim, the 

plaintiff has not made a sufficient showing that irreparable injury will result if the defendant's production 

is not preliminarily enjoined. In making this decision, we note that we are treating a right of publicity 

claim different than a service mark infringement or unfair competition claim. Because the doctrine of the 

right of publicity emphasizes the protection of the commercial value of the celebrity's name or likeness, 

the plaintiff must demonstrate sufficiently that the defendant's use of the name and likeness of the 

celebrity has or is likely to result in an identifiable economic loss. In contrast, in the context of the service 

mark infringement, unfair competition, and § 43(a) of the Lanham Act claims, we found that irreparable 

injury could result even in the absence of economic harm per se. One reason for this difference in 

approach stems from the public deception which is part of the latter three causes of action, but not part of 

the right of publicity claim. As a result of such public deception or confusion as to source, the plaintiff is 

being harmed. The plaintiff is being unfairly compelled to place the control of the good will attached to its 

entertainment services in the hands of the defendant. 
 
In addition, and perhaps even more importantly, the close relationship in this case between the right of 

publicity and the societal considerations of free expression supports the position that the plaintiff in 

seeking relief for an infringement of its rights of publicity should demonstrate an identifiable economic 

harm.As we noted earlier, the defendant's activity when viewed simply as a skilled, good faith imitation of 

an Elvis Presley performance, i.e., without the elements leading to a likelihood of confusion, is, in some 

measure, consistent with the goals of freedom of expression. Thus, before the harsh step of barring 

defendant's activity is undertaken, the plaintiff should have to make a showing of immediate, irreparable 

harm to the commercial value of the right of publicity and should not be able to rely on an intangible 

potentiality. 
 
In light of these comments, we find that the plaintiff has not made a sufficient showing that the 

presentation of this particular production, THE BIG EL SHOW, has resulted in any loss of commercial 

benefits to the plaintiff or will result in an irreparable commercial harm in the near future. The plaintiff 

has not adequately demonstrated that the existence of defendant's activity has led to or is likely to lead to 

a diminished ability of the plaintiff to profit from the use of Elvis Presley's name or likeness. For 

example, there is insufficient evidence that plaintiff's (or its licensees') ability to enter into agreements 

licensing the use of Presley's name or likeness in connection with consumer products is seriously 

jeopardized by defendant's activity. As a matter of fact, it is even possible that defendant's production has 

stimulated the public's interest in buying Elvis Presley merchandise or in seeing films or hearing records 

embodying actual Elvis Presley performances. See Zacchini, supra, 433 U.S. at 575 n. 12, 97 S.Ct. at 

2857 n. 12 (conjecturing that the broadcast of the film showing plaintiff's act might stimulate the public 

interest in seeing the act live). Thus, the defendant's show will not be preliminarily enjoined. 
 
The considerations preventing the issuance of a preliminary injunction as to the show do not sufficiently 

apply to the sale of pendants or records even though the sales are limited. Since the plaintiff, through its 

licensing programs, also engages in the sale of such items, this situation is similar to that in Factors Etc., 

Inc. v. Pro Arts, Inc., 579 F.2d 215 (2nd Cir.1978), cert. denied, 440 U.S. 908, 99 S.Ct. 1215, 59 L.Ed.2d 
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455 (1979) and Factors Etc., Inc. v. Creative Card Co., 444 F.Supp. 279 (S.D.N.Y.1977), where 

irreparable harm was found. We find that irreparable injury would result from the continued sale and 

distribution of pendants displaying Elvis Presley's likeness or of records whose covers or labels display 

pictures or artist's renderings which are or appear to be of Elvis Presley. 
 

2. Service Mark Infringement, Common Law Unfair Competition, and § 43(a) of the Lanham Act 
 
As a general proposition, in the contexts of service mark (or trademark) infringement and unfair 

competition, including § 43(a) of the Lanham Act, the plaintiff who demonstrates a likelihood of 

confusion as to source, and thus, likelihood of success on the merits, will have formed a strong basis for 

showing irreparable injury. See, e.g., Playboy Enterprises, Inc. v. Chuckleberry Publishing, Inc., 486 

F.Supp. 414, 429 (S.D.N.Y.1980); Russ Berrie & Co., Inc. v. Terry Elsner Co., Inc., 482 F.Supp. 980, 990 

(S.D.N.Y.1980); Louis Rich, Inc. v. Horace W. Longacre, Inc., 423 F.Supp. 1327 (E.D.Pa.1976); United 

Cigar Stores Co. of America v. United Confectioners, 92 N.J.Eq. 449, 450, 113 A. 226 (E. & A.1921). 

This results because: 
 
A plaintiff who has demonstrated service mark infringement and unfair competition faces the probability 

of lost trade and appropriation of its good will. The damages in such a case are by their very nature 

irreparable and not susceptible of adequate measurement. Tefal, S.A. v. Products International Co., 186 

U.S.P.Q. 545, 548 (D.N.J.1975), aff'd, 529 F.2d 495, 497 (3d Cir.1976). Plaintiff's lack of ability to 

control the nature and quality of services provided under an infringing service mark, even if defendant 

matches the high quality of plaintiff's services, constitutes irreparable injury. Ambassador East, Inc. v. 

Orsatti, Inc., 257 F.2d 79, 82 (3d Cir.1958); Chips 'N Twigs, Inc. v. Chip–Chip, Ltd., 414 F.Supp. 1003 

(E.D.Pa.1976). 
 
Fotomat Corp. v. Photo Drive–Thru, Inc., 425 F.Supp. 696, 711 (D.N.J.1977). See also McNeil 

Laboratories v. American Home Products Corp., 416 F.Supp. 804, 809 (D.N.J.1976); Franklin Mint, Inc. 

v. Franklin Mint, Ltd., 331 F.Supp. 827, 830 (E.D.Pa.1971). A similar position prevails even in connection 

with non-competing goods or services. As Judge Learned Hand explained in his classic statement on the 

subject. 
 
[A] merchant may have a sufficient economic interest in the use of his mark outside the field of his own 

exploitation to justify interposition by a court. His mark is his authentic seal; by it he vouches for the 

goods which bear it; it carries his name for good or ill. If another uses it, he borrows the owner's 

reputation, whose quality no longer lies within his own control. This is an injury, even though the 

borrower does not tarnish it, or divert any sales by its use; for a reputation, like a face, is the symbol of its 

possessor and creator, and another can use it only as a mask. 
 
In the present case, the plaintiff's service marks are widely known and represent high quality 

entertainment services and substantial good will. The plaintiff has a significant stake in continuing to 

ensure that the services or products identified by these marks maintain these standards. If the defendant 

were allowed to continue to use those names or symbols (THE BIG EL SHOW logo, the initials TCB 

with or without a lightning bolt, and pictures or artist's renderings which closely resemble Elvis Presley) 

previously found to engender confusion as to source, the plaintiff would be harmed seriously by the 

deprivation of its ability to control the nature and quality of a service which the public believes it 

provides. We find that “[t]his deprivation ... constitutes irreparable injury.” Franklin Mint, Inc., 331 

F.Supp. at 830. In addition, the plaintiff has a right to be protected from the probable damage to its good 

will if the purchasing public believes that the plaintiff has sponsored or helped produce THE BIG EL 

SHOW and is dissatisfied with the show. Such a loss of intangible value cannot be accurately measured 
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and compensated in damages. 
*** 

IV.  Conclusion 
 

In accordance with the reasons set forth herein, a preliminary injunction will be entered as reflected in the 

attached order. 
ORDER 

 
This matter having been brought before the court on the 29th day of October, 1980; and the court having 

considered the testimony, briefs, proposed findings of fact and conclusions of law, exhibits, affidavits, 

depositions and oral argument; and 
 
For the reasons stated in the court's opinion filed this day, 
 
It is on this 16th day of April, 1980 ORDERED that the defendant Rob Russen, d/b/a THE BIG EL 

SHOW, his agents, servants, employees and attorneys and all persons in active concert and participation 

with him or acting on his behalf are restrained and enjoined, pending final determination of this action, 

from the following: 
 
1. Using the initials TCB (whether in capital letters or lower case letters) alone or in combination with a 

lightning bolt design, in connection with any advertising, promotional materials, or business material, 

including letterheads and business cards, or on any covers or labels of records, or on any merchandise, or 

to refer to any band or orchestra, or in any manner whatsoever to refer to a concert or musical event or 

entertainment service not conducted or sponsored or licensed by plaintiff or under its authority; 
 
2. Using any pictures, sketches, artist's renderings (or any other such forms) of Elvis Presley or which 

appear to be of or resemble the “Elvis Pose” as described or which are likely to lead persons into the 

mistaken belief that it is of Elvis Presley, in any advertising, promotional materials, or business materials 

or in any other notices or communications to identify an entertainment service or business, or on any 

record cover or label, or on any product, in any manner tending to deceive the purchasing public into the 

belief that the services or products provided by the defendant are sponsored or licensed by, or in any other 

way connected with the plaintiff; 
 
3. Using any future advertisements or promotional materials, including but not limited to posters, 

newspaper advertisements, playbills, brochures, photograph albums, for the defendant's production of 

THE BIG EL SHOW which are not consistent with the general guidelines set forth in the opinion this 

date; 
 
4. Using THE BIG EL SHOW logo or mark (Exhibit P 28), which is composed of the name THE BIG EL 

SHOW and the artist's sketch which closely resembles the “Elvis Pose,” in connection with any 

advertising, promotional materials, or business material, including letterheads and business cards, or on 

any covers or labels of records, or on any merchandise, or to refer to any band or orchestra, or in any 

manner whatsoever to refer to a concert or musical event or entertainment service not conducted or 

sponsored or licensed by plaintiff or under its authority; 
 
5. Further distribution or sale of any copies of records (33 RPMs, LPs, or 45 RPMs, singles), including 

those designated as Exhibits P 14, 15, 19, which album covers or labels display an actual picture or artist's 

sketch of Elvis Presley or a picture, artist's rendering, or sketch closely resembling and appearing to be of 

Elvis Presley; and shall neither transfer nor remove from the jurisdiction any such records; 
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6. Further distribution or sale of any pendants or merchandise displaying an actual picture or sketch of 

Elvis Presley or a picture, artist's rendering, or sketch closely resembling and appearing to be of Elvis 

Presley; and shall neither transfer nor remove from the jurisdiction any such pendants or merchandise; 
 
7. Committing any other acts calculated or likely to lead persons to the mistaken belief that any event or 

service produced, provided, or presented by defendant emanates from plaintiff or is sponsored, approved, 

licensed, or supervised by plaintiff, or is in any other way connected with plaintiff; and 
 
8. Infringing on any of plaintiff's service marks set forth in the opinion this date. 

 
*** 

 
 

 
ELVIS PRESLEY ENTERPRISES, INCORPORATED v. Barry CAPECE 

141 F.3d 188 (5th Cir. 1998) 
 

KING, Circuit Judge 
 
Plaintiff-appellant Elvis Presley Enterprises, Inc. appeals the district court's judgment that defendants-
appellees' service mark, “The Velvet Elvis,” does not infringe or dilute its federal and common-law 

trademarks and does not violate its right of publicity in Elvis Presley's name. See Elvis Presley Enters. v. 

Capece, 950 F.Supp. 783 (S.D.Tex.1996). Because the district court failed to consider the impact of 

defendants-appellees' advertising practices on their use of the service mark and misapplied the doctrine of 

parody in its determination that “The Velvet Elvis” mark did not infringe Elvis Presley Enterprises, Inc.'s 

marks, we reverse the district court's judgment on the trademark infringement claims and remand the case 

for entry of an injunction enjoining the use of the infringing mark. 
 

I. BACKGROUND 
 

Plaintiff-appellant Elvis Presley Enterprises, Inc. (EPE) is the assignee and registrant of all trademarks, 

copyrights, and publicity rights belonging to the Elvis Presley estate. EPE has at least seventeen federal 

trademark registrations, as well as common-law trademarks, for “Elvis Presley” or “Elvis” and other 

registrations for his likeness. However, none of these marks is registered for use in the restaurant and 

tavern business. Prior to trial, EPE announced plans to open a Memphis nightclub as part of a possible 

worldwide chain. The Memphis nightclub opened subsequent to trial. EPE licenses a wide variety of 

products and operates Graceland, Elvis's home, as a tourist attraction with adjacent retail stores and 

restaurants. Over 700,000 visitors per year come from all fifty states and from around the world to visit 

Graceland. Merchandise sales have brought in over $20 million in revenue over a five-year period and 

account for the largest portion of EPE's revenue. 
 
In April 1991, defendant-appellee Barry Capece, operating through the limited partnership Beers 'R' Us, 

opened a nightclub on Kipling Street in Houston, Texas called “The Velvet Elvis.” On August 28, 1991, 

Capece filed a federal service mark application for “The Velvet Elvis” for restaurant and tavern services 

with the United States Patent and Trademark Office (PTO). In December 1992, the service mark was 

published in the Official Gazette of the United States Patent and Trademark Office as required by 15 

U.S.C. § 1062(a). EPE was aware of this publication, but did not file an opposition to the mark's 

registration within thirty days under 15 U.S.C. § 1063. Accordingly, the PTO issued a service mark 

registration to Capece for use of “The Velvet Elvis” mark on March 9, 1993. The Kipling Street nightclub 
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closed in July 1993 for business reasons. 
 
After the Kipling Street location's closing, Capece began soliciting investors to reopen the nightclub at a 

new location. The new nightclub, to be located on Richmond Avenue, would have the same name, “The 

Velvet Elvis,” but it would be run by a new limited partnership, Velvet, Ltd. Audley, Inc. is the general 

partner of Velvet, Ltd., and Capece is the sole shareholder of Audley, Inc.  Capece began renovating the 

new location in January 1994. In July 1994, EPE contacted Capece by letter, threatening him with legal 

action if the bar opened with “Elvis” in its name. The Richmond Avenue location opened in August 1994 

under the name “The Velvet Elvis.” 
 
The Defendants' bar serves a wide variety of food and liquor, including premium scotches and bourbons. 

The menu items range from appetizers to full entrees. Live music is regularly featured at the bar, and the 

bar claims to be the first cigar bar in Houston. Its decor includes velvet paintings of celebrities and female 

nudes, including ones of Elvis and a bare-chested Mona Lisa. Other “eclectic” decorations include lava 

lamps, cheap ceramic sculptures, beaded curtains, and vinyl furniture. Playboy centerfolds cover the 

men's room walls. 
 
In addition to the velvet painting of Elvis, the bar's menu and decor include other Elvis references. The 

menu includes “Love Me Blenders,” a type of frozen drink; peanut butter and banana sandwiches, a 

favorite of Elvis's; and “Your Football Hound Dog,” a hotdog. The menu bears the caption “The King of 

Dive Bars,” and one menu publicized “Oscar at The Elvis,” an Academy Awards charity benefit to be held 

at the bar. Numerous magazine photographs of Elvis, a statuette of Elvis playing the guitar, and a bust of 

Elvis were also among the decorations. By the time of trial, many of these decorations had been removed 

from the Defendants' bar and replaced with non-Elvis items. 
 
Pictures and references to Elvis Presley appeared in advertising both for the Kipling Street location and 

for the Richmond Avenue location from the date it opened through early 1995, and some ads emphasized 

the “Elvis” portion of the name by “boldly display[ing] the ‘Elvis' portion of ‘The Velvet Elvis' insignia 

with an almost unnoticeable ‘Velvet’ appearing alongside in smaller script.'' Elvis Presley Enters. v. 

Capece, 950 F.Supp. 783, 789 (S.D.Tex.1996). The Defendants made direct references to Elvis and 

Graceland in advertisements with phrases such as “The King Lives,” “Viva la Elvis,” “Hunka-Hunka 

Happy Hour,” and “Elvis has not left the building.” Advertisements also included a crown logo above the 

“V” in “The Velvet Elvis” mark. Advertised promotional events at the Defendants' bar have included 

parties commemorating Elvis's birth and death and appearances by Elvis impersonators and Elvis 

Presley's drummer. Some advertisements publicizing the opening of the Richmond Avenue location 

included direct references to Elvis and used the tag-line “the legend continues” without using “The Velvet 

Elvis” mark. 
 
In April 1995, EPE filed suit against the Defendants, alleging claims for federal and common-law unfair 

competition and trademark infringement, federal trademark dilution, and violation of its state-law rights 

of publicity in Elvis Presley's name and likeness. EPE sought injunctive relief, costs, attorneys' fees, and 

an order to the Commissioner of Patents and Trademarks to cancel Capece's registration for “The Velvet 

Elvis.” The case was tried to the district court, which ruled in favor of EPE on its claims of trademark 

infringement and unfair competition relating to the Defendants' advertising practices, but not those claims 

relating to their use of “The Velvet Elvis” service mark. Id. at 796-97. In addition, the court ruled in favor 

of EPE on its right of publicity claim in relation to the use of Elvis's name and likeness, but again not in 

relation to the use of “The Velvet Elvis” service mark. Id. at 801-02. As to the claims upon which EPE 

succeeded, the district court granted injunctive relief barring the use, in connection with the promotion or 

advertising of the bar, of “the image or likeness of Elvis Presley, phrases that are inextricably linked to the 
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identity of Elvis, or from displaying the ‘Elvis' portion of their service mark in print larger than that used 

for its counterpart ‘Velvet.’ ” Id. at 803. Upon all other claims, the district court ruled in favor of the 

Defendants and denied all other relief. Id. EPE now appeals. 
 

II. DISCUSSION 
 
EPE has appealed that portion of the district court's judgment denying relief on its trademark infringement 

claims, its federal dilution claim, and its right of publicity claim based only upon the Defendants' use of 

“The Velvet Elvis” mark and the district court's denial of an accounting of profits and attorneys' fees. 

Because it ruled in favor of the Defendants, the district court did not reach their defenses of laches or 

acquiescence. The Defendants reassert these defenses on appeal as alternative bases for affirming the 

district court's judgment. We consider each issue in turn. 
 

A. Trademark Infringement 
 
The district court clearly stated EPE's claim: 
 
[EPE] claims the inclusion of its “Elvis” trademark in the service mark “The Velvet Elvis” coupled with 

Defendants' use of the image and likeness of Elvis Presley in advertising, promoting, and rendering bar 

services creates confusion as to whether EPE licensed, approved, sponsored, endorsed or is otherwise 

affiliated with “The Velvet Elvis,” constituting unfair competition and trademark infringement under the 

common law and Lanham Act. 
 
Id. at 789. The district court also correctly stated the generally applicable law in this circuit to a trademark 

infringement claim. Id. at 789-91. First, we will summarize this applicable law and then examine the 

district court's decision. 
1. Applicable law 

 
For EPE to prevail on its trademark infringement claim, it must show that the Defendants' use of “The 

Velvet Elvis” mark and image, likeness, and other referents to Elvis Presley creates a likelihood of 

confusion in the minds of potential consumers as to the source, affiliation, or sponsorship of the 

Defendants' bar. See Society of Fin. Exam'rs v. National Ass'n of Certified Fraud Exam'rs, Inc., 41 F.3d 

223, 227 (5th Cir.), cert. denied, 515 U.S. 1103, 115 S.Ct. 2247, 132 L.Ed.2d 255 (1995); Oreck Corp. v. 

U.S. Floor Sys., Inc., 803 F.2d 166, 170 (5th Cir.1986); see also 15 U.S.C. §§ 1114(1), 1125(a)(1)(A). 

Liability for trademark infringement hinges upon whether a likelihood of confusion exists between the 

marks at issue. See Society of Fin. Exam'rs, 41 F.3d at 227. Likelihood of confusion is synonymous with a 

probability of confusion, which is more than a mere possibility of confusion. See Blue Bell Bio-Med. v. 

Cin-Bad, Inc., 864 F.2d 1253, 1260 (5th Cir.1989); see also 3 J. THOMAS MCCARTHY, MCCARTHY 

ON TRADEMARKS AND UNFAIR COMPETITION § 23:3 (4th ed.1997). A determination of a 

likelihood of confusion under federal law is the same as the determination of a likelihood of confusion 

under Texas law for a trademark infringement claim. See Zapata Corp. v. Zapata Trading Int'l, Inc., 841 

S.W.2d 45, 47 (Tex.App.-Houston [14th Dist.] 1992, no writ) (applying Texas law to a trademark 

infringement claim); see also Blue Bell Bio-Med., 864 F.2d at 1261 (citing Chevron Chem. Co. v. 

Voluntary Purchasing Groups, Inc., 659 F.2d 695, 706 (5th Cir. Unit A Oct.1981) (applying Texas law to 

an unfair trade practices claim)). 51 

                                                           
51 The district court found that Texas law applied in its discussion of EPE's statutory right of publicity. Elvis Presley Enters., 950 

F.Supp. at 800-01. No explicit choice-of-law determination was made in relation to the state trademark or unfair competition 

claims. For the same reasons that the district court stated in its opinion in relation to the right of publicity, id., it would have 
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In determining whether a likelihood of confusion exists, this court considers the following nonexhaustive 

list of factors: (1) the type of trademark allegedly infringed, (2) the similarity between the two marks, (3) 

the similarity of the products or services, (4) the identity of the retail outlets and purchasers, (5) the 

identity of the advertising media used, (6) the defendant's intent, and (7) any evidence of actual confusion. 

See Conan Properties, Inc. v. Conans Pizza, Inc., 752 F.2d 145, 149 (5th Cir.1985). No one factor is 

dispositive, and a finding of a likelihood of confusion does not even require a positive finding on a 

majority of these “digits of confusion.” Id. at 150; see also Society of Fin. Exam'rs, 41 F.3d at 228 & n. 

15. In addition to the listed factors, a court is free to consider other relevant factors in determining 

whether a likelihood of confusion exists. See Armco, Inc. v. Armco Burglar Alarm Co., 693 F.2d 1155, 

1160-61 (5th Cir.1982). Parody is one such other relevant factor that a court may consider in a likelihood-
of-confusion analysis. See Dr. Seuss Enters. v. Penguin Books USA, Inc., 109 F.3d 1394, 1405 (9th Cir.), 

cert. dismissed, 521 U.S. 1146, 118 S.Ct. 27, 138 L.Ed.2d 1057 (1997); Nike, Inc. v. “Just Did It” Enter., 

6 F.3d 1225, 1231 (7th Cir.1993) (holding that parody is not an affirmative defense to trademark 

infringement but that it can be an additional factor in a likelihood-of-confusion analysis); Jordache 

Enters. v. Hogg Wyld, Ltd., 828 F.2d 1482, 1486 (10th Cir.1987) (considering parody as a factor in 

determining whether a likelihood of confusion exists). 
 
Neither the trademark and service mark registrations of EPE or the service mark registration of Capece 

disposes of EPE's trademark infringement claim. Proof of registration of a service mark or trademark is 

only prima facie evidence of the registrant's exclusive right to use the mark in commerce for the services 

specified in the registration. 15 U.S.C. § 1115(a). However, such proof does “not preclude another person 

from proving any legal or equitable defense or defect ... which might have been asserted if such mark had 

not been registered.” Id. A registration only becomes conclusive evidence of a registrant's exclusive right 

to use a mark after five consecutive years of continuous use in commerce, subject to a few enumerated 

defenses. Id. §§ 1065, 1115(b). “The Velvet Elvis” mark has not become incontestable, but Capece's 

registration of the mark constitutes prima facie evidence of the mark's validity and that there is no 

likelihood of confusion with previously registered marks. See id. § 1115(a). EPE's registration of the Elvis 

and Elvis Presley marks establishes that it is entitled to protection from infringement by junior users, 

thereby meeting the threshold requirement that the plaintiff must possess a protectible mark, which must 

be satisfied before infringement can be actionable. Id. §§ 1052(d), 1057, 1115(a); see also Soweco, Inc. v. 

Shell Oil Co., 617 F.2d 1178, 1184 (5th Cir.1980). 
 

2. The decision below 
 

After correctly summarizing the applicable law, the district court then proceeded to consider EPE's 

trademark infringement and unfair competition claims. In doing so, the court explicitly isolated its 

consideration of “The Velvet Elvis” mark and the bar's decor from any consideration of the Defendants' 

advertising and promotional practices. Elvis Presley Enters., 950 F.Supp. at 791, 797. 
 

a. Service mark and the bar's décor 
 

Beginning with the bar's decor and “The Velvet Elvis” mark, the district court considered each of the 

digits of confusion in turn. First, on the type of mark, the district court found that EPE has strong marks, 

but that the “Defendants' use of the service mark ‘The Velvet Elvis' when combined with the bar's gaudy 

decor form[s] an integral part of Defendants' parody of the faddish, eclectic bars of the sixties.” Id. at 792. 

                                                                                                                                                                                           
determined that Texas law applied to the trademark infringement claims. Because EPE does not dispute this determination by the 

district court, we will follow the district court and apply the laws of Texas to all the state law claims. 
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The district court found that the mark “symbolizes tacky, cheesy,’ velvet art, including, but not limited to 

velvet Elvis paintings” and that “the image of Elvis, conjured up by way of velvet paintings, has 

transcended into an iconoclastic form of art that has a specific meaning in our culture, which surpasses the 

identity of the man represented in the painting.” Id. Despite EPE's strong marks which would normally be 

accorded broad protection, the bar's parody of “faddish, eclectic bars of the sixties” led the district court 

to find that the name and decor of the bar would not mislead consumers and that this digit weighed 

against a likelihood of confusion. Id. at 793. 
 
Second, on the similarity of the marks, the district court found that “The Velvet Elvis” has a meaning 

independent from Elvis Presley. Specifically, the district court concluded that “The Velvet Elvis” “is 

symbolic of a faddish art style” that “has no specific connection with the singer other than the coincidence 

of its use to portray him.” Id. The district court noted that “ ‘[t]he proper test is whether the average 

consumer, upon encountering the allegedly infringing mark in the isolated circumstances of the 

marketplace ... would be likely to confuse or associate the defendant or his services with the plaintiff.’ ” 

Id. (quoting American Auto. Ass'n v. AAA Ins. Agency, 618 F.Supp. 787, 792 (W.D.Tex.1985)). Because of 

the dissimilarity in the meanings of the Defendants' and EPE's marks, the district court found that this 

digit of confusion weighed against a likelihood of confusion. Id. 
 
Third, on the similarity of the products and services, the district court noted that, at the time of trial, there 

was some overlap between the parties' services, but that the services were not directly competitive 

because they served different clienteles and had different purposes. Id. at 794. While noting that EPE's 

plan to open a chain of Elvis Presley nightclubs might weigh in favor of a likelihood of confusion, the 

district court found that “the relative clarity of ‘The Velvet Elvis' ’ parodic purpose” made it dissimilar 

from any business that EPE currently operates or has plans to operate. The district court thus concluded 

that this digit weighed against a likelihood of confusion. Id. 
Fourth, on the identity of the retail outlets and purchasers, the district court found that the majority of 

EPE's customers are “middle-aged white women” and that the Defendants' customers are generally 

“young professionals, ranging in age from early twenties to late thirties.” Id. at 794. In the district court's 

analysis, this disparity between the customers weighed against a likelihood of confusion. Id. (relying upon 

Amstar Corp. v. Domino's Pizza, Inc., 615 F.2d 252, 262 (5th Cir.1980)). 
 
Fifth, on the identity of the advertising media, the district court found that this digit of confusion was 

irrelevant to the determination of a likelihood of confusion because the parties operate in different 

geographic markets and because EPE admits that it rarely advertises because of the strength of its marks 

and Elvis's image. Id. at 795. 
 
Sixth, on the Defendants' intent, the district court found that the Defendants intended to parody “a time or 

concept from the sixties-the Las Vegas lounge scene, the velvet painting craze and perhaps indirectly, the 

country's fascination with Elvis.” Id. The district court noted that the references to Elvis are indirect, but 

that the “use of his name is an essential part of the parody because the term, ‘velvet Elvis,’ has become a 

synonym for garish, passe black velvet art.” Id. The district court found that the Defendants' intent 

weighed against a likelihood of confusion because the “clarity” of the Defendants' parody showed that 

they did not intend to confuse the public. 
 
Seventh, on actual confusion, the district court found that EPE failed to show any actual confusion 

because “each witness acknowledged that once inside ‘The Velvet Elvis' and given an opportunity to look 

around, each had no doubt that the bar was not associated or in any way affiliated with EPE.” Id. at 796. 

Additionally, the district court considered the fact that the Defendants' bar had been in operation at the 

Richmond Avenue location without any complaints or inquiries about the affiliation of the bar with EPE. 
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Id. Relying upon this evidence, the district found that this digit of confusion weighed against a likelihood 

of confusion. 
 
Having found none of the digits of confusion weighing in favor of a likelihood of confusion, the district 

court found no likelihood of confusion in relation to the bar's decor or “The Velvet Elvis” mark, and 

therefore found that the use of the Defendants' mark caused no infringement. 
 

b. The Defendants' advertising practices 
 
The district court next turned to the Defendants' advertising practices and found that their advertising 

scheme would leave the ordinary customer with the distinct impression that the bar's purpose was to pay 

tribute to Elvis Presley or to promote the sale of EPE related products and services. Consequently, use of 

this [advertising scheme] can only indicate a marketing scheme based on the tremendous drawing power 

of the Presley name and its ability to attract consumer interest and attention. Id. at 797. 
 
Further, the district court noted that the advertising, without the backdrop of the parody, “will cause 

confusion, leading customers to wonder if they might find [Elvis] memorabilia” in the bar and that the 

Defendants' emphasis of the “Elvis” portion of the mark over the “Velvet” portion focusses attention on 

Elvis and “creat[es] a definite risk that consumers will identify the bar with Presley or EPE.” Id. 

Additionally, the district court found that the Defendants' advertising caused actual confusion. Based upon 

the above findings the district court found that the Defendants' advertising practices, including the actual 

configuration of the mark emphasizing “Elvis,” constituted trademark infringement and unfair 

competition. Id. 
 
Despite the facts that the Defendants had discontinued the activity that the district court found to be 

infringing and that Capece stated that they would not resume the activity, the district court believed that 

“there [was] a definite possibility that ads including the image or likeness of Elvis Presley, references to 

Elvis, or his name disproportionately displayed may be used in connection with ‘The Velvet Elvis' again.” 

Id. at 803. Even after acknowledging that the cessation of activity might make an injunction unavailable, 

the court issued an injunction barring the use in the Defendants' advertising of “the image and likeness of 

Elvis Presley, phrases that are inextricably linked to the identity of Elvis, or from displaying the ‘Elvis' 

portion of their service mark in print larger than that used for its counterpart ‘Velvet.’ ” Id. 
 

3. Standard of review 
 

We review questions of law de novo and questions of fact for clear error. Joslyn Mfg. Co. v. Koppers Co., 

40 F.3d 750, 753 (5th Cir.1994). Likelihood of confusion is a question of fact reviewed for clear error. 

Society of Fin. Exam'rs, 41 F.3d at 225; Blue Bell Bio-Med., 864 F.2d at 1260. However, “the ‘clearly 

erroneous' standard of review does not insulate factual findings premised upon an erroneous view of 

controlling legal principles.” Johnson v. Hospital Corp. of Am., 95 F.3d 383, 395 (5th Cir.1996) (citing 

Johnson v. Uncle Ben's, Inc., 628 F.2d 419, 422 (5th Cir.1980), vacated on other grounds, 451 U.S. 902, 

101 S.Ct. 1967, 68 L.Ed.2d 290 (1981)); see also In re Auclair, 961 F.2d 65, 69 n. 7 (5th Cir.1992) 

(“Factual findings made under an erroneous view of the law are not binding on the appellate court.” 

(citing 1 STEVEN ALAN CHILDRESS & MARTHA S. DAVIS, FEDERAL STANDARDS OF 

REVIEW § 2.16, at 2-116 (2d ed.1992))). When a likelihood-of-confusion factual finding is “inextricably 

bound up” in, or infected by, a district court's erroneous view of the law, we may conduct a de novo 

review of the fully-developed record before us. See Anheuser-Busch, Inc. v. Balducci Publications, 28 

F.3d 769, 773 (8th Cir.1994) (applying de novo review where the district court misapplied the First 

Amendment in relation to parody in its likelihood-of-confusion determination); see also Roto-Rooter 
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Corp. v. O'Neal, 513 F.2d 44, 46-47 (5th Cir.1975) (reviewing the district court's fact-finding on a 

likelihood of confusion de novo where it applied the incorrect legal standard). 
 
EPE argues that the district court erroneously applied parody to its likelihood-of-confusion analysis and 

that this error permeated its entire analysis, infecting nearly all of its findings of fact. Within EPE's 

discussion of the digits of confusion, it also argues that the district court erred in isolating its 

consideration of the Defendants' advertising from its consideration of whether “The Velvet Elvis” mark 

infringes EPE's marks. If the district court erred as EPE argues, then we would review the likelihood-of-
confusion finding de novo, rather than for clear error. We will consider the district court's isolation of the 

advertising evidence from its analysis first. 
 

a. Isolated consideration of advertising 
 
The use of a mark in advertising is highly probative of whether the mark creates a likelihood of confusion 

in relation to another mark. “Evidence of the context in which a mark is used on labels, packages, or in 

advertising material directed to the goods is probative of the reaction of prospective purchasers to the 

mark.” In re Abcor Dev. Corp., 588 F.2d 811, 814 (C.C.P.A.1978). Courts consider marks in the context 

that a customer perceives them in the marketplace, which includes their presentation in advertisements. 

See The Sports Auth., Inc. v. Prime Hospitality Corp., 89 F.3d 955, 962 (2d Cir.1996) (considering the 

appearance of the mark in advertising in determining similarity of marks); Nikon Inc. v. Ikon Corp., 987 

F.2d 91, 94-95 (2d Cir.1993) (same); Oreck Corp., 803 F.2d at 171 (considering the presentation of the 

marks in advertising in determining the similarity of the marks and the defendant's intent); Sun Banks of 

Fla., Inc. v. Sun Fed. Sav. & Loan Ass'n, 651 F.2d 311, 318 (5th Cir.1981) (considering the presentation of 

the marks in advertising in determining the similarity of the marks); National Ass'n of Blue Shield Plans v. 

United Bankers Life Ins. Co., 362 F.2d 374, 378 (5th Cir.1966) (comparing marks as used in advertising 

in newspapers and on television where the black and white format did not allow for color distinctions); 

see also Sun-Maid Raisin Growers v. Sunaid Food Prods., Inc., 356 F.2d 467, 469 (5th Cir.1966) (“[I]t is 

the labels that the prospective purchaser sees. The trademarks cannot be isolated from the labels on which 

they appear.”). 
 
In the case of a service mark, advertising is of even greater relevance because the mark cannot be actually 

affixed to the service, as a trademark is to the goods. Many prospective purchasers first encounter the 

mark in advertising, rather than on the product; therefore, the service mark cannot be isolated from the 

advertising in which it appears. See RESTATEMENT (THIRD) OF UNFAIR COMPETITION § 21(a)(i) 

(1995) (stating that “the overall impression created by the [marks] as they are used in marketing the 

respective goods and services” is relevant to how similar two marks are (emphasis added)). The Lanham 

Act itself makes advertising relevant to a service mark infringement claim. In order to infringe another's 

mark, the infringing mark must be used in commerce. 15 U.S.C. § 1114. By definition, a service mark is 

used in commerce “when it is used or displayed in the sale or advertising of services.” Id. § 1127 

(emphasis added). In summary, advertisements used by the alleged infringer, which incorporate the 

allegedly infringing mark, are relevant in determining whether a mark has been infringed. Advertisements 

are therefore relevant to the likelihood-of-confusion analysis. 
 
In addition, the context of the presentation of a mark, including advertising, is relevant to the meaning 

that the mark conveys. McGregor-Doniger Inc. v. Drizzle Inc., 599 F.2d 1126, 1133 (2d Cir.1979) (“ 

‘[T]he setting in which a designation is used affects its appearance and colors the impression conveyed by 

it.’ ” (brackets in original) (quoting RESTATEMENT OF TORTS § 729 cmt. b, at 593 (1938))). The 

Supreme Court has said that “[t]he protection of trade-marks is the law's recognition of the psychological 

function of symbols.” Mishawaka Rubber & Woolen Mfg. Co. v. S.S. Kresge Co., 316 U.S. 203, 205, 62 
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S.Ct. 1022, 1024, 86 L.Ed. 1381 (1942). To understand a symbol's psychological function, one must 

consider it in the context in which it is used and not in a vacuum. See American Heritage Life Ins. Co. v. 

Heritage Life Ins. Co., 494 F.2d 3, 11 & n. 7 (5th Cir.1974) (“[W]ords are chameleons, which reflect the 

color of their environment.”); 2 JEROME GILSON, TRADEMARK PROTECTION AND PRACTICEE 

§ 5.09[1], at 5-137 n. 1 (Jeffrey M. Samuels ed., 1997) (noting that advertising is used by the holders of 

marks to “establish[ ] a sufficient aura of desirability to induce the public to purchase” their products and 

services). Courts have recognized this fact in determining whether a mark has developed a secondary 

meaning as an indicator of source independent from its everyday meaning, entitling the mark to protection 

under the Lanham Act. See, e.g., G. Heileman Brewing Co. v. Anheuser-Busch, Inc., 873 F.2d 985, 994-95 

(7th Cir.1989); American Heritage Life Ins. Co., 494 F.2d at 12; Volkswagenwerk Aktiengesellschaft v. 

Rickard, 492 F.2d 474, 478 (5th Cir.1974). In an extreme example of a word taking on meaning from the 

context of its use, the Court of Customs and Patent Appeals found that the word “stain” connoted a “a 

state of relative cleanliness”-a meaning contrary to its normal meaning-when used in connection with a 

cleaning product, making marks that included “stain” and “clean” similar despite the aural and optical 

dissimilarity of the marks. See Procter & Gamble Co. v. Conway, 57 C.C.P.A. 865, 419 F.2d 1332, 1335-
36 (C.C.P.A.1970) (finding that “Mister Stain” infringed “Mr. Clean”). 
 
In this case, we are dealing with a service mark, “The Velvet Elvis,” which the Defendants have used at 

their business location and extensively in advertising. To consider only the Defendants' use of the mark at 

their business location would ignore highly probative evidence of the meaning of the mark as the public 

encounters it in commerce and of the Defendants' intent in using the mark. By placing the mark in an 

Elvis context and in configuring the mark to highlight the “Elvis” portion of the mark, the Defendants 

have placed the mark in a context that does not alone connote tacky, cheesy art as the district court found. 

This contrary context of the mark has the ability to alter the psychological impact of the mark and must be 

considered in determining whether the Defendants' mark creates a likelihood of confusion in relation to 

EPE's marks. In failing to consider the Defendants' presentation of “The Velvet Elvis” mark to the public 

in advertising in determining whether the Defendants' use of their mark created a likelihood of confusion, 

the district court failed to consider the mark as perceived by the public. In addition, by isolating the 

advertising, the district court failed to consider how the Defendants configured the mark in emphasizing 

the “Elvis” portion of the name, which is highly probative of the impression they intended to convey. 
 
The fact that the Defendants ceased many of the problematic advertising practices after receiving the 

cease and desist letter and shortly before EPE filed suit does not make the advertising any less relevant to 

the question of whether the Defendants' use of the “The Velvet Elvis” mark infringes EPE's marks. The 

cessation of infringing activity does not affect the determination of liability, but it may make an injunction 

unnecessary. See M-F-G Corp. v. EMRA Corp., 817 F.2d 410, 411 (7th Cir.1987); see also Blisscraft v. 

United Plastics Co., 294 F.2d 694, 702 (2d Cir.1961) (finding it necessary to fully consider the liability 

issue and issue an injunction despite cessation of infringing use); Esquire, Inc. v. Esquire Slipper Mfg. 

Co., 243 F.2d 540, 542, 546 (1st Cir.1957) (reversing a decision dismissing an action based upon the 

defendant's promise to cease infringing conduct because the plaintiff was entitled to an enforceable 

judgment). In this case, the district court found “a definite possibility,” Elvis Presley Enters., 950 F.Supp. 

at 803, that the Defendants would resume their infringing advertising practices and therefore granted 

injunctive relief in spite of the Defendants professed intent to discontinue infringing activities. Ceasing 

the infringing activity does not allow an infringing party to escape liability. See Spring Mills, Inc. v. 

Ultracashmere House, Ltd., 689 F.2d 1127, 1133 (2d Cir.1982). 
 

b. Parody 
 
As noted earlier, parody is not a defense to trademark infringement, but rather another factor to be 
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considered, which weighs against a finding of a likelihood of confusion. See Dr. Seuss Enters., 109 F.3d 

at 1405; 4 MCCARTHY, supra, § 31:153, at 31-222 to 31-223. As a leading treatise has stated, 
 
Some parodies will constitute an infringement, some will not. But the cry of “parody!” does not magically 

fend off otherwise legitimate claims of trademark infringement or dilution. There are confusing parodies 

and non-confusing parodies. All they have in common is an attempt at humor through the use of someone 

else's trademark. A non-infringing parody is merely amusing, not confusing. 
 
4 id. § 31-153, at 31-223 (emphasis added); cf. Dallas Cowboys Cheerleaders, Inc. v. Scoreboard Posters, 

Inc., 600 F.2d 1184, 1188 (5th Cir.1979) (noting that parody is relevant to a fair-use defense to copyright 

infringement but does not establish the defense). Therefore, while not a defense, parody is relevant to a 

determination of a likelihood of confusion and can even weigh heavily enough to overcome a majority of 

the digits of confusion weighing in favor of a likelihood of confusion. 
 
This court has yet to consider parody in relation to trademark law. However, recently in Campbell v. 

Acuff-Rose Music, Inc., 510 U.S. 569, 114 S.Ct. 1164, 127 L.Ed.2d 500 (1994), the Supreme Court 

considered parody in the copyright context, which is relevant to the treatment of parody in the trademark 

context. See Balducci Publications, 28 F.3d at 776; 4 MCCARTHY, supra, § 31:153, at 31-222; Gary 

Myers, Trademark Parody: Lessons from the Copyright Decision in Campbell v. Acuff-Rose Music, Inc., 

LAW & CONTEMP. PROBS., Spring 1996, at 181. The Campbell Court noted that: 
 
the heart of any parodist's claim to quote from existing material, is the use of some elements of a prior 

author's composition to create a new one that, at least in part, comments on that author's works. If, on the 

contrary, the commentary has no critical bearing on the substance or style of the original composition, 

which the alleged infringer merely uses to get attention or to avoid the drudgery in working up something 

fresh, the claim to fairness in borrowing from another's work diminishes accordingly (if it does not 

vanish), and other factors, like the extent of its commerciality, loom larger. Parody needs to mimic an 

original to make its point, and so has some claim to use the creation of its victim's (or collective victims') 

imagination, whereas satire can stand on its own two feet and so requires justification for the very act of 

borrowing. 
 
 510 U.S. at 580-81, 114 S.Ct. at 1172 (emphasis added and citations and footnotes omitted) (considering 

parody in relation to the fair-use defense to copyright infringement). From the Supreme Court's 

statements, it is clear that a parody derives its need and justification to mimic the original from its 

targeting of the original for comment or ridicule. Id. at 588, 114 S.Ct. at 1176 (“When parody takes aim at 

a particular original work, the parody must be able to ‘conjure up’ at least enough of that original to make 

the object of its critical wit recognizable.”). If the original is not a target of the parody, the need to 

“conjure up” the original decreases as the parody's aim moves away from the original. 
 
This same need to conjure up the original exists when a parody targets a trademark or service mark. In the 

case of the standard likelihood-of-confusion analysis, a successful parody of the original mark weighs 

against a likelihood of confusion because, even though it portrays the original, it also sends the message 

that it is not the original and is a parody, thereby lessening any potential confusion. See Cliffs Notes, Inc. 

v. Bantam Doubleday Dell Publishing Group, Inc., 886 F.2d 490, 494 (2d Cir.1989) (“A parody must 

convey two simultaneous-and contradictory-messages: that it is the original, but also that it is not the 

original and is instead a parody.”); see also Anheuser-Busch, Inc. v. L & L Wings, Inc., 962 F.2d 316, 321 

(4th Cir.1992); 4 MCCARTHY, supra, § 31:155, at 31-235 (“ ‘[T]he joke itself reinforces the public's 

association of the mark with the plaintiff.’ ” (quoting Robert C. Denicola, Trademarks as Speech: 

Constitutional Implications of the Emerging Rationales for the Protection of Trade Symbols, 1982 WIS. 
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L. REV. 158, 188)). Therefore, a parody of a mark needs to mimic the original mark and from this 

necessity arises the justification for the mimicry, but this necessity wanes when the original mark is not 

the target of the parody. 
 
In this case, the district court found that “The Velvet Elvis” mark, when combined with the bar's gaudy 

decor, was “an integral part of Defendants' parody of the faddish, eclectic bars of the sixties.” Elvis 

Presley Enters., 950 F.Supp. at 792. The intent was to parody “a time or concept from the sixties-the Las 

Vegas lounge scene, the velvet painting craze and perhaps indirectly, the country's fascination with 

Elvis.” Id. at 795 (emphasis added). In his testimony, Capece stated that the Defendants “were trying to 

make fun of the Hardrock Cafes, the Planet Hollywoods, or some of the places that were more 

pretentious” and that the Defendants could successfully perform their parody without using Elvis 

Presley's name. This testimony and the district court's analysis both indicate that neither Elvis Presley nor 

EPE's marks were a target of the Defendants' parody. 
 
The Defendants argue that a parody of society can still parody a celebrity, see Cardtoons, L.C. v. Major 

League Baseball Players Ass'n, 95 F.3d 959, 972 (10th Cir.1996) (noting that “a parody of a celebrity 

does not merely lampoon the celebrity, but exposes the weakness of the idea or value that the celebrity 

symbolizes in society”), but in Cardtoons, the parody of society was through the parody of the celebrity. 

Here, we have a direct parody of society that does not even attempt to parody the celebrity-Elvis Presley. 
 
The Defendants' parody of the faddish bars of the sixties does not require the use of EPE's marks because 

it does not target Elvis Presley; therefore, the necessity to use the marks significantly decreases and does 

not justify the use. Capece himself conceded that the Defendants could have performed their parody 

without using Elvis's name. Without the necessity to use Elvis's name, parody does not weigh against a 

likelihood of confusion in relation to EPE's marks. It is simply irrelevant. As an irrelevant factor, parody 

does not weigh against or in favor of a likelihood of confusion, and the district court erred in relying upon 

parody in its determination of the likelihood of confusion. 
 
In its likelihood-of-confusion analysis, the district court made determinations on five of the seven digits 

of confusion which either ignored relevant advertising evidence or relied upon the Defendants' parody of 

the sixties lounge scene. These errors have permeated the district court's findings of fact on the likelihood 

of confusion and on each of those digits of confusion. Therefore, we will review the likelihood-of-
confusion determination and those infected findings on the digits of confusion de novo based upon the 

well-developed record. See Balducci Publications, 28 F.3d at 773; Roto-Rooter Corp., 513 F.2d at 46-47. 
 

4. Likelihood of confusion 
 
In our de novo consideration of the likelihood of confusion, we will accept the district court's findings 

that the identity of retail outlets and purchasers weighs against a likelihood of confusion and that the 

identity of advertising media is irrelevant. Neither finding is challenged by the parties nor implicates the 

district court's errors in isolating the Defendants' advertising practices from the analysis or in its 

application of parody; therefore, we leave those findings undisturbed. This acceptance leaves the 

following digits of confusion for our consideration: (1) the type of mark, (2) the similarity of marks, (3) 

the similarity of products and services, (4) the Defendants' intent, and (5) actual confusion. We consider 

each digit of confusion in turn and then weigh them to determine whether a likelihood of confusion exists. 
 

a. Type of Trademark 
 
The type of trademark refers to the strength of the mark. In looking at the strength of the mark, the focus 
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is the senior user's mark. See RESTATEMENT, supra, § 21(d) & cmt. i; 3 MCCARTHY, supra, § 23:19. 

The stronger the mark, the greater the protection it receives because the greater the likelihood that 

consumers will confuse the junior user's use with that of the senior user. RESTATEMENT, supra, § 21 

cmt. i; see also Amstar Corp., 615 F.2d at 259. 
 
The Defendants conceded that EPE's marks have “worldwide fame and almost instantaneous 

recognition,” leading the district court to find that EPE's marks are strong. Elvis Presley Enters., 950 

F.Supp. at 792. The Defendants do not dispute this on appeal. Rather, the Defendants argue that “The 

Velvet Elvis” has a different meaning than EPE's marks and that EPE has not shown distinctiveness 

outside the entertainment industry. However, these issues are more appropriately considered in relation to 

other digits of confusion. EPE's marks are very strong and therefore strongly weigh in favor of a 

likelihood of confusion. 
b. Similarity of marks 

 
The similarity of the marks in question is determined by comparing the marks' appearance, sound, and 

meaning. See Jordache Enters., 828 F.2d at 1484; RESTATEMENT, supra, § 21(a); 3 MCCARTHY, 

supra, § 23:21. “Even if prospective purchasers recognize that the two designations are distinct, confusion 

may result if purchasers are likely to assume that the similarities in the designations indicate a connection 

between the two users. The relevant inquiry is whether, under the circumstances of the use,” the marks are 

sufficiently similar that prospective purchasers are likely to believe that the two users are somehow 

associated. RESTATEMENT, supra, § 21 cmt. c. However, different meanings of otherwise similar marks 

may overcome a likelihood of confusion that would otherwise result. See 3 MCCARTHY, supra, §§ 

23:26,: 28; see also Long John Distilleries, Ltd. v. Sazerac Co., 57 C.C.P.A. 1286, 426 F.2d 1406, 1407 

(C.C.P.A.1970) (finding the marks, “Long John” and “Friar John,” to have obvious meanings that are in 

no way suggestive of one another). “In determining the meaning and connotation which the trademark 

projects, it is proper to look to the context of use, such as material on labels, packaging, advertising and 

the like.” 3 MCCARTHY, supra, § 23:26, at 23-61 (citing In re Nationwide Indus., Inc., 6 U.S.P.Q.2d 

1882 (T.T.A.B.1988)); see also Hormel Foods Corp. v. Jim Henson Productions, Inc., 73 F.3d 497, 503-
04 (2d Cir.1996) (noting the relevance of the placement of the mark next to other dissimilar symbols); 

discussion supra Part II.A.3.a. 
 
The district court found that “The Velvet Elvis” mark is “symbolic of a faddish art style that belongs to 

the culture that created it” and that the mark “has no specific connection with [Elvis] other than the 

coincidence of its use to portray him.” Elvis Presley Enters., 950 F.Supp. at 793. The district court made 

this finding without considering the context into which the Defendants placed their mark. The Defendants 

used “The Velvet Elvis” mark in advertising that included (1) the image of Elvis Presley; (2) direct 

references to Graceland and Elvis Presley with phrases such as “The King Lives,” “Viva la Elvis,” and 

“Elvis has not left the building”; and (3) the “Elvis” portion of the mark boldly displayed with “an almost 

unnoticeable ‘Velvet’ appearing alongside in smaller script.” Id. at 789. On one of their menus, the 

Defendants also advertised “Oscar at The Elvis,” an Academy Awards charity benefit to be held at the bar. 

The context of the Defendants' advertising for the first nine months of operation of the Richmond Avenue 

location has imbued “The Velvet Elvis” mark with a meaning that directly evokes Elvis Presley, despite 

any independent meaning the mark might have. Cf. id. at 797 (noting that the Defendants' advertisements 

in which “Elvis” is emphasized “creat[e] a definite risk that consumers will identify the bar with Presley 

or EPE” and that advertisements using Elvis's image cause confusion). The Defendants' mark's connection 

to Elvis is enhanced by the inclusion of “Elvis” in the mark and the Defendants' decision to emphasize the 

“Elvis” portion of the mark, leaving the “Velvet” portion almost unnoticeable. See Lone Star Steakhouse 

& Saloon, Inc. v. Alpha of Va., Inc., 43 F.3d 922, 936 (4th Cir.1995) (giving greater weight to the 

dominant or “salient portions” of a mark); Oreck Corp., 803 F.2d at 171 (focussing on “attention-getting” 
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feature in comparing marks); 3 MCCARTHY, supra, § 23:44 (noting that it is proper to give greater effect 

to the dominant feature of a mark in the comparison). The Defendants' use of the mark outside this 

suggestive context where the faddish art style connotation might predominate does not counteract the 

Defendants' deliberate association with Elvis in their advertising. The connotation of the marks are 

similar, and this digit of confusion therefore weighs in favor of a likelihood of confusion. 
 

c. Similarity of products and services 
 
“The greater the similarity between products and services, the greater the likelihood of confusion.” Exxon 

Corp. v. Texas Motor Exch. of Houston, Inc., 628 F.2d 500, 505 (5th Cir.1980). Direct competition 

between the parties' services or products is not required in order to find a likelihood of confusion. 

Professional Golfers Ass'n of Am. v. Bankers Life & Cas. Co., 514 F.2d 665, 669-70 (5th Cir.1975); see 

also 3 MCCARTHY, supra, §§ 24:13-: 14. 
 
One such relationship where this is true exists when the sponsor or maker of one business or product 

might naturally be assumed to be the maker or sponsor of another business product.... [T]he deceived 

customer buys the infringer's product in the belief that it originates with the trademark owner or that it is 

in some way affiliated with the owner. 
 
 World Carpets, Inc. v. Dick Littrell's New World Carpets, 438 F.2d 482, 488 (5th Cir.1971), cited in 

Professional Golfers Ass'n, 514 F.2d at 670. When products or services are noncompeting, the confusion 

at issue is one of sponsorship, affiliation, or connection. See Kentucky Fried Chicken Corp. v. Diversified 

Packaging Corp., 549 F.2d 368, 388 (5th Cir.1977); 3 MCCARTHY, supra, §§ 24:3,:6. 
 
The danger of affiliation or sponsorship confusion increases when the junior user's services are in a 

market that is one into which the senior user would naturally expand. See RESTATEMENT, supra, § 

21(e) & cmt. j. The actual intent of the senior user to expand is not particularly probative of whether the 

junior user's market is one into which the senior user would naturally expand. Id. cmt. j.; 3 MCCARTHY, 

supra, § 24:19. Consumer perception is the controlling factor. See Dreyfus Fund Inc. v. Royal Bank of 

Can., 525 F.Supp. 1108, 1119-20 (S.D.N.Y.1981) (noting that consumer perception controls over the 

actual intent of the senior user); 3 MCCARTHY, supra, § 24:19. “If consumers believe, even though 

falsely, that the natural tendency of producers of the type of goods marketed by the prior user is to expand 

into the market for the type of goods marketed by the subsequent user, confusion may be likely.” 

RESTATEMENT, supra, § 21 cmt. j. 
 
While we recognize that EPE has plans to open a worldwide chain of Elvis Presley restaurants and has 

opened its Memphis restaurant since the district court's decision, our proper focus is on (1) whether the 

products and services of EPE and the Defendants are similar enough to cause confusion as to source or 

affiliation or (2) whether the Defendants' bar is in a market into which EPE would naturally be perceived 

to expand. The Velvet Elvis serves food, cigars, and alcohol; provides live music; and sells t-shirts and 

hats. EPE licenses its marks on a wide variety of products, including t-shirts and hats, and the Defendants 

concede that EPE's marks are particularly strong in the music, television, and movie industries. EPE also 

operates family-oriented restaurants and an ice cream parlor at Graceland. Despite the breadth of EPE's 

licensed products, these products and services may not be similar enough to weigh in favor of a likelihood 

of confusion, but it is a question that we need not reach. 
 
The pervasiveness of EPE's marks across the spectrum of products and the success and proliferation of 

entertainment and music-themed restaurants like Planet Hollywood and Hard Rock Cafe-which Capece 

testified inspired their parody-support a likelihood of confusion. Cf. Armco, 693 F.2d at 1161 
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(“Diversification makes it more likely that a potential customer would associate the nondiversified 

company's services with the diversified company, even though the two companies do not actually 

compete.”). These restaurants have led the way, and an Elvis Presley restaurant would be a natural next 

step due to the public's strong familiarity with such restaurants and with Elvis. Given that EPE licenses so 

many products and is a strong presence in the entertainment business and that Planet Hollywood and Hard 

Rock Cafe have shown the success and popularity of entertainment and music-themed restaurants, the 

restaurant and bar business with live music is a natural area of expansion for EPE, and this digit of 

confusion weighs in favor of a likelihood of confusion. 
 

d. The Defendants' intent 
 
Proof of an intent to confuse the public is not necessary to a finding of a likelihood of confusion. Fuji 

Photo Film Co. v. Shinohara Shoji Kabushiki Kaisha, 754 F.2d 591, 597 (5th Cir.1985) (noting that “ 

‘[w]hile evil intent may evidence unfair competition and deception, lack of guile is immaterial’ ” 

(brackets in original) (quoting Communications Satellite Corp. v. Comcet, Inc., 429 F.2d 1245, 1249 (4th 

Cir.1970))); RESTATEMENT, supra, § 22 cmt. b; 3 MCCARTHY, supra, § 23:107. If a mark was 

adopted with the intent to confuse the public, that alone may be sufficient to justify an inference of a 

likelihood of confusion. Amstar Corp., 615 F.2d at 263; RESTATEMENT, supra, § 22 cmt. c. A good-
faith intent to parody, however, is not an intent to confuse. Nike, 6 F.3d at 1231 (citing Jordache Enters., 

828 F.2d at 1486). If the defendant acted in good faith, then this digit of confusion becomes a nonfactor in 

the likelihood-of-confusion analysis, rather than weighing in favor of a likelihood of confusion. See Fuji 

Photo, 754 F.2d at 597-98. However, an innocent intent in adopting a mark does not immunize an intent 

to confuse in the actual use of the mark. Cf. RESTATEMENT, supra, § 22 cmt. c (“Even if an actor 

believes in good faith that the copying of another's designation is justified, an inference that confusion is 

likely may arise from other circumstances that suggest an intent to confuse, such as a failure to take 

reasonable steps to minimize the risk of confusion.”). 
 
The district court found that the Defendants' subjective intent was an intent to parody, rather than an 

intent to confuse. Based upon this finding, the Defendants' intent would not support a finding of a 

likelihood of confusion. However, the Defendants' advertisements using the image of Elvis, referencing 

Elvis, and emphasizing the word “Elvis” in the mark are other circumstances that support an intent to 

confuse. See Elvis Presley Enters., 950 F.Supp. at 797 (noting that “use of this type of advertisement can 

only indicate a marketing scheme based on the tremendous drawing power of the Presley name and its 

ability to attract consumer interest and attention” (emphasis added)). These circumstances increase the 

risk of confusion and are more than just “a failure to take reasonable steps to minimize the risk of 

confusion.” See RESTATEMENT, supra, § 22 cmt. c. The district court found that Capece's subjective 

intent in adopting the mark was an intent to parody, but in determining a defendant's intent, evidence of 

the defendant's actions is highly probative and should be considered. See Oreck Corp., 803 F.2d at 173 

(“[The defendant's] actions speak louder than its words....”); 3 MCCARTHY, supra, § 23:113, at 23-216 

to 23-217. The Defendants' use of “The Velvet Elvis” mark in their advertising evidences an intent to 

market the bar by relying upon the drawing power of Elvis, as found by the district court. See Elvis 

Presley Enters., 950 F.Supp. at 797. Therefore, the facts under this digit of confusion weigh in favor of a 

likelihood of confusion. 
e. Actual confusion 

 
Evidence of actual confusion is not necessary to a finding of a likelihood of confusion, but “it is 

nevertheless the best evidence of a likelihood of confusion.” Amstar Corp., 615 F.2d at 263. Actual 

confusion that is later dissipated by further inspection of the goods, services, or premises, as well as post-
sale confusion, is relevant to a determination of a likelihood of confusion. See 3 MCCARTHY, supra, §§ 
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23:6-: 7. “Infringement can be based upon confusion that creates initial consumer interest, even though no 

actual sale is finally completed as a result of the confusion.” 3 id. § 23:6; see also Dr. Seuss Enters., 109 

F.3d at 1405 (noting that no sale must be completed to show actual confusion); Mobil Oil Corp. v. 

Pegasus Petroleum Corp., 818 F.2d 254, 259 (2d Cir.1987) (finding liability for initial-interest confusion). 

Initial-interest confusion gives the junior user credibility during the early stages of a transaction and can 

possibly bar the senior user from consideration by the consumer once the confusion is dissipated. Id.; 3 

MCCARTHY, supra, § 23:6. 
 
EPE presented witnesses who testified that they initially thought the Defendants' bar was a place that was 

associated with Elvis Presley and that it might have Elvis merchandise for sale. The witnesses all testified 

that, upon entering and looking around the bar, they had no doubt that EPE was not affiliated with it in 

any way. Despite the confusion being dissipated, this initial-interest confusion is beneficial to the 

Defendants because it brings patrons in the door; indeed, it brought at least one of EPE's witnesses into 

the bar. Once in the door, the confusion has succeeded because some patrons may stay, despite realizing 

that the bar has no relationship with EPE. This initial-interest confusion is even more significant because 

the Defendants' bar sometimes charges a cover charge for entry, which allows the Defendants to benefit 

from initial-interest confusion before it can be dissipated by entry into the bar. Additionally, the finding by 

the district court that the Defendants' advertising practices caused actual confusion shows that actual 

confusion occurred when consumers first observed the mark in commerce. See Elvis Presley Enters., 950 

F.Supp. at 797 (noting that EPE also established actual confusion in relation to advertisements with “The 

Velvet Elvis” mark in a context connoting Elvis Presley). 
 
An absence of, or minimal, actual confusion, however, over an extended period of time of concurrent 

sales weighs against a likelihood of confusion. Id. at 263 (finding no likelihood of confusion based upon 

concurrent sales over fifteen years with minimal instances of confusion); see also Oreck Corp., 803 F.2d 

at 173 (finding no likelihood of confusion based upon concurrent sales over seventeen months with no 

evidence of actual confusion); RESTATEMENT, supra, § 23(2) & cmt. d. In this case, the lack of 

complaints is relevant but should have less weight than the district court gave it. Approximately one year 

after the Richmond location opened, EPE's suit against the Defendants was reported in the press, and this 

lessens the weight of the lack of complaints because there would be no reason to complain to EPE if one 

knows EPE is aware of the possible infringer and has begun legal action. In the instant case, the lack of 

complaints is over a thirteen-month period, which is shorter than the periods in Oreck Corp. (seventeen 

months) and Amstar Corp. (fifteen years), and actual confusion has been shown by the evidence of initial-
interest confusion unlike in Oreck Corp. 
 
Based upon the above facts, this digit of confusion weighs in favor of a likelihood of confusion, and this 

finding is supported by the district court's finding of actual confusion in relation to the Defendants' 

advertising practices. 
f. Weighing the digits of confusion 

 
After considering the Defendants' advertising practices and dropping parody from the analysis, all five 

digits of confusion that we considered de novo weigh in favor of a likelihood of confusion, and only the 

identity of retail outlets and purchasers weighs against a likelihood of confusion. Giving each digit of 

confusion its due weight, we find that a likelihood of confusion exists between EPE's marks and the 

Defendants' use of “The Velvet Elvis” mark. Therefore, the Defendants have infringed EPE's marks with 

the use of their service mark, “The Velvet Elvis.” 
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B. Defenses 
 
The Defendants argue that EPE is barred from seeking relief for their use of “The Velvet Elvis” mark by 

the defenses of laches or acquiescence. They claim that EPE should have known about their use of “The 

Velvet Elvis” mark in August 1991 when Capece applied for federal registration of the mark because it 

uses the services of a trademark search firm to aid it in defending its marks. The Defendants contend that 

EPE rested on its rights by failing to object when it received actual notice of their conduct by the 

December 1992 publication of the mark in the PTO's Official Gazette and by failing to protest the 

Defendants' use until July 1994 when over $100,000 had been invested in the Richmond Avenue location 

and customer loyalty had been built up by the use of the mark at the Kipling Street location. 
 
“Laches is commonly defined as an inexcusable delay that results in prejudice to the defendant.” Conan 

Properties, 752 F.2d at 153. A defense of laches has three elements: “(1) delay in asserting a right or 

claim; (2) that the delay was inexcusable; [and] (3) that undue prejudice resulted from the delay.” Armco, 

693 F.2d at 1161. The period for laches begins when the plaintiff knew or should have known of the 

infringement. Id. at 1161-62. Any acts after receiving a cease and desist letter are at the defendant's own 

risk because it is on notice of the plaintiff's objection to such acts. See Conan Properties, 752 F.2d at 151-
52. Noninfringing use of a mark is not relevant to a defense of laches. See Mead Johnson & Co. v. Baby's 

Formula Serv., Inc., 402 F.2d 19, 22 (5th Cir.1968) (finding long years of noninfringing use of mark 

would not establish laches as to a later infringing use). 
 
EPE knew of the Defendants' use of “The Velvet Elvis” mark when it was published in the PTO's Official 

Gazette in December 1992. The Defendants have not shown that EPE should have known at an earlier 

time nor shown why employing a search service should have given EPE that knowledge earlier. After the 

Kipling Street location's closing, no infringing use of the mark was occurring because the mark was not 

being used in commerce,52 and the Richmond Avenue location's opening is not relevant to the laches 

period because it occurred after the Defendants' receipt of the cease and desist letter. Therefore, the period 

relevant for the application of laches is eight months, beginning in December 1992 and running until July 

1993 when the Kipling Street location closed. We do not find that eight months was an inexcusable delay. 
 
Additionally, even if we assume eight months to be an inexcusable delay or that the relevant period of 

delay should include the period the Richmond Avenue location was open until suit was filed in April 

1995, no undue prejudice has been shown as a result of the delay in this case. Capece has conceded that 

he did not purchase the signs for the Richmond Avenue location until after he received the cease and 

desist letter from EPE and that he did not need to use Elvis's name in order to parody his intended target 

of the “faddish, eclectic bars of the sixties.” Changing the name of the bar would not have destroyed the 

investment of capital in the nightclub. Additionally, the short period of delay here would not justify 

finding prejudice on the Defendants' claims of customer goodwill from the earlier location. 
 
“[A]cquiescence involves the plaintiff's implicit or explicit assurances to the defendant which induce[ ] 

reliance by the defendant.” Conan Properties, 752 F.2d at 153. Other than EPE's silence, the Defendants 

identify no assurances made by EPE to the Defendants upon which they could have relied. The period of 

silence relevant to acquiescence would not include any time after the cease and desist letter was sent 

                                                           
52 Similarly, the nonuse of the mark during the period while no nightclub was open may also break the period of continuous use 

required to establish the mark as incontestable under 15 U.S.C. § 1065. See Brittingham v. Jenkins, 914 F.2d 447, 454 (4th 

Cir.1990) (finding that a business's closing interrupted the continuous use period even though the mark was still used in business 

transactions because the mark was not used in conjunction with the sale of goods or services). 
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because EPE explicitly communicated its objection, nor would it include the time while no nightclub was 

open because permission cannot be inferred from silence in the absence of infringing activity. Cf. Mead 

Johnson & Co., 402 F.2d at 22. The eight months of silence does not rise to the level of an assurance upon 

which the Defendants could reasonably rely or by which they could claim to have been induced into 

reliance. 
III. REMEDIES 

 
* * * 

 
In the Joint Pre-Trial Order signed by the parties' counsel, EPE's demand for an accounting of profits is 

not mentioned, but the Joint Pre-Trial Order does mention EPE's demands for injunctive relief, damages, 

and attorneys' fees under the Lanham Act, 15 U.S.C. § 1117(a). Section 1117(a) also provides for the 

remedy of an accounting of profits and lists it separately from damages. Therefore, EPE's listing of 

injunctive relief, damages, and attorneys' fees under the Lanham Act in the Joint Pre-Trial Order does not 

act to preserve its claim for an accounting of profits, and the issue therefore was waived. 
 
Likewise, EPE has waived its claim for attorneys' fees under the Texas right of publicity statute, TEX. 

PROP.CODE ANN. § 26.013(4) (Vernon Supp.1998), because EPE never references the Texas statute in 

its request for attorneys' fees. All references to attorneys' fees in the Joint Pre-Trial Order request 

attorneys' fees under the Lanham Act, 15 U.S.C. §§ 1051-1127, explicitly or by referencing the Lanham 

Act's standard for their award. The first request for attorneys' fees under the Texas statute occurs in EPE's 

brief on appeal; as the availability of attorneys' fees under the Texas statute was never placed before the 

district court, we will not consider it on appeal. 
 
While an accounting of profits and attorneys' fees are not available to EPE, EPE is entitled to an 

injunction enjoining the Defendants' use of “The Velvet Elvis” mark based upon the Defendants' 

infringement of EPE's marks by their use of that mark. See 15 U.S.C. § 1116. We find that enjoining only 

the activities that have associated the mark with Elvis Presley will not provide EPE with the proper relief. 

The Defendants' advertising practices over many months imbued “The Velvet Elvis” mark with a meaning 

directly related to Elvis Presley, which cannot now be erased by altering the context of the mark's use. 

Because the Defendants have imbued the mark with an infringing meaning, use alone in the future would 

continue the infringement of EPE's marks. On remand, the district court shall enter the appropriate 

injunction enjoining the Defendants' use of “The Velvet Elvis” mark and grant any other appropriate 

relief. All injunctive relief entered should cover not only the Defendants and those acting in concert with 

them but also their successors and assigns. 
 

IV. CONCLUSION 
 
For the foregoing reasons, we REVERSE the district court's judgment and REMAND this case to the 

district court to enter judgment for EPE and for further proceedings consistent with this opinion. EPE's 

motion for this court to take judicial notice of an action of the PTO, which was carried with the appeal, is 

dismissed as moot. 
 

 
Notes and Questions 
 
1.  Trademark law differs significantly from copyright law in that it is not aimed at protecting the 

underlying data of the work. Trademark law is not protection of a work’s creative content; rather, it is 

focused on avoiding confusion as to the source of the product or service. 
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2.  List the three elements of trademark infringement. 
 
3.  Another way that trademark law differs from copyright is that the concept of trademark law is based 

on the trademark’s use in commerce—a person cannot just file the trademark and sit on it idly. Instead, 

one must file the trademark and use it continuously (not sporadically) for five years. 
 
4.  What is the effect of the issuance of a trademark or service mark by the U.S. Patent and Trademark 

Office? 
 
5.  When is a trademark valid and protectable? 
 
6.  List some of the nonexhaustive factors to take into consideration when determining the likelihood of 

confusion in trademark. 
 
7.  Note that parody in trademark law is not an affirmative defense as it is in copyright law. Rather, 

parody is merely a factor that can weigh heavily enough to overcome all other factors when it comes to 

determining the likelihood of confusion between two marks. A parody must convey two simultaneous 

and contradictory messages: (1) That it is the original. In other words, the parody must “conjure up” 

the original work. (2) That it is not the original. The parody must target the original and be 

transformative. 
 
 
 

 
IN RE ELVIS PRESLEY ENTERPRISES, INC. 

U.S. PATENT AND TRADEMARK OFFICE, TRADEMARK TRIAL AND APPEAL BOARD 
50 U.S.P.Q. 2d 1632 

 
Elvis Presley Enterprises, Inc. (applicant) seeks to register as a trademark for cotton fabric “the likeness 

and image of Elvis Presley.” To be clear, applicant's alleged mark is not a word mark. Rather, applicant 

seeks to register the likeness and image of Elvis Presley in all possible manners of presentation without 

limitation as to age, manner of dress or pose. (Applicant's brief page 8). On the drawing page of the 

application, there appears simply the following: “the likeness and image of Elvis Presley.” 
 
The intent-to-use application was filed on November 3, 1993. On January 22, 1996 applicant submitted an 

amendment to allege use of its mark as of December 1993 along with various specimens purporting to 

show such use. 
 
The Examining Attorney has refused registration based on applicant's failure to comply with her 

requirement that applicant submit an acceptable drawing of its mark. In her “final” action refusing 

registration, the Examining Attorney articulated the drawing requirement as follows: 
 
The applicant must amend the drawing to show a substantially exact representation of the mark as 

intended to be used on or in connection with the goods specified in the application. 
 
She went on to note that “an applicant may apply to register only one mark in each application” and that, 

by means of its current “drawing,” applicant “. . . has [impermissibly] attempted to claim numerous marks 

in one application.” 
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She further explained her position in her reply to the applicant's request for reconsideration of her “final” 

action. There, she stated that 
 
. . . the applicant has attempted to register a concept, the idea or aura of Elvis Presley. 
 
The Trademark Act does not provide for registration of an idea. . . . The words listed in the drawing 

describe a concept or idea about Elvis Presley, but they do not show a trademark. 
 
In her brief at pages 6-7, the Examining Attorney explained further that, without a “drawing [conveying] 

an accurate representation of the mark sought to be registered,” members of the public and examining 

attorneys will be unable to ascertain what mark(s) applicant claims rights in, or obtains rights in. 
 
Trademark Rule 2.51(a) requires that a trademark application have a drawing which “shall be a 

substantially exact representation of the mark” as used on or in connection with the goods (use based 

applications) or to be used on or in connection with the goods (intent-to-use applications).Trademark Rule 

2.51(c) states that “the drawing of a mark may be dispensed with in the case of a mark not capable of 

representation by a drawing, but in any such case the application must contain an adequate description of 

the mark.” 
 
It is the contention of the Examining Attorney that the exception found in Trademark Rule 2.51(c) applies 

only to sound and scent marks. (Examining Attorney's brief page 7). On the other hand, applicant 

contends that “it is a certainty that every [possible] pose of Elvis Presley cannot be drawn for one 

application. Therefore, the ‘incapable’ requirement of Rule 2.51(c) is met.” (Applicant's brief page 8). 
 
We certainly share the view of applicant that every possible pose of Elvis Presley cannot be shown in one 

drawing. However, even assuming that the incapability requirement of Trademark Rule 2.51(c) is met in 

this particular case, “the application must [still] contain an adequate description of the mark.” In other 

words, all trademark applications must contain either (1) a “drawing of the trademark [which] shall be a 

substantially exact representation of the mark,” or (2) “an adequate description of the mark.”As the 

Examining Attorney has argued, in a single trademark application an applicant may not attempt to register 

two or more marks. In re Audi, 197 USPQ 649, 651 (TTAB 1977). 
 
It is the contention of applicant that it is seeking to register but one mark, namely, the likeness and image 

of Elvis Presley. Of course, applicant concedes that there are vast numbers of different “poses” of Elvis 

Presley. However, it is applicant's contention that all of these vast numbers of poses of Elvis Presley 

nevertheless function as a single trademark, as articulated by applicant in the following passage from 

pages eight and nine of its brief (emphasis added): 
 
It is the miracle of human comprehension that people can perceive many poses of Elvis Presley; the 

“young Elvis” as he looked in the 1950's, the “older Elvis” as he looked in the 1970's, or Elvis Presley 

dressed in his famous jump suit stage attire of the '70's or the charcoal and pink suits of the 1950's and 

know that it is but one singular person -- not many. It does not make a difference if the pose is of the 

“gyrating pelvis” Elvis Presley or of him holding the microphone close to his mouth in a ballad singing 

manner. However dressed, however posed and at whatever age he is portrayed there is no doubt but that 

the likeness and image is of Elvis Presley and of no other person. Each and all of these poses of Elvis 

Presley, when used by [applicant] on its products or in connection with its services, serve as [applicant's] 

trademark. 
 
We disagree. The likeness and image of an infant Elvis Presley, if it functions as a trademark or service 
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mark at all, is vastly different from the likeness and image of Elvis Presley in 1958, not to mention 1977. 

Likewise, the likeness and image of Elvis Presley dressed in an Army uniform with short hair is clearly 

different from that of Elvis Presley in jump suit stage attire with long hair and wide sideburns. Were 

applicant to obtain a registration covering every likeness and image of Elvis Presley from his birth until 

his death, then applicant would be in the position to prevent others from using or registering the specific 

images of other individuals (real or fictional) which resemble one of the thousands, if not millions, of 

vastly different photographs, film frames or video frames depicting Elvis Presley. This would be true even 

for a particular photograph, film frame or video frame which, while constituting an actual picture of Elvis 

Presley, nevertheless has very little resemblance to Mr. Presley. We are all quite aware of pictures of 

ourselves or others that, for whatever reasons, are simply not accurate depictions of ourselves or others. 
 
In case this Board may appear to be overreacting, we are attaching hereto photocopies of the eight (8) 

different photographs which applicant submitted as specimens of use [omitted]. These eight photographs 

contain literally dozens of different depictions of Elvis Presley at different ages and in different types of 

apparel. These pictures are worth a thousand words in conveying just how different Mr. Presley, like any 

other individual, varied in his appearance from his late teens to his early forties. Of course, as previously 

noted, these variances would be even greater if we were to take into account depictions of Mr. Presley as 

an infant or as a child, as applicant would have us do. 
 
This is not the first time that an attempt has been made to claim that the likeness and image of Elvis 

Presley in general serves as a mark. Such an attempt was rejected in the past, and we, like the Examining 

Attorney, reject it now. See Estate of Elvis Presley v. Russen, 513 F.Supp. 1339, 211 USPQ 415, 439 

(D.N.J. 1981) (“The plaintiff asserts that the likeness and image of Elvis Presley serves as a service mark; 

however, the evidence does not support such a broad proposition. Rather, the record only supports a 

conclusion that a picture or illustration of Elvis Presley dressed in one of his characteristic jumpsuits and 

holding a microphone in a singing pose is likely to be found to function as a service mark. This particular 

image (hereinafter referred to as the ‘Elvis Pose’) has appeared in promotional and advertising material 

for concerts and on record albums.”) (emphasis added). 
 
The holding of Estate of Elvis Presley v. Russen was endorsed by the United States Court of Appeals for 

the Second Circuit in Pirone v. MacMillan, 894 F.2d 579, 13 USPQ2d 1799 (2d Cir. 1990). The Court had 

the following to say with regard to an attempt to claim trademark rights in all likenesses and images of a 

particular individual (13 USPQ2d at 1801 , emphasis added): 
 
Different photographs of the same person may be markedly dissimilar. Thus a photograph of a human 

being, unlike a portrait of a fanciful cartoon character, is not inherently “distinctive” in the trademark 

sense of tending to indicate origin. . . . Under some circumstances, a photograph of a person may be a 

valid trademark -- if, for example, a particular photograph was consistently used on specific goods. 

[Plaintiff], however, asserts rights in every photograph of [Babe] Ruth. 
 
This sweeping contention resembles that rejected in Estate of Elvis Presley v. Russen, 513 F.Supp. 1339 [ 

211 USPQ 415 ] (D.N.J. 1981). The estate of the entertainer Elvis Presley argued that his “image and 

likeness” was a valid mark. The District of New Jersey rejected the claim as too broad. . . . However, the 

[district] court went on to note that a particular image of Presley could be a valid mark. . . . 
 
Decision: The refusal to register is affirmed. 
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Notes and Questions 
 
1. What was the shortcoming in the trademark application in this case?   
 
 
 
 

 
MATTEL, INC. v. MCA RECORDS, INC. 

296 F.3d 894 (9th Cir. 2002) 
 

KOZINSKI, Circuit Judge 
If this were a sci-fi melodrama, it might be called Speech-Zilla meets Trademark Kong. 
 

I 
 
Barbie was born in Germany in the 1950s as an adult collector's item. Over the years, Mattel transformed 

her from a doll that resembled a “German street walker,” as she originally appeared, into a glamorous, 

long-legged blonde. Barbie has been labeled both the ideal American woman and a bimbo. She has 

survived attacks both psychic (from feminists critical of her fictitious figure) and physical (more than 500 

professional makeovers). She remains a symbol of American girlhood, a public figure who graces the 

aisles of toy stores throughout the country and beyond. With Barbie, Mattel created not just a toy but a 

cultural icon. 
 
With fame often comes unwanted attention. Aqua is a Danish band that has, as yet, only dreamed of 

attaining Barbie-like status. In 1997, Aqua produced the song Barbie Girl on the album Aquarium. In the 

song, one bandmember impersonates Barbie, singing in a high-pitched, doll-like voice; another 

bandmember, calling himself Ken, entices Barbie to “go party.” (The lyrics are in the Appendix.) Barbie 

Girl singles sold well and, to Mattel's dismay, the song made it onto Top 40 music charts. 
 
Mattel brought this lawsuit against the music companies who produced, marketed and sold Barbie Girl: 

MCA Records, Inc., Universal Music International Ltd., Universal Music A/S, Universal Music & Video 

Distribution, Inc. and MCA Music Scandinavia AB (collectively, “MCA”). MCA in turn challenged the 

district court's jurisdiction under the Lanham Act and its personal jurisdiction over the foreign defendants, 

Universal Music International Ltd., Universal Music A/S and MCA Music Scandinavia AB (hereinafter 

“foreign defendants”); MCA also brought a defamation claim against Mattel for statements Mattel made 

about MCA while this lawsuit was pending. The district court concluded it had jurisdiction over the 

foreign defendants and under the Lanham Act, and granted MCA's motion for summary judgment on 

Mattel's federal and state-law claims for trademark infringement and dilution. The district court also 

granted Mattel's motion for summary judgment on MCA's defamation claim. 
 
Mattel appeals the district court's ruling that Barbie Girl is a parody of Barbie and a nominative fair use; 

that MCA's use of the term Barbie is not likely to confuse consumers as to Mattel's affiliation with Barbie 

Girl or dilute the Barbie mark; and that Mattel cannot assert an unfair competition claim under the Paris 

Convention for the Protection of Industrial Property. MCA cross-appeals the grant of summary judgment 

on its defamation claim as well as the district court's jurisdictional holdings. 
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II 
 
A. All three foreign defendants are affiliated members of Universal Music Group and have an active 

relationship with each other and with domestic members of the Group. Defendants entered into cross-
licensing agreements and developed a coordinated plan to distribute the Barbie Girl song in the United 

States (including California), and sent promotional copies of the Barbie Girl single and the Aquarium 

album to the United States (including California). This conduct was expressly aimed at, and allegedly 

caused harm in, California, Mattel's principal place of business. See Panavision Int'l, L.P. v. Toeppen, 141 

F.3d 1316, 1321 (9th Cir.1998). Mattel's trademark claims would not have arisen “but for” the conduct 

foreign defendants purposefully directed toward California, and jurisdiction over the foreign defendants, 

who are represented by the same counsel and closely associated with the domestic defendants, is 

reasonable. See id. at 1321-22. The district court did not err in asserting specific personal jurisdiction over 

the foreign defendants. 
B. 

 
Sales of the Aquarium album worldwide had a sufficient effect on American foreign commerce, and 

Mattel suffered monetary injury in the United States from those sales. See Ocean Garden, Inc. v. 

Marktrade Co., 953 F.2d 500, 503 (9th Cir.1991). Moreover, Mattel's claim is more closely tied to 

interests of American foreign commerce than it is to the commercial interests of other nations: Mattel's 

principal place of business is in California, the foreign defendants are closely related to the domestic 

defendants, and Mattel sought relief only for defendants' sales in the United States. See Star-Kist Foods, 

Inc. v. P.J. Rhodes & Co., 769 F.2d 1393, 1395-96 (9th Cir.1985). The district court properly exercised 

extraterritorial jurisdiction under the Lanham Act. 
 

III 
A. 

 
A trademark is a word, phrase or symbol that is used to identify a manufacturer or sponsor of a good or 

the provider of a service. See New Kids on the Block v. News Am. Publ'g, Inc., 971 F.2d 302, 305 (9th 

Cir.1992). It's the owner's way of preventing others from duping consumers into buying a product they 

mistakenly believe is sponsored by the trademark owner. A trademark “inform[s] people that trademarked 

products come from the same source.” Id. at 305 n. 2. Limited to this core purpose-avoiding confusion in 

the marketplace-a trademark owner's property rights play well with the First Amendment. “Whatever first 

amendment rights you may have in calling the brew you make in your bathtub ‘Pepsi’ are easily 

outweighed by the buyer's interest in not being fooled into buying it.” Trademarks Unplugged, 68 N.Y.U. 

L.Rev. 960, 973 (1993). 
 
The problem arises when trademarks transcend their identifying purpose. Some trademarks enter our 

public discourse and become an integral part of our vocabulary. How else do you say that something's 

“the Rolls Royce of its class”? What else is a quick fix, but a Band-Aid? Does the average consumer 

know to ask for aspirin as “acetyl salicylic acid”? See Bayer Co. v. United Drug Co., 272 F. 505, 510 

(S.D.N.Y.1921). Trademarks often fill in gaps in our vocabulary and add a contemporary flavor to our 

expressions. Once imbued with such expressive value, the trademark becomes a word in our language and 

assumes a role outside the bounds of trademark law. 
 
Our likelihood-of-confusion test, see AMF Inc. v. Sleekcraft Boats, 599 F.2d 341, 348-49 (9th Cir.1979), 

generally strikes a comfortable balance between the trademark owner's property rights and the public's 

expressive interests. But when a trademark owner asserts a right to control how we express ourselves-
when we'd find it difficult to describe the product any other way (as in the case of aspirin), or when the 
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mark (like Rolls Royce) has taken on an expressive meaning apart from its source-identifying function-
applying the traditional test fails to account for the full weight of the public's interest in free expression. 
 
The First Amendment may offer little protection for a competitor who labels its commercial good with a 

confusingly similar mark, but “[t]rademark rights do not entitle the owner to quash an unauthorized use of 

the mark by another who is communicating ideas or expressing points of view.” L.L. Bean, Inc. v. Drake 

Publishers, Inc., 811 F.2d 26, 29 (1st Cir.1987). Were we to ignore the expressive value that some marks 

assume, trademark rights would grow to encroach upon the zone protected by the First Amendment. See 

Yankee Publ'g, Inc. v. News Am. Publ'g, Inc., 809 F.Supp. 267, 276 (S.D.N.Y.1992) (“[W]hen 

unauthorized use of another's mark is part of a communicative message and not a source identifier, the 

First Amendment is implicated in opposition to the trademark right.”). Simply put, the trademark owner 

does not have the right to control public discourse whenever the public imbues his mark with a meaning 

beyond its source-identifying function. See Anti-Monopoly, Inc. v. Gen. Mills Fun Group, 611 F.2d 296, 

301 (9th Cir.1979) (“It is the source-denoting function which trademark laws protect, and nothing 

more.”).  
B. 

 
There is no doubt that MCA uses Mattel's mark: Barbie is one half of Barbie Girl. But Barbie Girl is the 

title of a song about Barbie and Ken, a reference that-at least today-can only be to Mattel's famous couple. 

We expect a title to describe the underlying work, not to identify the producer, and Barbie Girl does just 

that. 
 
The Barbie Girl title presages a song about Barbie, or at least a girl like Barbie. The title conveys a 

message to consumers about what they can expect to discover in the song itself; it's a quick glimpse of 

Aqua's take on their own song. The lyrics confirm this: The female singer, who calls herself Barbie, is “a 

Barbie girl, in [her] Barbie world.” She tells her male counterpart (named Ken), “Life in plastic, it's 

fantastic. You can brush my hair, undress me everywhere/Imagination, life is your creation.” And off they 

go to “party.” The song pokes fun at Barbie and the values that Aqua contends she represents. See Cliffs 

Notes, Inc. v. Bantam Doubleday Dell Publ'g Group, 886 F.2d 490, 495-96 (2d Cir.1989). The female 

singer explains, “I'm a blond bimbo girl, in a fantasy world/Dress me up, make it tight, I'm your dolly.” 
 
The song does not rely on the Barbie mark to poke fun at another subject but targets Barbie herself. See 

Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 580, 114 S.Ct. 1164, 127 L.Ed.2d 500 (1994); see also 

Dr. Seuss Ents., L.P. v. Penguin Books USA, Inc., 109 F.3d 1394, 1400 (9th Cir.1997). This case is 

therefore distinguishable from Dr. Seuss, where we held that the book The Cat NOT in the Hat! borrowed 

Dr. Seuss's trademarks and lyrics to get attention rather than to mock The Cat in the Hat! The defendant's 

use of the Dr. Seuss trademarks and copyrighted works had “no critical bearing on the substance or style 

of” The Cat in the Hat!, and therefore could not claim First Amendment protection. Id. at 1401. Dr. Seuss 

recognized that, where an artistic work targets the original and does not merely borrow another's property 

to get attention, First Amendment interests weigh more heavily in the balance. See id. at 1400-02; see also 

Harley-Davidson, Inc. v. Grottanelli, 164 F.3d 806, 812-13 (2d Cir.1999) (a parodist whose expressive 

work aims its parodic commentary at a trademark is given considerable leeway, but a claimed parodic use 

that makes no comment on the mark is not a permitted trademark parody use). 
 
The Second Circuit has held that “in general the [Lanham] Act should be construed to apply to artistic 

works only where the public interest in avoiding consumer confusion outweighs the public interest in free 

expression.” Rogers v. Grimaldi, 875 F.2d 994, 999 (2d Cir.1989); see also Cliffs Notes, 886 F.2d at 494 

(quoting Rogers, 875 F.2d at 999). Rogers considered a challenge by the actress Ginger Rogers to the film 

Ginger and Fred. The movie told the story of two Italian cabaret performers who made a living by 
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imitating Ginger Rogers and Fred Astaire. Rogers argued that the film's title created the false impression 

that she was associated with it. 
 
At first glance, Rogers certainly had a point. Ginger was her name, and Fred was her dancing partner. If a 

pair of dancing shoes had been labeled Ginger and Fred, a dancer might have suspected that Rogers was 

associated with the shoes (or at least one of them), just as Michael Jordan has endorsed Nike sneakers that 

claim to make you fly through the air. But Ginger and Fred was not a brand of shoe; it was the title of a 

movie and, for the reasons explained by the Second Circuit, deserved to be treated differently. 
 
A title is designed to catch the eye and to promote the value of the underlying work. Consumers expect a 

title to communicate a message about the book or movie, but they do not expect it to identify the 

publisher or producer. See Application of Cooper, 45 C.C.P.A. 923, 254 F.2d 611, 615-16 (C.C.P.A.1958) 

(A “title ... identifies a specific literary work, ... and is not associated in the public mind with the ... 

manufacturer.” (internal quotation marks omitted)). If we see a painting titled “Campbell's Chicken 

Noodle Soup,” we're unlikely to believe that Campbell's has branched into the art business. Nor, upon 

hearing Janis Joplin croon “Oh Lord, won't you buy me a Mercedes-Benz?,” would we suspect that she 

and the carmaker had entered into a joint venture. A title tells us something about the underlying work but 

seldom speaks to its origin: 
 
Though consumers frequently look to the title of a work to determine what it is about, they do not regard 

titles of artistic works in the same way as the names of ordinary commercial products. Since consumers 

expect an ordinary product to be what the name says it is, we apply the Lanham Act with some rigor to 

prohibit names that misdescribe such goods. But most consumers are well aware that they cannot judge a 

book solely by its title any more than by its cover.  Rogers, 875 F.2d at 1000 (citations omitted). 
 
Rogers concluded that literary titles do not violate the Lanham Act “unless the title has no artistic 

relevance to the underlying work whatsoever, or, if it has some artistic relevance, unless the title explicitly 

misleads as to the source or the content of the work.” Id. at 999 (footnote omitted). We agree with the 

Second Circuit's analysis and adopt the Rogers standard as our own. 
 
Applying Rogers to our case, we conclude that MCA's use of Barbie is not an infringement of Mattel's 

trademark. Under the first prong of Rogers, the use of Barbie in the song title clearly is relevant to the 

underlying work, namely, the song itself. As noted, the song is about Barbie and the values Aqua claims 

she represents. The song title does not explicitly mislead as to the source of the work; it does not, 

explicitly or otherwise, suggest that it was produced by Mattel. The only indication that Mattel might be 

associated with the song is the use of Barbie in the title; if this were enough to satisfy this prong of the 

Rogers test, it would render Rogers a nullity. We therefore agree with the district court that MCA was 

entitled to summary judgment on this ground. We need not consider whether the district court was correct 

in holding that MCA was also entitled to summary judgment because its use of Barbie was a nominative 

fair use. 
IV 

 
Mattel separately argues that, under the Federal Trademark Dilution Act (“FTDA”), MCA's song dilutes 

the Barbie mark in two ways: It diminishes the mark's capacity to identify and distinguish Mattel 

products, and tarnishes the mark because the song is inappropriate for young girls. See 15 U.S.C. § 

1125(c); see also Panavision, 141 F.3d at 1324. 
“Dilution” refers to the “whittling away of the value of a trademark” when it's used to identify different 

products. 4 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 24.67, at 24-120; § 

24.70, at 24-122 (2001). For example, Tylenol snowboards, Netscape sex shops and Harry Potter dry 
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cleaners would all weaken the “commercial magnetism” of these marks and diminish their ability to 

evoke their original associations. Ralph S. Brown, Jr., Advertising and the Public Interest: Legal 

Protection of Trade Symbols, 57 Yale L.J. 1165, 1187 (1948), reprinted in 108 Yale L.J. 1619 (1999). 

These uses dilute the selling power of these trademarks by blurring their “uniqueness and singularity,” 

Frank I. Schechter, The Rational Basis of Trademark Protection, 40 Harv. L.Rev. 813, 831 (1927), and/or 

by tarnishing them with negative associations. 
 
By contrast to trademark infringement, the injury from dilution usually occurs when consumers aren't 

confused about the source of a product: Even if no one suspects that the maker of analgesics has entered 

into the snowboard business, the Tylenol mark will now bring to mind two products, not one. Whereas 

trademark law targets “interference with the source signaling function” of trademarks, dilution protects 

owners “from an appropriation of or free riding on” the substantial investment that they have made in 

their marks. I.P. Lund Trading ApS v. Kohler Co., 163 F.3d 27, 50 (1st Cir.1998). 
 
Originally a creature of state law, dilution received nationwide recognition in 1996 when Congress 

amended the Lanham Act by enacting the FTDA. The statute protects “[t]he owner of a famous mark ... 

against another person's commercial use in commerce of a mark or trade name, if such use begins after 

the mark has become famous and causes dilution of the distinctive quality of the mark.” 15 U.S.C. § 

1125(c). Dilutive uses are prohibited unless they fall within one of the three statutory exemptions 

discussed below. See pp. 904-07 infra. For a lucid and scholarly discussion of the statutory terms, as well 

as the purposes of the federal dilution statute, we refer the reader to Judge Leval's opinion in Nabisco, Inc. 

v. PF Brands, Inc., 191 F.3d 208, 214-17 (2d Cir.1999). Barbie easily qualifies under the FTDA as a 

famous and distinctive mark, and reached this status long before MCA began to market the Barbie Girl 

song. The commercial success of Barbie Girl establishes beyond dispute that the Barbie mark satisfies 

each of these elements. 
 
We are also satisfied that the song amounts to a “commercial use in commerce.” Although this statutory 

language is ungainly, its meaning seems clear: It refers to a use of a famous and distinctive mark to sell 

goods other than those produced or authorized by the mark's owner. Panavision, 141 F.3d at 1324-25. 

That is precisely what MCA did with the Barbie mark: It created and sold to consumers in the 

marketplace commercial products (the Barbie Girl single and the Aquarium album) that bear the Barbie 

mark. 
 
MCA's use of the mark is dilutive. MCA does not dispute that, while a referenceto Barbie would 

previously have brought to mind only Mattel's doll, after the song's popular success, some consumers 

hearing Barbie's name will think of both the doll and the song, or perhaps of the song only.  This is a 

classic blurring injury and is in no way diminished by the fact that the song itself refers back to Barbie the 

doll. To be dilutive, use of the mark need not bring to mind the junior user alone. The distinctiveness of 

the mark is diminished if the mark no longer brings to mind the senior user alone. 
 
We consider next the applicability of the FTDA's three statutory exemptions. These are uses that, though 

potentially dilutive, are nevertheless permitted: comparative advertising; news reporting and commentary; 

and noncommercial use. 15 U.S.C. § 1125(c)(4)(B). The first two exemptions clearly do not apply; only 

the exemption for noncommercial use need detain us. 
 
A “noncommercial use” exemption, on its face, presents a bit of a conundrum because it seems at odds 

with the earlier requirement that the junior use be a “commercial use in commerce.” If a use has to be 

commercial in order to be dilutive, how then can it also be noncommercial so as to satisfy the exception 

of section 1125(c)(4)(B)? If the term “commercial use” had the same meaning in both provisions, this 
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would eliminate one of the three statutory exemptions defined by this subsection, because any use found 

to be dilutive would, of necessity, not be noncommercial. 
 
Such a reading of the statute would also create a constitutional problem, because it would leave the FTDA 

with no First Amendment protection for dilutive speech other than comparative advertising and news 

reporting. This would be a serious problem because the primary (usually exclusive) remedy for dilution is 

an injunction. As noted above, tension with the First Amendment also exists in the trademark context, 

especially where the mark has assumed an expressive function beyond mere identification of a product or 

service. See pp. 900-901 supra; New Kids on the Block, 971 F.2d at 306-08. These concerns apply with 

greater force in the dilution context because dilution lacks two very significant limitations that reduce the 

tension between trademark law and the First Amendment. 
 
First, depending on the strength and distinctiveness of the mark, trademark law grants relief only against 

uses that are likely to confuse. See 5 McCarthy § 30:3, at 30-8 to 30-11; Restatement § 35 cmt. c at 370. A 

trademark injunction is usually limited to uses within one industry or several related industries. Dilution 

law is the antithesis of trademark law in this respect, because it seeks to protect the mark from association 

in the public's mind with wholly unrelated goods and services. The more remote the good or service 

associated with the junior use, the more likely it is to cause dilution rather than trademark infringement. A 

dilution injunction, by contrast to a trademark injunction, will generally sweep across broad vistas of the 

economy. 
 
Second, a trademark injunction, even a very broad one, is premised on the need to prevent consumer 

confusion. This consumer protection rationale-averting what is essentially a fraud on the consuming 

public-is wholly consistent with the theory of the First Amendment, which does not protect commercial 

fraud. Cent. Hudson Gas & Elec. v. Pub. Serv. Comm'n, 447 U.S. 557, 566, 100 S.Ct. 2343, 65 L.Ed.2d 

341 (1980); see Thompson v. W. States Med. Ctr., 535 U.S. 357, 122 S.Ct. 1497, 152 L.Ed.2d 563 (2002) 

(applying Central Hudson). Moreover, avoiding harm to consumers is an important interest that is 

independent of the senior user's interest in protecting its business. 
 
Dilution, by contrast, does not require a showing of consumer confusion, 15 U.S.C. § 1127, and dilution 

injunctions therefore lack the built-in First Amendment compass of trademark injunctions. In addition, 

dilution law protects only the distinctiveness of the mark, which is inherently less weighty than the dual 

interest of protecting trademark owners and avoiding harm to consumers that is at the heart of every 

trademark claim. 
 
Fortunately, the legislative history of the FTDA suggests an interpretation of the “noncommercial use” 

exemption that both solves our interpretive dilemma and diminishes some First Amendment concerns: 

“Noncommercial use” refers to a use that consists entirely of noncommercial, or fully constitutionally 

protected, speech. See 2 Jerome Gilson et al., Trademark Protection and Practice § 5.12[1][c][vi], at 5-
240 (this exemption “is intended to prevent the courts from enjoining speech that has been recognized to 

be [fully] constitutionally protected,” “such as parodies”). Where, as here, a statute's plain meaning 

“produces an absurd, and perhaps unconstitutional, result, [it is] entirely appropriate to consult all public 

materials, including the background of [the statute] and the legislative history of its adoption.” Green v. 

Bock Laundry Mach. Co., 490 U.S. 504, 527, 109 S.Ct. 1981, 104 L.Ed.2d 557 (1989) (Scalia, J., 

concurring). 
 
The legislative history bearing on this issue is particularly persuasive. First, the FTDA's sponsors in both 

the House and the Senate were aware of the potential collision with the First Amendment if the statute 

authorized injunctions against protected speech. Upon introducing the counterpart bills, sponsors in each 
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house explained that the proposed law “will not prohibit or threaten noncommercial expression, such as 

parody, satire, editorial and other forms of expression that are not a part of a commercial transaction.” 141 

Cong. Rec. S19306-10, S19310 (daily ed. Dec. 29, 1995) (statement of Sen. Hatch); 141 Cong. Rec. 

H14317-01, H14318 (daily ed. Dec. 12, 1995) (statement of Rep. Moorhead). The House Judiciary 

Committee agreed in its report on the FTDA. H.R.Rep. No. 104-374, at 4 (1995), reprinted in 1995 

U.S.C.C.A.N. 1029, 1031 (“The bill will not prohibit or threaten ‘noncommercial’ expression, as that term 

has been defined by the courts.”). 
 
The FTDA's section-by-section analysis presented in the House and Senate suggests that the bill's 

sponsors relied on the “noncommercial use” exemption to allay First Amendment concerns. H.R. Rep. 

No. 104-374, at 8, reprinted in 1995 U.S.C.C.A.N. 1029, 1035 (the exemption “expressly incorporates the 

concept of ‘commercial’ speech from the ‘commercial speech’ doctrine, and proscribes dilution actions 

that seek to enjoin use of famous marks in ‘non-commercial’ uses (such as consumer product reviews)”); 

141 Cong. Rec. S19306-10, S19311 (daily ed. Dec. 29, 1995) (the exemption “is consistent with existing 

case law, [which] recognize[s] that the use of marks in certain forms of artistic and expressive speech is 

protected by the First Amendment”). At the request of one of the bill's sponsors, the section-by-section 

analysis was printed in the Congressional Record. 141 Cong. Rec. S19306-10, S19311 (daily ed. Dec. 29, 

1995). Thus, we know that this interpretation of the exemption was before the Senate when the FTDA 

was passed, and that no senator rose to dispute it. 
 
To determine whether Barbie Girl falls within this exemption, we look to our definition of commercial 

speech under our First Amendment caselaw. See H.R.Rep. No. 104-374, at 8, reprinted in 1995 

U.S.C.C.A.N. 1029, 1035 (the exemption “expressly incorporates the concept of ‘commercial’ speech 

from the ‘commercial speech’ doctrine”); 141 Cong. Rec. S19306-10, S19311 (daily ed. Dec. 29, 1995) 

(the exemption “is consistent with existing [First Amendment] case law”). “Although the boundary 

between commercial and noncommercial speech has yet to be clearly delineated, the ‘core notion of 

commercial speech’ is that it ‘does no more than propose a commercial transaction.’ ” Hoffman v. Capital 

Cities/ABC, Inc., 255 F.3d 1180, 1184 (9th Cir.2001) (quoting Bolger v. Youngs Drug Prod's Corp., 463 

U.S. 60, 66, 103 S.Ct. 2875, 77 L.Ed.2d 469 (1983)). If speech is not “purely commercial”-that is, if it 

does more than propose a commercial transaction-then it is entitled to full First Amendment protection. 

Id. at 1185-86 (internal quotation marks omitted). 
 
In Hoffman, a magazine published an article featuring digitally altered images from famous films. 

Computer artists modified shots of Dustin Hoffman, Cary Grant, Marilyn Monroe and others to put the 

actors in famous designers' spring fashions; a still of Hoffman from the movie “Tootsie” was altered so 

that he appeared to be wearing a Richard Tyler evening gown and Ralph Lauren heels. Hoffman, who had 

not given permission, sued under the Lanham Act and for violation of his right to publicity. Id. at 1183. 
 
The article featuring the altered image clearly served a commercial purpose: “to draw attention to the for-
profit magazine in which it appear[ed]” and to sell more copies. Id. at 1186. Nevertheless, we held that 

the article was fully protected under the First Amendment because it included protected expression: 

“humor” and “visual and verbal editorial comment on classic films and famous actors.” Id. at 1185 

(internal quotation marks omitted). Because its commercial purpose was “inextricably entwined with 

[these] expressive elements,” the article and accompanying photographs enjoyed full First Amendment 

protection. Id. 
 
Hoffman controls: Barbie Girl is not purely commercial speech, and is therefore fully protected. To be 

sure, MCA used Barbie's name to sell copies of the song. However, as we've already observed, see pp. 

901-02 supra, the song also lampoons the Barbie image and comments humorously on the cultural values 
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Aqua claims she represents. Use of the Barbie mark in the song Barbie Girl therefore falls within the 

noncommercial use exemption to the FTDA. For precisely the same reasons, use of the mark in the song's 

title is also exempted. 
* * * 
VI 

 
After Mattel filed suit, Mattel and MCA employees traded barbs in the press. When an MCA 

spokeswoman noted that each album included a disclaimer saying that Barbie Girl was a “social 

commentary [that was] not created or approved by the makers of the doll,” a Mattel representative 

responded by saying, “That's unacceptable.... It's akin to a bank robber handing a note of apology to a 

teller during a heist. [It n]either diminishes the severity of the crime, nor does it make it legal.” He later 

characterized the song as a “theft” of “another company's property.” 
 
MCA filed a counterclaim for defamation based on the Mattel representative's use of the words “bank 

robber,” “heist,” “crime” and “theft.” But all of these are variants of the invective most often hurled at 

accused infringers, namely “piracy.” No one hearing this accusation understands intellectual property 

owners to be saying that infringers are nautical cutthroats with eyepatches and peg legs who board 

galleons to plunder cargo. In context, all these terms are nonactionable “rhetorical hyperbole,” Gilbrook v. 

City of Westminster, 177 F.3d 839, 863 (9th Cir.1999). The parties are advised to chill. 
 
AFFIRMED. 
 

APPENDIX 
“Barbie Girl” by Aqua 
 
-Hiya Barbie! 
 
-Hi Ken! 
 
You wanna go for a ride? 
 
-Sure, Ken! 
 
-Jump in! 
 
-Ha ha ha ha! 
 
(CHORUS:) 
I'm a Barbie girl, in my Barbie world 
 
Life in plastic, it's fantastic 
 
You can brush my hair, undress me everywhere 
 
Imagination, life is your creation 
 
Come on Barbie, let's go party! 
 
(CHORUS) 
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I'm a blonde bimbo girl, in a fantasy world 
 
Dress me up, make it tight, I'm your dolly 
 
You're my doll, rock and roll, feel the glamour in pink 
 
Kiss me here, touch me there, hanky-panky 
 
You can touch, you can play 
If you say “I'm always yours,” ooh ooh 
 
(CHORUS) 
 
(BRIDGE:) 
 
Come on, Barbie, let's go party, ah ah ah yeah 
 
Come on, Barbie, let's go party, ooh ooh, ooh ooh 
 
Come on, Barbie, let's go party, ah ah ah yeah 
 
Come on, Barbie, let's go party, ooh ooh, ooh ooh 
 
Make me walk, make me talk, do whatever you please 
 
I can act like a star, I can beg on my knees 
 
Come jump in, be my friend, let us do it again 
 
Hit the town, fool around, let's go party 
 
You can touch, you can play 
 
You can say “I'm always yours” 
 
You can touch, you can play 
 
You can say “I'm always yours” 
 
(BRIDGE) 
 
(CHORUS x2) 
 
(BRIDGE) 
 
-Oh, I'm having so much fun! 
-Well, Barbie, we're just getting started! 
-Oh, I love you Ken! 
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Notes and Questions 
 
1. What is dilution of a trademark and how does it differ from trademark infringement? 
 
2. Give examples of products that would cause dilution of trademarks. 
 
3. The injury from trademark infringement differs significantly from the injury that results from 

trademark dilution. “By contrast to trademark infringement, the injury from dilution usually occurs when 

consumers are not confused about the source of the product. Consider, for example, Tylenol snowboards. 

Even if no one suspects that maker of analgesics has entered into snowboarding business, Tylenol mark 

will now bring into mind two products instead of one. Whereas trademark law targets the interference 

with the source-signaling function of a trademark, dilution protects owners from an appropriation of or 

free riding on the substantial investment that they have made in the marks. With dilution, the 

distinctiveness of the mark is diminished if the mark no longer brings to mind the senior user alone and, 

instead, brings to mind both senior and junior uses of the mark.” Mattel, Inc. supra pg. 463-64. 
 
4. What does the dilution statute protect? 
 
5. Statutory exemptions to dilution—uses that, although potentially dilutive, are nevertheless permitted—

include the following: (1) Comparative advertising; (2) News reporting and commentary; and (3) Non-
commercial uses—uses that consist entirely of noncommercial, or fully constitutionally protected speech 

(like parody). 
 
Listen 

 barbiegirlaqua.mp3 
 
 
 

 
ROBI v. REED 

173 F.3d 736 (9th Cir. 1999) 
 

KEEP, District Judge 
 
This case presents conflicting claims over the rights to the use of the trademark name “The Platters” by 

individuals associated with the group. In essence, this court must determine which party is “The Great 

Pretender,” and which is not. Plaintiff-Appellant Martha Robi appeals the district court's grant of 

summary judgment in favor of Herb Reed, John Valano, Reed's booking agent, and John P. Productions, 

Inc., Valano's booking company. The district court held that Paul Robi, as an individual, had no right to 

use the name “The Platters,” which was the name of the singing group of which Robi and Reed were 

members. Hence, the court held that Robi's purported assignment of this right to Martha Robi was invalid. 

The court also concluded that Herb Reed has the right to use the service mark “The Platters” to the 

exclusion of Robi. We affirm the judgment of the district court. 
 

BACKGROUND 
 
Defendant Herb Reed founded The Platters in 1953 he was also the manager and one of the group's 

original singers along with Joe Jefferson, Alex Hodge, and Cornell Gunther. In 1954, Jefferson and 

Gunther ceased to perform with the group and were replaced by David Lynch and Tony Williams. After 
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this new group had recorded several songs, Zola Taylor joined the group. In August or September 1954, 

Paul Robi began performing with The Platters, having replaced Alex Hodge. Around 1957, after the group 

had achieved commercial success, Paul Robi met and later married plaintiff-appellant Martha Robi. 

Martha Robi has never performed with the group. Paul Robi severed his relationship with the group in 

1965, when he was arrested and convicted of felony narcotics possession charges; he did not leave Reed's 

group for the purpose of starting a new group, nor did Robi return to the Platters group managed by Reed 

after his release from prison. 
 
Since the late 1960s, there have been numerous disputes concerning the right to use the mark “The 

Platters,” some of which involve The Five Platters, Inc. (“FPI”). In 1956, the members of The Platters 

group, including both Paul Robi and Herb Reed, assigned to FPI their interests in the name “The Platters” 

and executed employment contracts with FPI in exchange for equal shares of stock. In 1974, a California 

Superior Court held that FPI could not enjoin Paul Robi from performing under “The Platters” name, 

finding that the performers' assignment of their interest in the name to FPI was ineffective. 
 
A later suit was brought by Paul Robi in federal court. In Robi v. Five Platters, Inc., 838 F.2d 318 (9th 

Cir.1988), this court upheld the district court's preliminary injunction which prevented FPI from further 

challenging Paul Robi's use of the name “The Platters.” After losing at trial, FPI appealed. FPI 

challenged, inter alia, the district court's cancellation of FPI's registration of “The Platters” mark and the 

district court's order enjoining FPI from challenging Paul Robi's right to use the mark. This court affirmed 

the holdings of the district court. See Robi v. Five Platters, Inc., 918 F.2d 1439 (9th Cir.1990). Paul Robi 

died while that appeal was pending. By stipulation, the parties to that action substituted as plaintiff 

Martha Robi, Paul Robi's wife and assignee of his rights to “The Platters” name and goodwill. See id. at 

1441 n. 1. In sum, our previous decisions did not address Paul Robi's rights to use the name “The 

Platters” as compared to Herb Reed's, nor did they address Martha Robi's rights to use that name as 

compared to Herb Reed's. Rather, they addressed FPI's right to prevent Paul Robi from using the name 

“The Platters.” 
 
In November of 1988, Paul Robi executed a written “assignment of trademark” ostensibly transferring to 

Martha Robi all of his rights in “The Platters” mark. The written assignment also purported to transfer the 

goodwill and business symbolized by this mark. Since that time, Martha Robi has managed, booked, and 

presented a singing group called “The Platters.” This group lacks any original member of The Platters. 
 
Martha Robi brought this suit against Herb Reed et al., asserting that she has exclusive rights to “The 

Platters” name. Reed counterclaimed, maintaining that he has exclusive rights to the mark as the founder 

and manager of the group. The district court entered summary judgment in favor of Reed. We affirm. 
 

* * * 
 

DISCUSSION 
 
Robi first contends that the district court erred when it denied her motion for a continuance under Fed. R. 

Civ. Pro. 56(f) and granted Reed's request for a protective order under Fed. R. Civ. Pro. 26(c). We review 

such decisions for an abuse of discretion. See Citizens Comm'n on Human Rights v. FDA, 45 F.3d 1325, 

1329 (9th Cir.1995). Robi failed to show that the discovery she sought, which was very burdensome, was 

material to her claim of right to the service mark. We therefore find no abuse of discretion, and turn to the 

merits of Robi's appeal. 
 
Martha Robi asserts that she obtained exclusive rights to “The Platters” name through an assignment from 
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her husband Paul Robi. As an initial matter, Martha Robi's rights are derivative of her husband's rights. 
 
Paul Robi's rights derive from his membership in the singing group The Platters, of which he was a 

member when the group achieved fame. Paul Robi remained a member until 1965. Herb Reed, on the 

other hand, has been continuously associated with The Platters since 1953, a year before Paul Robi joined 

the group. As the district court noted, Herb Reed is the only member of the group who remained as the 

others left and were replaced. 
 
In 1974, when the California Superior Court found the assignment of rights to FPI invalid, that court 

recognized that “until January 1956, the name the ‘Platters' was owned by five individuals comprising a 

group as a partnership.” The Five Platters, Inc. v. 12319 Corp., Superior Court of the State of California 

for the County of Los Angeles, No. C 43926. Thus, prior to 1956, the group, which included Reed and 

Robi, owned the mark collectively. Because the 1956 purported transfer of the rights to the mark to FPI 

was held invalid, see Robi v. Five Platters, Inc., 838 F.2d 318 (9th Cir.1988); Robi v. Five Platters, Inc., 

918 F.2d 1439 (9th Cir.1990), the group maintained collective rights to the mark even after the purported 

transfer. As the district court documents indicate, Herb Reed was asserting his right to use the name in the 

early 1980s, and he continued to do so thereafter. Martha Robi, on the other hand, first used “The 

Platters” name in 1988, well after Herb Reed's use began in the 1950s; his claim to the name was asserted 

at least in the early 1980s. 
 
Neither the Supreme Court nor the Ninth Circuit has directly discussed the status of a trademark for the 

name of a musical group when one of its members departs and continues to perform under the group's 

name. Courts that have confronted this problem have determined that members of a group do not retain 

rights to use the group's name when they leave the group. See, e.g., HEC Enters., Ltd. v. Deep Purple, 

Inc., 213 U.S.P.Q. 991 (C.D.Cal.1980) (former members of a group prohibited from performing under the 

band's name when members of the original group, with certain replacement members, continued to use 

the name); Kingsmen v. K-Tel Int'l, Ltd., 557 F.Supp. 178 (S.D.N.Y.1983) (holding, inter alia, that the 

former lead singer of The Kingsmen, who was with the group when it recorded the hit song “Louie 

Louie,” did not have the right to use the name after his departure). It has been held also that there is no 

inalienable interest at stake that would attach to the departing member. See Giammarese v. Delfino, 197 

U.S.P.Q. 162, 163 (N.D.111.1977) (former member of The Buckinghams enjoined from performing under 

the name because he was “clearly not possessed of a sufficient proprietary interest in the name to justify 

his conveyance of the entire trade name for use by a new and entirely distinct musical group.”) (quoting 

the unpublished Seventh Circuit opinion affirming the preliminary injunction); cf. Boogie Kings v. 

Guillory, 188 So.2d 445, 448 (La.App.1966) (holding that individual members of The Boogie Kings had 

no right to transfer exclusive rights to use the name because it belonged to the band as a whole). 
 
On the other hand, it has also been held that a person who remains continuously involved with the group 

and is in a position to control the quality of its services retains the right to use of the mark, even when that 

person is a manager rather than a performer. See Rick v. Buchansky, 609 F.Supp. 1522 (S.D.N.Y.1985). In 

the present case, as between Reed and Paul and Martha Robi, Reed is the person who has maintained 

continuity with the group and has been in a position to control the quality of its services. Reed is the only 

surviving member of the five singers who originally began with the group in 1953. He founded the group, 

gave the group its name, managed the group, and is the only member who has continuously performed 

with the group. 
 
In contrast, Paul Robi left the group and never returned to it; moreover, he ceased to perform at all for a 

period of years, and is now deceased. Martha Robi, who claims the right to use “The Platters” name by 

assignment from Paul Robi, has never performed with that group and does not currently perform in any 
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capacity. She asserts the right to use the name for performances by musicians who have also never had a 

connection with the original group or its evolving successor. 
 
Under these circumstances, we hold that the district court was correct in ruling that Reed had a right to 

use of the name to the exclusion of Robi. We adopt the holdings of HEC Enters., Ltd. and Kingsmen and 

hold that when Paul Robi left the group, he took no rights to the service mark with him. Rather, the mark 

remained with the original group. Paul Robi therefore had nothing to assign to Martha Robi. Reed, who 

founded the group and is the only person who has remained and performed with it from its inception, 

retains the right to use of the service mark to the exclusion of Robi. 
 
This holding is consistent with the basic purposes of trademark law and the Lanham Act. Allowing 

Martha Robi to organize a rival group called “The Platters” and allowing it to perform music as that group 

would lead to confusion among reasonable consumers. See HEC Enters., Ltd., 213 U.S.P.Q. at 993 

(holding, inter alia, that two bands performing under the name “Deep Purple” created a likelihood of 

confusion). 
 
The judgment of the district court is affirmed. 
 
AFFIRMED. 
 

 
Notes and Questions 
 

1. When a band changes membership, who is entitled to use the trademark that may be associated 

with the band’s name?   
 

2. Can that person be a manager as opposed to a performer?   
 
 
 
 

 
OLIVEIRA v. FRITO-LAY, INC. 

251 F.3d 56 (2nd Cir. 2001) 
LEVAL, Circuit Judge: 
 
Astrud Oliveira, known professionally as Astrud Gilberto, appeals from the dismissal of her suit by the 

United States District Court for the Southern District of New York (Loretta A. Preska, District Judge). 

The defendants are Frito-Lay, Inc., a well-known seller of potato chips, and other entities engaged in the 

promotion of Frito-Lay products (collectively the “Defendants” or “Frito-Lay”). Among numerous 

claims, the complaint alleged that the defendants infringed her trademark rights under § 43(a) of the 

Lanham Act, 15 U.S.C. § 1125(a), by using a famous 1964 recording of Gilberto singing “The Girl from 

Ipanema” (“Ipanema”) in a television commercial for Frito-Lay's baked potato chips. The complaint also 

alleged claims under New York State law, including violation of plaintiff's right of publicity under New 

York Civil Rights Law § 51, unjust enrichment and unfair competition. With respect to the federal claim 

under the Lanham Act, the district court dismissed based on its conclusion that no reasonable jury could 

find that defendants' use of plaintiff's performance in their commercial implied an endorsement by 

plaintiff of Frito-Lay's potato chips. With respect to the state law claims, the court ruled that, upon the 

publication of her recorded performance in 1964, plaintiff lost her common law rights in the recording. 
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We affirm the dismissal of the Lanham Act claim for somewhat different reasons. As for the dismissal of 

the state law claims, the court improperly assumed facts adverse to plaintiff. We therefore vacate the grant 

of judgment in favor of the defendants on those claims; we remand for the dismissal of the state law 

claims without prejudice to their being refiled in state court. 
 

BACKGROUND 
 

1. Facts 
 
In 1964, Gilberto recorded “Ipanema” accompanied by Stan Getz, on saxophone, and her then-husband, 

Joao Gilberto, on the guitar. The 1964 recording became world famous (the “1964 Recording”). 
 
In 1996, defendant Frito-Lay began to market “Baked Lays” Potato Crisps, a low-fat baked potato chip. It 

introduced the product with a thirty-second television advertisement created by its advertising agency, 

defendant BBDO Worldwide, Inc. The ad shows several famous models reclining by a swimming pool. 

The 1964 Recording of Ipanema plays in the background. As the camera pans from one model to the next, 

each looks crestfallen that the bag of Baked Lays in her hands is empty. The camera moves on to Miss 

Piggy, also reclining by the pool, who has been eating the chips and passing the empty bags to the models, 

while singing along with plaintiff's recording. A voice-over identifies Baked Lays, and adds, “With one 

and a half grams of fat per one ounce serving, you may be tempted to eat like a....” “Don't even think 

about it!” interrupts Miss Piggy. 
 
“Ipanema” was written by Vinicius de Moraes and Antonio Carlos Jobim. Jobim registered the 

composition with the U.S. Copyright Office in 1963, and renewed the registration in 1991. Norman 

Gimbel composed the English lyrics for the song and registered a U.S. copyright for them in 1963, 

renewing in 1991. The 1964 recording at issue in this case was made for the recording company Verve, 

which is now a subsidiary of PolyGram Records, Inc. PolyGram Records claims to own the master of the 

recording. It distributes the recording, along with Gilberto's rendition of several other popular songs, on 

various albums and CDs under the Verve Records label. 
 
In order to use the recording in the Baked Lays commercial, BBDO purchased the synchronization rights 

from Duchess Music Corporation on behalf of Jobim and Gimbel Music Group on behalf of Gimbel. 

BBDO also purchased a license to use the master recording from PolyGram Records. It paid more than 

$200,000 for the licenses. Apparently believing that Gilberto had retained no rights in the recording, 

BBDO did not seek her authorization to use it in the ad. 
 
Gilberto was not involved in the production of the 1964 Recording other than as lead singer. She did not 

compose the music, write the lyrics, or produce the recording. According to her complaint, when 

recording the song, she did not sign any contract or release with the recording company or the producers; 

and she was not employed by them. 
 
Gilberto received a Grammy award for the recording, which immediately became a smash hit and 

launched her now thirty-five year career in singing. She claims that as the result of the huge success of the 

1964 Recording, and her frequent subsequent performances of “Ipanema,” she has become known as The 

Girl from Ipanema and is identified by the public with the 1964 Recording. She claims as a result to have 

earned trademark rights in the 1964 Recording, which she contends the public recognizes as a mark 

designating her as a singer. She contends, therefore, that Frito-Lay could not lawfully use the 1964 

Recording in an advertisement for its chips without her permission. 
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2. Proceedings Below 
 

Gilberto's complaint at first asserted “false implied endorsement” under Section 43(a) of the Lanham Act, 

15 U.S.C. § 1125(a), as well as five pendent claims under New York law, including unfair competition 

(through violation of a common law copyright), and interference with her right of publicity in violation of 

N.Y. Civ. Rights Law § 51. The defendants moved to dismiss for failure to state a claim under 

Fed.R.Civ.P. 12(b)(6); the district court granted the motion as to the five state-law claims but denied the 

motion as to the Lanham Act claim. Oliveira v. Frito-Lay, Inc., No. 96 Civ. 9289(LAP), 1997 WL 324042 

(S.D.N.Y. June 13, 1997). 
 
The court ruled against dismissing the Lanham Act claim because it was “not entirely implausible” that 

plaintiff could prove that the audience might interpret the inclusion of the 1964 Recording in the ad as 

implying Gilberto's endorsement of Baked Lays. The claim for unfair competition was dismissed because 

the court found Gilberto failed to allege a property right in the 1964 Recording. In 1964, the federal 

copyright law gave no protection to recorded performances; as for any common law rights Gilberto had 

possessed in the recording, the court concluded that she had relinquished them upon publication of the 

work. Noting, however, that by pleading exceptional circumstances, she might be able to overcome the 

presumption of relinquishment upon publication, the court granted her leave to replead the unfair 

competition claim. As to the claim for interference with her right to publicity under N.Y. Civ. Rights Law 

§ 51, the court dismissed on the ground that the statute applied only to the use of a “name, portrait or 

picture,” and Gilberto did not allege such a use. 
 
Gilberto then moved for reconsideration of the portions of the June 13, 1997, order dismissing her unfair 

competition claim and her claim under N.Y. Civil Rights Law § 51. The district court denied the motion 

as to the unfair competition claim without leave to replead. As to the right of publicity claim, however, the 

court noted that in 1995, the year before the defendants aired the commercial, N.Y. Civil Rights Law § 51 

was amended to include not only unauthorized use of a name, portrait and picture, but also the 

unauthorized use of a person's voice. The court therefore granted Gilberto leave to replead the claim 

under § 51 to allege wrongful use of her voice. (Order of March 30, 1998) 
 
Gilberto then filed a Second Amended Complaint. The complaint again raised a claim under Section 43(a) 

of the Lanham Act. This time, however, the claim was framed in significantly broader terms-not merely 

for “false implied endorsement,” but more generally, for “capitaliz[ing] on Plaintiff's valuable reputation 

and goodwill” in a way “likely to cause confusion or to deceive as to the affiliation, connection, or 

association of Defendants with Plaintiff, or as to the sponsorship or approval of Defendants' goods by 

Plaintiff.” In addition, the complaint raised a claim of trademark dilution under Section 43(c), 15 U.S.C. § 

1125(c), and five state-law claims, two of which were, once again, for unfair competition and violation of 

N.Y. Civ. Rights Law § 51. The complaint also raised a new state-law claim for unjust enrichment. The 

defendants moved pursuant to Fed.R.Civ.P. 12(b)(6) to dismiss all the claims, except the one under 

Section 43(a) of the Lanham Act. (Motion of June 5, 1998) 
 
The district court granted the motion. Oliveira v. Frito-Lay, Inc., No. 96 Civ. 9289(LAP), 1999 WL 20849 

(S.D.N.Y. Jan. 15, 1999). It dismissed the dilution claim because in the court's view, “there is no Federal 

trademark protection for a musical work.” Id. As to the right of publicity claim under § 51, now pleaded 

to allege unauthorized use of Gilberto's voice, the court ruled that no valid claim was pleaded because an 

exception to liability arises under § 51 when the plaintiff has “sold or disposed of the voice embodied in 

the production.” Id. According to the court's reasoning, by recording “Ipanema” without a contract, 

plaintiff placed her recorded voice in the public domain, and had thus “disposed of” her rights in her 

recorded voice. The court dismissed the claims for unfair competition and unjust enrichment on the theory 
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that both claims required Gilberto to plead a common law property right in the recording, and she had 

failed to do so. 
 
Defendants then moved for summary judgment on the remaining claim under Section 43(a) of the 

Lanham Act. In an opinion delivered from the bench on February 10, 2000, the district court granted the 

defendants' motion and dismissed the case giving two reasons-first, that Gilberto lacked standing to raise 

a Lanham Act claim because “the record discloses no competitive or commercial interest affected by the 

conduct complained of,” and second, that “no reasonable jury could find for plaintiff on her claim of 

implied endorsement.” On March 23, 2000, judgment was entered in favor of the defendants. 
 

DISCUSSION 
 
On appeal, Gilberto challenges the dismissal of (1) her claim for trademark infringement under the 

Lanham Act, and (2) three New York law claims alleging violation of Civil Rights Law § 51, unfair 

competition, and unjust enrichment. 
 
1. Lanham Act. The district court granted summary judgment on Gilberto's Lanham Act claim on two 

grounds: (1) a fact finder could not reasonably find that the ad implied Gilberto's endorsement of Frito-
Lay's product, and (2) lack of standing. 
 
To the extent Gilberto's claim depended on the theory of implied endorsement, we agree with the district 

court that a factfinder could not reasonably find an implied endorsement and affirm its judgment. Had 

Gilberto not amended the Lanham Act claim in her First Amended Complaint which was captioned “False 

Implied Endorsement in Violation of 15 U.S.C. § 1125(a),” and which seemed to rely solely on the 

implied endorsement theory, this reasoning might dispose of the Lanham Act claim. The Second 

Amended Complaint, however, broadened the Lanham Act claim. It expressly asserts that “Plaintiff's 

performance of her signature song ... constitutes Plaintiff's unregistered trademark” and that the 

defendants' use of the recording of plaintiff's performance in its advertisement “capitalize[s] on Plaintiff's 

valuable reputation and good will and [is] likely to cause confusion or to deceive as to the affiliation, 

connection or association of Defendants with Plaintiff.” These passages assert that Gilberto possesses a 

trademark in her 1964 performance, and the defendants made unauthorized use of her mark in their 

advertisement, causing likely consumer confusion. 
 
Gilberto sought to support this theory in defending the motion for summary judgment by affidavits 

asserting that the song is her signature piece and the centerpiece of all her concert appearances, that the 

public associates her performance of Ipanema with her, and that she bills herself as “The Girl from 

Ipanema” and operates an informational website under that name. 
 
The district court's ruling did not expressly address this branch of plaintiff's Lanham Act claim. The court 

did say in explaining its dismissal of the trademark dilution claim, under 15 U.S.C. § 1125(c)(1), that 

“there is no federal trademark protection for a musical work,” which may explain why the court found it 

unnecessary to address further plaintiff's trademark infringement claim. The court furnished no authority 

supporting its assertion that a musical work cannot serve as a trademark, but reasoned that the protection 

of a musical work “falls under the rubric of copyright, not trademark law.” 
 
If the court meant to dismiss the trademark infringement claim on the ground that a musical composition 

cannot serve as a trademark, we see no reason why this should be so. The fact that musical compositions 

are protected by the copyright laws is not incompatible with their also qualifying for protection as 

trademarks. Graphic designs, of course, may be protected by copyright; that does not make them 
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ineligible for protection as trademarks. The Act defines a “trademark” as including “any word, name, 

symbol, or device, or any combination thereof used by a person ... to identify and distinguish his or her 

goods ... from those manufactured or sold by others and to indicate the source of the goods.” 15 U.S.C. § 

1127. We can see no reason why a musical composition should be ineligible to serve as a symbol or 

device to identify a person's goods or services. In Qualitex Co. v. Jacobson Products Co., Inc., 514 U.S. 

159, 115 S.Ct. 1300, 131 L.Ed.2d 248 (1995), the Supreme Court considered whether a color could serve 

as a mark. In deciding that it could, the Court reviewed the broadly inclusive language of the statutory 

definition and observed that the courts and the Patent and Trademark Office have authorized trademark 

protection for “a particular shape (of a Coca-Cola bottle), a particular sound (of NBC's three chimes), and 

even a particular scent (of plumeria blossoms on sewing thread).” Id. at 162, 115 S.Ct. 1300. NBC's three 

chimes, which the Supreme Court referred to as “a particular sound” is of course not a single sound; it is 

three sounds, in a specified order, with a specified tempo, on a specified instrument-in short, a brief 

musical composition. For many decades it has been commonplace for merchandising companies to adopt 

songs, tunes and ditties as marks for their goods or services, played in commercials on the radio or 

television.53 
 
We can see no reason to doubt that such musical compositions serve as marks, protected as such by the 

Lanham Act. We do, however, affirm the district court's dismissal of the trademark infringement claim for 

a slightly different reason. 
 
Dealing with a related question, a panel of our court considered whether a musical composition could 

serve as a trademark for itself, and concluded it could not. See EMI Catalogue Partnership v. Hill, 

Holliday, Connors, Cosmopulos Inc., 228 F.3d 56, 64 (2d Cir.2000). The court reasoned that granting to a 

song the status of trademark for itself would stretch the definition of trademark too far and would cause 

disruptions as to reasonable commercial understandings. Id. Cf. Sinatra v. Goodyear Tire & Rubber Co., 

435 F.2d 711, 712 (9th Cir.1970) (rejecting claim by singer Nancy Sinatra that song she sang “has been so 

popularized by [Sinatra] that her name is identified with it; that she is best known by her connection with 

the song [and] that said song ... has acquired a secondary meaning” such that another person could not 

sing it in a commercial). 
 
For similar reasons, we conclude that, at least upon the showing made by Gilberto, the law does not 

accord her trademark rights in the recording of her signature performance. Plaintiff has not cited a single 

precedent throughout the history of trademark supporting the notion that a performing artist acquires a 

trademark or service mark signifying herself in a recording of her own famous performance. The 

“signature performance” that a widespread audience associates with the performing artist is not unique to 

Gilberto. Many famous artists have recorded such signature performances that their audiences identify 

with the performer. Yet in no instance was such a performer held to own a protected mark in that 

recording. 
 
It is true, there are instances in which courts have protected the “persona” of an artist against false 

implication of endorsement generally resulting from the use of look-alikes or sound-alikes. See, e.g., 

                                                           
53 A few famous examples over the years have been the William Tell Overture for the Lone Ranger, “Sweet Georgia Brown” for 

the Harlem Globetrotters, “My Beer is Rheingold the Dry Beer,” “See the U.S.A. in Your Chevrolet,” “You Deserve a Break 

Today-at McDonalds,” “Double your pleasure, double your fun with ... Doublemint Gum,” “Um, Um, good; Um, Um, good; 

that's what Campbell's soups are, um, um, good,” “Try Wildroot Cream Oil, Charley. Start using it today,” “When you see the 

three-ring-sign, Ask the man for Ballantine,” “Chock Full o' Nuts is that heavenly coffee,” “National Shoes ring the bell,” Alka-
Seltzer's “Plop, plop, fizz fizz, oh what a relief it is;” “Spud cigarettes are cooler than cool,” as well as the theme songs of the “I 

Love Lucy” show “The Honeymooners”, “Sesame Street,” Mr. Rogers' Neighborhood, and “The Sopranos.” 
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Waits v. Frito-Lay, Inc., 978 F.2d 1093, 1107 (9th Cir.1992) (affirming judgment for plaintiff, Tom Waits, 

on false implied endorsement claim for use in a snack-food commercial of a singer who imitated 

plaintiff's gravelly singing style praising defendant's product); 
 
White v. Samsung Elecs. Am., Inc., 971 F.2d 1395, 1400-01 (9th Cir.1992) (holding there was genuine 

issue of material fact precluding summary judgment as to false implied endorsement claim brought by 

Vanna White, the hostess of the “Wheel of Fortune” game show, for use in an advertisement for VCRs of 

a look-alike caricature robot endorsing defendant's product); Allen v. National Video, Inc., 610 F.Supp. 

612, 627-28 (S.D.N.Y.1985) (upholding actor Woody Allen's claim of false implied endorsement for use 

in an advertisement for video-rental stores of a look-alike renting videos from defendant). But these 

authorities do not help Gilberto. The use of her recorded song has not taken her persona, and the district 

court properly concluded that she could sustain no claim of implied endorsement. 
 
We cannot say it would be unthinkable for the trademark law to accord to a performing artist a trademark 

or service mark in her signature performance. If Congress were to consider whether to extend  trademark 

protection to artists for their signature performances, reasons might be found both for and against such an 

expansion. But for a court now to “recognize” the previously unknown existence of such a right would be 

profoundly disruptive to commerce. Numerous artists who could assert claims similar to Gilberto's would 

bring suit against entities that had paid bona fide license fees to all known holders of rights. Indeed, artists 

who had licensed users under their copyrights and had received fees for the copyright license could bring 

suits claiming additional compensation for infringement of trademark rights. Immense unforeseen 

liabilities might accrue, upsetting reasonable commercial expectations. We can see no justification for 

now altering the commercial world's understanding of the scope of trademark rights in this fashion. 
 
We perceive no need in the interests of fairness to so expand the scope of trademark, because the law 

affords performing artists a number of other protections-even for performances made before the federal 

copyright statute was expanded in 1972 to cover sound recordings-including significant protections that 

may be secured by contract. We therefore affirm the district court's dismissal of the Lanham Act claim. 
 

* * * 
CONCLUSION 

 
The dismissal of Gilberto's Lanham Act claim is affirmed. The grant of judgment to the defendants on the 

New York law claims under Civil Rights Law § 51, unfair competition, and unjust enrichment is vacated. 

These state law claims are remanded with instruction to dismiss them without prejudice so that they may 

be repleaded in the courts of New York. 
 

Notes and Questions 
 
1. Can music be a trademark? Why? Give an example of music that is a trademark. 
 
2. What is the practical and commercial reason for not recognizing an artist’s signature performance as a 

trademark? 
 
Listen 

 TheGirlFromIpanemaAstrudGilberto.mp3
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HARD ROCK CAFÉ LICENSING v. CONCESSION SERVICES, INC. 

955 F.2d 1143 (7th Cir. 1992) 
 
 

CUDAHY, Circuit Judge 
 
The Hard Rock Cafe Licensing Corporation (Hard Rock) owns trademarks on several clothing items, 

including t-shirts and sweatshirts and apparently attempts to exploit its trademark monopoly to the full. In 

the summer of 1989, Hard Rock sent out specially trained private investigators to look for counterfeit 

Hard Rock Cafe merchandise. The investigators found Iqbal Parvez selling counterfeit Hard Rock t-shirts 

from stands in the Tri–State Swap–O–Rama and the Melrose Park Swap–O–Rama, flea markets owned 

and operated by Concession Services Incorporated (CSI). The investigators also discovered that Harry’s 

Sweat Shop (Harry’s) was selling similar items. Hard Rock brought suit against Parvez, CSI, Harry’s and 

others not relevant to this appeal under the Lanham Trademark Act, 15 U.S.C. § 1051 et seq. (1988). Most 

of the defendants settled, including Parvez, who paid Hard Rock some $30,000. CSI and Harry’s went to 

trial. 
 
After a bench trial, the district court found that both remaining defendants violated the Act and entered 

permanent injunctions forbidding Harry’s to sell merchandise bearing Hard Rock’s trademarks (whether 

counterfeit or genuine) and forbidding CSI to permit the sale of such merchandise at its flea markets. The 

court also awarded treble damages against Harry’s. The court did not, however, award attorney’s fees 

against either defendant. 
 
All of the parties who participated in the trial appealed. CSI believes that it is not liable and that, in any 

event, entry of the injunction was inappropriate. Hard Rock wants attorney’s fees from both defendants. 

Harry’s appealed from the finding of liability and the entry of the injunction as well, but filed its appeal 

one day too late; its appeal has therefore been dismissed. Finding errors of law and a fatal ambiguity in 

the findings of fact, we vacate the judgment against CSI, vacate the denial of attorney’s fees and remand 

for further proceedings. 
I. 

 
Most of the facts are undisputed. The following account draws from the district court’s findings, the 

record on appeal and the submissions of the parties. Where there are disputes of fact we will note them 

and defer to the district court’s resolution unless clearly erroneous. Anderson v. Bessemer City, 470 U.S. 

564, 573, 105 S.Ct. 1504, 1511, 84 L.Ed.2d 518 (1985). 
 

A. The Parties and Their Practices 
1. Concession Services, Inc. 

 
In the summer of 1989, CSI owned and operated three “Swap–O–Rama” flea markets in the Chicago 

area: the Tri–State, in Alsip, Illinois; the Melrose Park, in Melrose Park, Illinois; and the Brighton Park, in 

Chicago itself. Although Parvez sold counterfeits at the Tri–State Swap–O–Rama and at Melrose Park, 

testimony at trial concentrated on the operations at the Tri–State. We too will refer mainly to the Tri–State 

Swap–O–Rama, although CSI’s operations are apparently similar at all three flea markets. 
CSI generates revenue from a flea market in four ways. First, it rents space to vendors for flat fees that 
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vary by the day of the week and the location of the space. Second, CSI charges a reservation and storage 

fee to those vendors who want to reserve the same space on a month-to-month basis. Third, CSI charges 

shoppers a nominal 75¢ admission charge. Fourth, CSI runs concession stands inside the market. To 

promote its business, CSI advertises the markets, announcing “BARGAINS” to be had, but does not 

advertise the presence of any individual vendors or any particular goods. 
 
Supervision of the flea markets is minimal. CSI posts a sign at the Tri–State prohibiting vendors from 

selling “illegal goods.” It also has “Rules For Sellers” which prohibit the sale of food or beverages, 

alcohol, weapons, fireworks, live animals, drugs and drug paraphernalia and subversive or un-American 

literature. Other than these limitations, vendors can, and do, sell almost any conceivable item. Two off-
duty police officers provide security and crowd control (an arrangement that does not apply to the other 

markets). These officers also have some duty to ensure that the vendors obey the Sellers’ Rules. The 

manager of the Tri–State, Albert Barelli, walks around the flea market about five times a day, looking for 

problems andviolations of the rules. No one looks over the vendors’ wares before they enter the market 

and set up their stalls, and any examination after that is cursory. Moreover, Barelli does not keep records 

of the names and addresses of the vendors. The only penalty for violating the Seller’s Rules is expulsion 

from the market. 
 
James Pierski, the vice president in charge of CSI’s flea markets, testified that CSI has a policy of 

cooperating with any trademark owner that notifies CSI of possible infringing activity. But there is no 

evidence that this policy has ever been carried into effect. Before this case, there have been a few seizures 

of counterfeit goods at Swap–O–Rama flea markets. In no case was CSI informed of a pending seizure, 

involved in a seizure or notified as to the ultimate disposition of the seized goods. On the other hand, CSI 

did not investigate any of the seizures, though it knew they had occurred. 
 

2. Harry’s Sweat Shop 
 
Harry’s is a small store in Darien, Illinois, owned and operated by Harry Spatero. The store sells athletic 

shoes, t-shirts, jackets with the names of professional sports teams and the like. Spatero testified that the 

store contains over 20,000 different items. When buying t-shirts, Harry’s is somewhat indiscriminate. The 

store buys seconds, overruns and closeouts from a variety of sources. Harry’s buys most of its t-shirts 

from Supply Brokers of Pennsylvania, a firm which specializes in buying up stocks from stores going out 

of business. Spatero testified that Supply Brokers sends him largely unidentified boxes of shirts which he 

may choose to return after looking them over. But Spatero testified that Harry’s also bought shirts from 

people who came around in unmarked vans, offering shirts at a discount. The store kept no records of the 

sources of its inventory. 
3. Hard Rock Licensing Corp. 

 
Hard Rock owns the rights to a variety of Hard Rock trademarks. The corporation grants licenses to use 

its trademarks to the limited partnerships that own and operate the various Hard Rock Cafe restaurants. 

These restaurants are the only authorized distributors of Hard Rock Cafe merchandise, but apparently this 

practice of exclusivity is neither publicized nor widely known. The shirts themselves are produced by 

Winterland Productions, which prints logos on blank, first quality t-shirts that it buys from Hanes, Fruit-
of-the-Loom and Anvil. According to the manager of the Chicago Hard Rock Cafe, Scott Floersheimer, 

Winterland has an agreement with Hard Rock to retain all defective Hard Rock shirts. Thus, if Winterland 

performs as agreed, all legitimate Hard Rock shirts sold to the public are well-made and cleanly printed. 
 
The Chicago Hard Rock Cafe has done very well from its business. Since 1986, it has sold over 500,000 

t-shirts at an average gross profit of $10.12 per shirt. 
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B. The Investigation 
 

National Investigative Services Corporation (NISCOR) carried out the search for counterfeit merchandise 

on Hard Rock’s behalf. Another firm, Trademark Facts, Inc., trained NISCOR’s investigators to recognize 

counterfeit merchandise. Recognizing counterfeit Hard Rock goods was apparently easy. Any shirt not 

sold in a Hard Rock Cafe restaurant was, unless second-hand, counterfeit. Other than this, the 

investigators were instructed to check for the manufacturer of the t-shirt, a registration or trademark 

symbol, the quality of the printed design, the color of the design, the quality of the shirt stock and the 

price. But as to these latter factors (except for the price), Floersheimer testified that even he would have 

trouble distinguishing a good counterfeit from a legitimate t-shirt. 
 
The investigators visited both the Melrose Park and the Tri–State Swap–O–Ramas and observed Iqbal 

Parvez (or his employees) offering more than a hundred Hard Rock t-shirts for sale. Cynthia Myers, the 

chief investigator on the project, testified that these shirts were obviously counterfeit. The shirts were 

poor quality stock, with cut labels and were being sold for $3 apiece (a legitimate Hard Rock shirt, we are 

told, goes for over $14). Harry’s had four Hard Rock shirts for sale, sitting on a discount table for $3.99 

each. The district court found that these too were of obviously low quality, with cut labels and cracked 

and worn designs. Nonetheless, both Parvez and Harry’s were selling t-shirts made by approved 

manufacturers. Parvez was selling Hanes t-shirts, and Harry’s was selling Fruit-of-the-Loom. 
 
At no point before filing suit did Hard Rock warn Harry’s or CSI (or Parvez, whose supplier Hard Rock 

was trying to track down) that the shirts were counterfeits. 
 

C. The District Court Proceedings 
 
Hard Rock brought suit against the defendants in September 1989, alleging violations of sections 32 and 

43 of the Lanham Act. 15 U.S.C. §§ 1114 & 1125 (1988). Pending trial, the court entered temporary 

restraining orders and then preliminary injunctions against both CSI and Harry’s. Harry’s got rid of its 

remaining Hard Rock t-shirts, and CSI told any vendors selling Hard Rock merchandise in its flea 

markets to get rid of their stock as well. There have been no more violations. 
 
After a bench trial, the district court entered permanent injunctions against both defendants and ordered 

Harry’s to pay treble damages based on Hard Rock’s lost profits on four t-shirts (in sum, $120). Findings 

of Fact, Conclusions of Law and Order at 8 (Sept. 12, 1990) (hereinafter Mem.Op.). The court denied 

Hard Rock’s request for attorney’s fees. Id. 
 
The court’s reasoning is crucial to the resolution of this appeal. Accordingly, we think it appropriate to 

quote from it at some length. The court concluded that both defendants were “guilty of willful blindness 

that counterfeit goods were being sold on [their] premises.” Id. at 7. Another sentence follows, however, 

which somewhat dilutes the impact of the preceding finding: “Neither defendant took reasonable steps to 

detect or prevent the sale of Hard Rock Cafe counterfeit T-shirts on its premise [sic].” Id. This suggests 

mere negligence. 
 
Willful blindness, the court said, “is a sufficient basis for a finding of violation of the Lanham Act. Louis 

Vuitton S.A. v. Lee, 875 F.2d 584, 590 (7th Cir.1989).” Id. As to CSI’s argument that it did not actually sell 

the offending goods, the court observed that CSI is not “merely a landlord; it also advertises and 

promoted the activity on its premises, sells admission tickets to buyers and supervises the premises. 

Under these circumstances it must also take reasonable precautions against the sale of counterfeit 

products.” Id. 
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II. 
 
The Lanham Trademark Act protects consumers from deceptive claims about the nature and origin of 

products. 15 U.S.C. § 1114(1)(a) & (b) (use of mark violates Act if “likely to cause confusion, or to cause 

mistake, or to deceive”); 15 U.S.C. § 1125(a)(1) (false designation of origin violates Act if “likely to 

cause confusion, or to cause mistake, or to deceive”). But the Lanham Act also protects trademarks as a 

form of intellectual property. In this case, the Act protects Hard Rock’s investment in a fashionable image 

and a reputation for selling high quality goods. See Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 

456 U.S. 844, 854 n. 14, 102 S.Ct. 2182, 2188 n. 14, 72 L.Ed.2d 606 (1982) (citing S.Rep. No. 1333, 79th 

Cong., 2d Sess. 3 (1946)). 
A. Secondary Liability 

 
The most interesting issue in this case is CSI’s liability for Parvez’s sales. Hard Rock argues that CSI has 

incurred both contributory and vicarious liability for the counterfeits, and we take the theories of liability 

in that order. 
 
It is well established that “if a manufacturer or distributor intentionally induces another to infringe a 

trademark, or if it continues to supply its product to one whom it knows or has reason to know is 

engaging in trademark infringement, the manufacturer or distributor is contributorially responsible for any 

harm done as a result of the deceit.” Id. at 854, 102 S.Ct. at 2188 (footnote omitted). Despite this 

apparently definitive statement, it is not clear how the doctrine applies to people who do not actually 

manufacture or distribute the good that is ultimately palmed off as made by someone else. A temporary 

help service, for example, might not be liable if it furnished Parvez the workers he employed to erect his 

stand, even if the help service knew that Parvez would sell counterfeit goods. Thus we must ask whether 

the operator of a flea market is more like the manufacturer of a mislabeled good or more like a temporary 

help service supplying the purveyor of goods. To answer questions of this sort, we have treated trademark 

infringement as a species of tort and have turned to the common law to guide our inquiry into the 

appropriate boundaries of liability. David Berg & Co. v. Gatto Int’l Trading Co., 884 F.2d 306, 311 (7th 

Cir.1989). 
 
CSI characterizes its relationship with Parvez as that of landlord and tenant. Hard Rock calls CSI a 

licensor, not a landlord. Either way, the Restatement of Torts tells us that CSI is responsible for the torts 

of those it permits on its premises “knowing or having reason to know that the other is acting or will act 

tortiously....” Restatement (Second) of Torts § 877(c) & cmt. d (1979). The common law, then, imposes 

the same duty on landlords and licensors that the Supreme Court has imposed on manufacturers and 

distributors. In the absence of any suggestion that a trademark violation should not be treated as a 

common law tort, we believe that the Inwood Labs. test for contributory liability applies. CSI may be 

liable for trademark violations by Parvez if it knew or had reason to know of them. But the factual 

findings must support that conclusion. 
 
The district court found CSI to be willfully blind. Since we have held that willful blindness is equivalent 

to actual knowledge for purposes of the Lanham Act, Lee, 875 F.2d at 590, this finding should be enough 

to hold CSI liable (unless clearly erroneous). But we very much doubt that the district court defined 

willful blindness as it should have. To be willfully blind, a person must suspect wrongdoing and 

deliberately fail to investigate. Id. The district court, however, made little mention of CSI’s state of mind 

and focused almost entirely on CSI’s failure to take precautions against counterfeiting. Mem.Op. at 5–6. 

In its conclusions of law, the court emphasized that CSI had a duty to take reasonable precautions. 

Mem.Op. at 7. In short, it looks as if the district court found CSI to be negligent, not willfully blind. 
 
This ambiguity in the court’s findings would not matter if CSI could be liable for failing to take 
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reasonable precautions. But CSI has no affirmative duty to take precautions against the sale of 

counterfeits. Although the “reason to know” part of the standard for contributory liability requires CSI (or 

its agents) to understand what a reasonably prudent person would understand, it does not impose any duty 

to seek out and prevent violations. Restatement (Second) of Torts § 12(1) & cmt. a (1965). We decline to 

extend the protection that Hard Rock finds in the common law to require CSI, and other landlords, to be 

more dutiful guardians of Hard Rock’s commercial interests. Thus the district court’s findings do not 

support the conclusion that CSI bears contributory liability for Parvez’s transgressions. 
 
Before moving on, we should emphasize that we have found only that the district court applied an 

incorrect standard. We have not found that the evidence cannot support the conclusion that CSI was in 

fact willfully blind. At the Tri–State, Barelli saw Parvez’s shirts and had the opportunity to note that they 

had cut labels and were being sold cheap. Further, Barelli testified that he did not ask vendors whether 

their goods were counterfeit because they were sure to lie to him. One might infer from these facts that 

Barelli suspected that the shirts were counterfeits but chose not to investigate. 
 
On the other hand, we do not wish to prejudge the matter. For it is undisputed that Hard Rock made no 

effort to broadcast the information that legitimate Hard Rock t-shirts could only be found in Hard Rock 

Cafes. Moreover, there does not seem to be any particular reason to believe that inexpensive t-shirts with 

cut labels are obviously counterfeit, no matter what logo they bear. Cf. Lee, 875 F.2d at 590 (genuine 

Vuitton and Gucci bags unlikely to display poor workmanship or purple vinyl linings). The circumstantial 

evidence that Barelli suspected the shirts to be counterfeit is, at best, thin. On remand, the district court 

may choose to develop this issue more fully. 
 
Perhaps recognizing that the district court’s opinion is unclear, Hard Rock urges us to find CSI vicariously 

liable for Parvez’s sales, regardless of its knowledge of the counterfeiting. Indeed, if we accept this 

theory, CSI is liable for Parvez’s sales even if it was not negligent. See, e.g., Shapiro, Bernstein & Co. v. 

H.L. Green Co., 316 F.2d 304, 309 (2d Cir.1963). 
 
We have recognized that a joint tortfeasor may bear vicarious liability for trademark infringement by 

another. David Berg, 884 F.2d at 311. This theory of liability requires a finding that the defendant and the 

infringer have an apparent or actual partnership, have authority to bind one another in transactions with 

third parties or exercise joint ownership or control over the infringing product. Id. The case before us does 

not fit into the joint tortfeasor model, and Hard Rock does not argue that it does. 
 
Instead, Hard Rock wants us to apply the more expansive doctrine of vicarious liability applicable to 

copyright violations. Under the test developed by the Second Circuit, a defendant is vicariously liable for 

copyright infringement if it has “the right and ability to supervise the infringing activity and also has a 

direct financial interest in such activities.” Gershwin Publishing Corp. v. Columbia Artists Management, 

Inc., 443 F.2d 1159, 1162 (2d Cir.1971) (hereinafter CAMI ); F.E.L. Publications, Ltd. v. National Conf. of 

Catholic Bishops, 466 F.Supp. 1034, 1040 (N.D.Ill.1978); see also Dreamland Ball Room, Inc. v. Shapiro, 

Bernstein & Co., 36 F.2d 354, 355 (7th Cir.1929) (owner of dance hall liable for copyright violations by 

band hired to entertain paying customers); Famous Music Corp. v. Bay State Harness Horse Racing & 

Breeding Ass’n, 554 F.2d 1213, 1215 (1st Cir.1977) (owner of racetrack liable for copyright violations by 

company hired to supply music over public address system). The purpose of the doctrine is to prevent an 

entity that profits from infringement from hiding behind undercapitalized “dummy” operations when the 

copyright owner eventually sues. Shapiro, Bernstein, 316 F.2d at 309. 
 
The parties have argued vigorously about the application of this doctrine to the facts. But we need not 

decide the question; for the Supreme Court tells us that secondary liability for trademark infringement 

should, in any event, be more narrowly drawn than secondary liability for copyright infringement. Sony 
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Corp. of America v. Universal City Studios, Inc., 464 U.S. 417, 439 n. 19, 104 S.Ct. 774, 787 n. 19, 78 

L.Ed.2d 574 (1984) (citing “fundamental differences” between copyright and trademark law). If Hard 

Rock referred us to some principle of common law that supported its analogy to copyright, we would be 

more understanding of its claims. But it has not. Further, there is no hint that CSI is playing at the sort of 

obfuscation that inspired the Second Circuit to develop its more expansive form of vicarious copyright 

liability. Hard Rock must look to Congress to provide the level of protection it demands of CSI here. 
 
In sum, we find that CSI may bear contributory liability for Parvez’s unlawful sales, but we see no 

evidence on the record that would support a finding that CSI is vicariously liable. Accordingly, because 

the district court’s findings fail to establish that CSI knew or had reason to know that Parvez was selling 

counterfeits, we must vacate the judgment against CSI and remand for further proceedings. 
 

 
Notes and Questions 
 
1.  This case applies to a landlord-tenant relationship, the doctrine of contributory trademark infringement 

promulgated in Inwood Laboratories, Inc. v. Ives Laboratories, Inc. 456 U.S. 844 (1982).  What are the 

Inwood elements of such a tort?   
 
2.  What is “willful blindness” and how does it impact the Inwood elements? 
 
3.  Is the test for vicarious liability for trademark infringement the same as for copyright infringement?   
 
4.  The required relationship for vicarious trademark infringement has been described as an “actual or 

apparent partnership.”  Rodden v. Jefferson Pilot Financial Ins. Co. 591 F.Supp.2d 1113 (N.D. Cal. 2008). 
 
    
 

 
FONOVISA, INC. v. CHERRY AUCTION, INC. 

76 F.3d 259 (9th Cir. 1996) 
 

SCHROEDER, Circuit Judge 
 
This is a copyright and trademark enforcement action against the operators of a swap meet, sometimes 

called a flea market, where third-party vendors routinely sell counterfeit recordings that infringe on the 

plaintiff's copyrights and trademarks. The district court dismissed on the pleadings, holding that the 

plaintiffs, as a matter of law, could not maintain any cause of action against the swap meet for sales by 

vendors who leased  its premises. The district court's decision is published. Fonovisa Inc. v. Cherry 

Auction, Inc., 847 F.Supp. 1492 (E.D.Cal.1994). We reverse. 
 

Background 
 
The plaintiff and appellant is Fonovisa, Inc., a California corporation that owns copyrights and 

trademarks to Latin/Hispanic music recordings. Fonovisa filed this action in district court against 

defendant-appellee, Cherry Auction, Inc., and its individual operators (collectively “Cherry Auction”). For 

purposes of this appeal, it is undisputed that Cherry Auction operates a swap meet in Fresno, California, 

similar to many other swap meets in this country where customers come to purchase various merchandise 

from individual vendors. See generally, Flea Market Owner Sued for Trademark Infringement, 4 No. 3 J. 

Proprietary Rts. 22 (1992). The vendors pay a daily rental fee to the swap meet operators in exchange for 
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booth space. Cherry Auction supplies parking, conducts advertising and retains the right to exclude any 

vendor for any reason, at any time, and thus can exclude vendors for patent and trademark infringement. 

In addition, Cherry Auction receives an entrance fee from each customer who attends the swap meet. 
 
There is also no dispute for purposes of this appeal that Cherry Auction and its operators were aware that 

vendors in their swap meet were selling counterfeit recordings in violation of Fonovisa's trademarks and 

copyrights. Indeed, it is alleged that in 1991, the Fresno County Sheriff's Department raided the Cherry 

Auction swap meet and seized more than 38,000 counterfeit recordings. The following year, after finding 

that vendors at the Cherry Auction swap meet were still selling counterfeit recordings, the Sheriff sent a 

letter notifying Cherry Auction of the on-going sales of infringing materials, and reminding Cherry 

Auction that they had agreed to provide the Sheriff with identifying information from each vendor. In 

addition, in 1993, Fonovisa itself sent an investigator to the Cherry Auction site and observed sales of 

counterfeit recordings. 
 
Fonovisa filed its original complaint in the district court on February 25, 1993, and on March 22, 1994, 

the district court granted defendants' motion to dismiss pursuant to Federal Rule of Civil Procedure 

12(b)(6). In this appeal, Fonovisa does not challenge the district court's dismissal of its claim for direct 

copyright infringement, but does appeal the dismissal of its claims for contributory copyright 

infringement, vicarious copyright infringement and contributory trademark infringement. 
 
The copyright claims are brought pursuant to 17 U.S.C. §§ 101 et seq. Although the Copyright Act does 

not expressly impose liability on anyone other than direct infringers, courts have long recognized that in 

certain circumstances, vicarious or contributory liability will be imposed. See Sony Corp. of America v. 

Universal City Studios, Inc., 464 U.S. 417, 435, 104 S.Ct. 774, 785, 78 L.Ed.2d 574 (1984) (explaining 

that “vicarious liability is imposed in virtually all areas of the law, and the concept of contributory 

infringement is merely a species of the broader problem of identifying circumstances in which it is just to 

hold one individually accountable for the actions of another”). 
 
Similar principles have also been applied in the trademark field. See Inwood Laboratories v. Ives 

Laboratories, 456 U.S. 844, 844-46, 102 S.Ct. 2182, 2184, 72 L.Ed.2d 606 (1982). The Seventh Circuit, 

for example, has upheld the imposition of liability for contributory trademark infringement against the 

owners of a flea market similar to the swap meet operated by Cherry Auction. Hard Rock Cafe Licensing 

Corp. v. Concession Services, Inc., 955 F.2d 1143 (7th Cir.1992). The district court in this case, however, 

expressly rejected the Seventh Circuit's reasoning on the contributory trademark infringement claim. 

Contributory and vicarious copyright infringement, however, were not addressed in Hard Rock Cafe, 

making this the first case to reach a federal appeals court raising issues of contributory and vicarious 

copyright infringement in the context of swap meet or flea market operations. 
 
We analyze each of the plaintiff's claims in turn. 
 

Vicarious Copyright Infringement 
 
The concept of vicarious copyright liability was developed in the Second Circuit as an outgrowth of the 

agency principles of respondeat superior. The landmark case on vicarious liability for sales of counterfeit 

recordings is Shapiro, Bernstein and Co. v. H.L. Green Co., 316 F.2d 304 (2d Cir.1963). In Shapiro, the 

court was faced with a copyright infringement suit against the owner of a chain of department stores 

where a concessionaire was selling counterfeit recordings. Noting that the normal agency rule of 

respondeat superior imposes liability on an employer for copyright infringements by an employee, the 

court endeavored to fashion a principle for enforcing copyrights against a defendant whose economic 

interests were intertwined with the direct infringer's, but who did not actually employ the direct infringer. 
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The Shapiro court looked at the two lines of cases it perceived as most clearly relevant. In one line of 

cases, the landlord-tenant cases, the courts had held that a landlord who lacked knowledge of the 

infringing acts of its tenant and who exercised no control over the leased premises was not liable for 

infringing sales by its tenant. See e.g. Deutsch v. Arnold, 98 F.2d 686 (2d Cir.1938); c.f. Fromont v. 

Aeolian Co., 254 F. 592 (S.D.N.Y.1918). In the other line of cases, the so-called “dance hall cases,” the 

operator of an entertainment venue was held liable for infringing performances when the operator (1) 

could control the premises and (2) obtained a direct financial benefit from the audience, who paid to enjoy 

the infringing performance. See e.g. Buck v. Jewell-LaSalle Realty Co., 283 U.S. 191, 198-199, 51 S.Ct. 

410, 411-12, 75 L.Ed. 971 (1931); Dreamland Ball Room, Inc. v. Shapiro, Bernstein & Co., 36 F.2d 354 

(7th Cir.1929). 
 
From those two lines of cases, the Shapiro court determined that the relationship between the store owner 

and the concessionaire in the case before it was closer to the dance-hall model than to the landlord-tenant 

model. It imposed liability even though the defendant was unaware of the infringement. Shapiro deemed 

the imposition of vicarious liability neither unduly harsh nor unfair because the store proprietor had the 

power to cease the conduct of the concessionaire, and because the proprietor derived an obvious and 

direct financial benefit from the infringement. 316 F.2d at 307. The test was more clearly articulated in a 

later Second Circuit case as follows: “even in the absence of an employer-employee relationship one may 

be vicariously liable if he has the right and ability to supervise the infringing activity and also has a direct 

financial interest in such activities.” Gershwin Publishing Corp. v. Columbia Artists Management, Inc., 

443 F.2d 1159, 1162 (2d Cir.1971). See also 3 Melville Nimmer & David Nimmer, Nimmer on Copyright 

§ 1204(A)[1], at 1270-72 (1995). The most recent and comprehensive discussion of the evolution of the 

doctrine of vicarious liability for copyright infringement is contained in Judge Keeton's opinion in 

Polygram Intern. Pub., Inc. v. Nevada/TIG, Inc., 855 F.Supp. 1314 (D.Mass.1984). 
 
The district court in this case agreed with defendant Cherry Auction that Fonovisa did not, as a matter of 

law, meet either the control or the financial benefit prong of the vicarious copyright infringement test 

articulated in Gershwin, supra. Rather, the district court concluded that based on the pleadings, “Cherry 

Auction neither supervised nor profited from the vendors' sales.” 847 F.Supp. at 1496. In the district 

court's view, with respect to both control and financial benefit, Cherry Auction was in the same position 

as an absentee landlord who has surrendered its exclusive right of occupancy in its leased property to its 

tenants. 
 
This analogy to absentee landlord is not in accord with the facts as alleged in the district court and which 

we, for purposes of appeal, must accept. The allegations below were that vendors occupied small booths 

within premises that Cherry Auction controlled and patrolled. According to the complaint, Cherry Auction 

had the right to terminate vendors for any reason whatsoever and through that right had the ability to 

control the activities of vendors on the premises. In addition, Cherry Auction promoted the swap meet and 

controlled the access of customers to the swap meet area. In terms of control, the allegations before us are 

strikingly similar to those in Shapiro and Gershwin. 
 
In Shapiro, for example, the court focused on the formal licensing agreement between defendant 

department store and the direct infringer-concessionaire. There, the concessionaire selling the bootleg 

recordings had a licensing agreement with the department store (H.L. Green Company) that required the 

concessionaire and its employees to “abide by, observe and obey all regulations promulgated from time to 

time by the H.L. Green Company,” and H.L. Green Company had the “unreviewable discretion” to 

discharge the concessionaires' employees. 316 F.2d at 306. In practice, H.L. Green Company was not 

actively involved in the sale of records and the concessionaire controlled and supervised the individual 

employees. Id. Nevertheless, H.L. Green's ability to police its concessionaire-which parallels Cherry 

Auction's ability to police its vendors under Cherry Auction's similarly broad contract with its vendors-
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was sufficient to satisfy the control requirement. Id. at 308. 
 
In Gershwin, the defendant lacked the formal, contractual ability to control the direct infringer. 

Nevertheless, because of defendant's “pervasive participation in the formation and direction” of the direct 

infringers, including promoting them (i.e. creating an audience for them), the court found that defendants 

were in a position to police the direct infringers and held that the control element was satisfied. 443 F.2d 

at 1163. As the promoter and organizer of the swap meet, Cherry Auction wields the same level of control 

over the direct infringers as did the Gershwin defendant. See also Polygram, 855 F.Supp. at 1329 (finding 

that the control requirement was satisfied because the defendant (1) could control the direct infringers 

through its rules and regulations; (2) policed its booths to make sure the regulations were followed; and 

(3) promoted the show in which direct infringers participated). 
 
The district court's dismissal of the vicarious liability claim in this case was therefore not justified on the 

ground that the complaint failed to allege sufficient control. 
 
We next consider the issue of financial benefit. The plaintiff's allegations encompass many substantive 

benefits to Cherry Auction from the infringing sales. These include the payment of a daily rental fee by 

each of the infringing vendors; a direct payment to Cherry Auction by each customer in the form of an 

admission fee, and incidental payments for parking, food and other services by customers seeking to 

purchase infringing recordings. 
 
Cherry Auction nevertheless contends that these benefits cannot satisfy the financial benefit prong of 

vicarious liability because a commission, directly tied to the sale of particular infringing items, is 

required. They ask that we restrict the financial benefit prong to the precise facts presented in Shapiro, 

where defendant H.L. Green Company received a 10 or 12 per cent commission from the direct infringers' 

gross receipts. Cherry Auction points to the low daily rental fee paid by each vendor, discounting all other 

financial benefits flowing to the swap meet, and asks that we hold that the swap meet is materially similar 

to a mere landlord. The facts alleged by Fonovisa, however, reflect that the defendants reap substantial 

financial benefits from admission fees, concession stand sales and parking fees, all of which flow directly 

from customers who want to buy the counterfeit recordings at bargain basement prices. The plaintiff has 

sufficiently alleged direct financial benefit. 
 
Our conclusion is fortified by the continuing line of cases, starting with the dance hall cases, imposing 

vicarious liability on the operator of a business where infringing performances enhance the attractiveness 

of the venue to potential customers. In Polygram, for example, direct infringers were participants in a 

trade show who used infringing music to communicate with attendees and to cultivate interest in their 

wares. 855 F.Supp. at 1332. The court held that the trade show participants “derived a significant financial 

benefit from the attention” that attendees paid to the infringing music. Id.; See also Famous Music Corp. 

v. Bay State Harness Horse Racing and Breeding Ass'n, 554 F.2d 1213, 1214 (1st Cir.1977) (race track 

owner vicariously liable for band that entertained patrons who were not “absorbed in watching the 

races”); Shapiro, 316 F.2d at 307 (dance hall cases hold proprietor liable where infringing “activities 

provide the proprietor with a source of customers and enhanced income”). In this case, the sale of pirated 

recordings at the Cherry Auction swap meet is a “draw” for customers, as was the performance of pirated 

music in the dance hall cases and their progeny. 
 
Plaintiffs have stated a claim for vicarious copyright infringement. 

 
Contributory Copyright Infringement 

 
Contributory infringement originates in tort law and stems from the notion that one who directly 
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contributes to another's infringement should be held accountable. See Sony v. Universal City, 464 U.S. at 

417, 104 S.Ct. at 774-776; 1 Niel Boorstyn, Boorstyn On Copyright § 10.06[2], at 10-21 (1994) ( “In 

other words, the common law doctrine that one who knowingly participates in or furthers a tortious act is 

jointly and severally liable with the prime tortfeasor, is applicable under copyright law”). Contributory 

infringement has been described as an outgrowth of enterprise liability, see 3 Nimmer § 1204[a] [2], at 

1275; Demetriades v. Kaufmann, 690 F.Supp. 289, 292 (S.D.N.Y.1988), and imposes liability where one 

person knowingly contributes to the infringing conduct of another. The classic statement of the doctrine is 

in Gershwin, 443 F.2d 1159, 1162: “[O]ne who, with knowledge of the infringing activity, induces, causes 

or materially contributes to the infringing conduct of another, may be held liable as a ‘contributory’ 

infringer.” See also Universal City Studios v. Sony Corp. of America, 659 F.2d 963, 975 (9th Cir.1981), 

rev'd on other grounds, 464 U.S. 417, 104 S.Ct. 774, 78 L.Ed.2d 574 (1984) (adopting Gershwin in this 

circuit). 
 
There is no question that plaintiff adequately alleged the element of knowledge in this case. The disputed 

issue is whether plaintiff adequately alleged that Cherry Auction materially contributed to the infringing 

activity. We have little difficulty in holding that the allegations in this case are sufficient to show material 

contribution to the infringing activity. Indeed, it would be difficult for the infringing activity to take place 

in the massive quantities alleged without the support services provided by the swap meet. These services 

include, inter alia, the provision of space, utilities, parking, advertising, plumbing, and customers. 
 
Here again Cherry Auction asks us to ignore all aspects of the enterprise described by the plaintiffs, to 

concentrate solely on the rental of space, and to hold that the swap meet provides nothing more. Yet 

Cherry Auction actively strives to provide the environment and the market for counterfeit recording sales 

to thrive. Its participation in the sales cannot be termed “passive,” as Cherry Auction would prefer. 
 
The district court apparently took the view that contribution to infringement should be limited to 

circumstances in which the defendant “expressly promoted or encouraged the sale of counterfeit products, 

or in some manner protected the identity of the infringers.” 847 F.Supp. 1492, 1496. Given the allegations 

that the local sheriff lawfully requested that Cherry Auction gather and share basic, identifying 

information about its vendors, and that Cherry Auction failed to comply, the defendant appears to qualify 

within the last portion of the district court's own standard that posits liability for protecting infringers' 

identities. Moreover, we agree with the Third Circuit's analysis in Columbia Pictures Industries, Inc. v. 

Aveco, Inc., 800 F.2d 59 (3rd Cir.1986) that providing the site and facilities for known infringing activity  

is sufficient to establish contributory liability. See 2 William F. Patry, Copyright Law & Practice 1147 

(“Merely providing the means for infringement may be sufficient” to incur contributory copyright 

liability). 
Contributory Trademark Infringement 

 
Just as liability for copyright infringement can extend beyond those who actually manufacture or sell 

infringing materials, our law recognizes liability for conduct that assists others in direct trademark 

infringement. In Inwood Laboratories, 456 U.S. 844, 102 S.Ct. 2182, the Court said that contributory 

trademark liability is applicable if defendant (1) intentionally induces another to infringe on a trademark 

or (2) continues to supply a product knowing that the recipient is using the product to engage in trademark 

infringement. Inwood at 854-55, 102 S.Ct. at 2188-89. As Cherry Auction points out, the Inwood case 

involved a manufacturer-distributor, and the Inwood standard has generally been applied in such cases.  

The Court in Inwood, however, laid down no limiting principle that would require defendant to be a



Chapter Two        Trademark Infringement/Unfair Competition                   2.04   State Claims 

 

 

344 

manufacturer or distributor. 
 
The defendant in Inwood distributed drugs to a pharmacist, knowing that the pharmacist was mislabeling 

the drugs with a protected trademark rather than a generic label. In this case, plaintiffs correctly point our 

that while Cherry Auction is not alleged to be supplying the recordings themselves, it is supplying the 

necessary marketplace for their sale in substantial quantities. 
 
In Hard Rock Cafe, 955 F.2d 1143, the Seventh Circuit applied the Inwood test for contributory trademark 

liability to the operator of a flea market. In that case, there was no proof that the flea market had actual 

knowledge of the sale by vendors of counterfeit Hard Rock Cafe trademark merchandise, but the court 

held that contributory liability could be imposed if the swap meet was “willfully blind” to the ongoing 

violations. Hard Rock Cafe, 955 F.2d at 1149. It observed that while trademark infringement liability is 

more narrowly circumscribed than copyright infringement, the courts nevertheless recognize that a 

company “is responsible for the torts of those it permits on its premises ‘knowing or having reason to 

know that the other is acting or will act tortiously....’ ” Id. quoting Restatement (Second) of Torts § 877(c) 

& cmt. d (1979). 
 
Hard Rock Cafe's application of the Inwood test is sound; a swap meet can not disregard its vendors' 

blatant trademark infringements with impunity. Thus, Fonovisa has also stated a claim for contributory 

trademark infringement. 
 

 
Notes and Questions 
 
1.  What were the key facts in this case that permitted the imposition of liability for contributory 

trademark infringement that were not present in the Hard Rock case?    
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2.04   State Claims 

 
State common law tort claims can be brought in addition to federal copyright or trademark claims, 

provided such state claims are not preempted by federal copyright or trademark law, (See Chapter 1).  The 

most common of these is the right to exploit one’s own name and likeness for commercial gain, known as 

the “right of publicity”.  This claim is actually a subset of the broader “right of privacy” which can 

include the right to be protected from, (a) public disclosure of private facts, (b) intrusion into private 

affairs, (c) publicity in a false light, and (d) appropriation of name and likeness.  See Michaels, infra. 

Some cases have interpreted the right of publicity to extend beyond name and likeness to include 

“identity”.  See White and Midler,  infra 
 
 

 
MIDLER v. FORD MOTOR COMPANY 

849 F.2d 460 (9th Cir. 1988) 
 

NOONAN, Circuit Judge: 
 
This case centers on the protectibility of the voice of a celebrated chanteuse from commercial exploitation 

without her consent. Ford Motor Company and its advertising agency, Young & Rubicam, Inc., in 1985 

advertised the Ford Lincoln Mercury with a series of nineteen 30 or 60 second television commercials in 

what the agency called “The Yuppie Campaign.” The aim was to make an emotional connection with 

Yuppies, bringing back memories of when they were in college. Different popular songs of the seventies 

were sung on each commercial. The agency tried to get “the original people,” that is, the singers who had 

popularized the songs, to sing them. Failing in that endeavor in ten cases the agency had the songs sung 

by “sound alikes.” Bette Midler, the plaintiff and appellant here, was done by a sound alike. 
 
Midler is a nationally known actress and singer. She won a Grammy as early as 1973 as the Best New 

Artist of that year. Records made by her since then have gone Platinum and Gold. She was nominated in 

1979 for an Academy award for Best Female Actress in The Rose, in which she portrayed a pop singer. 

Newsweek in its June 30, 1986 issue described her as an “outrageously original singer/comedian.” Time 

hailed her in its March 2, 1987 issue as “a legend” and “the most dynamic and poignant singer-actress of 

her time.” 
 
When Young & Rubicam was preparing the Yuppie Campaign it presented the commercial to its client by 

playing an edited version of Midler singing “Do You Want To Dance,” taken from the 1973 Midler album, 

“The Divine Miss M.” After the client accepted the idea and form of the commercial, the agency 

contacted Midler's manager, Jerry Edelstein. The conversation went as follows: “Hello, I am Craig Hazen 

from Young and Rubicam. I am calling you to find out if Bette Midler would be interested in doing ...? 

Edelstein: “Is it a commercial?” “Yes.” “We are not interested.” 
 
Undeterred, Young & Rubicam sought out Ula Hedwig whom it knew to have been one of “the Harlettes” 

a backup singer for Midler for ten years. Hedwig was told by Young & Rubicam that “they wanted 

someone who could sound like Bette Midler's recording of [Do You Want To Dance].” She was asked to 

make a “demo” tape of the song if she was interested. She made an a capella demo and got the job. 
 
At the direction of Young & Rubicam, Hedwig then made a record for the commercial. The Midler record 

of “Do You Want To Dance” was first played to her. She was told to “sound as much as possible like the 

Bette Midler record,” leaving out only a few “aahs” unsuitable for the commercial. Hedwig imitated 
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Midler to the best of her ability. 
 
After the commercial was aired Midler was told by “a number of people” that it “sounded exactly” like 

her record of “Do You Want To Dance.” Hedwig was told by “many personal friends” that they thought it 

was Midler singing the commercial. Ken Fritz, a personal manager in the entertainment business not 

associated with Midler, declares by affidavit that he heard the commercial on more than one occasion and 

thought Midler was doing the singing. 
 
Neither the name nor the picture of Midler was used in the commercial; Young & Rubicam had a license 

from the copyright holder to use the song. At issue in this case is only the protection of Midler's voice. 

The district court described the defendants' conduct as that “of the average thief.” They decided, “If we 

can't buy it, we'll take it.” The court nonetheless believed there was no legal principle preventing 

imitation of Midler's voice and so gave summary judgment for the defendants. Midler appeals. 
 
The First Amendment protects much of what the media do in the reproduction of likenesses or sounds. A 

primary value is freedom of speech and press. Time, Inc. v. Hill, 385 U.S. 374, 388, 87 S.Ct. 534, 542, 17 

L.Ed.2d 456 (1967). The purpose of the media's use of a person's identity is central. If the purpose is 

“informative or cultural” the use is immune; “if it serves no such function but merely exploits the 

individual portrayed, immunity will not be granted.” Felcher and Rubin, “Privacy, Publicity and the 

Portrayal of Real People by the Media,” 88 Yale L.J. 1577, 1596 (1979). Moreover, federal copyright law 

preempts much of the area. “Mere imitation of a recorded performance would not constitute a copyright 

infringement even where one performer deliberately sets out to simulate another's performance as exactly 

as possible.” Notes of Committee on the Judiciary, 17 U.S.C.A. § 114(b). It is in the context of these First 

Amendment and federal copyright distinctions that we address the present appeal. 
 
Nancy Sinatra once sued Goodyear Tire and Rubber Company on the basis of an advertising campaign by 

Young & Rubicam featuring “These Boots Are Made For Walkin',” a song closely identified with her; the 

female singers of the commercial were alleged to have imitated her voice and style and to have dressed 

and looked like her. The basis of Nancy Sinatra's complaint was unfair competition; she claimed that the 

song and the arrangement had acquired “a secondary meaning” which, under California law, was 

protectible. This court noted that the defendants “had paid a very substantial sum to the copyright 

proprietor to obtain the license for the use of the song and all of its arrangements.” To give Sinatra 

damages for their use of the song would clash with federal copyright law. Summary judgment for the 

defendants was affirmed. Sinatra v. Goodyear Tire & Rubber Co., 435 F.2d 711, 717-718 (9th Cir.1970), 

cert. denied, 402 U.S. 906, 91 S.Ct. 1376, 28 L.Ed.2d 646 (1971). If Midler were claiming a secondary 

meaning to “Do You Want To Dance” or seeking to prevent the defendants from using that song, she 

would fail like Sinatra. But that is not this case. Midler does not seek damages for Ford's use of “Do You 

Want To Dance,” and thus her claim is not preempted by federal copyright law. Copyright protects 

“original works of authorship fixed in any tangible medium of expression.” 17 U.S.C. § 102(a). A voice is 

not copyrightable. The sounds are not “fixed.” What is put forward as protectible here is more personal 

than any work of authorship. 
 
Bert Lahr once sued Adell Chemical Co. for selling Lestoil by means of a commercial in which an 

imitation of Lahr's voice accompanied a cartoon of a duck. Lahr alleged that his style of vocal delivery 

was distinctive in pitch, accent, inflection, and sounds. The First Circuit held that Lahr had stated a cause 

of action for unfair competition, that it could be found “that defendant's conduct saturated plaintiff's 

audience, curtailing his market.” Lahr v. Adell Chemical Co., 300 F.2d 256, 259 (1st Cir.1962). That case 

is more like this one. But we do not find unfair competition here. One-minute commercials of the sort the 

defendants put on would not have saturated Midler's audience and curtailed her market. Midler did not do 

television commercials. The defendants were not in competition with her. See Halicki v. United Artists 
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Communications, Inc., 812 F.2d 1213 (9th Cir.1987). 
 
California Civil Code section 3344 is also of no aid to Midler. The statute affords damages to a person 

injured by another who uses the person's “name, voice, signature, photograph or likeness, in any manner.” 

*The defendants did not use Midler's name or anything else whose use is prohibited by the statute. The 

voice they used was Hedwig's, not hers. The term “likeness” refers to a visual image not a vocal imitation. 

The statute, however, does not preclude Midler from pursuing any cause of action she may have at 

common law; the statute itself implies that such common law causes of action do exist because it says its 

remedies are merely “cumulative.” Id. § 3344(g). 
 
The companion statute protecting the use of a deceased person's name, voice, signature, photograph or 

likeness states that the rights it recognizes are “property rights.” Id. § 990(b). By analogy the common law 

rights are also property rights. Appropriation of such common law rights is a tort in California. 

Motschenbacher v. R.J. Reynolds Tobacco Co., 498 F.2d 821 (9th Cir.1974). In that case what the 

defendants used in their television commercial for Winston cigarettes was a photograph of a famous 

professional racing driver's racing car. The number of the car was changed and a wing-like device known 

as a “spoiler” was attached to the car; the car's features of white pinpointing, an oval medallion, and solid 

red coloring were retained. The driver, Lothar Motschenbacher, was in the car but his features were not 

visible. Some persons, viewing the commercial, correctly inferred that the car was his and that he was in 

the car and was therefore endorsing the product. The defendants were held to have invaded a “proprietary 

*interest” of Motschenbacher in his own identity. Id. at 825. 
 
Midler's case is different from Motschenbacher's. He and his car were physically used by the tobacco 

company's ad; he made part of his living out of giving commercial endorsements. But, as Judge Koelsch 

expressed it in Motschenbacher, California will recognize an injury from “an appropriation of the 

attributes of one's identity.” Id. at 824. It was irrelevant that Motschenbacher could not be identified in the 

ad. The ad suggested that it was he. The ad did so by emphasizing signs or symbols associated with him. 

In the same way the defendants here used an imitation to convey the impression that Midler was singing 

for them. 
 
Why did the defendants ask Midler to sing if her voice was not of value to them? Why did they studiously 

acquire the services of a sound-alike and instruct her to imitate Midler if Midler's voice was not of value 

to them? What they sought was an attribute of Midler's identity. Its value was what the market would have 

paid for Midler to have sung the commercial in person. 
 
A voice is more distinctive and more personal than the automobile accouterments protected in 

Motschenbacher. A voice is as distinctive and personal as a face. The human voice is one of the most 

palpable ways identity is manifested. We are all aware that a friend is at once known by a few words on 

the phone. At a philosophical level it has been observed that with the sound of a voice, “the other stands 

before me.” D. Ihde, Listening and Voice 77 (1976). A fortiori, these observations hold true of singing, 

especially singing by a singer of renown. The singer manifests herself in the song. To impersonate her 

voice is to pirate her identity. See W. Keeton, D. Dobbs, R. Keeton, D. Owen, Prosser & Keeton on Torts 

852 (5th ed. 1984). 
 
We need not and do not go so far as to hold that every imitation of a voice to advertise merchandise is 

actionable. We hold only that when a distinctive voice of a professional singer is widely known and is 

deliberately imitated in order to sell a product, the sellers have appropriated what is not theirs and have 

committed a tort in California. Midler has made a showing, sufficient to defeat summary judgment, that 

the defendants here for their own profit in selling their product did appropriate part of her identity. 
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Notes and Questions 
 
1. Why did the plaintiff’s claim fail under California Civil Code Section 3344? 
 
2.  Under what theory was plaintiff’s claim deemed viable entitling her to remand for trial? 
 

 
 
 

 
WHITE v. SAMSUNG ELECTRONICS AMERICA, INC 

971 F.2d 1395 (Cal. 1992) 
 
GOODWIN, Senior Circuit Judge 
 
This case involves a promotional “fame and fortune” dispute. In running a particular advertisement 

without Vanna White's permission, defendants Samsung Electronics America, Inc. (Samsung) and David 

Deutsch Associates, Inc. (Deutsch) attempted to capitalize on White's fame to enhance their fortune. 

White sued, alleging infringement of various intellectual property rights, but the district court granted 

summary judgment in favor of the defendants. We affirm in part, reverse in part, and remand. 
 
Plaintiff Vanna White is the hostess of “Wheel of Fortune,” one of the most popular game shows in 

television history. An estimated forty million people watch the program daily. Capitalizing on the fame 

which her participation in the show has bestowed on her, White markets her identity to various 

advertisers. 
 
The dispute in this case arose out of a series of advertisements prepared for Samsung by Deutsch. The 

series ran in at least half a dozen publications with widespread, and in some cases national, circulation. 

Each of the advertisements in the series followed the same theme. Each depicted a current item from 

popular culture and a Samsung electronic product. Each was set in the twenty-first century and conveyed 

the message that the Samsung product would still be in use by that time. By hypothesizing outrageous 

future outcomes for the cultural items, the ads created humorous effects. For example, one lampooned 

current popular notions of an unhealthy diet by depicting a raw steak with the caption: “Revealed to be 

health food. 2010 A.D.” Another depicted irreverent “news”-show host Morton Downey Jr. in front of an 

American flag with the caption: “Presidential candidate. 2008 A.D.” 
 
The advertisement which prompted the current dispute was for Samsung video-cassette recorders (VCRs). 

The ad depicted a robot, dressed in a wig, gown, and jewelry which Deutsch consciously selected to 

resemble White's hair and dress. The robot was posed next to a game board which is instantly 

recognizable as the Wheel of Fortune game show set, in a stance for which White is famous. The caption 

of the ad read: “Longest-running game show. 2012 A.D.” Defendants referred to the ad as the “Vanna 

White” ad. Unlike the other celebrities used in the campaign, White neither consented to the ads nor was 

she paid. 
 
Following the circulation of the robot ad, White sued Samsung and Deutsch in federal district court 

under: (1) California Civil Code § 3344; (2) the California common law right of publicity; and (3) § 43(a) 

of the Lanham Act, 15 U.S.C. § 1125(a). The district court granted summary judgment against White on 

each of her claims. White now appeals. 
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I. Section 3344 
 

White first argues that the district court erred in rejecting her claim under section 3344. Section 3344(a) 

provides, in pertinent part, that “[a]ny person who knowingly uses another's name, voice, signature, 

photograph, or likeness, in any manner, ... for purposes of advertising or selling, ... without such person's 

prior consent ... shall be liable for any damages sustained by the person or persons injured as a result 

thereof.” 
 
White argues that the Samsung advertisement used her “likeness” in contravention of section 3344. In 

Midler v. Ford Motor Co., 849 F.2d 460 (9th Cir.1988), this court rejected Bette Midler's section 3344 

claim concerning a Ford television commercial in which a Midler “sound-alike” sang a song which 

Midler had made famous. In rejecting Midler's claim, this court noted that “[t]he defendants did not use 

Midler's name or anything else whose use is prohibited by the statute. The voice they used was [another 

person's], not hers. The term ‘likeness' refers to a visual image not a vocal imitation.” Id. at 463. 
 
In this case, Samsung and Deutsch used a robot with mechanical features, and not, for example, a manikin 

molded to White's precise features. Without deciding for all purposes when a caricature or impressionistic 

resemblance might become a “likeness,” we agree with the district court that the robot at issue here was 

not White's “likeness” within the meaning of section 3344. Accordingly, we affirm the court's dismissal of 

White's section 3344 claim. 
II. Right of Publicity 

 
White next argues that the district court erred in granting summary judgment to defendants on White's 

common law right of publicity claim. In Eastwood v. Superior Court, 149 Cal.App.3d 409, 198 Cal.Rptr. 

342 (1983), the California court of appeal stated that the common law right of publicity cause of action 

“may be pleaded by alleging (1) the defendant's use of the plaintiff's identity; (2) the appropriation of 

plaintiff's name or likeness to defendant's advantage, commercially or otherwise; (3) lack of consent; and 

(4) resulting injury.” Id. at 417, 198 Cal.Rptr. 342 (citing Prosser, Law of Torts (4th ed. 1971) § 117, pp. 

804-807). The district court dismissed White's claim for failure to satisfy Eastwood's second prong, 

reasoning that defendants had not appropriated White's “name or likeness” with their robot ad. We agree 

that the robot ad did not make use of White's name or likeness. However, the common law right of 

publicity is not so confined. 
 
The Eastwood court did not hold that the right of publicity cause of action could be pleaded only by 

alleging an appropriation of name or likeness. Eastwood involved an unauthorized use of photographs of 

Clint Eastwood and of his name. Accordingly, the Eastwood court had no occasion to consider the extent 

beyond the use of name or likeness to which the right of publicity reaches. That court held only that the 

right of publicity cause of action “may be” pleaded by alleging, inter alia, appropriation of name or 

likeness, not that the action may be pleaded only in those terms. 
 
The “name or likeness” formulation referred to in Eastwood originated not as an element of the right of 

publicity cause of action, but as a description of the types of cases in which the cause of action had been 

recognized. The source of this formulation is Prosser, Privacy, 48 Cal.L.Rev. 383, 401-07 (1960), one of 

the earliest and most enduring articulations of the common law right of publicity cause of action. In 

looking at the case law to that point, Prosser recognized that right of publicity cases involved one of two 

basic factual scenarios: name appropriation, and picture or other likeness appropriation. Id. at 401-02, nn. 

156-57. 
 
Even though Prosser focused on appropriations of name or likeness in discussing the right of publicity, he 

noted that “[i]t is not impossible that there might be appropriation of the plaintiff's identity, as by 
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impersonation, without the use of either his name or his likeness, and that this would be an invasion of his 

right of privacy.” Id. at 401, n. 155. 54 At the time Prosser wrote, he noted however, that “[n]o such case 

appears to have arisen.” Id.. 
 
Since Prosser's early formulation, the case law has borne out his insight that the right of publicity is not 

limited to the appropriation of name or likeness. In Motschenbacher v. R.J. Reynolds Tobacco Co., 498 

F.2d 821 (9th Cir.1974), the defendant had used a photograph of the plaintiff's race car in a television 

commercial. Although the plaintiff appeared driving the car in the photograph, his features were not 

visible. Even though the defendant had not appropriated the plaintiff's name or likeness, this court held 

that plaintiff's California right of publicity claim should reach the jury. 
 
In Midler, this court held that, even though the defendants had not used Midler's name or likeness, Midler 

had stated a claim for violation of her California common law right of publicity because “the defendants 

... for their own profit in selling their product did appropriate part of her identity” by using a Midler 

sound-alike. Id. at 463-64. 
 
In Carson v. Here's Johnny Portable Toilets, Inc., 698 F.2d 831 (6th Cir.1983), the defendant had 

marketed portable toilets under the brand name “Here's Johnny”-Johnny Carson's signature “Tonight 

Show” introduction-without Carson's permission. The district court had dismissed Carson's Michigan 

common law right of publicity claim because the defendants had not used Carson's “name or likeness.” 

Id. at 835. In reversing the district court, the sixth circuit found “the district court's conception of the right 

of publicity ... too narrow” and held that the right was implicated because the defendant had appropriated 

Carson's identity by using, inter alia, the phrase “Here's Johnny.” Id. at 835-37. 
 
These cases teach not only that the common law right of publicity reaches means of appropriation other 

than name or likeness, but that the specific means of appropriation are relevant only for determining 

whether the defendant has in fact appropriated the plaintiff's identity. The right of publicity does not 

require that appropriations of identity be accomplished through particular means to be actionable. It is 

noteworthy that the Midler and Carson defendants not only avoided using the plaintiff's name or likeness, 

but they also avoided appropriating the celebrity's voice, signature, and photograph. The photograph in 

Motschenbacher did include the plaintiff, but because the plaintiff was not visible the driver could have 

been an actor or dummy and the analysis in the case would have been the same. 
 
Although the defendants in these cases avoided the most obvious means of appropriating the plaintiffs' 

identities, each of their actions directly implicated the commercial interests which the right of publicity is 

designed to protect. As the Carson court explained: 
 
[t]he right of publicity has developed to protect the commercial interest of celebrities in their identities. 

The theory of the right is that a celebrity's identity can be valuable in the promotion of products, and the 

celebrity has an interest that may be protected from the unauthorized commercial exploitation of that 

identity.... If the celebrity's identity is commercially exploited, there has been an invasion of his right 

whether or not his “name or likeness” is used. 
 
 Carson, 698 F.2d at 835. It is not important how the defendant has appropriated the plaintiff's identity, 

but whether the defendant has done so. Motschenbacher, Midler, and Carson teach the impossibility of 

treating the right of publicity as guarding only against a laundry list of specific means of appropriating 

                                                           
54 Under Professor Prosser's scheme, the right of publicity is the last of the four categories of the right to privacy. Prosser, 48 

Cal.L.Rev. at 389 
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identity. A rule which says that the right of publicity can be infringed only through the use of nine 

different methods of appropriating identity merely challenges the clever advertising strategist to come up 

with the tenth. 
 
Indeed, if we treated the means of appropriation as dispositive in our analysis of the right of publicity, we 

would not only weaken the right but effectively eviscerate it. The right would fail to protect those 

plaintiffs most in need of its protection. Advertisers use celebrities to promote their products. The more 

popular the celebrity, the greater the number of people who recognize her, and the greater the visibility for 

the product. The identities of the most popular celebrities are not only the most attractive for advertisers, 

but also the easiest to evoke without resorting to obvious means such as name, likeness, or voice. 
 
Consider a hypothetical advertisement which depicts a mechanical robot with male features, an African-
American complexion, and a bald head. The robot is wearing black hightop Air Jordan basketball 

sneakers, and a red basketball uniform with black trim, baggy shorts, and the number 23 (though not 

revealing “Bulls” or “Jordan” lettering). The ad depicts the robot dunking a basketball one-handed, stiff-
armed, legs extended like open scissors, and tongue hanging out. Now envision that this ad is run on 

television during professional basketball games. Considered individually, the robot's physical attributes, 

its dress, and its stance tell us little. Taken together, they lead to the only conclusion that any sports 

viewer who has registered a discernible pulse in the past five years would reach: the ad is about Michael 

Jordan. 
 
Viewed separately, the individual aspects of the advertisement in the present case say little. Viewed 

together, they leave little doubt about the celebrity the ad is meant to depict. The female-shaped robot is 

wearing a long gown, blond wig, and large jewelry. Vanna White dresses exactly like this at times, but so 

do many other women. The robot is in the process of turning a block letter on a game-board. Vanna White 

dresses like this while turning letters on a game-board but perhaps similarly attired Scrabble-playing 

women do this as well. The robot is standing on what looks to be the Wheel of Fortune game show set. 

Vanna White dresses like this, turns letters, and does this on the Wheel of Fortune game show. She is the 

only one. Indeed, defendants themselves referred to their ad as the “Vanna White” ad. We are not 

surprised. 
 
Television and other media create marketable celebrity identity value. Considerable energy and ingenuity 

are expended by those who have achieved celebrity value to exploit it for profit. The law protects the 

celebrity's sole right to exploit this value whether the celebrity has achieved her fame out of rare ability, 

dumb luck, or a combination thereof. We decline Samsung and Deutch's invitation to permit the 

evisceration of the common law right of publicity through means as facile as those in this case. Because 

White has alleged facts showing that Samsung and Deutsch had appropriated her identity, the district 

court erred by rejecting, on summary judgment, White's common law right of publicity claim. 
 

III. The Lanham Act 
 

White's final argument is that the district court erred in denying her claim under § 43(a) of the Lanham 

Act, 15 U.S.C. § 1125(a). The version of section 43(a) applicable to this case provides, in pertinent part, 

that “[a]ny person who shall ... use, in connection with any goods or services ... any false description or 

representation ... shall be liable to a civil action ... by any person who believes that he is or is likely to be 

damaged by the use of any such false description or designation.” 15 U.S.C. § 1125(a). 
 
To prevail on her Lanham Act claim, White is required to show that in running the robot ad, Samsung and 

Deutsch created a likelihood of confusion, Academy of Motion Picture Arts v. Creative House, 944 F.2d 

1446, 1454 (9th Cir.1991); Toho Co. Ltd. v. Sears Roebuck & Co., 645 F.2d 788, 790 (9th Cir.1981) New 
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West Corp. v. NYM  Co. of California, 595 F.2d 1194, 1201 (9th Cir.1979), over whether White was 

endorsing Samsung's VCRs. HMH Publishing Co. v. Brincat, 504 F.2d 713 (9th Cir.1974); Allen v. 

National Video, Inc., 610 F.Supp. 612 (D.C.N.Y.1985). 
 
This circuit recognizes several different multi-factor tests for determining whether a likelihood of 

confusion exists. See Academy, 944 F.2d at 1454, n. 3. None of these tests is correct to the exclusion of 

the others. Eclipse Associates Ltd. v. Data General Corp., 894 F.2d 1114, 1118 (9th Cir.1990). Normally, 

in reviewing the district court's decision, this court will look to the particular test that the district court 

used. Academy, 944 F.2d at 1454, n. 3; Eclipse, 894 F.2d at 1117-1118. However, because the district 

court in this case apparently did not use any of the multi-factor tests in making its likelihood of confusion 

determination, and because this case involves an appeal from summary judgment and we review de novo 

the district court's determination, we will look for guidance to the 8-factor test enunciated in AMF, Inc. v. 

Sleekcraft Boats, 599 F.2d 341 (9th Cir.1979). According to AMF, factors relevant to a likelihood of 

confusion include: 
 
(1) strength of the plaintiff's mark; 
 
(2) relatedness of the goods; 
 
(3) similarity of the marks; 
 
(4) evidence of actual confusion; 
 
(5) marketing channels used; 
 
(6) likely degree of purchaser care; 
 
(7) defendant's intent in selecting the mark; 
 
(8) likelihood of expansion of the product lines. 
 
 599 F.2d at 348-49. We turn now to consider White's claim in light of each factor. 
 
In cases involving confusion over endorsement by a celebrity plaintiff, “mark” means the celebrity's 

persona. See Allen, 610 F.Supp. at 627. The “strength” of the mark refers to the level of recognition the 

celebrity enjoys among members of society. See Academy, 944 F.2d at 1455. If Vanna White is unknown 

to the segment of the public at whom Samsung's robot ad was directed, then that segment could not be 

confused as to whether she was endorsing Samsung VCRs. Conversely, if White is well-known, this 

would allow the possibility of a likelihood of confusion. For the purposes of the Sleekcraft test, White's 

“mark,” or celebrity identity, is strong. 
 
In cases concerning confusion over celebrity endorsement, the plaintiff's “goods” concern the reasons for 

or source of the plaintiff's fame. Because White's fame is based on her televised performances, her 

“goods” are closely related to Samsung's VCRs. Indeed, the ad itself reinforced the relationship by 

informing its readers that they would be taping the “longest-running game show” on Samsung's VCRs 

well into the future. 
 
The third factor, “similarity of the marks,” both supports and contradicts a finding of likelihood of 

confusion. On the one hand, all of the aspects of the robot ad identify White; on the other, the figure is 

quite clearly a robot, not a human. This ambiguity means that we must look to the other factors for 
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resolution. 
 
The fourth factor does not favor White's claim because she has presented no evidence of actual confusion. 
 
Fifth, however, White has appeared in the same stance as the robot from the ad in numerous magazines, 

including the covers of some. Magazines were used as the marketing channels for the robot ad. This 

factor cuts toward a likelihood of confusion. 
 
Sixth, consumers are not likely to be particularly careful in determining who endorses VCRs, making 

confusion as to their endorsement more likely. 
 
Concerning the seventh factor, “defendant's intent,” the district court found that, in running the robot ad, 

the defendants had intended a spoof of the “Wheel of Fortune.” The relevant question is whether the 

defendants “intended to profit by confusing consumers” concerning the endorsement of Samsung VCRs. 

Toho, 645 F.2d 788. We do not disagree that defendants intended to spoof Vanna White and “Wheel of 

Fortune.” That does not preclude, however, the possibility that defendants also intended to confuse 

consumers regarding endorsement. The robot ad was one of a series of ads run by defendants which 

followed the same theme. Another ad in the series depicted Morton Downey Jr. as a presidential candidate 

in the year 2008. Doubtless, defendants intended to spoof presidential elections and Mr. Downey through 

this ad. Consumers, however, would likely believe, and would be correct in so believing, that Mr. 

Downey was paid for his permission and was endorsing Samsung products. Looking at the series of 

advertisements as a whole, a jury could reasonably conclude that beneath the surface humor of the series 

lay an intent to persuade consumers that celebrity Vanna White, like celebrity Downey, was endorsing 

Samsung products. 
 
Finally, the eighth factor, “likelihood of expansion of the product lines,” does not appear apposite to a 

celebrity endorsement case such as this. 
 
Application of the Sleekcraft factors to this case indicates that the district court erred in rejecting White's 

Lanham Act claim at the summary judgment stage. In so concluding, we emphasize two facts, however. 

First, construing the motion papers in White's favor, as we must, we hold only that White has raised a 

genuine issue of material fact concerning a likelihood of confusion as to her endorsement. Cohen v. 

Paramount Pictures Corp., 845 F.2d 851, 852-53 (9th Cir.1988). Whether White's Lanham Act claim 

should succeed is a matter for the jury. Second, we stress that we reach this conclusion in light of the 

peculiar facts of this case. In particular, we note that the robot ad identifies White and was part of a series 

of ads in which other celebrities participated and were paid for their endorsement of Samsung's products. 
 

IV. The Parody Defense 
 

 In defense, defendants cite a number of cases for the proposition that their robot ad constituted protected 

speech. The only cases they cite which are even remotely relevant to this case are Hustler Magazine v. 

Falwell, 485 U.S. 46, 108 S.Ct. 876, 99 L.Ed.2d 41 (1988) and L.L. Bean, Inc. v. Drake Publishers, Inc., 

811 F.2d 26 (1st Cir.1987). Those cases involved parodies of advertisements run for the purpose of poking 

fun at Jerry Falwell and L.L. Bean, respectively. This case involves a true advertisement run for the 

purpose of selling Samsung VCRs. The ad's spoof of Vanna White and Wheel of Fortune is subservient 

and only tangentially related to the ad's primary message: “buy Samsung VCRs.” Defendants' parody 

arguments are better addressed to non-commercial parodies.The difference between a “parody” and a 

“knock-off” is the difference between fun and profit. 
 
V. Conclusion 
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In remanding this case, we hold only that White has pleaded claims which can go to the jury for its 

decision. 
 
AFFIRMED IN PART, REVERSED IN PART, and REMANDED. 
 

* * *  
 

Motion was filed in the White case for a rehearing en banc, which was denied.  Three Justices dissented 

from this refusal (Kozinski, O’Scannlain and Kleinfeld) and joined in the following opinion authored by 

Justice Kozinski.  What follows is an entertaining and scholarly discussion about the reach of the right of 

publicity. 
 
 

 
WHITE, v. SAMSUNG ELECTRONICS AMERICA, INC 

989 F.2d. 1512 (9th Cir. 1993) 
 

 
Prior report: 971 F.2d 1395. 
 
Before GOODWIN, PREGERSON and ALARCON, Circuit Judges. 
 
KOZINSKI, CIRCUIT JUDGE 

* * * 
I   
 

Saddam Hussein wants to keep advertisers from using his picture in unflattering contexts. Clint Eastwood 

doesn't want tabloids to write about him. Rudolf Valentino's heirs want to control his film biography. The 

Girl Scouts don't want their image soiled by association with certain activities. George Lucas wants to 

keep Strategic Defense Initiative fans from calling it “Star Wars.” Pepsico doesn't want singers to use the 

word “Pepsi” in their songs. Guy Lombardo wants an exclusive property right to ads that show big bands 

playing on New Year's Eve.Uri Geller thinks he should be paid for ads showing psychics bending metal 

through telekinesis. Paul Prudhomme, that household name, thinks the same about ads featuring corpulent 

bearded chefs. And scads of copyright holders see purple when their creations are made fun of. 
 
Something very dangerous is going on here. Private property, including intellectual property, is essential 

to our way of life. It provides an incentive for investment and innovation; it stimulates the flourishing of 

our culture; it protects the moral entitlements of people to the fruits of their labors. But reducing too much 

to private property can be bad medicine. Private land, for instance, is far more useful if separated from 

other private land by public streets, roads and highways. Public parks, utility rights-of-way and sewers 

reduce the amount of land in private hands, but vastly enhance the value of the property that remains. 
 
So too it is with intellectual property. Overprotecting intellectual property is as harmful as 

underprotecting it. Creativity is impossible without a rich public domain. Nothing today, likely nothing 

since we tamed fire, is genuinely new: Culture, like science and technology, grows by accretion, each new 

creator building on the works of those who came before. Overprotection stifles the very creative forces it's 

supposed to nurture. 
 
The panel's opinion is a classic case of overprotection. Concerned about what it sees as a wrong done to 

Vanna White, the panel majority erects a property right of remarkable and dangerous breadth: Under the 
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majority's opinion, it's now a tort for advertisers to remind the public of a celebrity. Not to use a 

celebrity's name, voice, signature or likeness; not to imply the celebrity endorses a product; but simply to 

evoke the celebrity's image in the public's mind. This Orwellian notion withdraws far more from the 

public domain than prudence and common sense allow. It conflicts with the Copyright Act and the 

Copyright Clause. It raises serious First Amendment problems. It's bad law, and it deserves a long, hard 

second look. 
II 
 

Samsung ran an ad campaign promoting its consumer electronics. Each ad depicted a Samsung product 

and a humorous prediction: One showed a raw steak with the caption “Revealed to be health food. 2010 

A.D.” Another showed Morton Downey, Jr. in front of an American flag with the caption “Presidential 

candidate. 2008 A.D.”  The ads were meant to convey-humorously-that Samsung products would still be 

in use twenty years from now. 
 
The ad that spawned this litigation starred a robot dressed in a wig, gown and jewelry reminiscent of 

Vanna White's hair and dress; the robot was posed next to a Wheel-of-Fortune-like game board. See 

Appendix. The caption read “Longest-running game show. 2012 A.D.” The gag here, I take it, was that 

Samsung would still be around when White had been replaced by a robot. 
 
Perhaps failing to see the humor, White sued, alleging Samsung infringed her right of publicity by 

“appropriating” her “identity.” Under California law, White has the exclusive right to use her name, 

likeness, signature and voice for commercial purposes. Cal.Civ.Code § 3344(a); Eastwood v. Superior 

Court, 149 Cal.App.3d 409, 417, 198 Cal.Rptr. 342, 347 (1983). But Samsung didn't use her name, voice 

or signature, and it certainly didn't use her likeness. The ad just wouldn't have been funny had it depicted 

White or someone who resembled her-the whole joke was that the game show host(ess) was a robot, not a 

real person. No one seeing the ad could have thought this was supposed to be White in 2012. 
 
The district judge quite reasonably held that, because Samsung didn't use White's name, likeness, voice or 

signature, it didn't violate her right of publicity. 971 F.2d at 1396-97. Not so, says the panel majority: The 

California right of publicity can't possibly be limited to name and likeness. If it were, the majority 

reasons, a “clever advertising strategist” could avoid using White's name or likeness but nevertheless 

remind people of her with impunity, “effectively eviscerat[ing]” her rights. To prevent this “evisceration,” 

the panel majority holds that the right of publicity must extend beyond name and likeness, to any 

“appropriation” of White's “identity”-anything that “evoke[s]” her personality. Id. at 1398-99. 
 

III 
 

But what does “evisceration” mean in intellectual property law? Intellectual property rights aren't like 

some constitutional rights, absolute guarantees protected against all kinds of interference, subtle as well as 

blatant. They cast no penumbras, emit no emanations: The very point of intellectual property laws is that 

they protect only against certain specific kinds of appropriation. I can't publish unauthorized copies of, 

say, Presumed Innocent; I can't make a movie out of it. But I'm perfectly free to write a book about an 

idealistic young prosecutor on trial for a crime he didn't commit. So what if I got the idea from Presumed 

Innocent? So what if it reminds readers of the original? Have I “eviscerated” Scott Turow's intellectual 

property rights? Certainly not. All creators draw in part on the work of those who came before, referring 

to it, building on it, poking fun at it; we call this creativity, not piracy. 
 
The majority isn't, in fact, preventing the “evisceration” of Vanna White's existing rights; it's creating a 

new and much broader property right, a right unknown in California law. It's replacing the existing 

balance between the interests of the celebrity and those of the public by a different balance, one 
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substantially more favorable to the celebrity. Instead of having an exclusive right in her name, likeness, 

signature or voice, every famous person now has an exclusive right to anything that reminds the viewer of 

her. After all, that's all Samsung did: It used an inanimate object to remind people of White, to “evoke 

[her identity].” 971 F.2d at 1399. 
 
Consider how sweeping this new right is. What is it about the ad that makes people think of White? It's 

not the robot's wig, clothes or jewelry; there must be ten million blond women (many of them quasi-
famous) who wear dresses and jewelry like White's. It's that the robot is posed near the “Wheel of 

Fortune” game board. Remove the game board from the ad, and no one would think of Vanna White. See 

Appendix. But once you include the game board, anybody standing beside it-a brunette woman, a man 

wearing women's clothes, a monkey in a wig and gown-would evoke White's image, precisely the way the 

robot did. It's the “Wheel of Fortune” set, not the robot's face or dress or jewelry that evokes White's 

image. The panel is giving White an exclusive right not in what she looks like or who she is, but in what 

she does for a living. 
 
This is entirely the wrong place to strike the balance. Intellectual property rights aren't free: They're 

imposed at the expense of future creators and of the public at large. Where would we be if Charles 

Lindbergh had an exclusive right in the concept of a heroic solo aviator? If Arthur Conan Doyle had 

gotten a copyright in the idea of the detective story, or Albert Einstein had patented the theory of 

relativity? If every author and celebrity had been given the right to keep people from mocking them or 

their work? Surely this would have made the world poorer, not richer, culturally as well as economically. 
 
This is why intellectual property law is full of careful balances between what's set aside for the owner and 

what's left in the public domain for the rest of us: The relatively short life of patents; the longer, but finite, 

life of copyrights; copyright's idea-expression dichotomy; the fair use doctrine; the prohibition on 

copyrighting facts; the compulsory license of television broadcasts and musical compositions; federal 

preemption of overbroad state intellectual property laws; the nominative use doctrine in trademark law; 

the right to make soundalike recordings. All of these diminish an intellectual property owner's rights. All 

let the public use something created by someone else. But all are necessary to maintain a free 

environment in which creative genius can flourish. 
 
The intellectual property right created by the panel here has none of these essential limitations: No fair 

use exception; no right to parody; no idea-expression dichotomy. It impoverishes the public domain, to 

the detriment of future creators and the public at large. Instead of well-defined, limited characteristics 

such as name, likeness or voice, advertisers will now have to cope with vague claims of “appropriation of 

identity,” claims often made by people with a wholly exaggerated sense of their own fame and 

significance. See pp. 1512-13 & notes 1-10 supra. Future Vanna Whites might not get the chance to create 

their personae, because their employers may fear some celebrity will claim the persona is too similar to 

her own. The public will be robbed of parodies of celebrities, and our culture will be deprived of the 

valuable safety valve that parody and mockery create. 
 
Moreover, consider the moral dimension, about which the panel majority seems to have gotten so 

exercised. Saying Samsung “appropriated” something of White's begs the question: Should White have 

the exclusive right to something as broad and amorphous as her “identity”? Samsung's ad didn't simply 

copy White's schtick-like all parody, it created something new.  True, Samsung did it to make money, but 

White does whatever she does to make money, too; the majority talks of “the difference between fun and 

profit,” 971 F.2d at 1401, but in the entertainment industry fun is profit. Why is Vanna White's right to 

exclusive for-profit use of her persona-a persona that might not even be her own creation, but that of a 

writer, director or producer-superior to Samsung's right to profit by creating its own inventions? Why 

should she have such absolute rights to control the conduct of others, unlimited by the idea-expression 
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dichotomy or by the fair use doctrine? 
 
To paraphrase only slightly Feist Publications, Inc. v. Rural Telephone Service Co., 499 U.S. 340, ---- - ---
-, 111 S.Ct. 1282, 1289-90, 113 L.Ed.2d 358 (1991), it may seem unfair that much of the fruit of a 

creator's labor may be used by others without compensation. But this is not some unforeseen byproduct of 

our intellectual property system; it is the system's very essence. Intellectual property law assures authors 

the right to their original expression, but encourages others to build freely on the ideas that underlie it. 

This result is neither unfair nor unfortunate: It is the means by which intellectual property law advances 

the progress of science and art. We give authors certain exclusive rights, but in exchange we get a richer 

public domain. The majority ignores this wise teaching, and all of us are the poorer for it. 
 

IV 
 

The panel, however, does more than misinterpret California law: By refusing to recognize a parody 

exception to the right of publicity, the panel directly contradicts the federal Copyright Act. Samsung didn't 

merely parody Vanna White. It parodied Vanna White appearing in “Wheel of Fortune,” a copyrighted 

television show, and parodies of copyrighted works are governed by federal copyright law. 
 
Copyright law specifically gives the world at large the right to make “fair use” parodies, parodies that 

don't borrow too much of the original. Fisher v. Dees, 794 F.2d 432, 435 (9th Cir.1986). Federal copyright 

law also gives the copyright owner the exclusive right to create (or license the creation of) derivative 

works, which include parodies that borrow too much to qualify as “fair use.” See Acuff-Rose Music, Inc. v. 

Campbell, 972 F.2d 1429, 1434-35 (6th Cir.1992). When Mel Brooks, for instance, decided to parody Star 

Wars, he had two options: He could have stuck with his fair use rights under 17 U.S.C. § 107, or he could 

have gotten a license to make a derivative work under 17 U.S.C. § 106(b) from the holder of the Star 

Wars copyright. To be safe, he probably did the latter, but once he did, he was guaranteed a perfect right 

to make his movie. 
 
The majority's decision decimates this federal scheme. It's impossible to parody a movie or a TV show 

without at the same time “evok[ing]” the “identit[ies]” of the actors. You can't have a mock Star Wars 

without a mock Luke Skywalker, Han Solo and Princess Leia, which in turn means a mock Mark Hamill, 

Harrison Ford and Carrie Fisher. You can't have a mock Batman commercial without a mock Batman, 

which means someone emulating the mannerisms of Adam West or Michael Keaton. See Carlos V. 

Lozano, West Loses Lawsuit over Batman TV Commercial, L.A. Times, Jan. 18, 1990, at B3 (describing 

Adam West's right of publicity lawsuit over a commercial produced under license from DC Comics, 

owner of the Batman copyright). The public's right to make a fair use parody and the copyright owner's 

right to license a derivative work are useless if the parodist is held hostage by every actor whose 

“identity” he might need to “appropriate.” 
 
Our court is in a unique position here. State courts are unlikely to be particularly sensitive to federal 

preemption, which, after all, is a matter of first concern to the federal courts. The Supreme Court is 

unlikely to consider the issue because the right of publicity seems so much a matter of state law. That 

leaves us. It's our responsibility to keep the right of publicity from taking away federally granted rights, 

either from the public at large or from a copyright owner. We must make sure state law doesn't give the 

Vanna Whites and Adam Wests of the world a veto over fair use parodies of the shows in which they 

appear, or over copyright holders' exclusive right to license derivative works of those shows. In a case 

where the copyright owner isn't even a party-where no one has the interests of copyright owners at heart-
the majority creates a rule that greatly diminishes the rights of copyright holders in this circuit. 
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V 
 

The majority's decision also conflicts with the federal copyright system in another, more insidious way. 

Under the dormant Copyright Clause, state intellectual property laws can stand only so long as they don't 

“prejudice the interests of other States.” Goldstein v. California, 412 U.S. 546, 558, 93 S.Ct. 2303, 2310, 

37 L.Ed.2d 163 (1973). A state law criminalizing record piracy, for instance, is permissible because 

citizens of other states would “remain free to copy within their borders those works which may be 

protected elsewhere.” Id. But the right of publicity isn't geographically limited. A right of publicity 

created by one state applies to conduct everywhere, so long as it involves a celebrity domiciled in that 

state. If a Wyoming resident creates an ad that features a California domiciliary's name or likeness, he'll 

be subject to California right of publicity law even if he's careful to keep the ad from being shown in 

California. See Acme Circus Operating Co. v. Kuperstock, 711 F.2d 1538, 1540 (11th Cir.1983); Groucho 

Marx Prods. v. Day and Night Co., 689 F.2d 317, 320 (2d Cir.1982); see also Factors Etc. v. Pro Arts, 652 

F.2d 278, 281 (2d Cir.1981). 
 
The broader and more ill-defined one state's right of publicity, the more it interferes with the legitimate 

interests of other states. A limited right that applies to unauthorized use of name and likeness probably 

does not run afoul of the Copyright Clause, but the majority's protection of “identity” is quite another 

story. Under the majority's approach, any time anybody in the United States-even somebody who lives in 

a state with a very narrow right of publicity-creates an ad, he takes the risk that it might remind some 

segment of the public of somebody, perhaps somebody with only a local reputation, somebody the 

advertiser has never heard of. See note 17 supra (right of publicity is infringed by unintentional 

appropriations). So you made a commercial in Florida and one of the characters reminds Reno residents 

of their favorite local TV anchor (a California domiciliary)? Pay up. 
 
This is an intolerable result, as it gives each state far too much control over artists in other states. No 

California statute, no California court has actually tried to reach this far. It is ironic that it is we who plant 

this kudzu in the fertile soil of our federal system. 
 

VI 
 

Finally, I can't see how giving White the power to keep others from evoking her image in the public's 

mind can be squared with the First Amendment. Where does White get this right to control our thoughts? 

The majority's creation goes way beyond the protection given a trademark or a copyrighted work, or a 

person's name or likeness. All those things control one particular way of expressing an idea, one way of 

referring to an object or a person. But not allowing any means of reminding people of someone? That's a 

speech restriction unparalleled in First Amendment law. 
 
What's more, I doubt even a name-and-likeness-only right of publicity can stand without a parody 

exception. The First Amendment isn't just about religion or politics-it's also about protecting the free 

development of our national culture. Parody, humor, irreverence are all vital components of the 

marketplace of ideas. The last thing we need, the last thing the First Amendment will tolerate, is a law that 

lets public figures keep people from mocking them, or from “evok[ing]” their images in the mind of the 

public. 971 F.2d at 1399. 
 
The majority dismisses the First Amendment issue out of hand because Samsung's ad was commercial 

speech. Id. at 1401 & n. 3. So what? Commercial speech may be less protected by the First Amendment 

than noncommercial speech, but less protected means protected nonetheless.  Central Hudson Gas & 

Elec. Corp. v. Public Serv. Comm'n, 447 U.S. 557, 100 S.Ct. 2343, 65 L.Ed.2d 341 (1980). And there are 

very good reasons for this. Commercial speech has a profound effect on our culture and our attitudes. 
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Neutral-seeming ads influence people's social and political attitudes, and themselves arouse political 

controversy. “Where's the Beef?” turned from an advertising catchphrase into the only really memorable 

thing about the 1984 presidential campaign.  Four years later, Michael Dukakis called George Bush “the 

Joe Isuzu of American politics.” 
 
In our pop culture, where salesmanship must be entertaining and entertainment must sell, the line between 

the commercial and noncommercial has not merely blurred; it has disappeared. Is the Samsung parody 

any different from a parody on Saturday Night Live or in Spy Magazine? Both are equally profit-
motivated. Both use a celebrity's identity to sell things-one to sell VCRs, the other to sell advertising. 

Both mock their subjects. Both try to make people laugh. Both add something, perhaps something 

worthwhile and memorable, perhaps not, to our culture. Both are things that the people being portrayed 

might dearly want to suppress. See notes 1 & 29 supra. 
 
Commercial speech is a significant, valuable part of our national discourse. The Supreme Court has 

recognized as much, and has insisted that lower courts carefully scrutinize commercial speech 

restrictions, but the panel totally fails to do this. The panel majority doesn't even purport to apply the 

Central Hudson test, which the Supreme Court devised specifically for determining whether a 

commercial speech restriction is valid. The majority doesn't ask, as Central Hudson requires, whether the 

speech restriction is justified by a substantial state interest. It doesn't ask whether the restriction directly 

advances the interest. It doesn't ask whether the restriction is narrowly tailored to the interest. See id. at 

566, 100 S.Ct. at 2351. These are all things the Supreme Court told us-in no uncertain terms-we must 

consider; the majority opinion doesn't even mention them. 
 
Process matters. The Supreme Court didn't set out the Central Hudson test for its health. It devised the 

test because it saw lower courts were giving the First Amendment short shrift when confronted with 

commercial speech. See Central Hudson, 447 U.S. at 561-62, 567-68, 100 S.Ct. at 2348-49, 2352. The 

Central Hudson test was an attempt to constrain lower courts' discretion, to focus judges' thinking on the 

important issues-how strong the state interest is, how broad the regulation is, whether a narrower 

regulation would work just as well. If the Court wanted to leave these matters to judges' gut feelings, to 

nifty lines about “the difference between fun and profit,” 971 F.2d at 1401, it could have done so with 

much less effort. 
 
Maybe applying the test would have convinced the majority to change its mind; maybe going through the 

factors would have shown that its rule was too broad, or the reasons for protecting White's “identity” too 

tenuous. Maybe not. But we shouldn't thumb our nose at the Supreme Court by just refusing to apply its 

test. 
VII 

 
For better or worse, we are the Court of Appeals for the Hollywood Circuit. Millions of people toil in the 

shadow of the law we make, and much of their livelihood is made possible by the existence of intellectual 

property rights. But much of their livelihood-and much of the vibrancy of our culture-also depends on the 

existence of other intangible rights: The right to draw ideas from a rich and varied public domain, and the 

right to mock, for profit as well as fun, the cultural icons of our time. 
 
In the name of avoiding the “evisceration” of a celebrity's rights in her image, the majority diminishes the 

rights of copyright holders and the public at large. In the name of fostering creativity, the majority 

suppresses it. Vanna White and those like her have been given something they never had before, and 

they've been given it at our expense. I cannot agree. 
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Notes and Questions 
 
1. §3344(a) provides the statutory cause of action for the right of publicity and states, “[a]ny person who 

knowingly uses another’s name, voice, signature, photo, or likeness, in any manner,…for purposes of 

advertising or selling, without such person’s prior consent…shall be liable for any damages sustained 

by the person(s) injured as a result thereof.” What are the elements for a common law Right of 

Publicity cause of action? 
 
2. The statutory cause of action for right of publicity under §3344 requires two elements in addition to the 

common law cause of action—(1) knowing use of the plaintiff’s name, photo, or likeness for the 

purpose of advertising or solicitation of purchases; and (2) a “direct connection” between the use and 

the commercial purpose. 
 
3. What does the White case hold regarding the appropriation of a plaintiff’s identity? Is the right of 

publicity limited to the appropriation of one’s name or likeness? 
 
4. What was the difference of opinion between the majority and Justice Kozinski on the issue of parody in 

the context of fair use 
 
5. Copyright Preemption: A state law right to publicity action is preempted where the conduct alleged to 

violate the right to publicity consists only of copying a work in which the plaintiff claims a copyright. 

A right to publicity claim is not preempted, however, where the claim contains elements that are 

different in kind from copyright infringement. 
 
6. Exceptions/Exemptions: While plaintiffs have the exclusive right to exploit their names and likenesses 

for commercial purposes, they do not have the exclusive right to use their names and likenesses in 

publications of matters of public interest. Use of a plaintiff’s name, voice, signature, photo, or likeness 

in connection with any news, public affairs, or sports broadcast or account, or any political campaign 

is exempted from the publicity statute. 
 
 
 

 
Ryan HART, v. ELECTRONIC ARTS, INC.,  

717 F.3d 141 (3rd Cir. 2013) 
 

OPINION 
GREENAWAY, JR., Circuit Judge. 
 
In 2009, Appellant Ryan Hart (“Appellant” or “Hart”) brought suit against Appellee Electronic Arts, Inc. 

(“Appellee” or “EA”) for allegedly violating his right of publicity as recognized under New Jersey law. 

Specifically, Appellant's claims stemmed from Appellee's alleged use of his likeness and biographical 

information in its NCAA Football series of videogames. The District Court granted summary judgment in 

favor of Appellee on the ground that its use of Appellant's likeness was protected by the First 

Amendment. For the reasons set forth below, we will reverse the grant of summary judgment and remand 

the case back to the District Court for further proceedings. 
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I. Facts 
 

Hart was a quarterback, player number 13, with the Rutgers University NCAA Men's Division I Football 

team for the 2002 through 2005 seasons. As a condition of participating in college-level sports, Hart was 

required to adhere to the National Collegiate Athletic Association's (“NCAA”) amateurism rules as set out 

in Article 12 of the NCAA bylaws. See, e.g., NCAA, 2011–12 NCAA Division I Manual § 12.01.1 (2011) 

(“Only an amateur student-athlete is eligible for inter-collegiate athletics participation in a particular 

sport.”). In relevant part, these rules state that a collegiate athlete loses his or her “amateur” status if (1) 

the athlete “[u]ses his or her athletics skill (directly or indirectly) for pay in any form in that sport,” id. § 

12.1.2, or (2) the athlete “[a]ccepts any remuneration or permits the use of his or her name or picture to 

advertise, recommend or promote directly the sale or use of a commercial product or service of any kind,” 

id. § 12.5.2.1. In comporting with these bylaws, Hart purportedly refrained from seizing on various 

commercial opportunities. On the field, Hart excelled. At 6'2", weighing 197 pounds, and typically 

wearing a visor and armband on his left wrist, Hart amassed an impressive list of achievements as the 

Scarlet Knights' starting quarterback. As of this writing, Hart still holds the Scarlet Knights' records for 

career attempts, completions, and interceptions. Hart's skill brought success to the team and during his 

senior year the Knights were invited to the Insight Bowl, their first Bowl game since 1978. 
 
Hart's participation in college football also ensured his inclusion in EA's successful NCAA Football 

videogame franchise. EA, founded in 1982, is “one of the world's leading interactive entertainment 

software companies,” and “develops, publishes, and distributes interactive software worldwide” for 

consoles, cell phones, and PCs. (App. at 529–30.) EA's catalogue includes NCAA Football, the videogame 

series at issue in the instant case. The first edition of the game was released in 1993 as Bill Walsh College 

Football. EA subsequently changed the name first to College Football USA (in 1995), and then to the 

current NCAA Football (in 1997). New editions in the series are released annually, and “allow[ ] users to 

experience the excitement and challenge of college football” by interacting with “over 100 virtual teams 

and thousands of virtual players.” (Id. at 530.) 
 
A typical play session allows users the choice of two teams. “Once a user chooses two college teams to 

compete against each other, the video game assigns a stadium for the match-up and populates it with 

players, coaches, referees, mascots, cheerleaders and fans.” 55 (Id.) In addition to this “basic single-game 

format,” EA has introduced a number of additional game modes that allow for “multi-game” play. (Id. at 

530–31.) Thus, with the release of NCAA Football 98, EA introduced the “Dynasty Mode,” which allows 

users to “control[ ] a college program for up to thirty seasons,” including “year-round responsibilities of a 

college coach such as recruiting virtual high school players out of a random-generated pool of athletes.” 

(Id. at 531.) Later, in NCAA Football 2006, EA introduced the “Race for the Heisman” (later renamed 

“Campus Legend”), which allows users to “control a single [user-made] virtual player from high school 

through his collegiate career, making his or her own choices regarding practices, academics and social 

activities.” (Id. at 531–32.) 
 
In no small part, the NCAA Football franchise's success owes to its focus on realism and detail—from 

realistic sounds, to game mechanics, to team mascots. This focus on realism also ensures that the “over 

100 virtual teams” in the game are populated by digital avatars that resemble their real-life counterparts 

and share their vital and biographical information. Thus, for example, in NCAA Football 2006, Rutgers' 

quarterback, player number 13, is 6'2" tall, weighs 197 pounds and resembles Hart. Moreover, while users 

can change the digital avatar's appearance and most of the vital statistics (height, weight, throwing 

                                                           
55 Appellee licenses, from the Collegiate Licensing Company (the NCAA's licensing agent), “the right to use member school 

names, team names, uniforms, logos, stadium fight songs, and other game elements.” (App. at 532.) Unlike certain of its other 

videogame franchises, EA does not license the likeness and identity rights for intercollegiate players.  
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distance, etc.), certain details remain immutable: the player's home state, home town, team, and class year. 
 
Appellant filed suit against EA in state court for, among other things, violation of his right of publicity. 

Appellant's first amended complaint, filed in October 2009, alleged that Appellee violated his right of 

publicity by appropriating his likeness for use in the NCAA Football series of videogames. Appellee 

subsequently removed the action to federal court, and the District Court subsequently dismissed all but 

one of the claims. Thereafter, on October 12, 2010, Appellant filed his second amended complaint, again 

alleging a claim pursuant to the right of publicity based on Appellee's purported misappropriation of 

Appellant's identity and likeness to enhance the commercial value of NCAA Football. Specifically, 

Appellant alleges that (1) Appellee replicated his likeness in NCAA Football 2004, 2005, and 2006 

(complete with biographical and career statistics) 56 and that (2) Appellee used Appellant's image “in the 

promotion for [NCAA Football ] wherein [Appellant] was throwing a pass with actual footage from 

Rutgers University's Bowl Game against Arizona State University.” (App. at 370.) 
 
On November 12, 2010, Appellee filed a motion to dismiss the claim pursuant to Federal Rule of Civil 

Procedure 12(b)(6) or, in the alternative, summary judgment pursuant to Federal Rule of Civil Procedure 

56(c). While conceding, for purposes of the motion only, that it had violated Appellant's right of publicity, 

Appellee argued that it was entitled to dismissal or summary judgment on First Amendment grounds. 

Hart v. Elec. Arts, Inc., 808 F.Supp.2d 757, 766 (D.N.J.2011). The motion was accompanied by a 

Statement of Undisputed Fact and various supporting materials, including declarations. Appellant 

opposed the motion, arguing that “discovery [was] still in it's [sic] infancy.” (App. at 9.) The court below 

rejected this argument, noting that Appellant had “fail[ed] to identify how discovery would assist the 

Court in deciding this speech-based tort case.” Hart, 808 F.Supp.2d at 764. The District Court then 

construed the motion as one for summary judgment, citing its intent to “rely on the affidavits and exhibits 

submitted by the parties,” id., and ruled in favor of Appellee, holding that NCAA Football was entitled to 

protection under the First Amendment. Appellant timely appealed, arguing that the District Court erred in 

granting summary judgment prematurely and, in the alternative, erred in holding that NCAA Football was 

shielded from right of publicity claims by the First Amendment. The matter is now before us for review. 
 

II. Jurisdiction and Standard of Review 
 

We have jurisdiction to hear this appeal pursuant to 28 U.S.C. § 1291. Our review of the District Court's 

order granting summary judgment is plenary. Azur v. Chase Bank, USA, Nat'l Ass'n, 601 F.3d 212, 216 (3d 

Cir.2010). “To that end, we are ‘required to apply the same test the district court should have utilized 

initially.’ ” Chambers ex rel. Chambers v. Sch. Dist. of Phila. Bd. of Educ., 587 F.3d 176, 181 (3d 

Cir.2009) (quoting Oritani Sav. & Loan Ass'n v. Fidelity & Deposit Co. of Md., 989 F.2d 635, 637 (3d 

Cir.1993)). 
 
Summary judgment is appropriate “where the pleadings, depositions, answers to interrogatories, 

admissions, and affidavits show there is no genuine issue of material fact and that the moving party is 

entitled to judgment as a matter of law.” Azur, 601 F.3d at 216 (quoting Nicini v. Morra, 212 F.3d 798, 

805–06 (3d Cir.2000) (en banc) (citing Fed.R.Civ.P. 56(c))). To be material, a fact must have the potential 

to alter the outcome of the case. See Kaucher v. Cnty. of Bucks, 455 F.3d 418, 423 (3d Cir.2006). “Once 

the moving party points to evidence demonstrating no issue of material fact exists, the non-moving party 

                                                           
56 Appellant alleges that the physical attributes exhibited by the virtual avatar in NCAA Football are his own (i.e., he attended 

high school in Florida, measures 6'2" tall, weighs 197 pounds, wears number 13, and has the same left wrist band and helmet 

visor) and that the avatar's speed, agility, and passer rating reflected actual footage of Appellant during his tenure at Rutgers. 

(App. at 369–71.). 
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has the duty to set forth specific facts showing that a genuine issue of material fact exists and that a 

reasonable factfinder could rule in its favor.” Azur, 601 F.3d at 216. In determining whether summary 

judgment is warranted “[t]he evidence of the nonmovant is to be believed, and all justifiable inferences 

are to be drawn in his favor.” Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 255, 106 S.Ct. 2505, 91 

L.Ed.2d 202 (1986); see also Chambers ex rel. Chambers, 587 F.3d at 181. “Further, [w]e may affirm the 

District Court on any grounds supported by the record.” Kossler v. Crisanti, 564 F.3d 181, 186 (3d 

Cir.2009) (en banc) (internal quotation marks omitted). 
 
In connection with Appellant's request for additional discovery, we review “[w]hether a district court 

prematurely grant[ed] summary judgment ... for abuse of discretion.” Radich v. Goode, 886 F.2d 1391, 

1393 (3d Cir.1989) (citing Dowling v. City of Phila., 855 F.2d 136 (3d Cir.1988)). “To demonstrate an 

abuse of discretion, [an appellant] must show that the District Court's decision was arbitrary, fanciful or 

clearly unreasonable.” Moyer v. United Dominion Indus., Inc., 473 F.3d 532, 542 (3d Cir.2007) (internal 

quotation marks omitted); see also Hanover Potato Prods., Inc. v. Shalala, 989 F.2d 123, 127 (3d 

Cir.1993) (“An abuse of discretion arises when ‘the district court's decision rests upon a clearly erroneous 

finding of fact, an errant conclusion of law or an improper application of law to fact.” (internal quotation 

marks omitted)). 
III. Discussion 

 
We begin our analysis by noting the self-evident: video games are protected as expressive speech under 

the First Amendment. Brown v. Entm't Merchs. Ass'n, ––– U.S. ––––, 131 S.Ct. 2729, 2733, 180 L.Ed.2d 

708 (2011). As the Supreme Court has noted, “video games communicate ideas—and even social 

messages—through many familiar literary devices (such as characters, dialogue, plot, and music) and 

through features distinctive to the medium (such as the player's interaction with the virtual world).” Id. As 

a result, games enjoy the full force of First Amendment protections. As with other types of expressive 

conduct, the protection afforded to games can be limited in situations where the right of free expression 

necessarily conflicts with other protected rights. 
 
The instant case presents one such situation. Here, Appellee concedes, for purposes of the motion and 

appeal, that it violated Appellant's right of publicity; in essence, misappropriating his identity for 

commercial exploitation. (Appellant's Br. at 8, 34; Tr. at 50:12–:16.) However, Appellee contends that the 

First Amendment shields it from liability for this violation because NCAA Football is a protected work. 

To resolve the tension between the First Amendment and the right of publicity, we must balance the 

interests underlying the right to free expression against the interests in protecting the right of publicity. 

See Zacchini v. Scripps–Howard Broad. Co., 433 U.S. 562, 574–75, 97 S.Ct. 2849, 53 L.Ed.2d 965 

(1977).  
 
Courts have taken varying approaches in attempting to strike a balance between the competing interests in 

right of publicity cases, some more appealing than others. In our discussion below, we first consider the 

nature of the interests we must balance and then analyze the different approaches courts have taken to 

resolving the tension between the First Amendment and the right of publicity. 
 

A. The Relevant Interests at Issue 
 
Before engaging with the different analytical schemes, we first examine the relevant interests underlying 

the rights of free expression and publicity. 
 

1. Freedom of Expression 
 

*** 
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3. The Right of Publicity 
 

*** 
 

Since neither the New Jersey courts nor our own circuit have set out a definitive methodology for 

balancing the tension between the First Amendment and the right of publicity, we are presented with a 

case of first impression. We must therefore consult the approaches of other courts in the first instance. 
 

B. How Courts Balance the Interests 
 

We begin our inquiry by looking at Zacchini v. Scripps–Howard Broadcasting Co., the only Supreme 

Court case addressing the First Amendment in a right of publicity context. In this case, the Court called 

for a balancing test to weigh the interest underlying the First Amendment against those underpinning the 

right of publicity. 433 U.S. at 574–75, 97 S.Ct. 2849. This decision sets the stage for our analysis of three 

systematized analytical frameworks that have emerged as courts struggle with finding a standardized way 

for performing this balancing inquiry. 
 

1. Zacchini and the Need for Balance 
 

In Zacchini, an Ohio television news program recorded and subsequently broadcast Mr. Hugo Zacchini's 

entire “human cannonball” act from a local fair. The daredevil brought suit alleging a violation of his right 

of publicity as recognized by Ohio law. Id. at 563–66, 97 S.Ct. 2849. The Ohio courts held that Zacchini's 

claim was barred on First Amendment grounds, and the case then came before the Supreme Court. 
 
In setting out the interests at issue in the case, the Supreme Court noted (as we did above) that “the State's 

interest in permitting a ‘right of publicity’ is in protecting the proprietary interest of the individual in his 

act in part to encourage such entertainment.” Id. at 573, 97 S.Ct. 2849. This aspect of the right, the Court 

noted, was “analogous to the goals of patent and copyright law,” given that they too serve to protect the 

individual's ability to “reap the reward of his endeavors.” Id. In Zacchini, the performance was the 

“product of [Zacchini's] own talents and energy, the end result of much time, effort and expense.” Id. at 

575, 97 S.Ct. 2849. Thus much of its economic value lay “in the right of exclusive control over the 

publicity given to his performance.” Id. Indeed, while the Court noted that “[a]n entertainer such as 

petitioner usually has no objection to the widespread publication of his act as long as [he] gets the 

commercial benefit of such publication,” id. at 573, 97 S.Ct. 2849, the claim at issue in the Zacchini 

concerned “the strongest case for a ‘right of publicity,’ ” because it did not involve the “appropriation of 

an entertainer's reputation to enhance the attractiveness of a commercial product,” but instead involved 

“the appropriation of the very activity by which the entertainer acquired his reputation in the first place,” 

id. at 576, 97 S.Ct. 2849. 
 
Ultimately, the Court ruled in favor of the human cannonball, and held that: 
 

[w]herever the line in particular situations is to be drawn between media reports that are protected 

and those that are not, we are quite sure that the First and Fourteenth Amendments do not immunize 

the media when they broadcast a performer's entire act without his consent. The Constitution no 

more prevents a State from requiring respondent to compensate petitioner for broadcasting his act 

on television than it would privilege respondent to film and broadcast a copyrighted dramatic work 

without liability to the copyright owner. 
 
 Id. at 574–75, 97 S.Ct. 2849. Thus, while the Court did not itself engage in an explicit balancing inquiry, 

it did suggest that the respective interests in a case should be balanced against each other. 

http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846
http://www.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1977118846


Chapter Two        Trademark Infringement/Unfair Competition                   2.04   State Claims 

 

 

366 

In the wake of Zacchini, courts began applying a balancing inquiry to resolve cases where a right of 

publicity claim collidedwith First Amendment protections. While early cases approached the analysis 

from an ad hoc perspective, see, e.g., Guglielmi v. Spelling–Goldberg Prods., 25 Cal.3d 860, 160 

Cal.Rptr. 352, 603 P.2d 454 (1979) (en banc), courts eventually began developing standardized balancing 

frameworks. Consequently, we now turn our attention to more standardized balancing tests to see whether 

any of them offer a particularly compelling methodology for resolving the case at hand and similar 

disputes. 57  
2. The Modern Balancing Tests 

 
Following Zacchini, courts began developing more systematized balancing tests for resolving conflicts 

between the right of publicity and the First Amendment. Of these, three tests are of particular note: the 

commercial-interest-based Predominant Use Test, the trademark-based Rogers Test, and the copyright-
based Transformative Use Test. The Rogers and Transformative Use tests are the most well-established, 

while the Predominant Use Test is addressed below only because Appellant argues in favor of its 

adoption. We consider each test in turn, looking at its origins, scope of application, and possible 

limitations. For the reasons discussed below, we adopt the Transformative Use Test as being the most 

appropriate balancing test to be applied here. 
 

a. Predominant Use Test 
 

*** 
 

b. The Rogers Test 
 

The Rogers Test looks to the relationship between the celebrity image and the work as a whole. As the 

following discussion demonstrates, however, adopting this test would potentially immunize a broad swath 

of tortious activity. We therefore reject the Rogers Test as inapposite in the instant case. 
 

i. Origins and Scope of the Rogers Test 
 

Various commentators have noted that right of publicity claims—at least those that address the use of a 

person's name or image in an advertisement—are akin to trademark claims because in both instances 

courts must balance the interests in protecting the relevant property right against the interest in free 

expression. See, e.g., ETW Corp. v. Jireh Publ'g, Inc., 332 F.3d 915, 924 (6th Cir.2003) (noting that “a 

Lanham Act false endorsement claim is the federal equivalent of the right of publicity” (citing Bruce P. 

                                                           
57 We reject as inapplicable in this case the suggestion that those who play organized sports are not significantly damaged by 

appropriation of their likeness because “players are rewarded, and handsomely, too, for their participation in games and can earn 

additional large sums from endorsement and sponsorship arrangements.” C.B.C. Distrib. & Mktg., Inc. v. Major League Baseball 

Advanced Media, L.P., 505 F.3d 818, 824 (8th Cir.2007) (discussing Major League Baseball players); see also, e.g., Cardtoons, 

L.C. v. Major League Baseball Players Ass'n, 95 F.3d 959, 974 (10th Cir.1996) (“[T]he additional inducement for achievement 

produced by publicity rights are often inconsequential because most celebrities with valuable commercial identities are already 

handsomely compensated.”). If anything, the policy considerations in this case weigh in favor of Appellant. As we have already 

noted, intercollegiate athletes are forbidden from capitalizing on their fame while in school. Moreover, the NCAA most recently 

estimated that “[l]ess than one in 100, or 1.6 percent, of NCAA senior football players will get drafted by a National Football 

League (NFL) team.” NCAA, Estimated Probability of Competing in Athletics Beyond the High School Interscholastic Level, 

available at http:// www. ncaa. org/ wps/ wcm /connect/public/ncaa/pdfs/20 12/estimated+probability+of+competing+in 

+athletics+beyond+the+high +school+interscholastic+ level. Despite all of his achievements, it should be noted that Ryan Hart 

was among the roughly ninety-nine percent who were not drafted after graduation. 
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Keller, The Right of Publicity: Past, Present, and Future, 1207 PLI CORP. LAW & PRAC. HANDBOOK 

159, 170 (2000))). It is little wonder, then, that the inquiry championed by Appellee originated in a case 

that also focused upon alleged violations of the trademark-specific Lanham Act. Rogers v. Grimaldi, 875 

F.2d 994 (2d Cir.1989). 
 
In that case, Ginger Rogers brought suit against the producers and distributors of, Ginger and Fred, a film 

that was alleged to infringe on Rogers' right of publicity and confuse consumers in violation of the Act. 

(Despite its title, the film was not about either Ginger Rogers or Fred Astaire.) In analyzing the right of 

publicity claim under Oregon law, the Second Circuit noted Oregon's “concern for the protection of free 

expression,” and held that Oregon would not “permit the right of publicity to bar the use of a celebrity's 

name in a movie title unless the title was wholly unrelated to the movie or was simply a disguised 

commercial advertisement for the sale of goods or services.” Id. at 1004 (internal quotation marks 

omitted). After applying this test, the Rogers court concluded that the right of publicity claim merited 

dismissal because “the title ‘Ginger and Fred’ is clearly related to the content of the movie and is not a 

disguised advertisement for the sale of goods and services or a collateral commercial product.” Id. at 

1004–05.  
 

But while the test, as articulated in Rogers, arguably applied only to the use of celebrity identity in a 

work's title, Appellee suggests that the test can—and should—be applied more broadly. For support, 

Appellee looks to the Restatement (Third) of Unfair Competition, released in 1995, which characterizes 

the tort as follows: 
 

One who appropriates the commercial value of a person's identity by using without consent the 

person's name, likeness, or other indicia of identity for purposes of trade is subject to liability for 

[appropriate relief]. 
 
RESTATEMENT (THIRD) OF UNFAIR COMPETITION § 46. In explaining the term “use for purposes 

of trade,” the Restatement notes that it does not “ordinarily include the use of a person's identity in news 

reporting, commentary, entertainment, works of fiction or nonfiction, or in advertising that is incidental to 

such uses.” Id. § 47. 
 
Moreover, the comments to Section 47 of the Restatement also note that: 
 

[t]he right of publicity as recognized by statute and common law is fundamentally constrained by 

the public and constitutional interest in freedom of expression. The use of a person's identity 

primarily for purpose of communicating information or expressing ideas is not generally actionable 

as a violation of the person's right of publicity.... Thus the use of a person's name or likeness in 

news reporting, whether in newspapers, magazines, or broadcast news, does not infringe the right of 

publicity. The interest in freedom of expression also extends to use in entertainment and other 

creative works, including both fiction and nonfiction. The use of a celebrity's name or photograph 

as part of an article published in a fan magazine or in a feature story broadcast on an entertainment 

program, for example, will not infringe the celebrity's right of publicity. Similarly, the right of 

publicity is not infringed by the dissemination of an unauthorized print or broadcast biography. Use 

of another's identity in a novel, play, or motion picture is also not ordinarily an infringement.... 

However, if the name or likeness is used solely to attract attention to a work that is not related to 

the identified person, the user may be subject to liability for a use of the other's identity in 

advertising. 
 
Id. at § 47 cmt. c (emphasis added). Appellee argues that the above language adopts the Rogers Test and 

applies it to right of publicity claims dealing with any part of a work, not only its title. Appellee also cites 
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to a number of cases purportedly supporting its position. See, e.g., Parks v. LaFace Records, 329 F.3d 437 

(6th Cir.2003); Matthews v. Wozencraft, 15 F.3d 432 (5th Cir.1994). We do not find any of these cases 

particularly persuasive. 
*** 

 
ii. Analysis of the Rogers Test 

 
Ultimately, we find that the Rogers Test does not present the proper analytical approach for cases such as 

the one at bar. While the Test may have a use in trademark-like right of publicity cases, it is inapposite 

here. We are concerned that this test is a blunt instrument, unfit for widespread application in cases that 

require a carefully calibrated balancing of two fundamental protections: the right of free expression and 

the right to control, manage, and profit from one's own identity. 
 
The potential problem with applying the Rogers Test in this case is demonstrated by the following 

statement from Appellee's brief: 
 

Because, as a former college football player, Hart's likeness is not ‘wholly unrelated’ to NCAA 

Football and the game is not a commercial advertisement for some unrelated product, Hart ... does 

not try to meet the ... test. 
 
(Appellee's Br. at 24.) Effectively, Appellee argues that Appellant should be unable to assert a claim for 

appropriating his likeness as a football player precisely because his likeness was used for a game about 

football. Adopting this line of reasoning threatens to turn the right of publicity on its head. 
 
Appellant's career as a college football player suggests that the target audience for his merchandise and 

performances (e.g., his actual matches) would be sports fans. It is only logical, then, that products 

appropriating and exploiting his identity would fare best—and thereby would provide ne‘er-do-wells with 

the greatest incentive—when targeted at the sports-fan market segment. Given that Appellant played 

intercollegiate football, however, products targeting the sports-fan market would, as a matter of course, 

relate to him. Yet under Appellee's approach, all such uses would be protected. It cannot be that the very 

activity by which Appellant achieved his renown now prevents him from protecting his hard-won 

celebrity. We decline to endorse such a conclusion and therefore reject the Rogers test as inapplicable.  
 
On the other hand, we do agree with the Rogers court in so far as it noted that the right of publicity does 

not implicate the potential for consumer confusion and is therefore potentially broader than the 

protections offered by the Lanham Act. Rogers, 875 F.2d at 1004. Indeed, therein lies the weakness of 

comparing the right of publicity to trademark protections: the right of publicity is broader and, by 

extension, protects a greater swath of property interests. Thus, it would be unwise for us to adopt a test 

that hews so closely to traditional trademark principles. Instead, we need a broader, more nuanced test, 

which helps balance the interests at issue in cases such as the one at bar. The final test—the 

Transformative Use Test—provides just such an approach. 
 

c. The Transformative Use Test 
 
Looking to intellectual property law for guidance on how to balance property interests against the First 

Amendment has merit. We need only shift our gaze away from trademark, to the broader vista of 

copyright law. Thus, we come to the case of Comedy III Prods., Inc. v. Gary Saderup, Inc., which 

imported the concept of “transformative” use from copyright law into the right of publicity context. 25 

Cal.4th 387, 106 Cal.Rptr.2d 126, 21 P.3d 797, 804–08 (2001). This concept lies at the core of a test that 
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both Appellant and Appellee agree is applicable to this case: the Transformative Use Test. 58 
 

i. Genesis of the Transformative Use Test 
 
The Transformative Use Test was first articulated by the Supreme Court of Californiain Comedy III. That 

case concerned an artist's production and sale of t-shirts and prints bearing a charcoal drawing of the 

Three Stooges. The California court determined that while “[t]he right of publicity is often invoked in the 

context of commercial speech,” it could also apply in instances where the speech is merely expressive. 

Id., 106 Cal.Rptr.2d 126, 21 P.3d at 802–803. The court also noted, however, that when addressing 

expressive speech, “the very importance of celebrities in society means that the right of publicity has the 

potential of censoring significant expression by suppressing alternative versions of celebrity images that 

are iconoclastic, irreverent or otherwise attempt to redefine the celebrity's meaning.” Id., 106 Cal.Rptr.2d 

126, 21 P.3d at 803. Thus, while the “the right of publicity cannot, consistent with the First Amendment, 

be a right to control the celebrity's image by censoring disagreeable portrayals,” id., 106 Cal.Rptr.2d 126, 

21 P.3d at 807, the right, like copyright, nonetheless offers protection to a form of intellectual property 

that society deems to have social utility, id., 106 Cal.Rptr.2d 126, 21 P.3d at 804. 
 
After briefly considering whether to import the “fair use” analysis from copyright, the Comedy III court 

decided that only the first fair use factor, “the purpose and character of the use,” was appropriate. Id., 106 

Cal.Rptr.2d 126, 21 P.3d at 808. Specifically, the Comedy III court found persuasive the Supreme Court's 

holding in Campbell v. Acuff–Rose Music, Inc. that: 
 

the central purpose of the inquiry into this fair use factor ‘is to see ... whether the new work merely 

“supercede[s] the objects” of the original creation, or instead adds something new, with a further 

purpose or different character, altering the first with new expression, meaning, or message; it asks, 

in other words, whether and to what extent the new work is “transformative.” 
 
Id. (emphasis added) (citing Campbell v. Acuff–Rose Music, Inc., 510 U.S. 569, 579, 114 S.Ct. 1164, 127 

L.Ed.2d 500 (1994)). 
 
Going further, the court explained that works containing “significant transformative elements” are less 

likely to interfere with the economic interests implicated by the right of publicity. For example, “works of 

parody or other distortions of the celebrity figure are not, from the celebrity fan's viewpoint, good 

substitutes for conventional depictions of the celebrity and therefore do not generally threaten markets for 

celebrity memorabilia that the right of publicity is designed to protect.” Id. The court was also careful to 

emphasize that “the transformative elements or creative contributions” in a work may include—under the 

right circumstances—factual reporting, fictionalized portrayal, heavy-handed lampooning, and subtle 

social criticism. Id., 106 Cal.Rptr.2d 126, 21 P.3d at 809 (“The inquiry is in a sense more quantitative than 

                                                           
58 Unlike in New Jersey, California's right of publicity is a matter of both the state's statutory law and its common law. Laws v. 

Sony Music Entm't, Inc., 448 F.3d 1134, 1138 (9th Cir.2006) (discussing both the statutory and the common law cause of action); 

see also Cal. Civ.Code § 3344; Eastwood v. Superior Court, 149 Cal.App.3d 409, 198 Cal.Rptr. 342, 347 (1983). This difference 

notwithstanding, the laws are strikingly similar—and protect similar interests. Under California law, “any person who knowingly 

uses another's name ... or likeness, in any manner, or in any products, merchandise, or goods, or for the purposes of advertising or 

selling, or soliciting purchases of ... shall be liable for any damages sustained by the person or persons injured as a result 

thereof.” Cal. Civ.Code § 3344(a). In the words of the California Supreme Court, “the right of publicity is essentially an 

economic right. What the right of publicity holder possesses is not a right of censorship, but a right to prevent others from 

misappropriating the economic value generated by the celebrity's fame....” Comedy III, 106 Cal.Rptr.2d 126, 21 P.3d at 807. This 

is analogous to the conceptualization of the right of publicity in New Jersey, and we consequently see no issue in applying 

balancing tests developed in California to New Jersey. 
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qualitative, asking whether the literal and imitative or the creative elements predominate in the work.”).  
 
Restating its newly-articulated test, the Supreme Court of California held that the balance between the 

right of publicity and First Amendment interests turns on: 
 

 [w]hether the celebrity likeness is one of the “raw materials” from which an original work is 

synthesized, or whether the depiction or imitation of the celebrity is the very sum and substance of 

the work in question. We ask, in other words, whether the product containing a celebrity's likeness 

is so transformed that it has become primarily the defendant's own expression rather than the 

celebrity's likeness. And when we use the word “expression,” we mean expression of something 

other than the likeness of the celebrity. 
 

 Id. (emphasis added). 
 
Applying this test, the court concluded that charcoal portraits of the Three Stooges did violate the 

Stooges' rights of publicity, holding that the court could “discern no significant transformative or creative 

contribution” and that “the marketability and economic value of [the work] derives primarily from the 

fame of the celebrities depicted.” Id., 106 Cal.Rptr.2d 126, 21 P.3d at 811. 
 

ii. Application of the Transformative Use Test 
 

Given its relative recency, few courts have applied the Transformative Use Test, and consequently there is 

not a significant body of case law related to its application. Nonetheless, a handful of cases bear mention 

as they help frame our inquiry. 
 
In 2003, the Supreme Court of California revisited the Transformative Use Test when two musicians, 

Johnny and Edgar Winter, who both possessed long white hair and albino features, brought suit against a 

comic book company over images of two villainous half-man, half-worm creatures, both with long white 

hair and albino features, named Johnny and Edgar Autumn. Winter v. DC Comics, 30 Cal.4th 881, 134 

Cal.Rptr.2d 634, 69 P.3d 473, 476 (2003). As the brothers' right of publicity claims necessarily implicated 

DC Comics' First Amendment rights, the Winter court looked to the Transformative Use Test. In 

summarizing the test, the court explained that “[a]n artist depicting a celebrity must contribute something 

more than a ‘merely trivial’ variation, [but must create] something recognizably ‘his own,’ in order to 

qualify for legal protection.” Id., 134 Cal.Rptr.2d 634, 69 P.3d at 478 (alteration in original) (quoting 

Comedy III, 106 Cal.Rptr.2d 126, 21 P.3d at 810–11). Thus, in applying the test, the Winter court held 

that: 
[a]lthough the fictional characters Johnny and Edgar Autumn are less-than-subtle evocations of 

Johnny and Edgar Winter, the books do not depict plaintiffs literally. Instead, plaintiffs are merely 

part of the raw materials from which the comic books were synthesized. To the extent the drawings 

of the Autumn brothers resemble plaintiffs at all, they are distorted for purposes of lampoon, 

parody, or caricature. And the Autumn brothers are but cartoon characters—half-human and half-
worm—in a larger story, which is itself quite expressive. 

 
 Id., 134 Cal.Rptr.2d 634, 69 P.3d at 479. The court therefore found that “fans who want to purchase 

pictures of [the Winter brothers] would find the drawing of the Autumn brothers unsatisfactory as a 

substitute for conventional depictions.” Id. Consequently, the court rejected the brothers' claims for a right 

of publicity violation. 
 
Also in 2003, the Sixth Circuit decided ETW, a case focusing on a photograph of Tiger Woods set among 

a collage of other, golf-related photographs. As we previously noted, while ETW mentioned both the 
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Rogers case and the Restatement (Third) of Unfair Competition, the test it ultimately applied was a 

combination of an ad-hoc approach and the Transformative Use Test. See ETW, 332 F.3d at 937–38. In 

holding that the collage “contain[ed] significant transformative elements,” id. at 938, the court compared 

it to the Three Stooges portraits from Comedy III, and noted that the collage “does not capitalize solely on 

a literal depiction of Woods.” Id. Instead, the “work consists of a collage of images in addition to Woods's 

image which are combined to describe, in artistic form, a historic event in sports history and to convey a 

message about the significance of Woods's achievement in that event.” Id.; see also Comedy III, 106 

Cal.Rptr.2d 126, 21 P.3d at 809 (noting that “transformative elements or creative contributions ... can take 

many forms”). 
 
 ETW presents an archetypical example of a case falling somewhere in the middle of Transformative Use 

Test jurisprudence, given that it focuses on the use of photographs (literal depictions of celebrities), but 

adds a transformative aspect to the work, thereby altering the meaning behind the use of the celebrity's 

likeness. Arguably, the Comedy III and Winter decisions bookend the spectrum of cases applying the 

Transformative Use Test. Where Comedy III presents a clear example of a non-transformative use (i.e., 

mere literal depictions of celebrities recreated in a different medium), Winter offers a use that is highly 

transformative (i.e., fanciful characters, placed amidst a fanciful setting, that draw inspiration from 

celebrities). As with ETW, however, most of the cases discussed below (along with the instant case), fall 

somewhere between these two decisions. This same analytical approach—focusing on whether and how 

the celebrity's likeness is transformed—appears in decisions by courts applying the Transformative Use 

Test to video games, an area of law which we consider next. 
 

iii. The Transformative Use Test and Video Games 
 
In mid–2006, the California Court of Appeal decided Kirby v. Sega of America, Inc., 144 Cal.App.4th 47, 

50 Cal.Rptr.3d 607 (2006), which addressed a musician's right of publicity claim against a video game 

company. Specifically, the musician (Kierin Kirby) had claimed that Sega misappropriated her likeness 

and signature phrases for purposes of creating the character of Ulala, a reporter in the far flung future. In 

applying the Transformative Use Test, the court noted that not only did Kirby's signature phrases included 

“ooh la la” but that both she and the videogame character would often use phrases like “groove,” “meow,” 

“dee-lish,” and “I won't give up.” Id. at 613. The court also found similarities in appearance between 

Kirby and Ulala, based on hair style and clothing choice. Id. At the same time, the court held that 

differences between the two did exist—both in appearance and movement—and that Ulala was not a mere 

digital recreation of Kirby. Id. Thus, the court concluded that Ulala passed the Transformative Use Test, 

rejecting Kirby's argument that the differences between her and the character added no additional 

meaning or message to the work. Id. at 616–17 (“A work is transformative if it adds ‘new expression.’ 

That expression alone is sufficient; it need not convey any ‘meaning or message.’ ”); see also id. at 617 

(“[A]ny imitation of Kirby's likeness or identity in Ulala is not the sum and substance of that character.”). 
 

*** 
 

iv. Analysis of the Transformative Use Test 
 
Like the Predominant Use and Rogers tests, the Transformative Use Test aims to balance the interest 

protected by the right of publicity against those interests preserved by the First Amendment. In our view, 

the Transformative Use Test appears to strike the best balance because it provides courts with a flexible—

yet uniformly applicable—analytical framework. Specifically, the Transformative Use Test seems to excel 

precisely where the other two tests falter. Unlike the Rogers Test, the Transformative Use Test maintains a 

singular focus on whether the work sufficiently transforms the celebrity's identity or likeness, thereby 

allowing courts to account for the fact that misappropriation can occur in any market segment, including 
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those related to the celebrity. 
 
On the other hand, unlike the Predominant Use Test, applying the Transformative Use Test requires a 

more circumscribed inquiry, focusing on the specific aspects of a work that speak to whether it was 

merely created to exploit a celebrity's likeness. This test therefore recognizes that if First Amendment 

protections are to mean anything in right of publicity claims, courts must begin by considering the extent 

to which a work is the creator's own expression.  
 
Additionally, the Transformative Use Test best comports with the cautionary language present in various 

right of publicity cases. Specifically, we believe that an initial focus on the creative aspects of a work 

helps address our own concern from Facenda, where we noted that “courts must circumscribe the right of 

publicity.” Facenda, 542 F.3d at 1032. As our discussion below demonstrates, the Transformative Use 

Test effectively restricts right of publicity claims to a very narrow universe of expressive works. 

Moreover, we believe that the Transformative Use Test best exemplifies the methodology suggested by 

Justice Powell's dissent in Zacchini: 
 

Rather than begin with a quantitative analysis of the performer's behavior—is this or is this not his 

entire act?—we should direct initial attention to the actions of the news media: what use did the 

station make of the film footage? When a film is used, as here, for a routine portion of a regular 

news program, I would hold that the First Amendment protects the station from a “right of 

publicity” or “appropriation” suit, absent a strong showing by the plaintiff that the news broadcast 

was a subterfuge or cover for private or commercial exploitation. 
 
 Zacchini, 433 U.S. at 581, 97 S.Ct. 2849 (Powell, J., dissenting). Consistent with Justice Powell's 

argument, the Transformative Use Test begins by asking “what use did the [defendant] make of the 

[celebrity identity]?” Id.  
 
Finally, we find that of the three tests, the Transformative Use Test is the most consistent with other 

courts' ad hoc approaches to right of publicity cases. For example, a majority of the Supreme Court of 

California in Guglielmi v. Spelling–Goldberg Productions argued that the “fictionalized version” of a late 

actor's life, “depicting the actor's name, likeness and personality without obtaining ... prior consent” was 

entitled to protection from a right of publicity claim. 160 Cal.Rptr. 352, 603 P.2d at 455, 457–59. In 

essence, the actor's identity was sufficiently transformed by the fictional elements in the book so as to tip 

the balance of interests in favor of the First Amendment. See id., 160 Cal.Rptr. 352, 603 P.2d at 457 (Bird, 

C.J., concurring). Likewise, in Estate of Presley v. Russen, 513 F.Supp. 1339 (D.N.J.1981), the United 

States District Court for the District of New Jersey held that an Elvis impersonator's act was subject to 

right of publicity claims because “entertainment that is merely a copy or imitation, even if skillfully and 

accurately carried out, does not really have its own creative component and does not have a significant 

value as pure entertainment.” Id. at 1359 (emphasis added). Seen through the lens of the Transformative 

Use Test, the Russen decision demonstrates that where no additional transformative elements are 

present—i.e., the work contains “merely a copy or imitation” of the celebrity's identity—then there can be 

no First Amendment impediment to a right of publicity claim. Additionally, in Cardtoons, L.C. v. Major 

League Baseball Players Ass'n, 95 F.3d 959 (10th Cir.1996), which focused on the use of baseball players' 

identities for parody trading cards, the transformative nature of the caricatures on the cards (and the 

parodic text about the players' “statistics”) was sufficient to quash any right of publicity claim. Id. at 972–

73 (“Because celebrities are an important part of our public vocabulary, a parody of a celebrity does not 

merely lampoon the celebrity, but exposes the weakness of the idea or value that the celebrity symbolizes 

in society.”). 
 
It is little wonder, then, that the Comedy III decision looked to all three of these cases for guidance in 
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defining the Transformative Use Test. See Comedy III, 106 Cal.Rptr.2d 126, 21 P.3d at 806–09.FN35 The 

fact that such prior holdings can be reconciled with the Test not only bolsters our views as to its propriety, 

but also ensures that adopting the Transformative Use Test does not result in the sort of backward-looking 

jurisprudential revision that might disturb prior protections for expressive speech. Quite to the contrary, 

adopting the Test ensures that already-existing First Amendment protections in right of publicity cases 

apply to video games with the same force as to “biographies, documentaries, docudramas, and other 

expressive works depicting real-life figures.” (Dissent Op. at 173.) 
 
In light of the above discussion, we find that the Transformative Use Test is the proper analytical 

framework to apply to cases such as the one at bar. Consequently, we now apply the test to the facts of the 

instance case. 
C. Application 

 
In applying the Transformative Use Test to the instant case, we must determine whether Appellant's 

identity is sufficiently transformed in NCAA Football. As we mentioned earlier, we use the term 

“identity” to encompass not only Appellant's likeness, but also his biographical information. It is the 

combination of these two parts—which, when combined, identify the digital avatar as an in-game 

recreation of Appellant—that must be sufficiently transformed.  
 
Having thus cabined our inquiry to the appropriate form of Appellant's identity, we note that—based on 

the combination of both the digital avatar's appearance and the biographical and identifying 

information—the digital avatar does closely resemble the genuine article. Not only does the digital avatar 

match Appellant in terms of hair color, hair style and skin tone, but the avatar's accessories mimic those 

worn by Appellant during his time as a Rutgers player. The information, as has already been noted, also 

accurately tracks Appellant's vital and biographical details. And while the inexorable march of 

technological progress may make some of the graphics in earlier editions of NCAA Football look dated or 

overly-computerized, we do not believe that video game graphics must reach (let alone cross) the uncanny 

valley to support a right of publicity claim. If we are to find some transformative element, we must look 

somewhere other than just the in-game digital recreation of Appellant. Cases such as ETW and No Doubt, 

both of which address realistic digital depictions of celebrities, point to the next step in our analysis: 

context. 
 
Considering the context within which the digital avatar exists—effectively, looking at how Appellant's 

identity is “incorporated into and transformed by” NCAA Football, (Dissent Op. at 173)—provides little 

support for Appellee's arguments. The digital Ryan Hart does what the actual Ryan Hart did while at 

Rutgers: he plays college football, in digital recreations of college football stadiums, filled with all the 

trappings of a college football game. This is not transformative; the various digitized sights and sounds in 

the video game do not alter or transform the Appellant's identity in a significant way. See No Doubt, 122 

Cal.Rptr.3d at 410–11 (“[N]o matter what else occurs in the game during the depiction of the No Doubt 

avatars, the avatars perform rock songs, the same activity by which the band achieved and maintains its 

fame.”). Indeed, the lack of transformative context is even more pronounced here than in No Doubt, 

where members of the band could perform and sing in outer space. 
 
Even here, however, our inquiry is not at an end. For as much as the digital representation and context 

evince no meaningful transformative element in NCAA Football, a third avatar-specific element is also 

present: the users' ability to alter the avatar's appearance. This distinguishing factor ensures that we 

cannot dispose of this case as simply as the court in No Doubt. See No Doubt, 122 Cal.Rptr.3d at 410 

(noting that the digital avatars representing No Doubt were “at all times immutable images of the real 

celebrity musicians”). Indeed, the ability for users to change the avatar accounted, in large part, for the 

District Court's deciding that NCAA Football satisfied the Transformative Use Test. See Hart, 808 
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F.Supp.2d at 785. We must therefore consider to what extent the ability to alter a digital avatar represents 

a transformative use of Appellant's identity. 
 
At the outset, we note that the mere presence of this feature, without more, cannot satisfy the 

Transformative Use Test. True, interactivity is the basis upon which First Amendment protection is 

granted to video games in the first instance. See Brown, 131 S.Ct. at 2733. However, the balancing test in 

right of publicity cases does not look to whether a particular work loses First Amendment protection. 

Rather, the balancing inquiry looks to see whether the interests protected by the right of publicity are 

sufficient to surmount the already-existing First Amendment protections. See, e.g., Guglielmi, 160 

Cal.Rptr. 352, 603 P.2d at 458 (considering whether right of publicity protections “outweigh[ ] any 

protection [the] expression would otherwise enjoy under the [First Amendment]”). As Zacchini 

demonstrated, the right of publicity can triumph even when an essential element for First Amendment 

protection is present. In that case, the human cannonball act was broadcast as part of the newscast. See 

Zacchini, 433 U.S. at 563, 97 S.Ct. 2849. To hold, therefore, that a video game should satisfy the 

Transformative Use Test simply because it includes a particular interactive feature would lead to improper 

results. Interactivity cannot be an end onto itself. 59  
Moreover, we are wary of converting the ability to alter a digital avatar from mere feature to talisman, 

thereby opening the door to cynical abuse. If the mere presence of the feature were enough, video game 

companies could commit the most blatant acts of misappropriation only to absolve themselves by 

including a feature that allows users to modify the digital likenesses. We cannot accept that such an 

outcome would adequately balance the interests in right of publicity cases. As one amicus brief noted: 
 

[U]nder [Appellee's] application of the transformative test [sic], presumably no infringement would 

be found if individuals such as the Dalai Lama and the Pope were placed within a violent “shoot-
em-up” game, so long as the game include[d] a “mechanism” by which the user could manipulate 

their characteristics. 
 
(Screen Actors Guild, Inc. et al., Amicus Br. at 21.) With this concern in mind, therefore, we consider 

whether the type and extent of interactivity permitted is sufficient to transform the Appellant's likeness 

into the Appellee's own expression. We hold that it does not. 
 
In NCAA Football, Appellee seeks to create a realistic depiction of college football for the users. Part of 

this realism involves generating realistic representations of the various college teams—which includes the 

realistic representations of the players. Like Activision in No Doubt, therefore, Appellee seeks to 

capitalize on the respective fan bases for the various teams and players. Indeed, as the District Court 

recognized, “it seems ludicrous to question whether video game consumers enjoy and, as a result, 

purchase more EA-produced video games as a result of the heightened realism associated with actual 

players.” Hart, 808 F.Supp.2d at 783 (quoting James J.S. Holmes & Kanika D. Corley, Defining Liability 

for Likeness of Athlete Avatars in Video Games, L.A. Law., May 2011, at 17, 20). Moreover, the realism of 

the games—including the depictions and recreations of the players—appeals not just to home-team fans, 

but to bitter rivals as well. Games such as NCAA Football permit users to recreate the setting of a bitter 

defeat and, in effect, achieve some cathartic readjustment of history; realistic depictions of the players are 

a necessary element to this. That Appellant's likeness is the default position only serves to support our 

conclusion that realistic depictions of the players are the “sum and substance” of these digital facsimiles. 

See Kirby, 50 Cal.Rptr.3d at 617–18. Given that Appellant's unaltered likeness is central to the core of the 

game experience, we are disinclined to credit users' ability to alter the digital avatars in our application of 

the Transformative Use Test to this case. 

                                                           
59 The other side of this coin is equally true: interactivity is not the sine qua non of transformative use. Works involving video 

games may still be transformative even where no specific interactive features affect the celebrity likeness. See, e.g., Kirby v. Sega 

of Am., Inc., 144 Cal.App.4th 47, 50 Cal.Rptr.3d 607 (2006). 
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We are likewise unconvinced that NCAA Football satisfies the Transformative Use Test because Appellee 

created various in-game assets to support the altered avatars (e.g., additional hair styles, faces, 

accessories, et al.). In the first instance, the relationship between these assets and the digital avatar is 

predicated on the users' desire to alter the avatar's appearance, which, as we have already noted, is 

insufficient to satisfy the Test. The ability to make minor alterations—which substantially maintain the 

avatar's resemblance to Appellant (e.g., modifying only the basic biographical information, playing 

statistics, or uniform accessories)—is likewise insufficient, for “[a]n artist depicting a celebrity must 

contribute something more than a ‘merely trivial’ variation.” Winter, 134 Cal.Rptr.2d 634, 69 P.3d at 478–

79. Indeed, the ability to modify the avatar counts for little where the appeal of the game lies in users' 

ability to play “as, or alongside” their preferred players or team. See No Doubt, 122 Cal.Rptr.3d at 411. 

Thus, even avatars with superficial modifications to their appearance can count as a suitable proxy or 

market “substitute” for the original. See Comedy III, 106 Cal.Rptr.2d 126, 21 P.3d at 808; Winter, 134 

Cal.Rptr.2d 634, 69 P.3d at 479; Cardtoons, 95 F.3d at 974. For larger potential changes, such as a 

different body type, skin tone, or face, Appellant's likeness is not transformed; it simply ceases to be. 

Therefore, once a user has made major changes to the avatar, it no longer represents Appellant, and thus it 

no longer qualifies as a “use” of the Appellant's identity for purposes of our inquiry. Such possibilities 

therefore fall beyond our inquiry into how Appellant's likeness is used in NCAA Football. That the game 

may lend itself to uses wholly divorced from the appropriation of Appellant's identity is insufficient to 

satisfy the Transformative Use Test. See No Doubt, 122 Cal.Rptr.3d 397 (focusing on the use of the No 

Doubt avatars, not alternative avatars or custom-made characters). 
 
In an attempt to salvage its argument, Appellee suggests that other creative elements of NCAA Football, 

which do not affect Appellant's digital avatar, are so numerous that the videogames should be considered 

transformative. We believe this to be an improper inquiry. Decisions applying the Transformative Use 

Test invariably look to how the celebrity's identity is used in or is altered by other aspects of a work. 

Wholly unrelated elements do not bear on this inquiry. Even Comedy III, in listing potentially 

“transformative or creative contributions” focused on elements or techniques that affect the celebrity 

identity. See Comedy III, 106 Cal.Rptr.2d 126, 21 P.3d at 809 (discussing factual reporting, fictionalized 

portrayal, heavy-handed lampooning, and subtle social criticism); see also Winter, 134 Cal.Rptr.2d 634, 

69 P.3d at 478–79 (noting that “[a]n artist depicting a celebrity must contribute something more than a 

‘merely trivial’ variation” before proceeding to discuss how the Winter brothers' likenesses were altered 

directly and through context); Kirby, 50 Cal.Rptr.3d at 616–18. To the extent that any of these cases 

considered the broader context of the work (e.g., whether events took place in a “fanciful setting”), this 

inquiry was aimed at determining whether this context acted upon the celebrity identity in a way that 

transformed it or imbued it with some added creativity beyond providing a “merely trivial variation.”  60 

Thus, while we recognize the creative energies necessary for crafting the various elements of NCAA 

Football that are not tied directly to reality, we hold that they have no legal significance in our instant 

decision. 
 
To hold otherwise could have deleterious consequences for the state of the law. Acts of blatant 

misappropriation would count for nothing so long as the larger work, on balance, contained highly 

creative elements in great abundance. This concern is particularly acute in the case of media that lend 

themselves to easy partition such as video games. It cannot be that content creators escape liability for a 

work that uses a celebrity's unaltered identity in one section but that contains a wholly fanciful creation in 

the other, larger section. 
For these reasons, we hold that the broad application of the Transformative Use Test represents an 

inappropriate application of the standard. Consequently, we shall not credit elements of NCAA Football 

                                                           
60 As we have already discussed, the broader context of NCAA Football does not transform Appellant's likeness into anything 

other than a digital representation of Appellant playing the sport for which he is known, while surrounded by the trappings of 

real-world competition. 
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that do not, in some way, affect the use or meaning of Appellant's identity. 
 
As a final point, we note that the photograph of Appellant that appears in NCAA Football 2009 does not 

bear on our analysis above. On that subject, we agree with the District Court that the photograph is “but a 

fleeting component part of the montage” and therefore does not render the entire work nontransformative. 

Hart, 808 F.Supp.2d at 786. The reasoning from ETW is sufficiently applicable: the context of Appellant's 

photograph—the montage—imbues the image with additional meaning beyond simply being a 

representation of the player. See ETW, 332 F.3d at 938 (holding that the photographs in a collage were 

“combined to describe, in artistic form, a historic event in sports history and to convey a message about 

the significance of [Tiger] Woods's achievement in that event”). Consequently, this particular use of 

Appellant's likeness is shielded by the First Amendment and therefore can contribute nothing to 

Appellant's claim for violation of his right of publicity. 
 

IV. Conclusion 
 

We therefore hold that the NCAA Football 2004, 2005 and 2006 games at issue in this case do not 

sufficiently transform Appellant's identity to escape the right of publicity claim and hold that the District 

Court erred in granted summary judgment in favor of Appellee. While we do hold that the only apparent 

use of Appellant's likeness in NCAA Football 2009 (the photograph) is protected by the First Amendment, 

Appellant's overall claim for violation of his right of publicity should have survived Appellee's motion for 

summary judgment. Consequently, we need not address Appellant's desire for additional discovery. We 

shall reverse the District Court's grant of summary judgment and remand this case back to the court below 

for further proceedings consistent with this opinion. 
 
AMBRO, Circuit Judge, dissenting. 

*** 

 
Notes and Questions 
 
1. The difference between a claim brought under th Lanham Act and one based upon the right of 

publicity is demonstrated in two cases decided by the Ninth Circuit on the same day.  In Brown v. 

Electronic Arts, Inc., 724 F.,3d 1235 (9th cir. 2013), the court adopted the Rogers test in evaluating the 

plaintiff’s Lanham Act claim and dismissed it.  However, the court adopted the transformative use test 

to preserve the viability of common law right of publicity claims in a class action.  See In Re:  NCAA 

Student Athlete Name and Likeness Licensing Litigation v. Electronic Arts, Inc. 724 F.3d 1268 (9th Cir. 

2013).  Both cases involved the use of the likeness of football players in video games.  The basis for 

the application of the two different tests was explained by the court as follows: 
 

“As the history and development of the Rogers makes clear, it was designed to protect 

consumers from the risk of consumer confusion—the hallmark element of a Lanham Act 

claim.  The right of publicity, on the other hand, does not primarily seek to prevent consumer 

confusion.  (“[T]he right of publicity does not implicate the potential for consumer 

confusion…”).  Rather, it primarily “protects a form of intellectual property [in one’s person] 

that society deems ot have some social utility.” (citations omitted).”  In Re: NCAA Student 

Athlete Name and Likeness Licensing Litigation at 1280. 
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MICHAELS v. INTERNET ENTERTAINMENT GROUP, INC., et al. 

5 F.Supp. 2d 823 ( C.D. Calif. 1998) 
 
 
PREGERSON, District Judge 
 
This matter comes before the Court on the motions of the plaintiff, Bret Michaels (“Michaels”), and the 

intervenor, Pamela Anderson Lee (“Lee”) (collectively, the “plaintiffs”), for a preliminary injunction to 

prevent dissemination of a videotape (“the Tape”) in which Michaels and Lee claim a copyright. 

Dissemination of the Tape by defendant Internet Entertainment Group, Inc. (“IEG”) is currently 

prohibited by this Court's Temporary Restraining Order (“TRO”), issued February 27, 1998. IEG has 

consented to several extensions of the TRO. 
 
The Court, having considered the declarations and exhibits submitted by the parties, the parties' written 

and oral arguments, and the applicable legal authorities, concludes that the plaintiffs have made the 

requisite showing of likelihood of success on the merits and irreparable injury on their copyright claims. 

Therefore, the Court preliminarily enjoins defendant IEG from distributing the Tape. 
 
In addition, the Court finds that the plaintiffs have made the requisite showing of likelihood of success on 

the merits of their claim for violation of the state law right to publicity, as well as the possibility of 

irreparable injury. The Court therefore enjoins IEG from using the plaintiffs' names, likenesses or 

identities for the purpose of advertising, selling, marketing, or soliciting purchases of goods or services. 
 
Finally, the Court finds that the plaintiffs have made the requisite showing of likelihood of success on the 

merits of their claim for violation of the right to privacy, as well as the possibility of irreparable injury. 

The Court therefore enjoins IEG from publishing, copying, distributing or otherwise disseminating the 

Tape. 
 
The Court orders that a $50,000 bond shall be deemed adequate security for the payment of such costs 

and damages that may be incurred by the defendants if the relief herein is found to have been 

improvidently granted. Lee is directed to provide security for one-half of the $50,000 bond. 
 

I. Background 
 

A. Factual and Procedural Background 
 
Michaels is a musician, best known as the lead singer of the rock band “Poison.” Michaels asserts that he 

is now engaged in a second career as a feature film director. Lee is a well-known television and film actor. 
Defendant IEG is a corporation involved in the distribution of adult entertainment material through a 

subscription service on the Internet. 
 
On or about October 31, 1994, Michaels and Lee recorded the Tape, which depicts them having sex. 
 
On December 31, 1997, Michaels received a letter from IEG claiming that IEG had acquired the Tape and 

all rights necessary to publish the Tape. 
 
On January 12, 1998, Michaels wrote to IEG through counsel to advise IEG that Michaels had not 

authorized any distribution of the Tape, and notifying IEG that any publication of the Tape would violate 

Michaels's copyright therein, as well as his common law and statutory rights to privacy and publicity 
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involving his name and likeness. The letter denied that any third party had the right to convey Michaels's 

interest in the Tape. The letter included a demand that IEG cease and desist from attempts to disseminate 

or exploit the Tape. 
 
On January 22, 1998, Michaels registered the Tape with the Register of Copyrights as an audiovisual 

work entitled “Private Home Tape” and authored by Michaels. 
 
Michaels filed this action on January 23, 1998, alleging five claims: (1) copyright infringement against 

IEG; (2) false designation of origin under the Lanham Act against IEG; (3) state-law invasion of privacy 

based on publicity of the Tape over Westwood One's radio affiliates against all defendants; (4) violation of 

the California common law right of publicity against all defendants; and (5) violation of the California 

statutory right of publicity under California Civil Code section 3344 against all defendants. In addition, 

Michaels's complaint includes a sixth cause of action which is a prayer for injunctive relief on all claims. 
 
Also on January 23, 1998, Michaels applied ex parte for a temporary restraining order to prohibit the 

defendants from duplicating, publishing, promoting, marketing or advertising the Tape. The application 

alleged that IEG announced that it would publish the Tape on its Internet subscription service, 

“ClubLove,” on Monday, January 26, 1998. The Court issued the TRO on January 23, 1998. The Court 

required that Michaels post a $50,000 bond. The Court scheduled a preliminary injunction hearing for 

February 2, 1998. 
 
On January 30, 1998, the Court granted IEG's ex parte application to continue the preliminary injunction 

hearing to February 12, 1998. IEG consented to an extension of the TRO. At the same time, the Court 

ordered the parties to draft a stipulated protective order that would facilitate IEG's disclosure of the 

purported “agent” of Michaels who, according to IEG, sold Michaels's rights in the Tape to IEG. 
 
On February 9, 1998, the Court granted IEG's request for a further continuance due to IEG's change of 

counsel. IEG consented to an extension of the TRO until the Court ruled on the preliminary injunction. 
 
After February 9, 1998, IEG provided Michaels with a copy of an agreement between the “agent” and 

IEG. The agreement is in the form of a confirming letter from IEG to the “agent.” The letter is to Jose A. 

Revilla (“Revilla”), a private investigator. It is authored by IEG staff counsel Derek Newman, who states 

that the letter is to confirm the agreement between IEG, Revilla and Revilla's “undisclosed client” to 

convey rights in the Tape. The letter states that Revilla agrees to convey the Tape and any rights Revilla 

might have therein to IEG for $16,500. IEG also agrees to pay Revilla $15,000 more if it commercially 

distributes the Tape at retail for fourteen consecutive days. The letter is signed by Revilla. 
 
On February 23, 1998, the Court heard oral argument on Michaels's motion for contempt sanctions 

against IEG for failure to comply with the TRO. The Court denied the motion, issued a modified TRO on 

February 27, 1998, and ordered IEG to show cause on April 10, 1998 regarding the issuance of a 

preliminary injunction. 
 
On March 4, 1998, IEG deposed Lee. On March 10, 1998, IEG deposed Michaels. 
 
On March 30, 1998, IEG deposed Revilla. Before answering any substantive questions, Revilla read a 

statement advising the parties that he would not reveal the name of his client. Revilla did assert, however, 

that the client was an associate of Michaels who had received a copy of the Tape as a gift. The unnamed 

client told Revilla that he did not believe that Michaels had conveyed with the physical Tape any right to 

further disseminate it. Revilla testified that he concluded that the client had no rights in the Tape to 

convey, and that in Revilla's negotiations with IEG and other media outlets, Revilla made it clear that he 
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was offering only the physical Tape, not any intellectual property rights in the expression fixed on the 

Tape. The Revilla deposition has not been completed. Revilla asked that the deposition be suspended to 

give him time to consult with counsel. The deposition has not resumed because of a dispute between 

Revilla and Michaels over videotaping the deposition. 
 
On April 1, 1998, Lee applied ex parte to intervene in this action. The Court granted her application. The 

Court continued the preliminary injunction hearing to April 27, 1998 to allow time for briefing by Lee 

and further briefing by the other parties. 
 
On April 10, 1998, IEG applied ex parte for an order compelling Revilla to disclose the name of his client. 

The Court denied the ex parte application. 
 

II. Discussion 
 

A. Legal Standard For Preliminary Injunction 
 

In the Ninth Circuit, the party seeking a preliminary injunction must show either (1) a combination of 

probable success on the merits and the possibility of irreparable injury if relief is not granted, or (2) the 

existence of serious questions governing the merits and that the balance of hardships tips in its favor. 

Cadence Design Sys., Inc. v. Avant! Corp., 125 F.3d 824 (9th Cir.1997). These standards “are not separate 

tests but the outer reaches of a single continuum.” International Jensen, Inc. v. Metrosound U.S.A., Inc., 4 

F.3d 819, 822 (9th Cir.1993) (internal quotation marks omitted). 
 

B. Right to Publicity 
 

Under California law, the plaintiffs own the right to exploit their names and likenesses for commercial 

gain. The common law of California recognizes this right of publicity in a person's name, likeness and 

identity. See Midler v. Ford Motor Company, 849 F.2d 460, 462 (9th Cir.1988). The California legislature 

has created a statutory right of publicity in a person's “name, voice, signature, photograph, or likeness.” 

Cal. Civ.Code § 3344(a). The statutory right complements, rather than codifies, the common law right. 

This distinction is important because the common law right protects a broader range of interests against a 

broader range of infringing conduct than does the statutory right. See White v. Samsung Electronics 

America, Inc., 971 F.2d 1395, 1397-99 (9th Cir.1992); Eastwood v. Superior Court (National Enquirer), 

149 Cal.App.3d 409, 198 Cal.Rptr. 342, 346 n. 6 (1983). 
 Under California law, the plaintiffs may seek to protect their rights of publicity through an action for 

damages. The plaintiffs may also seek to enjoin others from exploiting their names or likenesses at all. 

See Lugosi v. Universal Pictures, 25 Cal.3d 813, 160 Cal.Rptr. 323, 328, 603 P.2d 425 (Cal.1979); 

Eastwood, 198 Cal.Rptr. at 348. 
1. Copyright Preemption 

 
IEG contends that the claim for violation of the right to publicity is preempted by the Copyright Act. The 

Copyright Act of 1976 (the “Act”) explicitly preempts “all legal or equitable rights that are equivalent to 

any of the exclusive rights within the general scope of copyright” as defined by the Act. 17 U.S.C. § 

301(a). 
 
The Copyright Act sets forth a two-part test for determining whether a state law claim is preempted. First, 

the work on which the state law claim is based must be within the subject matter of copyright, i.e., the 

state law claim must arise from rights in a work of authorship fixed in a tangible medium of expression. 

See 17 U.S.C. § 301(b)(1). Second, the state law claim must assert rights that are equivalent to the 

exclusive rights specified by Section 106 of the Act, i.e., the right to prohibit reproduction, creation of 
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derivative works, performance, distribution, or display of a work. See 17 U.S.C. § 301(b)(3); see also, 1 

Nimmer § 1.01[B] at 1-10. 
 
 In order to apply the second prong, courts focus on whether the state claim has an “extra element” that 

differentiates it from the rights protected by federal law. “Preemption analysis involves determining 

whether the state law claim contains an element not shared by the federal law; an element which changes 

the nature of the action so that it is qualitatively different from a copyright ... infringement claim.” 

Summit Mach. Tool Mfg. Corp. v. Victor CNC Sys., Inc., 7 F.3d 1434, 1439-40 (9th Cir.1993) (emphasis 

added) (internal quotation marks omitted). 
 
 IEG correctly states that the state law right to publicity action is preempted where the conduct alleged to 

violate the right consists only of copying the work in which the plaintiff claims a copyright. See Fleet v. 

CBS. Inc., 50 Cal.App.4th 1911, 58 Cal.Rptr.2d 645, 649 (1996); Motown Record Corp. v. George A. 

Hormel & Co., 657 F.Supp. 1236, 1240 (C.D.Cal.1987). A right to publicity claim is not preempted, 

however, where the claim contains elements that are different in kind from copyright infringement. See 

Wendt v. Host Int'l, Inc., 125 F.3d 806, 810 (9th Cir.1997) (declining to extend Fleet beyond right to 

publicity claims that allege no conduct other than copying a copyrighted work). 
 
Here, the plaintiffs have alleged that the defendants have used their names, likenesses and identities on 

radio, television and the Internet to advertise the imminent distribution of the Tape. This conduct is 

unrelated to the elements of copyright infringement, which are concerned only with distribution of the 

Tape itself. 
 
The Court therefore rejects the contention that the claims for right to publicity are preempted by the 

Copyright Act. 
2. Likelihood of Success on the Merits 

 
The elements of a common law right to publicity claim are “(1) the defendant's use of the plaintiff's 

identity; (2) the appropriation of plaintiff's name or likeness to defendant's advantage, commercial or 

otherwise; (3) lack of consent; and (4) resulting injury.” Eastwood, 198 Cal.Rptr. at 347. The statutory 

cause of action under section 3344 requires two additional elements: knowing use of the plaintiff's name, 

photograph of likeness for purposes of advertising or solicitation of purchases, and a “direct connection” 

between the use and the commercial purpose. Id. 
 
The first element, use of the plaintiffs' names and identities, is satisfied by evidence that IEG used the 

plaintiffs' names and bodily descriptions to promote the tape on television and radio 
 
The second element, commercial advantage, is satisfied by IEG's statements regarding the nature of its 

business. IEG is a subscription service with approximately 100,000 members, each of whom pay $14.95 

per month. IEG's president estimated that up to one-third of its paying members would cancel their 

subscriptions if IEG did not deliver the Tape. 
 
The third element, lack of consent, is not seriously contested. IEG's assertion that Michaels or Lee 

secretly licensed it to distribute the Tape is not supported by any evidence and is controverted by 

Michaels's and Lee's declarations and deposition testimony. If IEG had come forward with evidence of 

consent, this element might require an evidentiary hearing in order for the Court to weigh the credibility 

of conflicting testimony. Under these circumstances, however, the evidence of lack of consent is 

uncontroverted. 
 
The fourth element, injury, is satisfied by two showings. First, if IEG's membership revenue has increased 
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due to its use of the plaintiffs' names and likenesses, IEG has deprived the plaintiffs of money they could 

have made by exploiting their right to publicity on their own or through licensees. Second, the plaintiffs 

have presented evidence that publicity in association with pornography has damaged their attempts to 

establish and maintain careers in mainstream entertainment. Lee has submitted a declaration by 

entertainment lawyer Henry Holmes, who states that in his opinion, Lee's prospects as an actor and 

endorser of products will be damaged by publicity in association with pornography. 
 
The Court also finds that the statutory elements are satisfied. IEG knew that it was using the plaintiffs' 

names and likeness in connection with promotion of the Tape. The use of their names and likenesses was 

directly connected with promotion of the Tape. 
 
In light of the foregoing, the Court concludes that the plaintiffs have demonstrated a likelihood of success 

on the merits of their claim for violation of the California common law and statutory right to publicity. 
 

3. Irreparable Injury 
 
Several courts have held that a celebrity's property interest in his name and likeness is unique, and cannot 

be adequately compensated by money damages. See Ali v. Playgirl, Inc., 447 F.Supp. 723, 729 

(S.D.N.Y.1978); Uhlaender v. Henricksen, 316 F.Supp. 1277, 1283 (D.Minn.1970); see generally 1 J. 

Thomas McCarthy, Rights of Publicity & Privacy § 11.6[B] (1997). 
 
The plaintiffs have submitted evidence that they have invested years of effort in establishing their public 

personae, and that their ability to exploit their investments will be irreparably harmed by exploitation of 

their names and likeness in connection with the marketing of the Tape.  The Court concludes based on this 

evidence that the plaintiffs have made the requisite showing of irreparable injury. 
 

4. Necessity to Tailor Relief To Avoid Invalid Prior Restraint 
 
While the plaintiffs have an exclusive right to exploit their names and likenesses for commercial 

purposes, they do not have an exclusive right to the use of their names and likenesses in the publication of 

matters of public interest. California's publicity statute specifically exempts “use of a name, voice, 

signature, photograph, or likeness in connection with any news, public affairs, or sports broadcast or 

account, or any political campaign.” Cal. Civ.Code § 3344(d). Courts applying the common law right of 

publicity have recognized that the First Amendment requires a similar exemption for uses in connection 

with matters of public interest. See Eastwood, 198 Cal.Rptr. at 349; Cher v. Forum Int'l, Ltd., 692 F.2d 

634, 639 (9th Cir.1982). 
 
The plaintiffs are entitled to an injunction against uses of their names or likenesses to sell the Tape. The 

injunction may not reach the use of their names or likenesses to report or comment on matters of public 

interest. Nor may it reach the use of their names or likenesses to attract attention to IEG as a news 

medium. See Cher, 692 F.2d at 639 (holding that use of a person's name or likeness to advertise a 

magazine is not actionable provided that advertisement does not falsely claim endorsement); Montana v. 

San Jose Mercury News, 34 Cal.App.4th 790, 40 Cal.Rptr.2d 639, 642 (1995). 
 

D. Right to Privacy 
 

California recognizes a tort cause of action for violation of the right to privacy. See Diaz v. Oakland 

Tribune, Inc., 139 Cal.App.3d 118, 188 Cal.Rptr. 762 (1983). Four distinct torts are included under the 

rubric of right to privacy: (1) public disclosure of private facts; (2) intrusion upon the plaintiff's solitude 

or into his private affairs; (3) false light publicity; and (4) appropriation of the plaintiff's name and 
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likeness. Id. at 767. The fourth branch of the tort is analyzed extensively above under the right to 

publicity claim. Michaels and Lee have also asserted the first and second branches of the privacy tort, 

public disclosure of private facts and intrusion into private affairs. 
 
 The elements of the tort of public disclosure of private facts are (1) public disclosure (2) of a private fact 

(3) which would be offensive and objectionable to the reasonable person and (4) which is not of 

legitimate public concern. Id. at 768. The elements of the tort of intrusion into private affairs are similar. 

The intrusion into private affairs need not be physical, and in order to be actionable must be offensive to a 

reasonable person. See Aisenson v. American Broadcasting Co., Inc., 220 Cal.App.3d 146, 269 Cal.Rptr. 

379, 387 (1990). 
 
Both the public disclosure and intrusion torts are subject to a newsworthy privilege, which protects the 

First Amendment freedom to report on matters of public concern. See Diaz, 188 Cal.Rptr. at 767. 

Newsworthiness is defined broadly to include not only matters of public policy, but any matter of public 

concern, including the accomplishments, everyday lives, and romantic involvements of famous people. 

See Eastwood, 198 Cal.Rptr. at 350. 
 
 The privilege to report newsworthy information is not without limit. “Where the publicity is so offensive 

as to constitute a morbid and sensational prying into private lives for its own sake, it serves no legitimate 

public interest and is not deserving of protection.” Diaz, 188 Cal.Rptr. at 767 (internal quotation marks 

omitted); Virgil v. Time, Inc., 527 F.2d 1122, 1129 (9th Cir.1975); Restatement 2d Torts § 652D cmt. h. 
 

1. Likelihood of Success on the Merits 
 
Here, distribution of the Tape on the Internet would constitute public disclosure. The content of the Tape-
Michaels and Lee engaged in sexual relations-constitutes a set of private facts whose disclosure would be 

objectionable to a reasonable person. 
 
IEG makes three related contentions based on Lee's status as a “sex symbol.” First, IEG contends that 

matters regarding sex should not be considered private with regard to Lee because her acting career is in 

part based on sex. Second, IEG contends that because a foreign Internet source has already released part 

of the Tape, the facts it contains are no longer private. Third, IEG contends that Lee's status as a sex 

symbol, and Michaels's status as a rock star make the sex acts depicted on the Tape newsworthy. 
 

a. Do Sex Symbols Have Privacy? 
 
IEG contends that because Lee has appeared nude in magazines, movies and publicly distributed 

videotapes, the facts contained on the Tape depicting her having sex are no longer private. IEG's 

contention unreasonably blurs the line between fiction and reality. Lee is a professional actor. She has 

played roles involving sex and sexual appeal. The fact that she has performed a role involving sex does 

not, however, make her real sex life open to the public. See Virgil, 527 F.2d at 1131; Briscoe v. Reader's 

Digest Ass'n, 4 Cal.3d 529, 93 Cal.Rptr. 866, 869, 483 P.2d 34 (1971) (noting that even for non-actors, 

public life requires the assumption of various roles, and that “[l]oss of control over which ‘face’ one puts 

on may result in literal loss of self-identity [citations], and is humiliating beneath the gaze of those whose 

curiosity treats a human being as an object.”). 
 
IEG contends that the wide distribution of a different videotape, one depicting sexual relations between 

Lee and her husband Tommy Lee, negates any privacy interest that Lee might have in the Tape depicting 

sexual relations with Michaels. The facts depicted on the Tommy Lee tape, however, are different from 

the facts depicted on the Michaels Tape. Sexual relations are among the most personal and intimate of 
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acts. The Court is not prepared to conclude that public exposure of one sexual encounter forever removes 

a person's privacy interest in all subsequent and previous sexual encounters. 
 
It is also clear that Michaels has a privacy interest in his sex life. While Michaels's voluntary assumption 

of fame as a rock star throws open his private life to some extent, even people who voluntarily enter the 

public sphere retain a privacy interest in the most intimate details of their lives. See Virgil, 527 F.2d at 

1131 (“[A]ccepting that it is, as matter of law, in the public interest to know about some area of activity, it 

does not necessarily follow that it is in the public interest to know private facts about the persons who 

engage in that activity.”); Restatement 2d Torts § 652D cmt. h. 
 
The Court notes that the private matter at issue here is not the fact that Lee and Michaels were 

romantically involved. Because they sought fame, Lee and Michaels must tolerate some public exposure 

of the fact of their involvement. See Eastwood, 198 Cal.Rptr. at 351. The fact recorded on the Tape, 

however, is not that Lee and Michaels were romantically involved, but rather the visual and aural details 

of their sexual relations, facts which are ordinarily considered private even for celebrities. For this reason, 

IEG's reliance on Carlisle v. Fawcett Publications, Inc., 201 Cal.App.2d 733, 20 Cal.Rptr. 405 (1962), is 

misplaced. Carlisle, like Eastwood, involved publicity about the fact of a famous person's romantic 

involvement, as well as some of the details of that involvement. Neither case, however, involved graphic 

depictions of the most intimate aspects of the relationships. 
In short, the Court concludes that the private facts depicted on the Michaels Tape have not become public 

either by virtue of Lee's professional appearances as an actor, or by dissemination of the Tommy Lee 

videotape. 
c. Newsworthiness Privilege 

 
In order to determine whether the contents of the Tape are covered by the privilege for reporting private 

but newsworthy information, the Court must balance (1) the social value of the facts published; (2) the 

depth of the intrusion into ostensibly private affairs; and (3) the extent to which the party voluntarily 

acceded to a position of public notoriety. Diaz, 188 Cal.Rptr. at 772; Capra v. Thoroughbred Racing Ass'n 

of North America, Inc., 787 F.2d 463, 464 (9th Cir.1986). At trial or at summary judgment, the burden is 

on the plaintiffs to prove that the information they seek to protect is not newsworthy. Diaz, 188 Cal.Rptr. 

at 769. 
 
The first factor, the social value of the facts published, weighs against a finding of newsworthiness. It is 

difficult if not impossible to articulate a social value that will be advanced by dissemination of the Tape. 
 
The second factor, depth of intrusion, also weighs against a finding of newsworthiness. This factor is to be 

applied with an eye toward community mores as to the depth of intrusion. See Virgil, 527 F.2d at 1131. At 

trial, it will be for the finder of fact to determine the state of community mores regarding the depth of 

intrusion. Id. For purposes of this motion, the Court determines that the plaintiffs are likely to convince 

the finder of fact that sexual relations are among the most private of private affairs, and that a video 

recording of two individuals engaged in such relations represents the deepest possible intrusion into such 

affairs. 
 
The third factor, voluntary accession to fame, weighs in favor of a finding of newsworthiness. Michaels 

and Lee declare that they have cultivated fame throughout their careers. In Lee's case, her fame arises in 

part from television and movie roles based on sex and sexual appeal. 
 
The first two factors weigh heavily against a finding of newsworthiness for the contents of the Tape. The 

third factor weighs somewhat in favor of a finding of newsworthiness for the contents of the Tape. 

Weighing the factors together, the Court concludes that the plaintiffs have demonstrated a likelihood of 
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success in meeting their burden to show that the contents of the Tape are not covered by the 

newsworthiness privilege. 
 
The Court notes, however, a critical distinction which IEG has attempted to blur in its papers. The fact 

that the Tape exists and that it is the focus of this dispute is newsworthy. While the fact of the Tape's 

existence is somewhat intrusive into the plaintiffs' privacy, this intrusion is outweighed by the strong 

public interest in litigation concerning individuals' right to privacy. Although this preliminary injunction 

prohibits IEG from violating the plaintiffs' right to privacy by disseminating the contents of the Tape, the 

injunction does not restrict IEG's ability to participate in public discussion about the Tape or this 

litigation. 
2. Irreparable Injury 

 
By definition, an actionable disclosure of private facts must be highly offensive to a reasonable person. 

The injury inflicted is therefore to the plaintiffs' “human dignity and peace of mind.” 2 McCarthy § 

11.7[A]. Although monetary damages are available for such injuries, they are difficult to quantify, and 

such injuries are to some extent irreparable. Furthermore, the privacy of the acts depicted on the Tape 

cannot be restored by monetary damages after the Tape becomes public. The nature of the Internet 

aggravates the irreparable nature of the injury. Once the Tape is posted on IEG's web site, it will be 

available for instant copying and further dissemination by IEG's subscribers. 
  

* * * 
 

III. Conclusion 
 
The Court has determined that the plaintiffs have established a likelihood of success on the merits of their 

actions for copyright infringement, violation of the right to publicity and violation of the right to privacy. 
 

 
Notes and Questions 
 
1. State the elements for a common law cause of action for public disclosure of private facts. 
 
2.  What is the newsworthy privilege? Why is it important when considering a cause of action for public 

disclosure of private facts? 
 
3. When is publicity not deserving of protection by the newsworthy privilege? 
 
4. What must the court balance in order to determine whether contents are covered by the privilege for 

reporting private but newsworthy information? 
 
 
 
 
 

 
PARKS v. LAFACE RECORDS 

329 F.3d 437 (6th Cir. 2003) 
 

OPINION 
HOLSCHUH, District Judge. 



Chapter Two        Trademark Infringement/Unfair Competition                   2.04   State Claims 

 

 

385 

This is a dispute over the name of a song. Rosa Parks is a civil rights icon who first gained prominence 

during the Montgomery, Alabama bus boycott in 1955. She brings suit against LaFace Records, a record 

producer, and OutKast, a “rap” (or “hip-hop”) music duo, as well as several other named affiliates, for 

using her name as the title of their song, Rosa Parks. Parks contends that Defendants' use of her name 

constitutes false advertising under § 43(a) of the Lanham Act, 15 U.S.C. § 1125(a), and intrudes on her 

common law right of publicity under Michigan state law. Defendants argue that they are entitled to 

summary judgment because Parks has failed to show any violation of the Lanham Act or her right of 

publicity. Defendants further argue that, even if she has shown such a violation, their First Amendment 

freedom of artistic expression should be a defense as a matter of law to each of these claims. Parks also 

contends that Defendants' conduct renders them liable under Michigan law for defamation and tortious 

interference with a business relationship; Defendants have also denied liability with respect to these 

claims. 
 
Parks brought this action in a Michigan state court. Defendants subsequently removed the case to the 

District Court for the Eastern District of Michigan. Following cross-motions for summary judgment, the 

district court denied Parks' motion for summary judgment and granted summary judgment for 

Defendants. Parks now appeals the grant of summary judgment for Defendants. 
 
For the reasons hereafter set forth, we believe that, with respect to Rosa Parks' claims under the Lanham 

Act and under the common law right of publicity, “the evidence is such that a reasonable jury could return 

a verdict for the nonmoving party.” Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 248, 106 S.Ct. 2505, 

91 L.Ed.2d 202 (1986). We therefore conclude that the district court erred in granting Defendants' motion 

for summary judgment on those claims. We conclude, however, that the district court properly granted 

summary judgment in favor of Defendants on Rosa Parks' state law claims of defamation and tortious 

interference with a business relationship. 
 

I. BACKGROUND 
A. Facts 

 
Rosa Parks is an historical figure who first gained prominence as a symbol of the civil rights movement in 

the United States during the 1950's and 1960's. In 1955, while riding in the front of a segregated bus in 

Montgomery, Alabama, she refused to yield her seat to a white passenger and move to the back of the bus 

as blacks were required to do by the then-existing laws requiring segregation of the races. A 381-day bus 

boycott in Montgomery flowed from that one event, which eventually became a catalyst for organized 

boycotts, sit-ins, and demonstrations all across the South. Her single act of defiance has garnered her 

numerous public accolades and awards, and she has used that celebrity status to promote various civil and 

human rights causes as well as television programs and books inspired by her life story. She has also 

approved a collection of gospel recordings by various artists entitled Verity Records Presents: A Tribute to 

Mrs. Rosa Parks (the “Tribute ” album), released in 1995. 
 
Defendants are OutKast, comprised of recording artists André “Dré” Benjamin and Antwan “Big Boi” 

Patton; their record producers, LaFace, founded by and named after Antonio “L.A.” Reid and Kenny 

“Babyface” Edmonds; and LaFace's record distributors, Arista Records and BMG Entertainment 

(collectively “Defendants”). In September 1998, Defendants released the album Aquemini. The album's 

first single release was a song titled Rosa Parks, described as a “hit single” by a sticker on the album. The 

same sticker that contained the name Rosa Parks also contained a Parental Advisory warning of “explicit 

content.” J.A. at 60. Because, as later discussed, the critical issue in this case is a determination of the 

artistic relevance of the title, Rosa Parks, to the content of the song, the lyrics obviously must be 

considered in their entirety. They are as follows: 
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B. Procedural History 
 
Parks sued Defendants in the Wayne County Circuit Court of Michigan alleging, inter alia, that 

Defendants' unauthorized use of her name infringes on her right to publicity, defames her character, and 

interferes with an ongoing business relationship. Defendants removed this case to the District Court for 

the Eastern District of Michigan. Parks thereafter filed an amended complaint that reiterated her state law 

claims and added a false advertising claim under § 43(a) of the Lanham Act. 
 
The parties entered into a stipulation of the facts (“Stipulated Facts”) and filed cross-motions for 

summary judgment. Applying Rogers v. Grimaldi, 875 F.2d 994 (2d Cir.1989), the district court 

concluded that the First Amendment, as a matter of law, was a defense to Parks' Lanham Act and right of 

publicity claims. See Parks v. LaFace Records, 76 F.Supp.2d 775, 780-84 (E.D.Mich.1999). Specifically, 

the court found that (1) an “obvious relationship” between the content of the song and its title Rosa Parks 

renders the right of publicity inapplicable as a matter of law, id. at 780; (2) with respect to the Lanham 

Act, there was no explicit representation that the work was endorsed by Parks, id. at 783; (3) the 

prominent appearance of OutKast's name on their album cured any likelihood of consumer confusion 

between Plaintiff's and Defendants' albums as a matter of law, id. at 784; and (4) even if there were some 

likelihood of consumer confusion, such risk was outweighed by the First Amendment interests of the 

Defendants, id. at 783. Because, in the opinion of the district court, Parks had failed to raise any genuine 

issue of material fact to overcome Defendants' First Amendment defense or otherwise support her claims 

under the Lanham Act and her right of publicity, the district court denied Parks' motion for summary 

judgment and granted summary judgment for Defendants. Id. at 788-89. The district court also granted 

summary judgment in favor of Defendants on Rosa Parks' claims of defamation and tortious interference 

with a business relationship. This appeal followed. 
 

II. DISCUSSION 
 

* * *  
B. The Lanham Act 

 
Section 43(a) of the Lanham Act creates a civil cause of action against any person who identifies his or 

her product in such a way as to likely cause confusion among consumers or to cause consumers to make a 

mistake or to deceive consumers as to association of the producer of the product with another person or 

regarding the origin of the product or the sponsorship or approval of the product by another person. The 

language of § 43(a) is broad. It provides: 
 
(1) Any person who, on or in connection with any goods or services, or any container for goods, uses in 

commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation 

of origin, false or misleading description of fact, or false or misleading representation of fact, which- 
 
(A) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or 

association of such person with another person, or as to the origin, sponsorship, or approval of his or her 

goods, services, or commercial activities by another person ... 
shall be liable in a civil action by any person who believes that he or she is or is likely to be damaged by 

such act.  15 U.S.C. § 1125(a). 
 
Plaintiffs often invoke § 43(a) to protect intellectual property rights in “marks,” or brand names, of 

ordinary merchandise, such as apparel, see, e.g., A & H Sportswear, Inc. v. Victoria's Secret Stores, Inc., 

237 F.3d 198, 206 (3d Cir.2000) (suit by manufacturer of “Miraclesuit” swimwear against manufacturer 

of “The Miracle Bra” swimwear), or of services, such as mortgage companies, see Platinum Home 
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Mortgage Corp. v. Platinum Fin. Group, Inc., 149 F.3d 722, 725 (7th Cir.1998) (suit between mortgage 

service companies using the “Platinum” name). 
 
 However, the scope of § 43(a) extends beyond disputes between producers of commercial products and 

their competitors. It also permits celebrities to vindicate property rights in their identities against allegedly 

misleading commercial use by others. See Waits v. Frito-Lay, Inc., 978 F.2d 1093, 1110 (9th Cir.1992) 

(celebrity suit against snack manufacturer for unauthorized use of his distinctive voice in a commercial); 

Allen v. Nat'l Video, Inc., 610 F.Supp. 612, 624-25 (S.D.N.Y.1985) (celebrity suit against a video retailer 

for use of a celebrity look-alike in its advertisements); Landham v. Lewis Galoob Toys, Inc., 227 F.3d 619, 

626 (6th Cir.2000) (actor sued toy company for creating an action figure named after one of his movie 

characters); Abdul-Jabbar v. Gen. Motors Corp., 85 F.3d 407, 410 (9th Cir.1996) (professional basketball 

player sued car manufacturer for using his birth name to sell cars). Celebrities have standing to sue under 

§ 43(a) because they possess an economic interest in their identities akin to that of a traditional trademark 

holder. See Waits, 978 F.2d at 1110. See also 4 J. Thomas McCarthy, McCarthy on Trademarks and 

Unfair Competition § 28:15 (4th ed.2002)(discussing cases). 
 
 In order to prevail on a false advertising claim under § 43(a), a celebrity must show that use of his or her 

name is likely to cause confusion among consumers as to the “affiliation, connection, or association” 

between the celebrity and the defendant's goods or services or as to the celebrity's participation in the 

“origin, sponsorship, or approval” of the defendant's goods or services. See 15 U.S.C. § 1125(a)(1)(A); 

Landham, 227 F.3d at 626; Wendt v. Host Int'l, Inc., 125 F.3d 806, 812 (9th Cir.1997); Cardtoons, L.C. v. 

Major League Baseball Players Ass'n, 95 F.3d 959, 966 (10th Cir.1996); White v. Samsung Elecs. Am., 

Inc., 971 F.2d 1395, 1399 (9th Cir.1992). Consumer confusion occurs when “consumers ... believe that 

the products or services offered by the parties are affiliated in some way,” Homeowners Group, Inc. v. 

Home Mktg. Specialists, Inc., 931 F.2d 1100, 1107 (6th Cir.1991), or “when consumers make an incorrect 

mental association between the involved commercial products or their producers,” Cardtoons, 95 F.3d at 

966 (quoting San Francisco Arts & Athletics, Inc. v. United States Olympic Comm., 483 U.S. 522, 564, 

107 S.Ct. 2971, 97 L.Ed.2d 427 (1987) (Brennan, J., dissenting)). A “likelihood” means a “probability” 

rather than a “possibility” of confusion. See Elvis Presley Enters., Inc. v. Capece, 141 F.3d 188, 193 (5th 

Cir.1998); Wynn Oil Co. v. Thomas, 839 F.2d 1183, 1189 (6th Cir.1988) (finding a “clear likelihood of 

confusion” because it was “highly probable” that a purchaser would believe a car wax was affiliated with 

another manufacturer); 3 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 23:3 

(4th ed.2002)(citing cases). But cf. Daddy's Junky Music Stores, Inc. v. Big Daddy's Family Music Ctr., 

109 F.3d 275, 284 (6th Cir.1997) (noting that a plaintiff need only show “a sufficient potential of 

confusion, not actual confusion”). 
 
Parks contends that Defendants have violated the Lanham Act because the Rosa Parks title misleads 

consumers into believing that the song is about her or that she is affiliated with the Defendants, or has 

sponsored or approved the Rosa Parks song and the Aquemini album. She argues that the risk of 

confusion is enhanced by the fact that her authorized Tribute album is in the marketplace alongside 

Defendants' album featuring the Rosa Parks single. As additional evidence for her claim, Parks points to 

Defendants' concession that they have used the Rosa Parks title to advertise and promote both the song 

and the Aquemini album. She also supplies twenty-one affidavits from consumers affirming that they 

either believed Defendants' song was about Parks or was connected to the Tribute album authorized by 

her. 
 
Defendants respond that Parks' Lanham Act claim must fail for two reasons. First, they claim that Parks 

does not possess a trademark right in her name and Defendants have not made a trademark use of her 

name, as allegedly required for a cause of action under the Lanham Act. Second, they contend that even if 

use of the title posed some risk of consumer confusion, the risk is outweighed by Defendants' First 
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Amendment right to free expression. 
 

1. Trademark Right In and Trademark Use of Parks' Name 
  
Citing Rock & Roll Hall of Fame & Museum, Inc. v. Gentile Productions, 134 F.3d 749, 756 (6th 

Cir.1998), Defendants contend that Parks' § 43(a) claim must fail because they have made no trademark 

use of her name. However, Defendants misconceive the legal basis of a Lanham Act claim. It is not 

necessary for them to make a “trademark” use of Rosa Parks' name in order for her to have a cause of 

action for false advertising under § 43(a) of the Lanham Act. 
 
Rosa Parks clearly has a property interest in her name akin to that of a person holding a trademark. It is 

beyond question that Parks is a celebrity. The parties have stipulated to her international fame and to her 

prior authorization of television programs and books. We have already established, supra, that courts 

routinely recognize a property right in celebrity identity akin to that of a trademark holder under § 43(a). 

See, e.g., Landham, 227 F.3d at 626; Waits, 978 F.2d at 1110; Allen, 610 F.Supp. at 624-25. We find Parks' 

prior commercial activities and international recognition as a symbol of the civil rights movement endow 

her with a trademark interest in her name the same as if she were a famous actor or musician. 
 
Therefore, even though Rosa Parks' name might not be eligible for registration as a trademark, and even 

though Defendants were not selling Rosa Parks-brand CD's, a viable cause of action also exists under § 

43(a) if consumers falsely believed that Rosa Parks had sponsored or approved the song, or was somehow 

affiliated with the song or the album. We turn then to Defendants' second argument, that even if Parks 

could establish some likelihood of confusion, the First Amendment protects Defendants' choice of title. 
 

2. The First Amendment Defense-Three Approaches 
 

Defendants allege that even if Parks' evidence demonstrates some likelihood of consumer confusion 

regarding their song and album, their First Amendment right of artistic expression trumps that concern. 

Defendants make an arguable point. From ancient times, music has been a means by which people 

express ideas. As such, music is firmly ensconced within the protections of the First Amendment. See 

Hurley v. Irish-American Gay, Lesbian & Bisexual Group of Boston, 515 U.S. 557, 569, 115 S.Ct. 2338, 

132 L.Ed.2d 487 (1995) (stating that paintings, music and poetry are “unquestionably shielded” by the 

First Amendment); Ward v. Rock Against Racism, 491 U.S. 781, 790, 109 S.Ct. 2746, 105 L.Ed.2d 661 

(1989) (“Music, as a form of expression and communication, is protected under the First Amendment.”). 

However, the First Amendment cannot permit anyone who cries “artist” to have carte blanche when it 

comes to naming and advertising his or her works, art though it may be. As the Second Circuit sagely 

observed, “[t]he purchaser of a book, like the purchaser of a can of peas, has a right not to be misled as to 

the source [or endorsement] of the product.” Rogers, 875 F.2d at 997; see also Cliffs Notes, Inc. v. Bantam 

Doubleday Dell Publ'g Group, Inc., 886 F.2d 490, 493 (2d Cir.1989)(“Trademark protection is not lost 

simply because the allegedly infringing use is in connection with a work of artistic expression.” (citation 

omitted)). Courts have adopted three approaches to balance First Amendment interests with the 

protections of the Lanham Act: (a) the “likelihood of confusion” test; (b) the “alternative avenues” test; 

and (c) the Rogers v. Grimaldi test. We will examine each one in turn. 
 

a. Likelihood of Confusion Factors Used In Commercial Trademark Cases 
 
One approach is to rely solely on the “likelihood of confusion” factors applied in other, more traditional, 

trademark cases. That is, we analyze: 1) the strength of the plaintiff's mark; 2) the relatedness of the 

goods; 3) the similarity of the marks; 4) evidence of actual confusion; 5) the marketing channels used; 6) 

the likely degree of purchaser care; 7) the defendant's intent in selecting the mark; and 8) the likelihood of 
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expansion in the product lines of the parties. See Frisch's Rests., Inc. v. Elby's Big Boy of Steubenville, 

Inc., 670 F.2d 642, 648 (6th Cir.1982) (adopting the test from AMF, Inc. v. Sleekcraft Boats, 599 F.2d 341, 

348 (9th Cir.1979)); see also Polaroid Corp. v. Polarad Elecs. Corp., 287 F.2d 492, 495 (2d Cir.1961) 

(creating a variant of the test). Based upon that evidence, we then decide if the plaintiff has raised a 

genuine issue of material fact as to the likelihood of consumer confusion. Under this approach, we do not 

pay special solicitude to an asserted First Amendment defense. 
 
This approach has been inferred from the Ninth Circuit case, Dr. Seuss Enterprises, L.P. v. Penguin Books 

USA, Inc., 109 F.3d 1394 (9th Cir.1997). See Films of Distinction, Inc. v. Allegro Film Prods., Inc., 12 

F.Supp.2d 1068, 1078 (C.D.Cal.1998) (“[I]t appears the Ninth Circuit will not adopt [a] .... test balancing 

trademark protections against the artistic interest in protecting literary titles.... Dr. Seuss strongly suggests 

that this ‘balancing’ has already been adequately accomplished by the statutory framework [of the 

Lanham Act].”). But see Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894, 901 (9th Cir.2002), cert. denied, 

537 U.S. 1171, 123 S.Ct. 993, 154 L.Ed.2d 912 (2003) (distinguishing Dr. Seuss ). The Tenth Circuit has 

obliquely endorsed this approach as well. See Cardtoons, 95 F.3d at 970 (suggesting the “likelihood of 

confusion” test “serve[s] to avoid First Amendment concerns” in trademark cases). 
 

b. Alternative Avenues Test 
 
A second approach is the “alternative avenues” test. This is the test urged upon us by Parks, and endorsed 

by a panel of the Eighth Circuit. Under the “alternative avenues” test, a title of an expressive work will 

not be protected from a false advertising claim if there are sufficient alternative means for an artist to 

convey his or her idea. See Mutual of Omaha Ins. Co. v. Novak, 836 F.2d 397, 402 (8th Cir.1987) (creator 

of parody tee-shirts not protected by First Amendment because he could still produce parody editorials in 

books, magazines, or film); Am. Dairy Queen Corp. v. New Line Prods., Inc., 35 F.Supp.2d 727, 734 

(D.Minn.1998) (no First Amendment protection for an infringing movie title because there were other 

titles the producers could use); cf. Anheuser-Busch, Inc. v. Balducci Publ'ns, 28 F.3d 769, 776 (8th 

Cir.1994) (First Amendment protection not available to parodist because the confusing trademark use was 

“wholly unnecessary” to the parodist's stated purpose). 
 

c. Rogers v. Grimaldi Test 
 
Finally, a third approach is the one developed by the Second Circuit in Rogers v. Grimaldi and adopted by 

the district court in this case. Under Rogers, a title will be protected unless it has “no artistic relevance” to 

the underlying work or, if there is artistic relevance, the title “explicitly misleads as to the source or the 

content of the work.” Rogers, 875 F.2d at 999. This test was explicitly adopted by the Fifth Circuit in 

Westchester Media v. PRL USA Holdings, Inc., 214 F.3d 658, 664-65 (5th Cir.2000), and by a panel of the 

Ninth Circuit in Mattel, 296 F.3d at 902. It was also adopted by a district court in the Third Circuit in 

Seale v. Gramercy Pictures, 949 F.Supp. 331, 339 (1996). 
 

d. Analysis 
 
We conclude that neither the first nor the second approach accords adequate weight to the First 

Amendment interests in this case. The first approach-unmodified application of the likelihood of 

confusion factors in trademark cases-gives no weight to First Amendment concerns. Instead, it treats the 

name of an artistic work as if it were no different from the name of an ordinary commercial product. 

However, this approach ignores the fact that the artistic work is not simply a commercial product but is 

also a means of communication. See Hicks v. Casablanca Records, 464 F.Supp. 426, 430 (S.D.N.Y.1978) 

(“[M]ore so than posters, bubble gum cards, or some other such ‘merchandise’, books and movies are 

vehicles through which ideas and opinions are disseminated and, as such, have enjoyed certain 
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constitutional protections, not generally accorded ‘merchandise.’ ”); see also Cardtoons, 95 F.3d at 970 

(“The fact that expressive materials are sold neither renders the speech unprotected, nor alters the level of 

protection under the First Amendment.”) (citations omitted). The names artists bestow on their art can be 

part and parcel of the artistic message. See Rogers, 875 F.2d at 998 (“Film-makers and authors frequently 

rely on word-play, ambiguity, irony, and allusion in titling their works.”). The fact that Defendants use the 

Rosa Parks title in advertising does not automatically erase the expressive function of the title and render 

it mere commercial exploitation; if a song is sold, and the title is protected by the First Amendment, the 

title naturally will be “inextricably intertwined” with the song's commercial promotion. See id.; see also 

Riley v. Nat'l Fed'n of the Blind, Inc., 487 U.S. 781, 796, 108 S.Ct. 2667, 101 L.Ed.2d 669 (1988) 

(holding that when protected speech is inextricable from unprotected speech, the court will treat the entire 

message as protected); Cardtoons, 95 F.3d at 970. 
 
The public has at least as much interest in the free exchange of ideas as it does in avoiding misleading 

advertising. If Parks possesses a right to police the use of her name, even when that right can be exercised 

only to prevent consumer confusion, she has the means to restrict the public discourse to some extent. As 

Judge Kozinski has pointed out, “Intellectual property rights aren't free: They're imposed at the expense 

of future creators and of the public at large.” White v. Samsung Elecs. Am., Inc., 989 F.2d 1512, 1516 (9th 

Cir.1993) (Kozinski, J., dissenting from denial of rehearing en banc). “Intellectual property ... includes the 

words, images, and sounds that we use to communicate, and ‘we cannot indulge in the facile assumption 

that one can forbid particular words without also running a substantial risk of suppressing ideas in the 

process.’ ” Cardtoons, 95 F.3d at 971 (quoting Cohen v. California, 403 U.S. 15, 26, 91 S.Ct. 1780, 29 

L.Ed.2d 284 (1971)). In sum, we do not find the unmodified likelihood of confusion test applied to 

commercial products adequate to differentiate between those artists who choose titles for the purpose of 

legitimate artistic relevancy and those artists who choose misleading titles for the purpose of commercial 

gain. See Mattel, 296 F.3d at 900 (“[W]hen a trademark owner asserts a right to control how we express 

ourselves ... applying the traditional [likelihood of confusion] test fails to account for the full weight of 

the public's interest in free expression.”). Therefore, we reject the first approach. 
 
The second approach, the “alternative avenues” test, is similarly problematic. The “alternative avenues” 

test was articulated in Dallas Cowboys Cheerleaders, Inc. v. Pussycat Cinema, Ltd., 604 F.2d 200, 206 

(2d Cir.1979), and is derived from real property law. The test is premised on the notion that, just as a real 

property owner may exclude a speaker from a shopping mall so long as other locations exist for the 

speaker to deliver his message, a celebrity may prohibit use of his or her name so long as alternative ways 

exist for the artist to communicate his or her idea. See id. (citing Lloyd Corp. v. Tanner, 407 U.S. 551, 

567, 92 S.Ct. 2219, 33 L.Ed.2d 131 (1972)). See also Mutual of Omaha Ins. Co., 836 F.2d at 402 (citing 

Dallas Cowboys, 604 F.2d at 206); Am. Dairy Queen Corp., 35 F.Supp.2d at 734. 
 
More than one court has noted the awkwardness of analogizing property rights in land to property rights 

in words or ideas. See Westchester Media, 214 F.3d at 672 (“[T]he reasonable alternative avenues 

approach bears a tenuous relation to communicative and property interests embodied in trademarks.”); 

L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26, 29 (1st Cir.1987) ( “The first amendment issues 

involved in this case cannot be disposed of by equating the rights of a trademark owner with the rights of 

an owner of real property.”). Furthermore, the Second Circuit all but retracted its Dallas Cowboys 

decision in Rogers. See 875 F.2d at 999 n. 4 (“We do not read Dallas Cowboys Cheerleaders as generally 

precluding all consideration of First Amendment concerns whenever an allegedly infringing author has 

‘alternative avenues of communication.’ ”). 
 
To suggest that other words can be used as well to express an author's or composer's message is not a 

proper test for weighing First Amendment rights. As Mark Twain observed, “The difference between the 

almost-right word and the right word is really a large matter-it's the difference between the ‘lightning-bug’ 
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and the ‘lightning.’ ” J. Bartlett, Familiar Quotations 527 (16th ed.1992); see also New Kids on the Block 

v. News Am. Publ'g, Inc., 971 F.2d 302, 306 (9th Cir.1992) (“[W]e need not belabor the point that some 

words, phrases or symbols better convey their intended meanings than others.”). Finally, adopting the 

“alternative avenues” test would needlessly entangle courts in the process of titling works of art; courts 

would be asked to determine not just whether a title is reasonably “artistic” but whether a title is 

“necessary” to communicate the idea. We therefore reject the alternative avenues test. 
 
The third approach, the Rogers test, was adopted by the district court in this case and has been endorsed 

by panels in the Second, Fifth, and Ninth Circuits. Although the Rogers test has been criticized, see, e.g., 

2 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 10:31 (4th ed.2002), we find 

it the most appropriate method to balance the public interest in avoiding consumer confusion with the 

public interest in free expression. 
*** 

 
3. Application of the Rogers Test 

 
a. Artistic Relevance Prong 

 
The first prong of Rogers requires a determination of whether there is any artistic relationship between the 

title and the underlying work. Rogers, 875 F.2d at 999. Parks contends that a cursory review of the Rosa 

Parks title and the lyrics demonstrates that there is no artistic connection between them. Parks also 

submits two articles in which members of OutKast are purported to have admitted that the song was not 

about her. As further evidence, she offers a “translation” of the lyrics of the song Rosa Parks, derived 

from various electronic “dictionaries” of the “rap” vernacular to demonstrate that the song truly has 

nothing to do with Parks herself. The “translation” of the chorus reads as follows: 
 
“Be quiet and stop the commotion. OutKast is coming back out [with new music] so all other MCs [mic 

checkers, rappers, Master of Ceremonies] step aside. Do you want to ride and hang out with us? OutKast 

is the type of group to make the clubs get hyped-up/excited.” 
 
Defendants respond that their use of Parks' name is “metaphorical” or “symbolic.” They argue that the 

historical association between Rosa Parks and the phrase “move to the back of the bus” is beyond dispute 

and that Parks' argument that the song is not “about” her in a biographical sense is simply irrelevant. 
 
The district court was of the opinion that the artistic relationship between the title and the song was “so 

obvious that the matter is not open to reasonable debate.” Parks, 76 F.Supp.2d at 782. The court said: 
 
Rosa Parks is universally known for and commonly associated with her refusal ... to ... “move to the back 

of the bus.” The song at issue makes unmistakable reference to that symbolic act a total of ten times. 

Admittedly, the song is not about plaintiff in a strictly biographical sense, but it need not be. Rather, 

defendants' use of plaintiff's name, along with the phrase “move to the back of the bus,” is metaphorical 

and symbolic. 
 
 Contrary to the opinion of the district court, we believe that the artistic relationship between the title and 

the content of the song is certainly not obvious and, indeed, is “open to reasonable debate” for the 

following reasons. 
 
It is true that the phrase “move to the back of the bus” is repeatedly used in the “hook” or chorus of the 

song. When the phrase is considered in the context of the lyrics, however, the phrase has absolutely 

nothing to do with Rosa Parks. There could be no stronger, no more compelling, evidence of this fact than 
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the admission of “Dré” (André “Dré” Benjamin) that, “We (OutKast) never intended for the song to be 

about Rosa Parks or the civil rights movement. It was just symbolic, meaning that we comin' back out, so 

all you other MCs move to the back of the bus.” J.A. at 333.The composers did not intend it to be about 

Rosa Parks, and the lyrics are not about Rosa Parks. The lyrics' sole message is that OutKast's competitors 

are of lesser quality and, therefore, must “move to the back of the bus,” or in other words, “take a back 

seat.” We believe that reasonable persons could conclude that there is no relationship of any kind between 

Rosa Parks' name and the content of the song-a song that is nothing more and nothing less than a paean 

announcing the triumph of superior people in the entertainment business over inferior people in that 

business. Back of the Bus, for example, would be a title that is obviously relevant to the content of the 

song, but it also would not have the marketing power of an icon of the civil rights movement. Choosing 

Rosa Parks' name as the title to the song unquestionably enhanced the song's potential sale to the 

consuming public. 
 
 The Rogers court made an important point which clearly applies in this case. The court said, “[p]oetic 

license is not without limits. The purchaser of a book, like the purchaser of a can of peas, has a right not 

to be misled as to the source of the product.” Rogers, 875 F.2d at 997. The same is also true regarding the 

content of a song. The purchaser of a song titled Rosa Parks has a right not to be misled regarding the 

content of that song. While the expressive element of titles admittedly requires more protection than the 

labeling of ordinary commercial products, “[a] misleading title with no artistic relevance cannot be 

sufficiently justified by a free expression interest,” id. at 999, and the use of such a title, as in the present 

case, could be found to constitute a violation of the Lanham Act. Including the phrase “move to the back 

of the bus” in the lyrics of this song, in our opinion, does not justify, as a matter of law, the appropriation 

of Rosa Parks' name for the title to the song, and the fact that the phrase is repeated ten times or fifty 

times does not affect the question of the relevancy of the title to the lyrics. 
 
The district court made the following correct observation: 
 
Plaintiff Rosa Parks is a well-known public figure who has been recognized as an international symbol of 

freedom, humanity, dignity and strength for over 43 years. Plaintiff's notoriety arose from her heroic 

stance against racial inequality in the South when on December 1, 1955, in Montgomery, Alabama, she 

refused to give up her seat to a white passenger and move to the back of the bus. This one defiant act 

precipitated a 381-day bus boycott that ended segregation on public transportation and ultimately sparked 

the Civil Rights Movement of the 1960's.  Parks, 76 F.Supp.2d at 777. 
 
While Defendants' lyrics contain profanity and a great deal of “explicit” language (together with a 

parental warning), they contain absolutely nothing that could conceivably, by any stretch of the 

imagination, be considered, explicitly or implicitly, a reference to courage, to sacrifice, to the civil rights 

movement or to any other quality with which Rosa Parks is identified. If the requirement of “relevance” is 

to have any meaning at all, it would not be unreasonable to conclude that the title Rosa Parks is not 

relevant to the content of the song in question. The use of this woman's name unquestionably was a good 

marketing tool-Rosa Parks was likely to sell far more recordings than Back of the Bus-but its use could be 

found by a reasonable finder of fact to be a flagrant deception on the public regarding the actual content 

of this song and the creation of an impression that Rosa Parks, who had approved the use of her name in 

connection with the Tribute album, had also approved or sponsored the use of her name on Defendants' 

composition. 
b. Misleading Prong 

 
In Rogers, the court held that if the title of the work is artistically relevant to its content, there is no 

violation of the Lanham Act unless the “title explicitly misleads as to the source or the content of the 

work.” 875 F.2d at 999. The court noted with reference to the first prong of the Rogers analysis: 
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A misleading title with no artistic relevance cannot be sufficiently justified by a free expression interest. 

For example, if a film-maker placed the title “Ginger and Fred” on a film to which it had no artistic 

relevance at all, the arguably misleading suggestions as to source or content implicitly conveyed by the 

title could be found to violate the Lanham Act as to such a film.  Id. 
 
In discussing the second prong of its analysis, in the context of using a celebrity's name in the title of 

some artistic work, the court explained: 
 
[T]itles with at least minimal artistic relevance to the work may include explicit statements about the 

content of the work that are seriously misleading. For example, if the characters in the film in this case 

had published their memoirs under the title “The True Life Story of Ginger and Fred,” and if the film-
maker had then used that fictitious book title as the title of the film, the Lanham Act could be applicable 

to such an explicitly misleading description of content. But many titles with a celebrity's name make no 

explicit statement that the work is about that person in any direct sense; the relevance of the title may be 

oblique and may become clear only after viewing or reading the work. As to such titles, the consumer 

interest in avoiding deception is too slight to warrant application of the Lanham Act.... Where a title with 

at least some artistic relevance to the work is not explicitly misleading as to the content of the work, it is 

not false advertising under the Lanham Act.  Id. at 1000 (footnote omitted). 
 
We considered all the facts presented to us and concluded that, with reference to the first prong of the 

Rogers analysis, the issue of artistic relevance of the title Rosa Parks to the lyrics of the song is highly 

questionable and cannot be resolved as a matter of law. However, if, on remand, a trier of fact, after a full 

evidentiary hearing, concludes that the title is used in some symbolic or metaphorical sense, application 

of the Rogers analysis, under the particular facts of this case, would appear to be complete. In the present 

case, the title Rosa Parks “make[s] no explicit statement that the work is about that person in any direct 

sense.” In other words, Defendants did not name the song, for example, The True Life Story of Rosa Parks 

or Rosa Parks' Favorite Rap. 
 
In short, whether the title Rosa Parks has any artistic relevance to the content of the song is an issue that 

must be resolved by a finder of fact following an evidentiary hearing and not by a judge as a matter of law 

upon the limited record submitted in support of a motion for summary judgment. If, on remand, the finder 

of fact determines that OutKast placed the title Rosa Parks on a song to which it had no artistic relevance 

at all, then this would constitute a violation of the Lanham Act and judgment should be entered in favor of 

Plaintiff. However, if the finder of fact determines that the title is artistically relevant to the song's 

content, then the inquiry is at an end because the title “is not explicitly misleading as to the content of the 

work.” In that event, judgment should be entered in favor of Defendants. 
 

C. Right of Publicity 
 

1. Applicable Law 
 
 The right of publicity protects the identity of a celebrity from exploitive commercial use. See Carson v. 

Here's Johnny Portable Toilets, Inc., 698 F.2d 831, 835 (6th Cir.1983). “The theory of the right is that a 

celebrity's identity can be valuable in the promotion of products, and the celebrity has an interest that may 

be protected from the unauthorized commercial exploitation of that identity.” Id. As such, the common 

law right of publicity forms a species of property right. See Zacchini v. Scripps-Howard Broad. Co., 433 

U.S. 562, 573, 97 S.Ct. 2849, 53 L.Ed.2d 965 (1977); Herman Miller, Inc. v. Palazzetti Imports & 

Exports, Inc., 270 F.3d 298, 325 (6th Cir.2001); Cardtoons, 95 F.3d at 967. 
 
The right of publicity is governed by state law. See Landham, 227 F.3d at 622. Michigan has indicated 
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that it would recognize a right of publicity, see Pallas v. Crowley, Milner & Co., 322 Mich. 411, 33 

N.W.2d 911, 914 (1948), and the parties have not questioned that Plaintiff has a right of publicity. The 

dispute is over its application to the facts of this case. 
 
Parks' right of publicity argument tracks that of her Lanham Act claim. She alleges that Defendants have 

profited from her fame by using her name solely for a commercial purpose. She supplies much the same 

evidence in support of her right of publicity claim as she did for her Lanham Act claim: the lyrics of Rosa 

Parks, the “translation,” and the press clippings quoting OutKast members. Defendants do not deny that 

they have used the title Rosa Parks commercially, but argue that Parks has produced no evidence that 

their use was solely commercial. Instead, they argue that the choice was also artistic, and that they 

therefore have a complete defense in the First Amendment. 
 
The district court agreed with Defendants. The district court applied Rogers, which, in addition to the 

false advertising claim under § 43(a), also dealt with a right of publicity action arising under Oregon state 

law. Under Rogers, with respect to a right of publicity claim, a title that uses a celebrity's name will be 

protected by the First Amendment unless the title is “wholly unrelated” to the content of the work or was 

“simply a disguised commercial advertisement for the sale of goods or services.” Rogers, 875 F.2d at 

1004. The district court found that, as a matter of law, there was an artistic relationship between the title 

and the content of the song, and therefore it could not be considered “simply a disguised commercial 

advertisement.” Parks, 76 F.Supp.2d at 781. Defendants' use of the title to promote the album did not 

change this result. Id. 
2. Analysis 

 
 A right of publicity claim is similar to a false advertising claim in that it grants a celebrity the right to 

protect an economic interest in his or her name. See Carson, 698 F.2d at 835 (“The right of publicity has 

developed to protect the commercial interest of celebrities in their identities.”). However, a right of 

publicity claim does differ from a false advertising claim in one crucial respect; a right of publicity claim 

does not require any evidence that a consumer is likely to be confused. See Herman Miller, 270 F.3d at 

319-20 (citing Restatement (Third) of Unfair Competition § 46 cmt. c (1995)); Rogers, 875 F.2d at 1004; 

Cairns v. Franklin Mint Co., 24 F.Supp.2d 1013, 1030 (C.D.Cal.1998). All that a plaintiff must prove in a 

right of publicity action is that she has a pecuniary interest in her identity, and that her identity has been 

commercially exploited by a defendant. See Landham, 227 F.3d at 624; Carson, 698 F.2d at 835. 
 
The parties have stipulated that Parks is famous and that she has used her name to promote other goods 

and services. She has therefore established an economic interest in her name. See Landham, 227 F.3d at 

624. Furthermore, Defendants admit that they have used Parks' name as the name of their song, and have 

used that name to sell the song and their album. They argue, however, that, as with the Lanham Act claim, 

their First Amendment right of artistic expression should prevail over Parks' claim. 
 

a. Cognizability of a First Amendment Defense 
 
Because a plaintiff bears a reduced burden of persuasion to succeed in a right of publicity action, courts 

and commentators have recognized that publicity rights carry a greater danger of impinging on First 

Amendment rights than do rights associated with false advertising claims. See Rogers, 875 F.2d at 1004; 

see also Cardtoons, 95 F.3d at 967 (noting that publicity rights offer “substantially broader protection” 

than laws preventing false endorsement); cf. Roberta Rosenthal Kwall, The Right of Publicity v. The First 

Amendment: A Property and Liability Rule Analysis, 70 Ind. L.J. 47 (1994). 
 
We have recognized the importance of a First Amendment defense to right of publicity actions in a recent 

case. In Ruffin-Steinback v. dePasse, friends and family members of the Motown group, the 
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“Temptations,” sued the makers of a televised mini-series for the manner in which they and the former 

group members were portrayed in the film. 82 F.Supp.2d 723, 726-27 (E.D.Mich.2000), aff'd, 267 F.3d 

457 (6th Cir.2001). The plaintiffs alleged that their likenesses were appropriated to endorse a product, the 

film, without their permission. Id. at 728. The court found in that case that the plaintiffs could not 

overcome the defendant's First Amendment defense, even where the portrayal of the plaintiffs was partly 

fictionalized, and even where the likenesses of the plaintiffs were used to promote a videocassette version 

of the mini-series. Id. at 730-31; see also Seale, 949 F.Supp. at 337 (holding that the film Panther, which 

used the name and likeness of Black Panther founder Bobby Seale, was protected by the First 

Amendment). 
 
As with the Lanham Act, then, we must conduct another balancing of interests-Parks' property right in her 

own name versus the freedom of artistic expression. See ETW Corp. v. Jireh Publ'g, Inc., 99 F.Supp.2d 

829, 834-36 (N.D.Ohio 2000); Pooley v. Nat'l Hole-in-One Ass'n, 89 F.Supp.2d 1108, 1113-14 

(D.Ariz.2000); dePasse, 82 F.Supp.2d at 731. 
 

b. Application of a First Amendment Defense 
 
In Rogers, the Second Circuit held that movie titles are protected from right of publicity actions unless the 

title is “wholly unrelated” to the content of the work or was “simply a disguised commercial 

advertisement for the sale of goods or services.” 875 F.2d at 1004. This test is supported in the context of 

other expressive works by comment c of § 47 of the Restatement (Third) of Unfair Competition. It states 

that “[u]se of another's identity in a novel, play, or motion picture is ... not ordinarily an infringement [of 

the right of publicity, unless] the name or likeness is used solely to attract attention to a work that is not 

related to the identified person.” The Rogers formulation is also supported by the decision in dePasse. In 

dePasse, the court cited Seale, 949 F.Supp. at 337, for the proposition that the relationship between a 

plaintiff's identity and the content of the work is an element of a defense to a right of publicity action. See 

dePasse, 82 F.Supp.2d at 731. Seale, in turn, relied upon Rogers. See 949 F.Supp. at 337; see also Rogers, 

875 F.2d at 1004-05. We thus apply Rogers to the instant case. 
 
 For the same reasons we have stated earlier and need not repeat, we believe that Parks' right of publicity 

claim presents a genuine issue of material fact regarding the question of whether the title to the song is or 

is not “wholly unrelated” to the content of the song. A reasonable finder of fact, in our opinion, upon 

consideration of all the evidence, could find the title to be a “disguised commercial advertisement” or 

adopted “solely to attract attention” to the work. See Rogers, 875 F.2d at 1004-05. 
 

III. CONCLUSION 
 
We are not called upon in this case to judge the quality of Defendants' song, and whether we personally 

regard it as repulsive trash or a work of genius is immaterial to a determination of the legal issues 

presented to us. Justice Holmes, 100 years ago, correctly observed that, “It would be a dangerous 

undertaking for persons trained only to the law to constitute themselves final judges of the worth of 

pictorial illustrations, outside of the narrowest and most obvious limits.” George Bleistein v. Donaldson 

Lithographing Co., 188 U.S. 239, 251, 23 S.Ct. 298, 47 L.Ed. 460 (1903). The same is no less true today 

and applies with equal force to musical compositions. The point, however, is that while we, as judges, do 

not presume to determine the artistic quality of the song in question, we have the responsibility, as judges, 

to apply a legal standard of “artistic relevance” in resolving the rights of Rosa Parks concerning the use of 

her name and the First Amendment rights of the Defendants in the creation and marketing of a musical 

composition.  Application of that standard involves a recognition that Rosa Parks has no right to control 

her image by censoring disagreeable portrayals. It also involves a recognition that the First Amendment 

cannot permit anyone who cries “artist” to have carte blanche when it comes to naming and advertising 
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his works. 
 
In this case, for the reasons set forth above, the fact that Defendants cry “artist” and “symbol” as reasons 

for appropriating Rosa Parks' name for a song title does not absolve them from potential liability for, in 

the words of Shakespeare, filching Rosa Parks' good name. The question of that liability, however, should 

be determined by the trier of fact after a full evidentiary hearing and not as a matter of law on a motion 

for summary judgment. 
 
For the reasons stated, as to Rosa Parks' Lanham Act claim and her common law right of publicity claim, 

the judgment of the District Court is REVERSED and this case is REMANDED for future proceedings 

not inconsistent with this Opinion. With respect to Rosa Parks' claims of defamation and tortious 

interference with a business relationship, the judgment of the District Court is AFFIRMED.   
 

 
Notes and Questions 
 
1. The First Amendment Defense: As the Parks case points out, the first amendment largely protects 

artists and music. However, one must keep in mind that the first amendment protection does not mean 

that anyone claiming to be an artist will be protected when it comes to the naming and advertising of 

musical works. Consumers purchasing music has a right not to be misled as to the source of the music 

they are purchasing. 
 
2. What are the three approaches that courts have taken to balance first amendment interests with the 

protections of the Lanham Act? 
 
3. What are the two prongs required by the Rogers test? 
 
4. Which test does the Court determine is the best for balancing the defendant’s and the public’s interest 

in free expression under the first amendment against the plaintiff’s and the public’s interest in 

enforcement of the Lanham Act? 
 
5.  Is Rogers the correct test to apply to a right of publicity claim?  The Ninth and Third circuits thought 

not and applied the “transformative use test” to right of publicity claims brought by college football 

players.  See In Re:  NCAA Student Athlete Name and Likeness Licensing Litigation v. Electronic Arts, 

Inc. 724 F.3d 1268 (9th Cir. 2013) and Hart v. Electronic Arts, Inc. 717 F.3d 141 (3rd Cir. 2013). 

However, the Ninth Circuit did find the Rogers test applicable to a Lanham Act case brought by a 

professional football player, (claiming false endorsement) and affirmed dismissal of the case based on 

First Amendment considerations. Brown v. Electronic Arts, Inc. 724 F.3d 1235 (9th Cir. 2013). 
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2.05  Damages and Remedies 
 
The damages and remedies available for trademark infringement are similar to those available for 

copyright infringement but there are some significant differences. The statutory basis for such damages is 

found in 15 U.S.C.A. Sec. 1114-1117 and 1125(a).  Section 1117 addresses the calculation of damages 

and affords the trial court wide discretion in assessing such damages.  Like copyright, the plaintiff is 

entitled to recover both actual damages, and the defendant’s profits, and the plaintiff is required to prove 

only the defendant’s “sales”, the burden shifting thereafter to the defendant to prove any “cost or 

deduction claimed”.    Yet the statute also gives the court the authority to enter judgment for up to three 

times the amount of actual damages, “according to the circumstances of the case”.  Further, if the court 

finds the amount of recovery based upon “profits”  is either “inadequate or excessive” the court may, “in 

its discretion enter judgment for such sum as the court shall find to be just, according to the circumstances 

of the case.”  The court may award attorney’s fees to the prevailing party only in exceptional cases. 15 

U.S.C. 1117(a).  However, if the violation involves the use of a counterfeit mark or designation, “ the 

court shall, unless the court finds extenuating circumstances, enter judgment for three time such profits or 

damages, whichever amount is greater, together with a reasonable attorney’s fee if the violation involved 

intention or knowing use.  15 U.S.C. 1117(b).  In the case of the use of a counterfeit mark, the plaintiff 

may elect statutory damages at any time before entry of final judgment.  The amount is between $1,000. 

and $200,000 per mark per type of goods or services sold, “as the court considers just”.  If use of the 

counterfeit mark was “willful”, the amount goes up to not more than $2,000,000. 
 

 
 

A & M RECORDS, INC. v. ABDALLAH 
948 F.Supp. 1449  (C.D. Calif. 1996) 

 
WATERS, Senior District Judge 

* * * 
 

II. Findings of fact 
A. 

 
The following facts are undisputed by the parties and are thus accepted by this Court as true:   
 

Plaintiffs are twenty-six major record companies in the United States, doing business in Los 

Angeles, California. Together they own the copyrights and trademarks for the 156 sound recordings 

and 24 trade names that are listed in Appendices A and B attached hereto. 
 
Defendant Mohammed Abdallah is the president and sole owner of GAVC. GAVC is a California 

corporation doing business in California, with a branch office in New Jersey. GAVC sells empty cassette 

cartridges, spools of blank recording tape, audio duplicating equipment, and “time-loaded” audio tapes. A 

“time-loaded” audio tape is a tape that runs for a certain time period that is specified by the customer. For 

example, a customer would order 10,000 tapes with a playing time of 27 minutes and 45 seconds, and 

GAVC would then assemble 10,000 cassette tapes of that length out of blank recording tape and empty 

cassette cartridges using tape loading machines. 
 
Between 1990 and 1992, GAVC sold time-loaded audio tapes to defendants Rizik Muslet, Mohammed 

Issa Halisi, and Mohammed Alabed. These individuals used the time-loaded audio tapes to illegally 

counterfeit the plaintiffs’ copyrighted works, including the 156 titles listed in Appendix A. These 

individuals also packaged these counterfeit tapes in cassette cartridges using insert cards with the 
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plaintiffs’ trademarks. The counterfeiters were never licensed to use the plaintiffs’ copyrights or 

trademarks. 
B. 
 

The Court finds the following facts to be true by a preponderance of the evidence, primarily from the 

testimony of Rizik Muslet and Asmar Chabbo, whom this Court found to give credible testimony:   
 

Audiocassette counterfeiters such as Mr. Muslet, Mr. Halisi, and Mr. Alabed must have blank 

cassettes timed to specific lengths in order to produce marketable counterfeit tapes. Tapes of 

standard lengths (e.g. 30 or 60 minutes) are unacceptable because they either cut off the music of 

the sound recording or leave large amounts of silent time on each side of the tape. Therefore, 

counterfeiters are dependent on suppliers such as GAVC to acquire blank tapes that are timed to the 

specific length of the sound recording that they wish to counterfeit. 
 
In September of 1991, Mr. Muslet was searching for a new supplier of time-loaded tapes for his 

counterfeiting operation. He met with Mr. Abdallah and informed him about the nature of the counterfeit 

operation, and the two agreed on a price for blank time-loaded cassettes. Mr. Muslet also needed a new 

supplier for insert cards for the counterfeit tapes, and asked Mr. Abdallah to assist him in that regard. Mr. 

Abdallah said that he would have somebody contact Mr. Muslet, and a few days later a supplier called Mr. 

Muslet having been referred by Mr. Abdallah. 
 
Throughout their business relationship, Mr. Muslet sent Mr. Abdallah numerous “legitimate” tapes (i.e., 

non-counterfeit tapes of sound recordings) to time. Mr. Abdallah would time these cassettes and send 

them back to Mr. Muslet with the time of the cassette written on it. Mr. Muslet would then use these times 

when ordering blank tapes from Mr. Abdallah. 
 
From September of 1991 to October of 1992, Mr. Muslet purchased over 300,000 blank cassettes and a 

tape duplicating machine from GAVC. In October of 1992, Mr. Muslet’s counterfeiting operation was 

raided by the police and he was arrested. 
 
Mr. Abdallah’s knowledge of his customer’s counterfeiting activities was also demonstrated by his 

conversations with his employee, Asmar Chabbo. Mr. Chabbo worked for GAVC from July 1990 until 

July 1992. During that period, he became Mr. Abdallah’s office manager in GAVC’s branch office in New 

Jersey. Mr. Chabbo testified that Mr. Abdallah explained to him that some of GAVC’s customers used the 

blank time-loaded tapes to counterfeit legitimate sound recordings, and also explained the methods that 

his customers used to counterfeit tapes. 
 
Mr. Chabbo further testified to Mr. Abdallah’s relationship with Mohammed Halisi, GAVC’s largest 

customer. At one point Mr. Abdallah mentioned that he was worried about the credit he had extended to 

Mr. Halisi, because Mr. Halisi had been raided by the police for counterfeiting activities and all his 

merchandise had been seized. On another occasion, Mr. Halisi complained to Mr. Abdallah that the time-
loaded cassettes he had purchased from GAVC were too short for the “Michael Jackson cassette.” These 

and other episodes related by Mr. Chabbo made it clear that Mr. Abdallah was aware of Mr. Halisi’s 

illegal counterfeiting activities and yet still continued to supply him with time-loaded audio cassettes. 
 
Mr. Chabbo also testified that Mr. Abdallah frequently timed new legitimate cassettes for his customers. 

Sometimes, as Mr. Muslet had previously explained, the customer would send in the legitimate cassette 

and Mr. Abdallah would time it, write the time on the cassette, and send the cassette back to the customer. 

On other occasions, the customer would send Mr. Abdallah the legitimate cassette and an order for time-
loaded cassettes. Mr. Abdallah would then time the legitimate cassette and manufacture thousands of 
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blank time-loaded cassettes based on the time of the legitimate cassette. The blank time-loaded cassettes 

were sent back to the customer along with the original legitimate cassette. 
 
To support this contention, plaintiffs introduced numerous legitimate cassettes that had been seized from a 

raid on Mr. Muslet’s warehouse. These cassettes had their time written on them in Mr. Abdallah’s 

handwriting, as identified by both Mr. Chabbo and an independent handwriting expert. Thus, there was 

credible evidence from three different sources that Mr. Abdallah had timed legitimate cassettes for his 

customers. This fact strongly indicates that Mr. Abdallah knew what his counterfeiting customers were 

doing with the tapes that he sold them. 
 
In conclusion, this Court finds that at least three of Mr. Abdallah’s customers engaged in a substantial 

amount of counterfeiting and trademark infringement, including the 156 copyrighted sound recordings 

and 24 trade names listed in Appendices A an B, respectively. This Court further finds that the time-
loaded cassettes which Mr. Abdallah sold to these customers was a material contribution to their 

counterfeiting activities, since audiotape counterfeiters must have blank tapes timed to specific lengths. 

Finally, and most critically, this Court concludes that Mr. Abdallah had actual knowledge of the 

counterfeiting and trademark infringement being done by his customers, and that, notwithstanding that 

knowledge, he continued to supply these customers with the time-loaded audiocassettes necessary to 

continue their counterfeiting activities. 
 
There was no evidence that Mr. Abdallah or anyone at GAVC ever copied any sound recordings 

themselves. 
III. Conclusions of law 

 
A. Copyright infringement 

 
Since it is undisputed that Mr. Abdallah did not participate in any copyright or trademark violations 

directly, the plaintiff’s only basis for liability rests on a theory of contributory liability. This theory was 

outlined in Gershwin Publishing Corp. v. Columbia Artists Management, 443 F.2d 1159, 1162 (2nd 

Cir.1971), which stated that “one who, with knowledge of the infringing activity, induces, causes or 

materially contributes to the infringing conduct of another” is “equally liable with the direct infringer.”4 

This theory of liability was adopted in the Ninth Circuit by Universal City Studios v. Sony Corp. of 

America, 659 F.2d 963, 975 (9th Cir.1981), rev’d on other grounds, 464 U.S. 417, 104 S.Ct. 774, 78 

L.Ed.2d 574 (1984). Under Gershwin, a plaintiff must prove two elements in order to establish a case of 

contributory liability: 1) the underlying copyright violation; and 2) the defendant knowingly induced, 

caused or materially contributed to that violation. 
 
The Ninth Circuit’s most recent analysis of contributory copyright infringement is found in Fonovisa v. 

Cherry Auction, 76 F.3d 259 (9th Cir.1996). Fonovisa involved a swap meet where numerous vendors 

were selling counterfeit sound recordings. The owner of the infringed copyrights sued the company that 

organized the swap meet, claiming that the company was liable for contributory infringement. After the 

district court granted a motion by the defendants for failure to state a claim, Fonovisa appealed. The Ninth 

Circuit applied the Gershwin test, noting that both the underlying violation and the defendant’s 

knowledge of that violation were properly pled. The only question was whether or not the defendant had 

“induce[d], cause[d], or materially contribute[d] to” the copyright violation. Id. at 264 (citing Gershwin). 

The Ninth Circuit held that merely “providing the site and facilities for known infringing activity is 

sufficient to establish contributory liability,” Id., and thus allowed the plaintiff’s case to go to trial. 
 
In the present case, the plaintiffs have established every element set out by Gershwin. As in Fonovisa, the 

underlying counterfeit activity is undisputed. This Court has concluded that Mr. Abdallah had actual 
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knowledge of his customer’s counterfeit activity and continued to provide them with time-loaded 

cassettes. And finally, the Court has found that Mr. Abdallah’s provision of time-loaded cassettes was a 

material contribution to his customers’ counterfeiting activities. Mr. Abdallah’s contribution to the 

underlying counterfeiting activity seems at least as significant as the contribution made by the swap meet 

in Fonovisa. Therefore, the plaintiffs have successfully demonstrated that Mr. Abdallah is liable for 

contributory copyright infringement. 
 
The defendant argues that the Supreme Court’s decision in Sony Corp. of America v. Universal City 

Studios, 464 U.S. 417, 104 S.Ct. 774, 78 L.Ed.2d 574 (1984) has altered the Gershwin test. In Sony, the 

plaintiffs argued that the sale of video cassette recorders (“VCR’s”) constituted contributory copyright 

infringement because the sellers had at least constructive knowledge that the VCR’s were being used to 

illegally copy movies broadcast on television. The Supreme Court ruled against the plaintiffs, holding that 

“the sale of copying equipment, like the sale of other articles of commerce, does not constitute 

contributory infringement if the product is widely used for legitimate, unobjectionable purposes. Indeed, 

it need merely be capable of substantial noninfringing uses.” Id. at 442, 104 S.Ct. at 789. In the present 

case, Mr. Abdallah argues that, just as VCR’s have legitimate, noninfringing uses, the time-loaded 

cassettes that he sold also have legitimate, noninfringing uses. 
 
This Court rejects the defendant’s argument for three reasons. First, the Supreme Court developed the 

Sony doctrine by borrowing a concept from patent law, which provides that the sale of a “staple article or 

commodity of commerce suitable for substantial noninfringing use” cannot constitute contributory 

infringement. See 35 U.S.C. § 271(c) (1984); Sony at 439-40, 104 S.Ct. at 787-88). Arguably, the Sony 

doctrine only applies to “staple articles or commodities of commerce,” such as VCR’s, photocopiers, and 

blank, standard-length cassette tapes. Its protection would not extend to products specifically 

manufactured for counterfeiting activity, even if such products have substantial noninfringing uses. 

Second, even if the Sony doctrine does apply to items specifically designed for counterfeit use, Sony 

requires that the product being sold have a “substantial” noninfringing use, and although time-loaded 

cassettes can be used for legitimate purposes, these purposes are insubstantial given the number of Mr. 

Abdallah’s customers that were using them for counterfeiting purposes.  
 
Finally, even if Sony protected the defendant’s sale of a product specifically designed for counterfeiters to 

a known counterfeiter, the evidence in this case indicated that Mr. Abdallah’s actions went far beyond 

merely selling blank, time-loaded tapes. He acted as a contact between his customers and suppliers of 

other material necessary for counterfeiting, such as counterfeit insert cards; he sold duplicating machines 

to help his customers start up a counterfeiting operation or expand an existing one; he timed legitimate 

cassettes for his customers to assist them in ordering time-loaded cassettes; and he helped to finance some 

of his customers when they were starting out or needed assistance after a police raid. Therefore, even if 

Sony were to exonerate Mr. Abdallah for his selling of blank, time-loaded cassettes, this Court would 

conclude that Mr. Abdallah knowingly and materially contributed to the underlying counterfeiting 

activity. 
B. Trademark infringement 

 
Again, the plaintiff’s only possible theory of liability is one of contributory trademark infringement, since 

Mr. Abdallah himself never directly violated any of the plaintiffs’ trademarks. The test for contributory 

trademark infringement is similar to that for contributory copyright infringement: a defendant is guilty of 

contributory trademark infringement if he or she (1) intentionally induces another to infringe on a 

trademark or (2) continues to supply a product knowing that the recipient is using the product to engage in 

trademark infringement. Inwood Laboratories v. Ives Laboratories, 456 U.S. 844, 854-55, 102 S.Ct. 2182, 

2188-89, 72 L.Ed.2d 606 (1982); Fonovisa, 76 F.3d at 264. As noted above, the plaintiffs effectively 

demonstrated that Mr. Abdallah continued to supply a blank, time-loaded cassettes to his customers even 
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though he knew that they used the cassettes to engage in trademark infringement, and therefore Mr. 

Abdallah is liable for contributory trademark infringement. 
 

IV. Damages 
 

A. Copyright infringement 
 
Section 504 of the Copyright Act allows the plaintiffs to elect either statutory damages or actual damages 

for copyright infringement, and the plaintiffs in this case have elected statutory damages. 17 U.S.C. § 

504(c)(1). The plaintiffs have also attempted to prove that Mr. Abdallah committed the infringement 

willfully, thus increasing the potential statutory damage award. 17 U.S.C. § 504(c)(2). 
 
For the purposes of § 504(c)(2), a defendant acts willfully if he or she knew, had reason to know, or 

recklessly disregarded the fact that his or her conduct constituted copyright infringement. See, e.g., Peer 

Int’l Corp. v. Pausa Records, Inc., 909 F.2d 1332, 1335-36 (9th Cir.1990). Given the fact that Mr. 

Abdallah continued in his business for a number of years with the knowledge that his customers were 

using his product to counterfeit sound recordings, combined with the fact that he continued selling to 

these counterfeiters even after his own business was raided at least three times by police, this Court 

concludes that at the very least Mr. Abdallah had a reckless disregard for whether or not his conduct 

violated copyright laws. Therefore, this Court finds that Mr. Abdallah is liable for willful infringement. 
 
Section 504(c)(2) states that the Court may award statutory damages of up to $100,000 for each instance 

of willful infringement. The legislative history of the Copyright Act indicates that for the purposes of 

calculating damages, “[a] single infringer of a single work is liable for a single [award of statutory 

damages], no matter how many acts of infringement are involved in the action....” House Report No. 94-
1476, at 162, quoted in 1976 U.S.Code Cong. & Admin.News 565, 577. Therefore, in calculating 

statutory damages, this Court must first determine the number of different works that Mr. Abdallah 

infringed upon, and multiply that number by the amount to be awarded for each infringement. 
 
The plaintiffs have provided a list of 156 different sound recordings that Mr. Abdallah’s customers had 

counterfeited. Although there is no direct evidence that Mr. Abdallah knew he was contributing to the 

illegal copying of each of these 156 different sound recordings, the testimony at trial indicated that Mr. 

Abdallah was aware that he was contributing to the counterfeiting of many different sound recordings. 

Mr. Abdallah was aware that each legitimate sound recording that his customers were counterfeiting had 

its own unique length, and therefore every different length of time that was requested for his time-loaded 

cassettes represented a different copyrighted work that would be illegally counterfeited. Therefore, it 

would be impossible for Mr. Abdallah’s customers to copy 156 different sound recordings, each with its 

own unique length, without Mr. Abdallah-or somebody at GAVC-knowing that 156 different sound 

recordings were being copied. Given this inference, the Court finds that Mr. Abdallah knowingly 

contributed to the copyright infringement of at least 156 different works. 
 
This Court finds that a statutory award of $1,000 is appropriate for each infringement, totalling $156,000 

for all 156 copyright infringements established by the plaintiffs. Although this is a relatively small amount 

of statutory damages for each infringement, the total award is sufficiently substantial to fulfill the 

purposes of the statutory damages. Furthermore, as noted below, Mr. Abdallah is liable under the Lanham 

Act for triple the amount of his counterfeiting profits, so there is no danger of his profiting from his 

illegal activity. 
B. Trademark infringement 

 
As a preliminary matter, the Court notes that the Ninth Circuit has held that if a defendant infringes upon 
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a plaintiff’s copyright and its trademark, the plaintiff can recover both statutory damages under the 

Copyright Act and actual damages under the Lanham Act. Nintendo of America v. Dragon Pacific Int’l, 40 

F.3d 1007, 1011 (9th Cir.1994). As the Ninth Circuit pointed out, the purpose of the statutory damages, 

particularly when the infringement was willful, is to penalize the infringer and deter similar conduct in the 

future. Actual damages under the Lanham Act are designed to compensate the trademark owner for its lost 

profit and prevent the defendant from unjust enrichment. Therefore, this Court will award actual damages 

under the Lanham Act for Mr. Abdallah’s trademark violations. 
 
The Lanham Act states that the plaintiff shall recover defendant’s profits and any damages sustained by 

the plaintiff. The plaintiffs in this case produced no evidence of actual damages that they sustained, and 

therefore their damages for trademark infringement derive solely from Mr. Abdallah’s profits from his 

illegal activity. 
In determining the defendant’s profits, the plaintiff bears the burden of proving the defendant’s sales; the 

defendant must then prove any costs or deductions from the gross sales figure. The Act also states that the 

trial court “may enter judgment, according to the circumstances of the case, for any sum above the 

amount found as actual damages, not exceeding three times such amount.” Thus, the Court has the 

discretion to award up to treble damages for a Lanham Act violation. 15 U.S.C. § 1117(a). If the violation 

is found to be willful, the trial court should award treble damages unless it finds “extenuating 

circumstances.” 
 
The plaintiffs did not receive full cooperation from the defendants regarding GAVC’s financial records, so 

they were forced to offer GAVC’s bank statements as proof of GACV’s gross sales for the period in 

question. According to these bank statements, GAVC received approximately $7.7 million for the period 

from 1991 to 1992.7 This large figure is supported by other testimony of Mr. Chabbo, who stated that 

during certain periods of time, GAVC’s California office would sell 150,000 cassettes a week to a single 

customer, as well as tape duplicating machines. When Mr. Chabbo was transferred to GAVC’s New Jersey 

office, he testified to selling between 120,000 and 140,000 tapes a week. Testimony from one of Mr. 

Abdallah’s customers indicated that each tape cost the buyer between 26 and 34 cents, depending on its 

length. These figures indicate that GAVC was grossing roughly $60,000 to $90,000 a week, which could 

easily account for over seven million dollars over two years. 
 
Mr. Abdallah offered no proof as to how much of these receipts were used for operating costs and 

expenses. Clearly GAVC had expenses, such as the raw materials required to construct the tapes, and the 

salaries of its various employees. However, the Court was not provided with any information as to the 

amount of these expenses, and GAVC was unwilling to disclose such information to the plaintiffs during 

discovery. In the absence of any details regarding GAVC’s expenses, this Court is forced to estimate that 

50% of GAVC’s gross sales went to pay various expenses. Thus 50% of the $7.7 million, or $3.35 million, 

represents GAVC’s total profit for the years in question. 
 
The plaintiffs propose that 70% of this profit came from sales to illegitimate customers, based on Mr. 

Chabbo’s estimate that 70% of GAVC’s customers were engaged in counterfeiting activity. Since there 

was no other evidence on this point, this Court finds that 70% of these gross receipts were directly 

attributable to Mr. Abdallah’s contributory trademark violations. GAVC’s profit from its contributory 

counterfeiting activities for these two years was therefore approximately $2.34 million. 
 
As noted above, the Lanham Act states that the trial court should award treble damages if the 

infringement was intentional unless “extenuating circumstances” exist. The Court finds no extenuating 

circumstances, and therefore triples the damages for trademark infringement, for a total of $7,000,000. 
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C. Attorney’s fees and costs 
 
Under section 505 of the Copyright Act, this Court may award costs to either party in a copyright 

infringement action. Traditionally, a trial court will award costs to a party if the court determines that the 

opposing party acted in bad faith during the litigation. See, e.g., Sanford v. Columbia Broadcasting Sys., 

108 F.R.D. 42, 43 (N.D.Ill.1985). It is clear that Mr. Abdallah created undue difficulties for the plaintiffs 

by failing to respond to interrogatories in a timely fashion and refusing to turn over his own financial 

records. 
 
However, there were more serious allegations of misconduct on the part of Mr. Abdallah. Mr. Chabbo, the 

plaintiffs’ key witness, testified that Abdallah attempted to intimidate him into changing his story through 

threats of violence against him and his family. Mr. Chabbo claims that these threats did in fact lead him to 

change his story, causing him to relate a different set of facts in a second deposition. The intimidation was 

ultimately unsuccessful, since Mr. Chabbo subsequently changed his story back in time for a third 

deposition and the trial. Certainly if these allegations are true, Mr. Abdallah is guilty of bad faith during 

the litigation, and since this Court accepted the plaintiffs’ version of Mr. Chabbo’s story, it must conclude 

by a preponderance of the evidence that Mr. Abdallah engaged in some form of witness tampering. This 

serious misconduct alone warrants the impositions of costs against Mr. Abdallah. 
 
This Court has the discretion to award reasonable attorneys’ fees to the prevailing party in a copyright 

infringement case. See 17 U.S.C. § 505. According to Fogerty v. Fantasy, 510 U.S. 517, 114 S.Ct. 1023, 

127 L.Ed.2d 455 (1994), attorneys’ fees should be awarded in such a case “only as a matter of the court’s 

discretion.” Id. at 534, 114 S.Ct. at 1033. The Supreme Court noted that the trial court should consider, 

inter alia, the losing party’s “frivolousness, motivation, objective unreasonableness (both in the factual 

and in the legal components of the case) and the need in particular circumstances to advance 

considerations of compensation and deterrence.” Id. at 534 n. 19, 114 S.Ct. at 1033, n. 19. This Court has 

concluded that Mr. Abdallah intentionally contributed to the copyright infringement, and thus the Court 

imposes attorney’s fees in order to deter others from such flagrant violations of the Copyright Act. 
Furthermore, the Lanham Act also provides attorney’s fees to a prevailing plaintiff if the infringement was 

intentional. 15 U.S.C. § 1117(b). Thus, the Lanham Act violations provide an independent reason for 

awarding the attorney’s fees to the plaintiffs. 
 

D. Injunction 
 
Under both the Copyright Act and the Lanham Act, prevailing plaintiffs are entitled to an injunction 

prohibiting the defendant from any further infringement of the plaintiffs’ trademarks or copyrighted 

material. See 17 U.S.C. § 502(a); 15 U.S.C. § 1116. This Court finds that such an injunction is appropriate 

in this case.9 
V. Conclusion 

 
For the foregoing reasons, this Court finds that defendant Mohammad Abdallah is liable for willful 

contributory copyright infringement in violation of the Copyright Act, and for contributory trademark 

infringement in violation of the Lanham Act. Accordingly, this Court awards statutory damages of 

$156,000 for 156 separate violations of the Copyright Act, and actual damages of $7,000,000 for violating 

the Lanham Act. The defendant is also enjoined from infringing or knowingly contributing to another’s 

infringement of any of the plaintiffs’ copyrights or trademarks. 
 
Furthermore, Mr. Abdallah is responsible for the costs and reasonable attorneys’ fees incurred by the 

plaintiffs during the course of this litigation. Plaintiffs are directed to submit to the Court an accounting of 

their attorneys’ fees to determine the exact amount of the attorneys’ fees award. 
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Notes and Questions 
 
1. State the Gershwin test for contributory copyright infringement. How does the holding in Sony differ 

from that in Gershwin 
 
2. State the test for contributory trademark infringement. How similar is it to the test for copyright 

infringement?] 
 
3. §1117(a) of the Lanham Act provides “[w]hen a violation of any right of the registrant of a mark…shall 

have been established in any civil action arising under this chapter, the plaintiff shall be entitled to 

recover (1) defendant’s profits, (2) any damages sustained by the plaintiff, and (3) the costs of the 

action. The trial court “may enter judgment according to the circumstances of the case, for any sum 

above the amount found as actual damages, not exceeding three times such amount.” In other words, 

the court has discretion to award up to treble damages for a Lanham Act violation. 
 

Furthermore, §1117(b) states that if the violation is found to be willful, the court shall (absent 

extenuating circumstances) enter a judgment for three times profits or damages, whichever is greater, 

plus attorney’s fees. 
 

The trademark violations referenced in §1117(a) include: (1) violations of the registrant’s rights under 

§1114; (2) violation of §1125(a)—a statutory tort similar to unfair competition—, or §1125(d)—

cyberpiracy; or (3) willful violation of §1125(c)—dilution. If a plaintiff has any one of these three 

violations, they are entitled to remedies under §1117(a). 
 
4. If a defendant infringes upon a plaintiff’s copyright and it’s trademark, what is the plaintiff entitled to 

recover? 
 
5. When determining the defendant’s profits, what are the respective burdens on the plaintiff and the 

defendant 
   
 
 

 
NINTENDO OF AMERICA, INC. v. DRAGON PACIFIC INTERNATIONAL 

40 F.3d 1007 (9th Cir. 1994) 
 
O’SCANNLAIN, Circuit Judge 
 
We decide whether an award of both statutory copyright infringement damages and trademark 

infringement damages for the sale of video game cartridges constitutes an inappropriate “double 

recovery.” 
I 

 
George Sheng, the sole proprietor of Dragon Pacific International, imports electronic products from 

China. Nintendo of America, Inc.'s (“Nintendo”) principal business is the marketing of hardware and 

software cartridges for its home video game system. In 1990, Sheng began importing and selling video 

cartridges that were compatible with Nintendo's system. 
 
The cartridges sold by Nintendo usually contain one game. The cartridges sold by Sheng contained 

numerous games per cartridge, and came in three varieties: thirty-one games in one cartridge (which 
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contained ten Nintendo copyrighted games), forty-two games in one cartridge (which contained eleven 

Nintendo copyrighted games), and fifty-two games in one cartridge (which contained twelve Nintendo 

copyrighted games). Sheng infringed a total of thirteen separate Nintendo copyrights. The district court 

found that Sheng acted “intentionally, willfully, and with actual knowledge that the multiple-game 

cartridges infringed Nintendo's copyrights.” Sheng also represented that the cartridges were Nintendo 

products and marketed them as such, in violation of Nintendo's trademark rights. 
 
On October 22, 1990, Nintendo filed suit to enjoin Sheng from importing the cartridges and to recover 

damages for copyright and trademark infringement. On November 15, 1990, the district court entered a 

preliminary injunction enjoining Sheng from selling, marketing or distributing cartridges using Nintendo's 

trademark or copyrights. On November 8, 1991, summary judgment on the issue of liability was granted 

for Nintendo. Sheng does not challenge these rulings. 
 
In the interim, Sheng was also indicted for criminal infringement of copyright and trafficking in 

counterfeit goods. On November 15, 1991, Sheng filed a motion to continue his civil trial in order to 

allow the criminal trial to proceed first; the court granted it, but enjoined Sheng from seeking any 

continuances of the criminal trial. On December 20, 1991, Sheng moved for a second continuance; the 

court again granted it, even though Sheng had requested that the criminal trial be continued in violation of 

the court's order. On May 21, 1992, five days before the civil trial was scheduled to begin, Sheng sought a 

third continuance. In response, Nintendo requested that the court enjoin Sheng from transferring or 

encumbering any real property as a condition of the continuance. The court gave Sheng the choice of 

going to trial as scheduled or granting the continuance with the condition that a lis pendens be filed. 

Sheng agreed to this condition, and Nintendo filed a lis pendens on May 26, 1992, in accord with the 

court's order. On June 4, 1992, the court also enjoined Sheng from transferring or encumbering any real 

property, with the exception of a possible loan to obtain funds to pay his attorneys. 
 
A bench trial on the issue of damages finally took place on December 29 and 30, 1992. At its conclusion, 

the court awarded Nintendo statutory damages under the Copyright Act of $65,000, representing $5,000 

for each of the thirteen copyright infringements. The court also awarded $62,000 in actual damages under 

the Lanham Act. This sum represented the profits made by Sheng on the sale of the cartridges-3100 

cartridges at a profit of $20 per cartridge, for a total of $62,000. Because Sheng's violations were found 

willful, this amount was trebled to $186,000. 
 

II 
 

Sheng claims that the award of both statutory copyright infringement damages and trademark 

infringement damages constitutes a “double recovery.” We examine each award separately. 
 
The damage award for copyright infringement, standing alone, was appropriate. The damages provision 

of the Copyright Act states: 
 

[A]n infringer of copyright is liable for either-(1) the copyright owner's actual damages and any 

additional profits of the infringer ...; or (2) statutory damages.... 
 

17 U.S.C. § 504(a). Under section 504(c)(1), the copyright owner may elect which measure of damages to 

recover. If statutory damages are elected, the court can award a minimum of $500 and a maximum of 

$20,000 per infringement. If the court finds the violation was willful, the maximum is raised to $100,000 

per infringement. 17 U.S.C. § 504(c)(2). The district court has wide discretion in setting the amount of 

statutory damages under the Copyright Act. See BMG Music v. Perez, 952 F.2d 318, 320 (9th Cir.1991), 

cert. denied, 505 U.S. 1206, 112 S.Ct. 2997, 120 L.Ed.2d 873 (1992). 
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Nintendo opted for statutory damages. The district court specifically found that Sheng willfully infringed 

Nintendo's copyrights. The court awarded $5000 for each of the thirteen copyrighted works infringed by 

Sheng, for a total of $65,000. Given the wide range of damages permissible under the statute, and the 

willfulness of Sheng's infringements, it cannot be said that the court's award was an abuse of discretion. 
 
The damage award for trademark infringement, standing alone, was also appropriate. The damages 

provision of the Lanham Act states: 
 
When a violation of any right of the registrant of a mark ... shall have been established in any civil action 

arising under this chapter, the plaintiff shall be entitled ... to recover (1) defendant's profits, (2) any 

damages sustained by the plaintiff, and (3) the costs of the action.  15 U.S.C. § 1117(a). If the violation 

consists of “intentionally using a mark or designation, knowing such mark or designation is a counterfeit 

mark,” section 1117(b) instructs that the court “shall” treble the damages. The district court's award of 

damages under the Lanham Act is reviewed for abuse of discretion. See Intel Corp. v. Terabyte Int'l, Inc., 

6 F.3d 614, 621 (9th Cir.1993). 
 
The district court accepted Sheng's calculation of profits of $20 per cartridge, and multiplied this by 3100 

cartridges, for a total of $62,000. Because the court specifically found that Sheng willfully infringed 

Nintendo's trademarks, trebling the damages was appropriate. Again, given the willfulness of Sheng's 

violations, and the conservative estimate of actual damages, the court's award was not an abuse of 

discretion. 
 
Sheng correctly points out that, once a copyright owner elects to recover statutory damages, he may not 

recover actual damages as well under the Copyright Act. 17 U.S.C. § 504. See Eales v. Environmental 

Lifestyles, Inc., 958 F.2d 876, 881 n. 4 (9th Cir.), cert. denied, 506 U.S. 1001, 113 S.Ct. 605, 121 L.Ed.2d 

541 (1992); see also Twin Peaks Prods., Inc. v. Publications Int'l, Ltd., 996 F.2d 1366, 1380 (2d 

Cir.1993). Similarly, the recovery of both plaintiff's lost profits and disgorgement of defendant's profits is 

generally considered a double recovery under the Lanham Act. 15 U.S.C. § 1117. See 1a Jerome Gilson, 

Trademark Protection and Practice § 8.08[2], at 8-181 to 8-182 (1992). Sheng claims that when Nintendo 

was awarded damages under each act individually, it received a double recovery. However, one plus one 

does not necessarily equal two in this case. 
 
First, Nintendo's claims were not, as Sheng suggests, based on the same wrongful act. If Sheng had sold 

the cartridges without representing that they were Nintendo products, he would have committed the 

wrong of copyright infringement. Or, if Sheng had represented that the cartridges were Nintendo 

products, even though they contained no Nintendo games, he would have committed the wrong of 

trademark infringement. Put together, selling the cartridges may have been one act, but it was two 

wrongs. Cf. Dive N' Surf, Inc. v. Anselowitz, 834 F.Supp. 379, 383-84 (M.D.Fla.1993) (awarding statutory 

copyright damages and trademark damages of lost profits for defendant's T-shirts, which simultaneously 

infringed plaintiff's copyright and its trademark). Congress created two separate statutory schemes to 

govern copyrights and trademarks; in order to effectuate the purposes of both statutes, damages may be 

awarded under both. 
 
Second, Nintendo did not recover the same type of damages under both acts. A copyright owner may elect 

either actual damages or statutory damages under the Copyright Act. Actual damages consist of elements 

such as the profits lost by the copyright holder, the profits made by the infringer or the diminution in 

value of the copyright. Such damages are designed to compensate the plaintiff and to prevent the 

defendant's unjust enrichment. See Frank Music Corp. v. Metro-Goldwyn-Mayer, Inc., 772 F.2d 505, 512 

(9th Cir.1985); see also Chi-Boy Music v. Charlie Club, Inc., 930 F.2d 1224, 1228-29 (7th Cir.1991). The 

same is true of actual damages under the Lanham Act, which states: “[The award] ... shall constitute 
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compensation and not a penalty.” 15 U.S.C. § 1117. See also Lindy Pen Co., Inc. v. Bic Pen Corp., 982 

F.2d 1400, 1407-09 (9th Cir.), cert. denied, 510 U.S. 815, 114 S.Ct. 64, 126 L.Ed.2d 34 (1993); Playboy 

Enters. v. Baccarat Clothing Co., 692 F.2d 1272, 1274 (9th Cir.1982) (“[T]he trial court's primary 

function should center on making any violations of the Lanham Act unprofitable to the infringing party.”). 
 
Statutory damages, on the other hand, may have different purposes. For instance, statutory damages may 

be appropriate when lost profits would be an inadequate measure. See Frank Music Corp. v. Metro-
Goldwyn-Mayer, Inc., 886 F.2d 1545 (9th Cir.1989), cert. denied, 494 U.S. 1017, 110 S.Ct. 1321, 108 

L.Ed.2d 496 (1990). In addition, “when infringement is willful, the statutory damages award may be 

designed to penalize the infringer and to deter future violations.” Chi-Boy Music, 930 F.2d at 1228-29; see 

also Cable/Home Communication Corp. v. Network Prods., Inc., 902 F.2d 829, 851 (11th Cir.1990). The 

punitive and deterrent purposes explain the heightened maximum award of $100,000 per infringement 

under section 504(c)(2). Thus, statutory damages may serve completely different purposes than actual 

damages. 
 
The line between statutory and actual damages is not always perfectly clear. See, e.g., Roulo v. Russ 

Berrie & Co., 886 F.2d 931, 941 (7th Cir.1989), cert. denied, 493 U.S. 1075, 110 S.Ct. 1124, 107 L.Ed.2d 

1030 (1990) (“Profits are awarded [under the Lanham Act] under different rationales including unjust 

enrichment, deterrence, and compensation.”). However, it is clear enough that, when a defendant violates 

both the Copyright Act and the Lanham Act, an award of both types of damages is appropriate. See 

Nintendo of America, Inc. v. Ketchum, 830 F.Supp. 1443, 1446 (M.D.Fla.1993) (awarding Nintendo both 

statutory damages under the Copyright Act and lost profits damages under the Lanham Act against a 

video game counterfeiter); Nintendo of America, Inc. v. NTDEC, 822 F.Supp. 1462 (D.Ariz.1993) (same). 
61 
 
Because Sheng committed two separate violations, we affirm the damages award. 

 
III 

 
Sheng contends that the district court erred in refusing to apportion damages based on the infringing and 

noninfringing elements of his cartridges. 
 
If a plaintiff elects to recover actual damages under the Copyright Act, the court must determine what 

portion of defendant's profits are “attributable to factors other than the copyrighted work.” 17 U.S.C. § 

504(b); see Frank Music Corp., 772 F.2d at 518 (“When an infringer's profits are attributable to factors in 

addition to use of [its] work, an apportionment of profits is proper.”). However, apportionment is simply 

not an option when statutory damages are elected. Section 504(c), the provision governing statutory 

damages, makes no mention of apportionment. See Rogers v. Koons, 960 F.2d 301, 312 (2d Cir.), cert. 

denied, 506 U.S. 934, 113 S.Ct. 365, 121 L.Ed.2d 278 (1992) (“Alternatively, in place of actual damages 

and apportioned profits, a copyright owner may elect to recover an award of statutory damages.”). 

Moreover, by assessing statutory damages for only the thirteen Nintendo copyrights that were infringed, 

the district court did not award Nintendo damages for any of the non-Nintendo games on Sheng's 

cartridges. 
 

                                                           
61 In Manufacturers Technologies, Inc. v. Cams, Inc., 728 F.Supp. 75 (D.Conn.1989), which Sheng relies upon, the plaintiff 

sought both actual damages under the Copyright Act and lost profits under the Lanham Act. The court refused to award the latter 

on the grounds that it would be allowing a “double recovery.” Id. at 85. This case is distinguishable on the grounds that the 

plaintiff sought the same type of damages under both acts. By contrast, here Nintendo recovered statutory damages under the 

Copyright Act. 
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Under the Lanham Act, if the district court finds the amount of the award based on profits to be too high, 

it may “in its discretion” enter judgment for a lower sum. 15 U.S.C. § 1117(a). “[T]he burden is upon 

[defendant] to prove that sales were ‘demonstrably not attributable’ to the infringing mark.” Wolfe v. 

National Lead Co., 272 F.2d 867, 872 (9th Cir.1959), cert. denied, 362 U.S. 950, 80 S.Ct. 860, 4 L.Ed.2d 

868 (1960) (quoting Mishawaka Rubber & Woolen Mfg. Co. v. S.S. Kresge Co., 316 U.S. 203, 206, 62 

S.Ct. 1022, 1024, 86 L.Ed. 1381 (1942)). The district court's decision whether to apportion damages 

should be reviewed for abuse of discretion. See Burger King Corp. v. Mason, 855 F.2d 779, 781 (11th 

Cir.1988). 
 
The district court's decision not to apportion damages in this case was not an abuse of discretion.. 
 
First, although Sheng suggested a method of apportionment, it was inappropriate for apportioning 

trademark damages Because the Nintendo copyrighted games made up an average of one-third of every 

cartridge, Sheng argues, any award should be cut to one-third This method might be adequate to apportion 

actual damages under the Copyright Act. 
 
However, the trademark damages reflect the fact that Sheng advertised the cartridges as Nintendo 

products. The district court, in its findings of fact, found that Sheng “advertised and sold the multiple-
game cartridges as ‘Nintendo’ games.” If Sheng had advertised each cartridge as being only one-third a 

Nintendo product (and the remainder his own product), he might be entitled to some form of 

apportionment; but that is not the case here-the entire cartridge was advertised as a Nintendo product. 
 
Second, where infringing and noninfringing elements of a work cannot be readily separated, all of a 

defendant's profits should be awarded to a plaintiff. See Hamilton-Brown Shoe Co. v. Wolf Bros. & Co., 

240 U.S. 251, 261-62, 36 S.Ct. 269, 272-73, 60 L.Ed. 629 (1916). Sheng contends that the multiple-game 

format and Nintendo-compatibility were the cartridges' selling point, not the use of the Nintendo 

trademark. However, it is difficult to see a workable distinction between Sheng's representations that his 

cartridges were Nintendo products and his representations that they were Nintendo-compatible Nintendo 

products. Even if Sheng's assertion was plausible, Sheng did not meet his burden of presenting any 

evidence at trial on how to apportion damages on this basis. 
 

IV 
 
Sheng contends that under California law a “notice of pendency” may only be filed in a case involving a 

“real property claim.” Cal.Civ.Proc.Code § 405.20. Because Nintendo's claims involved intellectual 

property and not real property, he argues, the lis pendens was improper. 
 
The lis pendens filed against Sheng's property in this case was a consensual lien. During a telephone 

hearing on Sheng's third request for a trial continuance, the district court gave Sheng a choice-he could 

either go to trial as scheduled or receive a continuance if he stipulated to Nintendo entering a lis pendens 

against his property. In return for the continuance, Sheng orally consented to the lis pendens. 
 

V 
 
Sheng failed to appeal the award of attorney fees to Nintendo at trial and thus such award stands. 

Nintendo's request to award attorney fees on appeal is denied. See Hustler Magazine, Inc. v. Moral 

Majority, Inc., 796 F.2d 1148, 1156-57 (9th Cir.1986). 
 
AFFIRMED. 
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Notes and Questions 
 
1. When there are infringing and non-infringing elements in the defendant’s work that cannot be 

separated, how much of the profits should be awarded to the plaintiff? 
 
2. It is important to understand the distinction between sections (a) and (b) of 15 U.S.C. 1117. Only the 

damages calculation is subject to the discretionary multiplier up to three times, not profits. However, 

under (b) dealing with counterfeit marks, the greater measure of the two, damages or profits is subject 

to mandatory trebling. In Thompson v. Haynes, 305 F.3d 1369,1380 (Fed. Cir. 2002), the court de-

scribed this distinction under 1117(a): "By the terms of the statute, "damages" are to be treated separate-

ly from "profits". As for damages, the court may award put to three times the actual damages, depend-

ing on the circumstances of the case. As for profits, however, the court is not authorized to award up 

to three times the amount proved. For profits, the court is constrained to award the amount proved, 

subject only to an adjustment, up or down, where the recovery would be otherwise unjust. The court 

may not, as it did here, simply lumpt profits together with damages and apply the same measure of 

enhancement to both." 
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CONTRACTUAL RELATIONSHIPS 
 
 
 

3.01   Implied Duties 
 

 
 

MELLENCAMP v. RIVA MUSIC LTD. 
698 F. Supp. 1154 (S.D. N.Y. 1988) 

 
 
CONBOY, District Judge: 
 
Plaintiff John J. Mellencamp, professionally known as John Cougar Mellencamp, is a songwriter, 

performer, and recording artist who has enjoyed enormous success in recent years. Defendants 

(collectively “the Riva companies”) are affiliated corporations owned and/or controlled by William A. 

Gaff. On May 12, 1977, Mellencamp entered into a written publishing agreement with defendant G.H. 

Music, Ltd. Pursuant to the 1977 agreement, Mellencamp assigned to G.H. Music the worldwide 

copyrights in and to the compositions to be authored by him during the term of the agreement. The 1977 

agreement was modified by a written agreement, dated February 28, 1979, and by letter agreement, dated 

February 21, 1980. On June 15, 1981, John Cougar, Inc. entered into a written publishing agreement with 

defendant Riva Music, Ltd. whereby John Cougar, Inc. assigned Mellencamp's songwriting and 

composing services and copyrights to Riva. On June 1, 1983, Mellencamp entered into a third publishing 

agreement with defendant Riva Music, Inc. Finally, by written agreement dated July 26, 1985, among 

Riva Music, Inc., Riva Music, Ltd., G.H. Music, Ltd, Mellencamp, and John Cougar Inc., each of the 

prior publishing agreements was amended in certain respects. In exchange for the assignment of the 

copyrights, Mellencamp received a percentage of the royalties earned from the exploitation of his music. 
 
By virtue of the publishing agreements, according to the complaint, the Riva companies became 

fiduciaries for Mellencamp's interests. In his first and second claims, Mellencamp alleges that defendants 

breached their fiduciary duties by failing to actively promote his songs and to use their best efforts to 

obtain all the monies rightfully due him from third parties. In his third claim, Mellencamp contends that 

the Riva companies breached the various publishing agreements controlling their relationship by 

consistently underreporting royalties due him and by failing to timely render royalty statements and 

payments. In his fourth and final claim, Mellencamp contends that he entered into a binding agreement 

with the Riva companies pursuant to which the defendants agreed to release him from all obligations 

under the publishing contracts and to return all the rights to and in his musical compositions in exchange 

for $3 million dollars. This agreement was reached, according to plaintiff, at a luncheon meeting in a New 

York City restaurant among Sigmund Balaban, Mellencamp's accountant and advisor, William Gaff, and 

Milton Marks, Gaff's attorney. Both sides agree that the sale of the Riva companies' rights in 

Mellencamp's compositions was discussed, at least in general terms, at this meeting. The parties are in 

sharp dispute, however, over the legal consequences of their discussions. 
 
Defendants now move pursuant to Rule 12(b)(6) to dismiss the complaint on the ground that it fails to 
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state any valid claim for relief. Specifically, defendants contend 1) that the first two claims fail as a matter 

of law because no fiduciary duties are owed by a publisher to an author under a publishing agreement 2) 

that the third claim fails to specify which of the publishing agreements were breached, who the parties to 

the agreements were, and which provisions of the agreements were breached, and also fails to include a 

necessary party, and 3) that the fourth claim must be dismissed because the enforcement of an oral 

agreement to transfer copyrights is barred by § 204(a) of the Copyright Act and/or the New York Uniform 

Commercial Code statute of frauds § 1-206(1). In the alternative, defendants argue that they are entitled to 

summary judgment dismissing the fourth claim on the ground that the parties did not intend the alleged 

oral agreement to be binding. 
ANALYSIS 

 
I. Fiduciary Duties 

 
Under New York law, the existence of fiduciary obligations in a particular relationship cannot be 

determined by recourse to fixed formulas or precedents: 
 
Broadly stated, a fiduciary relationship is one founded upon trust or confidence reposed by one person in 

the integrity and fidelity of another. It is said that the relationship exists in all cases in which influence has 

been reposed and betrayed. The rule embraces both technical fiduciary relations and those informal 

relations which exist whenever one man trusts in, and relies upon, another (see Mobil Oil corp. v. 

Rubenfeld, 72 Misc.2d 392, 399-400, 339 N.Y.S.2d 623, affd. 77 Misc.2d 962, 357 N.Y.S.2d 589, revs. on 

other grounds 48 A.D.2d 428, 370 N.Y.S.2d 943). Such a relationship might be found to exist, in 

appropriate circumstances between close friends (see Cody v. Gallow, 28 Misc.2d 373, 214 N.Y.S.2d 127) 

or even where confidence is based upon prior business dealings (see Levine v. Chussid, 31 Misc.2d 412, 

221 N.Y.S.2d 311). 
 
Penato v. George, 52 A.D.2d 939, 942, 383 N.Y.S.2d 900, 904-05 (2d Dep't 1976). Notwithstanding this 

broad rule, defendants, relying on Van Valkenburgh, Nooger & Neville, Inc. v. Hayden Publishing Co., 30 

N.Y.2d 34, 330 N.Y.S.2d 329, 281 N.E.2d 142 (1972), cert. denied, 409 U.S. 875, 93 S.Ct. 125, 34 

L.Ed.2d 128 (1972), argue that the relationship between an author and a publisher can never be a 

fiduciary relationship. Van Valkenburgh does not support this proposition. 
 
There, a publisher and an author entered into a written agreement which provided, inter alia, that the 

publisher was obligated to use its best efforts to promote the author's books. Id., 30 N.Y.2d at 43, 330 

N.Y.S.2d at 331, 281 N.E.2d at 144. The agreement also provided that the author would receive a 15% 

royalty on all books sold. Id. The trial court found that the publisher did not use its best efforts to promote 

the books, the publisher occupied a fiduciary relationship to the author, and the publisher failed to act in 

good faith in that relationship. Id. at 44, 330 N.Y.S.2d at 332, 281 N.E.2d at 144. On appeal, the Appellate 

Division determined that no fiduciary relationship existed between the parties. Id. Instead, the court 

concluded, the relationship between the parties was one of ordinary contract. Id. The court also concluded 

that the publisher did not breach its duty of good faith but found that the publisher did breach its 

contractual obligation to use its best efforts to promote the author's books. Id. The New York Court of 

Appeals affirmed, concluding that “it could be found, as a matter of law, on the record, that there was no 

fiduciary relationship.” Id. at 46, 330 N.Y.S.2d at 334, 281 N.E.2d at 145 (emphasis added). See also 

Lane v. Mercury Record Corp., 21 A.D.2d 602, 252 N.Y.S.2d 1011 (1st Dep't 1964) (a royalty or 

percentage arrangement would not in and of itself establish a fiduciary relationship), aff'd, 18 N.Y.2d 889, 

276 N.Y.S.2d 626, 223 N.E.2d 35 (1966). The Court did not hold that fiduciary obligations could never 

arise in a relationship based at least in part on publishing agreements. 
 
 The complaint as drafted, however, goes further than this, suggesting that fiduciary obligations attach to 
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the publisher-author relationship as a matter of law and, consequently, that the Riva companies' alleged 

failure to meet their express or implied contract obligations amounts to a breach of trust. In addition, there 

is language in several older state cases, as well as in federal cases interpreting New York state law, that 

arguably supports the view that a publisher-author contract creates a “technical fiduciary relation.” If 

these cases can be so interpreted, they are directly at odds with the greater weight of authoritywhich 

teaches that the conventional publisher-author arrangement is not a per se fiduciary relationship. 

Commenting on the ambiguities in the caselaw, Judge Haight observed that “[t]he legal responsibilities 

attendant upon this status ... are far from clear.” Warfield v. Jerry Vogel Music Co., Inc., 1978 Copyright 

L.Rep. (CCH) para. 25,005, at 15,033 (S.D.N.Y. Mar. 21, 1978). These cases warrant discussion. 
 
Under New York law, every contract includes an implied covenant of good faith and fair dealing which 

precludes a party from engaging in conduct that will deprive the other contracting party of his benefits 

under their agreement. Filner v. Shapiro, 633 F.2d 139, 143 (2d Cir.1980). A contract is also deemed to 

include any promise which a reasonable person in the position of the promisee would be justified in 

believing was included. Rowe v. Great Atlantic & Pacific Tea Co., Inc., 46 N.Y.2d 62, 69, 412 N.Y.S.2d 

827, 831, 385 N.E.2d 566, 570 (1978). When the essence of a contract is the assignment or grant of an 

exclusive license in exchange for a share of the assignee's profits in exploiting the license, these principles 

imply an obligation on the part of the assignee to make reasonable efforts to exploit the license. Havel v. 

Kelsey-Hayes, 83 A.D.2d 380, 382, 445 N.Y.S.2d 333, 335 (4th Dep't 1981). See also Zilg v. Prentice-
Hall, Inc., 717 F.2d 671 (2d Cir.1983) (promise of publisher to publish book which it has obtained 

exclusive rights to implies good faith effort to promote the book). The critical point here is that a 

publisher's obligation to promote an author's work is one founded in contract rather than on trust 

principles. 
 
While it is true that several of the cases cited by plaintiff discuss certain “trust elements that are part of 

the relationship between a writer and a publisher,” Nolan v. Sam Fox Publishing Company, Inc., 499 F.2d 

1394, 1400 (2d Cir.1974), it is apparent that the courts were in fact discussing a publisher's implied-in-law 

contract obligations or were relying on trust principles in situations where the publisher tolerated or 

participated in tortious conduct against the author. For example, in Schisgall v. Fairchild Publications, 

207 Misc. 224, 137 N.Y.S.2d 312 (Sup.Ct.N.Y.Cty.1955), the plaintiff-author alleged that his publisher 

refused to fill existing orders for his book, withdrew his book from sale, and refused to transfer the rights 

to the book back to the author, all for “the single purpose to abort or destroy ... the defendant's interests.” 

Id. at 232, 137 N.Y.S.2d at 319. In determining whether the alleged conduct created tort liability in 

addition to liability in contract, the court observed that “the intentional infliction of injury without just 

cause is prima facie tortious.” Id. at 230, 137 N.Y.S.2d at 317. 
 
Despite the reference to “fiduciary relationship” and “relationship of trust,” it is clear, in context, that the 

court was talking about a publisher's implied-in-law contract obligation to use its best efforts to promote 

an author's work, where the publisher has exclusive rights in the work. The single case cited in the court's 

discussion of the “special relationship” between author and publisher, Wood v. Lucy, Lady Duff-Gordon, 

222 N.Y. 88, 91, 118 N.E. 214 (1917) (Cardozo, C.J.), is the seminal authority on an exclusive licensee's 

implied promise to use reasonable efforts to generate profits from the license. The court's reliance on 

contract principles is confirmed later in the opinion: 
 
If the defendant acted merely as a contracting party (at legal liberty perhaps to breach its agreement on 

payment of damages), that is one thing. But if the  defendant went further, and acted with intent to inflict 

injury beyond that contemplated as a result of the mere breach of contract, I would hold that the contract 

does not grant the defaulter immunity from tort liability. Even though the act would not be actionable in 

tort if the defendant “elected” to breach its contract in furtherance of its legitimate business interests, it is 

tortious (as well as a breach of contract) if there be no self-interest involved, but rather the sole purpose 
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be that of injury to another. 
 
Id., 207 Misc.2d at 232, 137 N.Y.S.2d at 319 (emphasis added). The holding of Schisgall is that a 

publisher who breaches his implied contract obligation to exploit an author's work with no motive other 

than to injure the author, is liable for prima facie tort. See Nifty Foods Corp. v. Great Atlantic & Pacific 

Tea Co., 614 F.2d 832, 838 n. 7 (2d Cir.1980) ( “Schisgall ... involved the deliberate and unjustified 

destruction of a property right entrusted under a contract”). 
 
Relying on the two paragraphs from 207 Misc.2d at pages 230-31, 137 N.Y.S.2d at 317-18 of Schisgall 

quoted above, the court in Manning v. Miller Music Corp., 174 F.Supp. 192, 195-96 (S.D.N.Y.1959), 

characterized the relationship between publisher and author as one involving fiduciary obligations. But as 

in Schisgall, the court did not hold that the publisher's breach of contract obligations gave rise to liability 

as a fiduciary, nor was such liability even at issue. The question in Manning was whether the plaintiffs, 

composers of a song who assigned their copyrights to a publisher, had standing to maintain a suit for 

infringement against a third party. Id. at 194. The court concluded that the “peculiar relationship between 

the author and his publisher,” id. at 195, gives the authors standing to bring suit against a third party 

infringer when the publisher fails to do so. “It is this fiduciary relationship imposing equitable obligations 

upon the publisher beyond those ordinarily imposed by law upon those dealing fully at arms' length, 

which gives the plaintiffs standing to sue here.” Id. at 196. Analogizing the situation to a stockholder's 

derivative action, id. at 196, the court reasoned that plaintiffs could maintain the infringement action as 

long as the publisher was joined as a nominal defendant. Id. Notably, the court concluded that it would be 

inappropriate to force plaintiffs to institute “a separate action in contract against the publisher” to achieve 

the same end. Id. at 197 (emphasis added). See also Cortner v. Israel, 732 F.2d 267, 271 (2d Cir.1984) 

(when a composer assigns a copyright title to a publisher in exchange for the payment of royalties, an 

equitable trust relationship is established between the two parties which gives the composer standing to 

sue for infringement of the copyright). In a similar vein, the court in Nelson v. Mills, 278 A.D. 311, 104 

N.Y.S.2d 605 (1951), aff'd, 304 N.Y. 966, 110 N.E.2d 892 (1953), held that a publisher's actual promotion 

of a song which infringed the author's was a “breach of contract or trust.” Id. at 312, 104 N.Y.S.2d at 606. 

But the court also asserted, echoing Schisgall, that “the defendant was not obligated to promote the sale of 

plaintiff's song.” Id. at 312, 104 N.Y.S.2d at 607. 
 
To the extent the cases discussed above intended to posit a per se rule that a publisher with exclusive 

rights in a work is a fiduciary for the author's interests, they must be rejected as inconsistent with Van 

Valkenburgh. The better view, and the one consistent with Van Valkenburgh, is that the “trust elements” in 

a publisher-author relationship come into play when the publisher tolerates infringing conduct, Manning, 

Cortner, or participates in it, Nelson v. Mills. Ordinarily, however, the express and implied obligations 

assumed by a publisher in an exclusive licensing contract are not, as a matter of law, fiduciary duties. See 

Sobol v. E.P. Dutton, Inc., 112 F.R.D. 99, 104 (S.D.N.Y.1986) (Weinfeld, J.); Ekern v. Sew/Fit Company, 

Inc., 622 F.Supp. 367, 373 (N.D.Ill.1985) (citing Van Valkenburgh). Cf. Beneficial Commercial Corp. v. 

Murray Glick Datsun, 601 F.Supp. 770, 772 (S.D.N.Y.1985) (absent assumption of control or 

responsibility and corresponding repose of trust, arm's length business transaction does not give rise to 

fiduciary relationship). Accordingly, since plaintiff's first two claims are predicated solely upon the 

professional relationship between the parties and do not plead any specific conduct or circumstances upon 

which trust elements are implicated, they are dismissed. In the unlikely event that plaintiff can repair his 

pleadings in this regard, he is given leave to replead within twenty days of the date of this order. 
 

* * *  
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III. Statute of Frauds. 
 
The Statute of Frauds provision of the Copyright Act, 17 U.S.C. § 204(a), provides: 
 
A transfer of copyright ownership, other than by operation of law, is not valid unless an instrument of 

conveyance, or a note or memorandum of the transfer, is in writing and signed by the owner of the rights 

conveyed or such owner's duly authorized agent. 
 
According to defendants, § 204(a) bars plaintiff's fourth claim which, they argue, alleges the existence of 

an oral agreement to transfer to him the copyrights in his compositions. Defendants also rely, in the 

alternative, on § 1-206(1) of the New York Uniform Commercial Code which provides: 
 
[A] contract for the sale of personal property is not enforceable by way of action or defense beyond five 

thousand dollars in amount or value of remedy unless there is some writing which indicates that a contract 

for sale has been made between the parties at a defined or stated price, reasonably identifies the subject 

matter, and is signed by the party against whom enforcement is sought or his authorized agent. 
 
With respect to the Copyright Act, Mellencamp attempts to draw a distinction between cases where the 

validity of a purported oral transfer is at issue and cases where, as here, an oral agreement to transfer a 

copyright is sought to be enforced. The Copyright Statute of Frauds only applies to the former, according 

to Mellencamp. He also makes the unrefuted observation that the writing confirming the transfer of a 

copyright license can be executed after the transfer. See Eden Toys, Inc. v. Florelee Undergarment Co., 

Inc., 697 F.2d 27, 38 (2d Cir.1982). 
 
Turning first to the applicability of the statute of frauds, the cases do not support Mellencamp's restrictive 

reading of § 204(a). In Library Publications, Inc. v. Medical Economics Co., 548 F.Supp. 1231 

(E.D.Pa.1982), aff'd, 714 F.2d 123 (3d Cir.1983), a trade book publisher sued another publisher charging, 

inter alia, that the defendant breached an oral contract to grant plaintiff the right to distribute a certain 

book. Id. at 1232. Because § 204(a) requires such agreements to be in writing, the court granted summary 

judgment dismissing the complaint. Id. at 1234. See also 3 Nimmer, On Copyright § 10.03[a] at 10-34 n. 

5.1 (1988) (the writing requirement of § 204(a) is significant in actions for breach of contract as well as in 

actions for copyright infringement). Moreover, Mellencamp's cramped interpretation of § 204 is 

inconsistent with the underlying purpose of the statute of frauds which is “to protect copyright holders 

from persons mistakenly or fraudulently claiming oral licenses.” Eden Toys, Inc., 697 F.2d at 36. Thus 

there is no merit to plaintiff's contention that a contract to transfer a copyright can be enforced without a 

writing. 
* * *  

 
SO ORDERED. 
 

 
Notes and Questions 
 
1. A fiduciary relationship is one founded upon trust or confidence reposed by one person in the integrity 

and fidelity of another. The relationship exists in all cases in which influence has been reposed and 

betrayed. This rule embraces both formal fiduciary relationships and informal relationships which exist 

whenever one man trusts in, and relies upon, another. 
 
2. Is a publisher/author relationship a per se fiduciary relationship? Why? 
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3. What is necessary in determining whether the alleged conduct by a defendant created a tort liability in 

addition to liability in contract? 
 
4. Implied Covenant of Good Faith and Fair Dealing: Existence of such an impled covenant depends upon 

state law.  For example, while there is an implied duty of good faith and fair dealing in contract in New 

York, there is no such thing in Texas absent a special relationship between the contracting parties (like 

a fiduciary duty). Therefore, you must pay attention what state you are in when dealing with legal 

duties in contractual situations. 
 
5. In addition to its application to a “transfer of copyright ownership”, the statute of frauds provision in 

the copyright act, sec. 204(a) also applies to an agreement to transfer copyright ownership in the 

future. 
 
 
 
 

 
THIRD STORY MUSIC, INC., v. WAITS 
48 Cal. Rptr. 2d 747 (Cal. App. 2 Dist. 1995) 

 
 
EPSTEIN, Acting Presiding Judge. 
 
This case involves a dispute between a company which owned the rights to the musical output of 

singer/songwriter Tom Waits from 1972 to 1983 and the party which purchased those rights. The issue is 

whether a promise to market music, or to refrain from doing so, at the election of the promisor is subject 

to the implied covenant of good faith and fair dealing where substantial consideration has been paid by 

the promisor. We conclude that the implied covenant does not apply. 
 

FACTUAL AND PROCEDURAL SUMMARY 
 

According to the complaint, Waits agreed to render his services as a recording artist and songwriter 

exclusively to Third Story Productions (predecessor-in-interest to plaintiff and appellant Third Story 

Music, Inc.) from 1972 to 1983, pursuant to written agreements dated July 1, 1972 and July 1, 1977. 

Third Story Productions transferred its rights in Waits' music to Asylum Records (predecessor-in-interest 

to defendant/respondent Warner Communications, Inc.) on August 31, 1972, and to Elektra/Asylum 

Records (currently a division of Warner Communications, Inc.) pursuant to an agreement dated June 15, 

1977.  Under these agreements, TSM was to produce master recordings featuring performances by Waits. 

Warner obtained from TSM the worldwide right to “manufacture, sell, distribute and advertise records or 

other reproductions (visual or nonvisual) embodying such recordings, to lease, license, convey or 

otherwise use or dispose of the recordings by any method now or hereafter known, in any field of use, to 

release records under any trademarks, trade names or labels, to perform the records or other reproductions 

publicly and to permit the public performance thereof by radio broadcast, television or any other method 

now or hereafter known, all upon such terms and conditions as we may approve, and to permit others to 

do any or all of the foregoing....” This clause of the agreements also specifically stated that Warner “may 

at our election refrain from any or all of the foregoing.” 
 
TSM was to receive as a royalty a percentage of the amount earned by Warner from its exploitation of the 

music. In addition, Warner was required to pay TSM a specific dollar amount as an advance on royalties. 
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Paragraph 34 of the 1972 agreement provides: “Conditioned upon your and the Artist's full and faithful 

performance of all of the terms hereof, we shall pay you the following amounts: (a) Four Thousand 

Dollars ($4,000.00) concurrently with the execution hereof and Four Thousand Dollars ($4,000.00) upon 

the commencement of each renewal term hereof, if any; and (b) Four Thousand Eight Hundred Dollars 

($4,800.00) during the initial term hereof and during each renewal term hereof, if any, payable in twelve 

(12) equal monthly installments during each such term. All such amount shall constitute non-returnable 

advances against any and all royalties hereunder.” The 1978 agreement provided for a payment of 

$100,000 for each LP produced and delivered by TSM during the first two terms of the agreement, 

$50,000 of which was to be paid immediately and unconditionally, and $150,000 for each LP produced 

and delivered by TSM during the third renewal term. 
 
So far as can be ascertained from the record, the parties operated under these agreements without 

controversy until 1993. At that time, an affiliate of TSM known as Bizarre/Straight Records sought to 

compile and market an album of previously-released Waits compositions, including four which were the 

subject of the TSM/Warner agreement: On the Nickel, Jitterbug Boy, Invitation to the Blues, and Ruby's 

Arms. Bizarre/Straight presented a licensing proposal to Warner through its agent Warner Special 

Products. During negotiations, Bizarre/Straight and TSM learned that Warner had no objection to the deal, 

but that it would not be made final unless Waits personally approved the licensing request. For reasons 

unknown, but which TSM claims have to do with Waits' desire to maximize profit on music created after 

his association with TSM, Waits refused consent. TSM brought suit for contract damages based on breach 

of the implied covenant of good faith and fair dealing, claiming that Warner “has created an impediment 

to [TSM] receiving material benefits under the [parties'] agreements and has wrongfully interjected that 

requirement [the requirement of Waits' approval] into an unknown number of potentially lucrative 

licensing arrangements, in so doing preventing at least the issuance of the four licenses described above, 

and other licenses, which TSM will ascertain through discovery.” 
 
Warner demurred to the complaint, alleging that the clause in the agreement permitting it to “at [its] 

election refrain” from doing anything to profitably exploit the music is controlling and precludes 

application of any implied covenant. The demurrer was sustained on those grounds. TSM contends on 

appeal, and argued below, that when a party to a contract is given this type of discretionary power, that 

power must be exercised in good faith, and that permitting the artist to decide whether a particular 

licensing arrangement was or was not acceptable did not represent a good faith exercise. 
 

DISCUSSION 
I 
 

When an agreement expressly gives to one party absolute discretion over whether or not to perform, when 

should the implied covenant of good faith and fair dealing be applied to limit its discretion? Both sides 

rely on different language in the recent Supreme Court decision in Carma Developers (Cal.), Inc. v. 

Marathon Development California, Inc. (1992) 2 Cal.4th 342, 6 Cal.Rptr.2d 467, 826 P.2d 710 to answer 

that question. In Carma, the parties had entered into a lease agreement which stated that if the tenant 

procured a potential sublessee and asked the landlord for consent to sublease, the landlord had the right to 

terminate the lease, enter into negotiations with the prospective sublessee, and appropriate for itself all 

profits from the new arrangement. In the passage relied on by TSM, the court recognized that “[t]he 

covenant of good faith finds particular application in situations where one party is invested with a 

discretionary power affecting the rights of another.” (2 Cal.4th at 372, 6 Cal.Rptr.2d 467, 826 P.2d 710.) 

The court expressed the view that “[s]uch power must be exercised in good faith.” (Id.) 
 
At the same time, the Carma court upheld the right of the landlord to freely exercise its discretion to 

terminate the lease in order to claim for itself—and deprive the tenant of—all profit from the expected 
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sublease. In this regard, the court stated: “We are aware of no reported case in which a court has held the 

covenant of good faith may be read to prohibit a party from doing that which is expressly permitted by an 

agreement. On the contrary, as a general matter, implied terms should never be read to vary express terms. 

[Citations.] ‘The general rule [regarding the covenant of good faith] is plainly subject to the exception 

that the parties may, by express provisions of the contract, grant the right to engage in the very acts and 

conduct which would otherwise have been forbidden by an implied covenant of good faith and fair 

dealing.... This is in accord with the general principle that, in interpreting a contract “an implication ... 

should not be made when the contrary is indicated in clear and express words.” 3 Corbin, Contracts, § 

564, p. 298 (1960).... As to acts and conduct authorized by the express provisions of the contract, no 

covenant of good faith and fair dealing can be implied which forbids such acts and conduct. And if the 

defendants were given the right to do what they did by the express provisions of the contract there can be 

no breach.’ ” (2 Cal.4th at p. 374, 6 Cal.Rptr.2d 467, 826 P.2d 710, quoting VTR, Incorporated v. 

Goodyear Tire & Rubber Company (S.D.N.Y.1969) 303 F.Supp. 773, 777–778.) 
 
In reaching its holding, the court cited with approval three cases in which discretionary powers were 

upheld despite claims that they were not exercised in good faith: Gerdlund v. Electronic Dispensers 

International (1987) 190 Cal.App.3d 263, 235 Cal.Rptr. 279; Brandt v. Lockheed Missiles & Space Co. 

(1984) 154 Cal.App.3d 1124, 201 Cal.Rptr. 746; and Balfour, Guthrie & Co. v. Gourmet Farms (1980) 

108 Cal.App.3d 181, 166 Cal.Rptr. 422. (2 Cal.4th at pp. 374–376, 6 Cal.Rptr.2d 467, 826 P.2d 710.) 
 
In situations such as the present one, where a discretionary power is expressly given by the contractual 

language, the quoted passages from Carma set up an apparent inconsistency between the principle that the 

covenant of good faith should be applied to restrict exercise of a discretionary power and the principle 

that an implied covenant must never vary the express terms of the parties' agreement. We attempt to 

reconcile the two. 
II 

 
We first emphasize a long-established rule concerning implied covenants. To be imposed “‘(1) the 

implication must arise from the language used or it must be indispensable to effectuate the intention of the 

parties; (2) it must appear from the language used that it was so clearly within the contemplation of the 

parties that they deemed it unnecessary to express it; (3) implied covenants can only be justified on the 

grounds of legal necessity; (4) a promise can be implied only where it can be rightfully assumed that it 

would have been made if attention had been called to it; (5) there can be no implied covenant where the 

subject is completely covered by the contract.’ ” (Lippman v. Sears, Roebuck & Co. (1955) 44 Cal.2d 136, 

142, 280 P.2d 775; City of Glendale v. Superior Court (1993) 18 Cal.App.4th 1768, 1778, 23 Cal.Rptr.2d 

305.) 
 
With this in mind, we review the authorities cited in Carma for the proposition that a discretionary power 

must be exercised in good faith. In Perdue v. Crocker National Bank (1985) 38 Cal.3d 913, 216 Cal.Rptr. 

345, 702 P.2d 503, a bank was given discretion to set non-sufficient fund (NSF) charges to be paid by the 

customer. The contention was made that since the charges were subject to the bank's sole discretion, the 

contract lacked mutuality and was, in fact, illusory. (See Automatic Vending Co. v. Wisdom (1960) 182 

Cal.App.2d 354, 357, 6 Cal.Rptr. 31 [“ ‘An agreement that provides that the price to be paid, or other 

performance to be rendered, shall be left to the will and discretion of one of the parties is not enforceable’ 

”].) FN4 By its ruling that “[u]nder California law, an open term in a contract must be filled in by the party 

having discretion within the standard of good faith and fair dealing,” the court in Perdue was able to 

impose an objective standard and save an otherwise illusory agreement. (38 Cal.3d at p. 924, 216 

Cal.Rptr. 345, 702 P.2d 503, quoting Lazar v. Hertz Corp. (1983) 143 Cal.App.3d 128, 141, 191 Cal.Rptr. 

849.) Interjection of the implied covenant was “indispensable to effectuate the intention of the parties” 

and was “justified [by] legal necessity.” (Lippman v. Sears, Roebuck & Co., supra, 44 Cal.2d at p. 142, 
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280 P.2d 775.) 
 
The latest edition to the Corbin treatise on contracts puts it more poetically: 
 
“If what appears to be a promise is an illusion, there is no promise. Like the mirage of the desert with its 

vision of flowing water which yet lets the traveler die of thirst, there is nothing there. By the phrase 

‘illusory promise’ is meant words in promissory form that promise nothing. They do not purport to put 

any limitation on the freedom of the alleged promisor. If A makes an illusory promise, A's words leave A's 

future action subject to A's own future whim, just as it would have been had A said nothing at all.” (2 

Corbin, Contracts (rev. ed. 1995) § 5.28, p. 142.) 
 
The same resolution was reached in Cal. Lettuce Growers v. Union Sugar Co. (1955) 45 Cal.2d 474, 289 

P.2d 785, where it was alleged that a contract permitting the buyer of sugar beets to set the price to be 

paid was illusory. The court implied an obligation to set the price fairly in accordance with the covenant 

of good faith and fair dealing, thus protecting the enforceability of the agreement. (Id. at p. 484, 289 P.2d 

785.) 
 
In the same vein, covenants to use “good faith” or “best efforts” to generate profits for the licensor are 

routinely implied where the licensor grants exclusive promotional or licensing rights in exchange for a 

percentage of profits or royalties, but the licensee does not expressly promise to do anything. (See, e.g., 

Zilg v. Prentice–Hall, Inc. (2d Cir.1983) 717 F.2d 671, 679–681 [discussing the difference between “best 

efforts” and “good faith”].) As Justice Cardozo put it in one of the earliest cases involving this type of 

arrangement, Wood v. Lucy, Lady Duff–Gordon (1917) 222 N.Y. 88, 118 N.E. 214, “It is true that [the 

licensee] does not promise in so many words that he will use reasonable efforts to place the [licensor's] 

indorsements and market her designs. We think, however, that such a promise is fairly to be implied. The 

law has outgrown its primitive stage of formalism when the precise word was the sovereign talisman, and 

every slip was fatal. It takes a broader view today. A promise may be lacking, and yet the whole writing 

may be ‘instinct with an obligation,’ imperfectly expressed. [Citations omitted.] If that is so, there is a 

contract.” (222 N.Y. at pp. 90–91, 118 N.E. 214.) 
 
In each of these cases, the courts were forced to resolve contradictory expressions of intent from the 

parties: the intent to give one party total discretion over its performance and the intent to have a mutually 

binding agreement. In that situation, imposing the duty of good faith creates a binding contract where, 

despite the clear intent of the parties, one would not otherwise exist. Faced with that choice, courts prefer 

to imply a covenant at odds with the express language of the contract rather than literally enforce a 

discretionary language clause and thereby render the agreement unenforceable. As was said in the most 

recent edition of Corbin's treatise on contracts: “The complaint that a promise is illusory often comes in 

rather poor grace from the addressee of the allegedly illusory promise, particularly where the addressor is 

ready and willing to carry out the expression of intention. For this reason, courts are quite properly prone 

to examine the context to conclude that the escape hatch was intended to be taken only ‘in good faith’ or 

in the ‘exercise of a reasonable discretion’ or upon some other condition not wholly within the control of 

the promisor. In which case, the conclusion is that the promise is not illusory.” (1 Corbin, Contracts (rev. 

ed. 1995), § 1.17, p. 49.) “The tendency of the law is to avoid the finding that no contract arose due to an 

illusory promise when it appears that the parties intended a contract.... An implied obligation to use good 

faith is enough to avoid the finding of an illusory promise.” (2 Corbin, Contracts, supra, § 5.28 at pp. 

149–150.) 
* * * 

 
In each of these cases, as in Carma, one of the parties was expressly given a discretionary power but 

regardless of how such power was exercised, the agreement would have been supported by adequate 
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consideration. There was no tension between the parties' express agreement and their intention to be 

bound, and no necessity to impose an implied covenant to create mutuality. The conclusion to be drawn is 

that courts are not at liberty to imply a covenant directly at odds with a contract's express grant of 

discretionary power except in those relatively rare instances when reading the provision literally would, 

contrary to the parties' clear intention, result in an unenforceable, illusory agreement. In all other 

situations where the contract is unambiguous, the express language is to govern, and “[n]o obligation can 

be implied ... which would result in the obliteration of a right expressly given under a written contract.” 

(Gerdlund v. Electronic Dispensers International, supra, 190 Cal.App.3d at pp. 277–278, 235 Cal.Rptr. 

279.) 
III 

 
We turn to the question of whether it is necessary in this case to imply a covenant of good faith to protect 

the enforceability of the contract, or otherwise to effectuate the clear and obvious intent of the parties. 
 
The TSM/Warner agreement states that Warner may market the Waits recordings, or “at [its] election” 

refrain from all marketing efforts. Read literally, as the trial court did and respondent would have us do, 

this is a textbook example of an illusory promise. At the same time, there can be no question that the 

parties intended to enter into an enforceable contract with binding promises on both sides. Were this the 

only consideration given by Warner, a promise to use good faith would necessarily be implied under the 

authorities discussed. 
 
The illusory promise was not, however, the only consideration given by the licensee. Under paragraph 33 

of the 1977 agreement and paragraph 34 of the 1972 agreement, Warner promised to pay TSM a 

guaranteed minimum amount no matter what efforts were undertaken. It follows that, whether or not an 

implied covenant is read into the agreement, the agreement would be supported by consideration and 

would be binding. 
 
As we see it, Warner bargained for and obtained all rights to Waits' 1972 to 1983 musical output, and paid 

legally adequate consideration. That it chose not to grant a license in a particular instance cannot be the 

basis for complaint on the part of TSM as long as Warner made the agreed minimum payments and paid 

royalties when it did exploit the work. “The courts cannot make better agreements for parties than they 

themselves have been satisfied to enter into or rewrite contracts because they operate harshly or 

inequitably. It is not enough to say that without the proposed implied covenant, the contract would be 

improvident or unwise or would operate unjustly. Parties have the right to make such agreements. The law 

refuses to read into contracts anything by way of implication except upon grounds of obvious necessity.” 

(Walnut Creek Pipe Distributors, Inc. v. Gates Rubber Co. (1964) 228 Cal.App.2d 810, 815, 39 Cal.Rptr. 

767.) TSM was free to accept or reject the bargain offered and cannot look to the courts to amend the 

terms that prove unsatisfactory. 
IV 

 
In its complaint, TSM asserted four causes of action against Warner—breach of contract, conspiracy, 

rescission, and declaratory relief. All were based on the existence of a duty of good faith in exercising the 

discretion given to the licensee. As we agree with the trial court that no such duty existed, demurrer was 

properly sustained to all four causes of action. 
 

 
Notes and Questions 
 
1.  What are the elements required for an implied covenant to be imposed? 
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2. When is a court able to imply a covenant directly at odds with a contract’s express grant of 

discretionary power? 
 
3.  What was the consideration in the contract that precluded the implication of a duty of good faith?    
 
Listen 

 TomWaitsJitterbugBoy.mp3 
 TomWaitsOnTheNickel.mp3 
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3.02   Interpretation 
 
 

 
BOOSEY & HAWKES MUSIC PUBLISHERS, LTD., v. The WALT DISNEY COMPANY 

145 F.3d 481 (2nd Cir. 1998) 
 
 
LEVAL, Circuit Judge: 
 
Boosey & Hawkes Music Publishers Ltd., an English corporation and the assignee of Igor Stravinsky's 

copyrights for “The Rite of Spring,” brought this action alleging that the Walt Disney Company's foreign 

distribution in video cassette and laser disc format (“video format”) of the film “Fantasia,” featuring 

Stravinsky's work, infringed Boosey's rights. In 1939 Stravinsky licensed Disney's distribution of The 

Rite of Spring in the motion picture. Boosey, which acquired Stravinsky's copyright in 1947, contends 

that the license does not authorize distribution in video format. 
 
The district court (Duffy, J.) granted partial summary judgment to Boosey, declaring that Disney's video 

format release was not authorized by the license agreement. Disney appeals from that ruling. The court 

granted partial summary judgment to Disney, dismissing Boosey's claims for breach of contract and 

violation of § 43(a) of the Lanham Act, 15 U.S.C. § 1125(a); the court also dismissed Boosey's foreign 

copyright claims under the doctrine of forum non conveniens. Boosey appeals from these rulings. 
 
We hold that summary judgment was properly granted to Disney with respect to Boosey's Lanham Act 

claims, but that material issues of fact barred the other grants of summary judgment. We also reverse the 

order dismissing for forum non conveniens. 
 
Accordingly, we remand all but the Lanham Act claim for trial. 
 

I. BACKGROUND 
 

During 1938, Disney sought Stravinsky's authorization to use The Rite of Spring (sometimes referred to 

as the “work” or the “composition”) throughout the world in a motion picture. Because under United 

States law the work was in the public domain, Disney needed no authorization to record or distribute it in 

this country, but permission was required for distribution in countries where Stravinsky enjoyed copyright 

protection. In January 1939 the parties executed an agreement (the “1939 Agreement”) giving Disney 

rights to use the work in a motion picture in consideration of a fee to Stravinsky of $6000. 
 
The 1939 Agreement provided that: 
 
In consideration of the sum of Six Thousand ($6,000.) Dollars, receipt of which is hereby acknowledged, 

[Stravinsky] does hereby give and grant unto Walt Disney Enterprises, a California corporation ... the 

nonexclusive, irrevocable right, license, privilege and authority to record in any manner, medium or form, 

and to license the performance of, the musical composition hereinbelow set out ... 
 
Under “type of use” in 3, the Agreement specified that: 
 
The music of said musical composition may be used in one motion picture throughout the length thereof 

or through such portion or portions thereof as the Purchaser shall desire. The said music may be used in 

whole or in part and may be adapted, changed, added to or subtracted from, all as shall appear desirable to 
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the Purchaser in its uncontrolled discretion.... The title “Rites of Spring” or “Le Sacre de Printemps”, or 

any other title, may be used as the title of said motion picture and the name of [Stravinsky] may be 

announced in or in connection with said motion picture. 
 
The Agreement went on to specify in 4 that Disney's license to the work “is limited to the use of the 

musical composition in synchronism or timed-relation with the motion picture.” 
 
Paragraph Five of the Agreement provided that: 
 
The right to record the musical composition as covered by this agreement is conditioned upon the 

performance of the musical work in theatres having valid licenses from the American Society of 

Composers, Authors and Publishers, or any other performing rights society having jurisdiction in the 

territory in which the said musical composition is performed. 
 
We refer to this clause, which is of importance to the litigation, as “the ASCAP Condition.” 
 
Finally, 7 of the Agreement provided that “the licensor reserves to himself all rights and uses in and to the 

said musical composition not herein specifically granted” (the “reservation clause”). 
 
Disney released Fantasia, starring Mickey Mouse, in 1940. The film contains no dialogue. It matches a 

pantomime of animated beasts and fantastic creatures to passages of great classical music, creating what 

critics celebrated as a “partnership between fine music and animated film.” The soundtrack uses 

compositions of Bach, Beethoven, Dukas, Schubert, Tchaikovsky, and Stravinsky, all performed by the 

Philadelphia Orchestra under the direction of Leopold Stokowski. As it appears in the film soundtrack, 

The Rite of Spring was shortened from its original 34 minutes to about 22.5; sections of the score were 

cut, while other sections were reordered. For more than five decades Disney exhibited The Rite of Spring 

in Fantasia under the 1939 license. The film has been re-released for theatrical distribution at least seven 

times since 1940, and although Fantasia has never appeared on television in its entirety, excerpts 

including portions of The Rite of Spring have been televised occasionally over the years. Neither 

Stravinsky nor Boosey has ever previously objected to any of the distributions. 
 
In 1991 Disney first released Fantasia in video format. The video has been sold in foreign countries, as 

well as in the United States. To date, the Fantasia video release has generated more than $360 million in 

gross revenue for Disney. 
 
Boosey brought this action in February 1993. The complaint sought (1) a declaration that the 1939 

Agreement did not include a grant of rights to Disney to use the Stravinsky work in video format; (2) 

damages for copyright infringement in at least 18 foreign countries; (3) damages under the Lanham Act 

for false designation of origin and misrepresentation by reason of Disney's alteration of Stravinsky's 

work; (4) damages for breach of contract, alleging that the video format release breached the 1939 

Agreement; and (5) damages for unjust enrichment. 
 
On cross-motions for summary judgment the district court made the rulings described above. In 

determining that the license did not cover the distribution of a video format, the district court found that 

while the broad language of the license gave Disney “the right to record [the work] on video tape and 

laser disc,” the ASCAP Condition “prevents Disney from distributing video tapes or laser discs directly to 

consumers.” Boosey & Hawkes Music Publishers Ltd. v. Walt Disney Co., 934 F.Supp. 119, 123 

(S.D.N.Y.1996). The court therefore concluded that Disney's video format sales exceeded the scope of the 

license. 
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However, as noted, the district court invoked forum non conveniens to dismiss all of Boosey's claims of 

copyright infringement because they involved the application of foreign law. See id. at 124-25. The court 

dismissed Boosey's claim for damages under the Lanham Act because of plaintiff's failure to introduce 

evidence of actual consumer confusion, see id. at 126, and dismissed Boosey's breach of contract claim, 

finding that Disney had discharged its only contracted obligation, which was to pay Stravinsky $6000. 

See id. at 126-27. 
 
The decision below thus declared Disney an infringer, but granted Boosey no relief, leaving it to sue in 

the various countries under whose copyright laws it claims infringement. Id. at 125. This appeal followed. 
 

II. DISCUSSION 
 
We confront four questions on appeal. Disney challenges the summary judgment which declared that the 

1939 Agreement does not authorize video distribution of The Rite of Spring. Boosey appeals three other 

rulings: the dismissal for forum non conveniens, and the grants of summary judgment on the claims for 

damages for violation of the Lanham Act and breach of contract. 
 

A. Declaratory Judgment on the Scope of the License. 
 
Boosey's request for declaratory judgment raises two issues of contract interpretation: whether the general 

grant of permission under the 1939 Agreement licensed Disney to use The Rite of Spring in the video 

format version of Fantasia (on which the district court found in Disney's favor); and, if so, whether the 

ASCAP Condition barred Disney from exploiting the work through video format (on which the district 

court found for Boosey). 
 

1. Whether the “motion picture” license covers video format. 
 
Boosey contends that the license to use Stravinsky's work in a “motion picture” did not authorize 

distribution of the motion picture in video format, especially in view of the absence of an express 

provision for “future technologies” and Stravinsky's reservation of all rights not granted in the Agreement. 

Disputes about whether licensees may exploit licensed works through new marketing channels made 

possible by technologies developed after the licensing contract-often called “new-use” problems-have 

vexed courts since at least the advent of the motion picture. See 3 Melville B. Nimmer and David 

Nimmer, Nimmer on Copyright, § 10.10[A] at 10-86 (hereinafter “Nimmer”); Kirke La Shelle Co. v. Paul 

Armstrong Co., 263 N.Y. 79, 188 N.E. 163 (1933) (deciding whether a license for a stage production also 

conveyed rights in sound motion pictures). 
 
In Bartsch v. Metro-Goldwyn-Mayer, Inc., we held that “licensee[s] may properly pursue any uses which 

may reasonably be said to fall within the medium as described in the license.” 391 F.2d 150, 155 (2d 

Cir.1968) (Friendly, J.)(quoting Nimmer). We held in Bartsch that a license of motion picture rights to a 

play included the right to telecast the motion picture. We observed that “[i]f the words are broad enough 

to cover the new use, it seems fairer that the burden of framing and negotiating an exception should fall 

on the grantor,” at least when the new medium is not completely unknown at the time of contracting. Id. 

at 154, 155. 
 
The 1939 Agreement conveys the right “to record [the composition] in any manner, medium or form” for 

use “in [a] motion picture.” We believe this language is broad enough to include distribution of the 

motion picture in video format. At a minimum, Bartsch holds that when a license includes a grant of 

rights that is reasonably read to cover a new use (at least where the new use was foreseeable at the time of 

contracting), the burden of excluding the right to the new use will rest on the grantor. 391 F.2d at 155; see 
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also Bloom v. Hearst Entertainment Inc., 33 F.3d 518, 524-25 (5th Cir.1994) (applying Bartsch to hold 

that a grant of movie and television rights to a book encompassed video rights as well). The license “to 

record in any manner, medium or form” doubtless extends to videocassette recording and we can see no 

reason why the grant of “motion picture” reproduction rights should not include the video format, absent 

any indication in the Agreement to the contrary. See Bourne v. Walt Disney Co., 68 F.3d 621, 630 (2d 

Cir.1995); Bloom, 33 F.3d at 525. If a new-use license hinges on the foreseeability of the new channels of 

distribution at the time of contracting-a question left open in Bartsch-Disney has proffered unrefuted 

evidence that a nascent market for home viewing of feature films existed by 1939. The Bartsch analysis 

thus compels the conclusion that the license for motion picture rights extends to video format distribution. 
 
We recognize that courts and scholars are not in complete accord on the capacity of a broad license to 

cover future developed markets resulting from new technologies. The Nimmer treatise describes two 

principal approaches to the problem. According to the first view, advocated here by Boosey, “a license of 

rights in a given medium (e.g., ‘motion picture rights') includes only such uses as fall within the 

unambiguous core meaning of the term (e.g., exhibition of motion picture film in motion picture theaters) 

and exclude any uses that lie within the ambiguous penumbra (e.g., exhibition of motion picture on 

television).” Nimmer, § 10.10[B] at 10-90; see also Cohen v. Paramount Pictures Corp., 845 F.2d 851, 

853-54 (9th Cir.1988) (holding that license to use musical score in television production does not extend 

to use in videocassette release); Rey v. Lafferty, 990 F.2d 1379, 1390-91 (1st Cir.1993) (holding that 

license to portray Curious George in animations for “television viewing” does not extend to videocassette 

release). Under this approach, a license given in 1939 to “motion picture” rights would include only the 

core uses of “motion picture” as understood in 1939-presumably theatrical distribution-and would not 

include subsequently developed methods of distribution of a motion picture such as television 

videocassettes or laser discs. See Nimmer § 10.10[b] at 10-90. 
 
The second position described by Nimmer is “that the licensee may properly pursue any uses that may 

reasonably be said to fall within the medium as described in the license.” Id. at 10-91. Nimmer expresses 

clear preferences for the latter approach on the ground that it is “less likely to prove unjust.” Id. As Judge 

Friendly noted in Bartsch, “[S]o do we.” 391 F.2d at 155. 
 
We acknowledge that a result which deprives the author-licensor of participation in the profits of new 

unforeseen channels of distribution is not an altogether happy solution. Nonetheless, we think it more fair 

and sensible than a result that would deprive a contracting party of the rights reasonably found in the 

terms of the contract it negotiates. This issue is too often, and improperly, framed as one of favoritism as 

between licensors and licensees. Because licensors are often authors-whose creativity the copyright laws 

intend to nurture-and are often impecunious, while licensees are often large business organizations, there 

is sometimes a tendency in copyright scholarship and adjudication to seek solutions that favor licensors 

over licensees. Thus in Cohen, 845 F.2d at 854, the Ninth Circuit wrote that a “license must be construed 

in accordance with the purpose underlying federal copyright law,” which the court construed as the 

granting of valuable, enforceable rights to authors and the encouragement of the production of literary 

works. Asserting that copyright law “is enacted for the benefit of the composer,” (quoting Jondora Music 

Publish. Co. v. Melody Recordings, Inc., 506 F.2d 392, 395 (3rd Cir.1974) (as amended)), the court 

concluded that it would “frustrate the purposes of the [copyright] Act” to construe the license as 

encompassing video technology, which did not exist when the license was granted. Id.; see also Warner 

Bros. Pictures v. Columbia Broadcasting System, 216 F.2d 945, 949 (9th Cir.1954) (“Such doubt as there 

is should be resolved in favor of the composer. The clearest language is necessary to divest the author 

from the fruit of his labor.”); William F. Patry, 1 Copyright Law and Practice 392 (1994) (arguing that 

“agreements should, wherever possible, be construed in favor of the copyright transferor,” to reflect 

Congress's “policy judgment that copyright owners should retain all rights unless specifically 

transferred”). 
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In our view, new-use analysis should rely on neutral principles of contract interpretation rather than 

solicitude for either party. Although Bartsch speaks of placing the “burden of framing and negotiating an 

exception ... on the grantor,” 391 F.2d at 155, it should not be understood to adopt a default rule in favor 

of copyright licensees or any default rule whatsoever. What governs under Bartsch is the language of the 

contract. If the contract is more reasonably read to convey one meaning, the party benefitted by that 

reading should be able to rely on it; the party seeking exception or deviation from the meaning reasonably 

conveyed by the words of the contract should bear the burden of negotiating for language that would 

express the limitation or deviation. This principle favors neither licensors nor licensees. It follows simply 

from the words of the contract. 
 
The words of Disney's license are more reasonably read to include than to exclude a motion picture 

distributed in video format. Thus, we conclude that the burden fell on Stravinsky, if he wished to exclude 

new markets arising from subsequently developed motion picture technology, to insert such language of 

limitation in the license, rather than on Disney to add language that reiterated what the license already 

stated. 
 
 Other significant jurisprudential and policy considerations confirm our approach to new-use problems. 

We think that our view is more consistent with the law of contract than the view that would exclude new 

technologies even when they reasonably fall within the description of what is licensed. Although contract 

interpretation normally requires inquiry into the intent of the contracting parties, intent is not likely to be 

helpful when the subject of the inquiry is something the parties were not thinking about. See Nimmer, § 

10.10[B] at 10-90 (noting that usually “there simply was no intent at all at the time of execution with 

respect to ... whether the grant includes a new use developed at a later time”). Nor is extrinsic evidence 

such as past dealings or industry custom likely to illuminate the intent of the parties, because the use in 

question was, by hypothesis, new, and could not have been the subject of prior negotiations or established 

practice. See Michael R. Fuller, Hollywood Goes Interactive: Licensing Problems Associated with Re-
Purposing Motion Pictures into Interactive Multimedia Videogames, 15 Loy. L.A. Ent. L.J. 599, 607 

(1985). Moreover, many years after formation of the contract, it may well be impossible to consult the 

principals or retrieve documentary evidence to ascertain the parties' intent, if any, with respect to new 

uses. On the other hand, the parties or assignees of the contract should be entitled to rely on the words of 

the contract. Especially where, as here, evidence probative of intent is likely to be both scant and 

unreliable, the burden of justifying a departure from the most reasonable reading of the contract should 

fall on the party advocating the departure. 
 
Neither the absence of a future technologies clause in the Agreement nor the presence of the reservation 

clause alters that analysis. The reservation clause stands for no more than the truism that Stravinsky 

retained whatever he had not granted. It contributes nothing to the definition of the boundaries of the 

license. See Bartsch, 391 F.2d at 154 n. 1. And irrespective of the presence or absence of a clause 

expressly confirming a license over future technologies, the burden still falls on the party advancing a 

deviation from the most reasonable reading of the license to insure that the desired deviation is reflected 

in the final terms of the contract. As we have already stated, if the broad terms of the license are more 

reasonably read to include the particular future technology in question, then the licensee may rely on that 

language. 
 
Bartsch therefore continues to articulate our “preferred” approach to new-use questions, Nimmer, § 

10.10[B] at 10-91, and we hold that the district court properly applied it to find that the basic terms of 

Disney's license included the right to record and distribute Fantasia in video format. 
 

* * * Remainder of case omitted. 
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REINHARDT, Richard v. WAL-MART STORES, INC. 
547 F.Supp.2d 346 (S.D.N.Y. 2008) 

 
 
SHIRA A. SCHEINDLIN, District Judge: 
 

I. INTRODUCTION 
 
Richard Reinhardt (p/k/a Richie Ramone and Richie Beau) brings this action for copyright infringement 

against Wal-Mart Stores, Inc., Apple, Inc., RealNetworks, Inc., Taco Tunes, Inc., Ramones Productions, 

Inc., the Estate of John Cummings, Herzog & Strauss, and Ira Herzog (collectively, “Defendants”) under 

the 1976 Copyright Act. He also brings a claim for contributory infringement against the Estate of John 

Cummings, Ira Herzog, Herzog & Strauss, and Ramones Productions. Defendants have moved to dismiss 

the Amended Complaint pursuant to Rule 12(b)(1) of the Federal Rules of Civil Procedure for lack of 

subject matter jurisdiction and pursuant to Rule 12(b)(6) for failure to state a claim upon which relief can 

be granted. For the following reasons, the motion to dismiss for failure to state a claim is granted and the 

case is dismissed. 
II. BACKGROUND 

 
A. Facts 

 
Richard Reinhardt was a member of the punk band the Ramones from 1983 to 1987. During that time he 

authored six songs-Smash You, Somebody Put Something in My Drink, Human Kind, I'm Not Jesus, I 

Know Better Now, and (You) Can't Say Anything Nice (the “Compositions”). He was the sole author of 

each Composition. Reinhardt filed copyright registration applications for the Compositions with the U.S. 

Copyright Office sometime before the Complaint was filed. 
 
In 1984, Reinhardt entered into a recording agreement (“Recording Agreement”) with Ramones 

Productions, a corporation engaged in the business of “exploiting” the intellectual property, merchandise, 

and other products associated with the Ramones. The Recording Agreement provided for Ramones 

Productions to “engage Plaintiff to record with the Ramones.”  The Recording Agreement also granted 

Ramones Productions the limited right to “create physical sound recordings embodying the 

Compositions,” with royalty payments to be made to Reinhardt for his performances on certain Ramones 

recordings. 
 
Taco Tunes is a corporation engaged in the business of “exploiting musical compositions owned by 

certain members of the Ramones.”  The Recording Agreement “contemplates” a music publishing 

agreement between Reinhardt and Taco Tunes, but no terms were ever agreed to and no contract was 

completed. 
 
Wal-Mart Stores, Inc. (“Wal-Mart”), Apple, Inc. (“Apple”), and RealNetworks, Inc. (“RealNetworks”), 

are businesses which, inter alia, distribute sound recordings and other digital media over the Internet and 

in other electronic forms. Taco Tunes authorized these defendants to electronically distribute and 

duplicate “non-physical digital copies” of the Compositions. 
 
Herzog & Strauss is a partnership that provides accounting, management, and financial advisory services. 

Ira Herzog is a partner at Herzog & Strauss. The Estate of John Cummings is the estate of the deceased 

Ramones lead man, who was known professionally as Johnny Ramone.These defendants, along with 

Ramones Productions, have controlled in whole or in part, the policies and operations of Taco Tunes for 

over twenty years. 
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B. Procedural History 
 
Reinhardt filed suit against Defendants on September 21, 2007, for copyright infringement and brought an 

additional claim against the Estate of John Cummings, Herzog, Herzog & Strauss, and Ramones 

Productions for contributory infringement of his copyrights. He seeks damages as well a declaratory 

judgement that he, and not Ramones Productions or Taco Tunes, is the sole owner of all the copyrights to 

the Compositions. 
 
In a separate action, Reinhardt filed suit against John Cummings, Ira Herzog, Herzog & Strauss, Taco 

Tunes, Ramones Productions, and others in federal court in the Central District of California. That action 

was dismissed on jurisdictional grounds, re-filed in state court in New York, and is currently pending. 

According to Reinhardt, the state action asserts contract and tort claims related to Defendants' “non-
payment of royalties attributable to the lawful use of the Compositions under the Express License.” 
 

III. APPLICABLE LAW 
 

A. Rule 12(b)(1)-Subject-Matter Jurisdiction 
 
 Federal courts have original and exclusive jurisdiction over cases arising under the Copyright Act. 

However, a case does not automatically fall within the jurisdiction of the federal courts simply because it 

concerns a copyright. If the dispute is about the ownership of a copyright, and turns on the interpretation 

of a contract, then no federal question is presented. Unless the complaint asserts a remedy expressly 

granted by the Copyright Act, such as damages for infringement, or requires interpretation of the 

Copyright Act, there is no federal jurisdiction.  In these types of cases, “the line between contract 

interpretation and statutory interpretation is not always clear.” 
 

* * *  
 

C. Copyright Infringement 
 
Section 102 of title 17 of the United States Code provides copyright protection to “original works of 

authorship fixed in any tangible medium of expression,” including musical works and accompanying 

words. Moreover, under the Copyright Act, copyright in a protected work “vests initially in the author or 

authors of the work.”  The Second Circuit has held that “copyright ownership is a ‘bundle of discrete 

rights' regarding the owner's ability to use his property.” Additionally, a copyright owner may bring an 

infringement action against those who exploit her work without permission or assignment. A copyright 

owner may convey the rights, either temporarily or permanently, to another, although the copyright owner 

may not convey more than the copyright protects. 
 
 To succeed on a claim for infringement under the Copyright Act, “a plaintiff must show that (a) he owned 

a valid copyright to the songs and (b) defendants copied original constituent elements of these songs.”  

“[W]here an author brings an infringement action against a purported licensee, the license may be raised 

as a defense.”  When the dispute is over whether a license exists, the alleged infringer has the burden of 

proving its existence. However, determining whether a defendant's activities fall within the scope of an 

existing license essentially involves a question of contract interpretation.  If the contract language is 

unambiguous and conveys a definite meaning, its interpretation is a question of law for the court. 

However, if “ ‘the language used is susceptible to differing interpretations, each of which may be said to 

be as reasonable as another,’ then the interpretation of the contract becomes a question of fact for the jury 

and extrinsic evidence of the parties' intent properly is admissible.” In situations where the dispute is only 

over the scope of the license, “ ‘the copyright owner bears the burden of proving that the defendant's 
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copying was unauthorized.’ ” Because “interpretation of a contract is generally a question of law,”  it is “ 

‘suitable for disposition on a motion to dismiss.’ ” 
 
The Second Circuit continues to rely, in part, on Bartsch v. Metro-Goldwyn-Mayer, Inc.,for determining 

whether the use of a new technology is covered by an existing license. The preferred approach, used in 

Bartsch and reaffirmed in Boosey & Hawkes Music Publishers, Ltd. v. Walt Disney Co., is “ ‘that the 

licensee may properly pursue any uses that may reasonably be said to fall within the medium as described 

in the license.’ ” This “new-use” analysis relies on neutral principles of contract interpretation-if a license 

is more reasonably read to benefit one party, that party should be able to rely on it. A party seeking a 

departure from the most reasonable reading of the contract bears the burden of supporting its 

interpretation of the contract. 
 

D. Contributory Infringement 
 
 “ ‘[O]ne who, with knowledge of the infringing activity, induces, causes or materially contributes to the 

infringing conduct of another, may be held liable as a ‘contributory’ infringer.' ”  Contributory 

infringement includes personal conduct that encourages or assists the infringement. There can be no 

contributory infringement absent actual infringement. 
 

IV. DISCUSSION 
 

A. Subject-Matter Jurisdiction 
 
Defendants argue that the Complaint should be dismissed for lack of subject-matter jurisdiction in light of 

Reinhardt's pending state court action.  Defendants contend that Reinhardt's true grievance involves 

monies allegedly not paid to him under the Recording Agreement, not copyright infringement. 

Additionally, Defendants claim that Reinhardt cannot bring two suits against identical defendants-one for 

improperly collecting royalties attributed to lawful use and the other for unlawful copyright infringement 

of the same works. 
 
Reinhardt has properly alleged a federal claim. Reinhardt has alleged that Defendants have infringed his 

copyright by exceeding the scope of their license. Accordingly, he seeks damages for copyright 

infringement under the Copyright Act. That Reinhardt has other grievances with Defendants related to the 

same Recording Agreement does not bar his right to seek remedies in federal court for alleged violations 

of the Copyright Act. Because Reinhardt has properly alleged a cause of action arising under the 

Copyright Act, Defendants' motion to dismiss for lack of subject-matter jurisdiction is denied. 
 

B. Copyright Infringement 
 
 Reinhardt alleges that Defendants have infringed his copyright through their “exploitation of the 

Compositions” in digital formats, without his permission.  In their motion to dismiss, Defendants rely on 

the plain language of the Recording Agreement to argue that their use of the Compositions, in a digital 

format, is licensed by Reinhardt. Because the Recording Agreement is heavily referenced by Reinhardt in 

the Complaint, it is incorporated by reference and I will consider it on this motion to dismiss. 
 
In pertinent part, section 5(a) of the Recording Agreement authorizes Ramones Productions “to 

manufacture, advertise, sell, distribute, lease, license or otherwise use or dispose of the Masters and 

phonograph records embodying the Masters, in any or all fields of use, by any method now or hereafter 

known.” 
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The Recording Agreement also provides that “ ‘Records,’ ‘phonograph records,’ ‘recordings,’ and 

‘derivatives' means all forms of reproduction including pre-recorded tapes and discs and electronic video 

recordings, now or hereafter known, manufactured or sold primarily for home use, school use, juke box 

use or use on means of transportation....” “Master” however, is specifically defined as “the equivalent of a 

7 inch, 45 rpm, single-sided recording embodying the recorded performances by the Ramones.” 
 
This language is clear and unambiguous and conveys a definite meaning. The contractual language 

defining “phonograph records,” when read together with the provisions of section 5(a), clearly authorizes 

the digital uses employed by Defendants. The phrase “now or hereafter known,” when referring to forms 

of reproduction, reveals that future technologies are covered by the agreement. This language creates an 

expansive rather than a restrictive conveyance of rights. It is not reasonable to construe the phrase “all 

forms” “now or hereafter known” to exclude Defendants' alleged digital download form, which now 

constitutes a form of reproduction. This unambiguous language forecloses other interpretations and the 

need to consider extrinsic evidence. 
 
Additionally, this result is consistent with the “new-use” analysis of Boosey & Hawkes. The Recording 

Agreement is more reasonably read to convey to Ramones Productions the right to sell and distribute the 

“phonograph records” through new technologies, including digital formats. The language authorizes use 

in “all forms,” “now or hereafter known.” The most reasonable reading of this language supports 

Defendants' use in digital form. 
 
Reinhardt argues that the license refers only to “all forms” that are “manufactured or sold,” and digital 

downloads do not fall within its purview because they are transmitted and licensed to end users rather 

than manufactured or sold. This argument is without merit. The distinction Reinhardt attempts to draw 

departs from the most reasonable reading of the contract and he therefore bears the burden of justifying 

this departure. Reinhardt has failed to meet this burden, particularly because he alleges that the digital 

recordings were sold, contradicting his own argument that digital recordings are licensed but not sold. 

Accordingly, the claim for copyright infringement is dismissed as a matter of law. 
 

C. Contributory Infringement 
 
Reinhardt also alleges that the Estate of John Cummings, Herzog & Strauss, Herzog, and Ramones 

Productions knowingly and willfully directed the policies, activities, and operations of Taco Tunes, which 

is one of the parties that allegedly infringed on Reinhardt's copyright. Because I hold that there is no 

copyright infringement, there cannot be any contributory infringement. Therefore, that claim is dismissed. 

Additionally, because there is no copyright infringement or contributory infringement, I need not address 

whether the claims are barred by the statute of limitations or the doctrines of laches, estoppel or implied 

consent. 
 

 
Notes and Questions 
 
1. What rules govern the Court’s “new use” analysis of the contract? 
 
2. The Court in Disney dealt with the issue of licenses to new use. The Court found that a licensee may 

properly pursue any uses which “may reasonably be said to fall within the medium as described in the 

license.” In other words, if the language in the license is broad enough to cover the new use at issue, 

then the new use will be covered under the terms of the license. What is the reasoning that the Court 

provided for this conclusion? 
 



Chapter Three                                     Contractual Relationships                 3.02  Interpretations 

 

 

431 

3. On what party should the burden fall when it comes to arguing that a new use is not covered under a 

licensing agreement? 
 
4. If the language used in a contract is susceptible to differing interpretations, each of which may be 

reasonable, who then determines how the contract is to be interpreted? Is extrinsic evidence 

admissible? 



 

 

432 
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CHAPTER FOUR 

 
CONSTITUTIONAL CONSIDERATIONS 

 
While there is little debate that musical compositions and performances are forms of speech, significant 

questions have arises concerning the extent  to which particular performances or songs are entitled to 

constitutional protection.  The cases that follow illustrate how these protections can impact both criminal 

and civil liability. 
 
 

 
McCOLLUM v. CBS, INC. 

249 Cal. Rptr 187 (Cal.App. 2 Dist. 1988) 
 
 
Plaintiffs, Jack McCollum, Geraldine Lugenbuehl, Estate of John Daniel McCollum, Jack McCollum, 

administrator (hereinafter plaintiffs) appeal from an order of dismissal following the sustaining of a 

demurrer without leave to amend. The defendants John “Ozzy” Osbourne (Osbourne), CBS Records and 

CBS, Incorporated (hereinafter collectively CBS), Jet Records, Bob Daisley, Randy Rhoads, Essex Music 

International, Ltd., and Essex Music International Incorporated, composed, performed, produced and 

distributed certain recorded music which plaintiffs claim proximately resulted in the suicide of their 

decedent. As we conclude that plaintiffs' pleading (1) fails to allege any basis for overcoming the bar of 

the First Amendment's guarantee of free speech and expression and, in any event, (2) fails to allege 

sufficient facts to show any intentional or negligent invasion of plaintiffs' rights, we affirm. 
 

Factual and Procedural Background 
 
On October 26, 1984, the plaintiffs' decedent, John Daniel McCollum (John), shot and killed himself 

while lying on his bed listening to Osbourne's recorded music. John was 19 years old at the time, and had 

a problem with alcohol abuse as well as serious emotional problems. Alleging that Osbourne's music was 

a proximate cause of John's suicide, plaintiffs filed suit against all of the named defendants. 
 
The original complaint was filed on October 25, 1985, and, before an appearance by any defendant, was 

followed by the first amended complaint on December 4, 1985. Plaintiffs alleged claims which were 

based on theories of negligence, product liability and intentional misconduct. On August 7, 1986, the 

court sustained general demurrers to all causes of action without leave to amend, but granted plaintiffs 

permission to file, within 60 days, a motion for leave to file a second amended complaint. That motion 

was made and, on December 19, 1986, was denied. On the same date, the court signed the order of 

dismissal (based on its ruling of Aug. 7, 1986) from which the plaintiffs now appeal. 
 
In the trial court's view, the First Amendment was an absolute bar to plaintiffs' claims. Nonetheless, the 

court did invite plaintiffs to seek leave to file a further pleading to see if that hurdle could be overcome. A 

proposed second amended complaint was submitted and the court made its final decision based on those 

allegations. For that reason, we here treat such proposed pleading as the operative one before us and 

assume that it states plaintiffs' case in its strongest light. In accordance with well-settled principles, we 

likewise assume those allegations to be true. ( Baldwin v. Zoradi    (1981) 123 Cal.App.3d 275, 278 [ 176 

Cal.Rptr. 809]; Droz v. Pacific National Ins. Co. (1982) 138 Cal.App.3d 181, 182 [ 188 Cal.Rptr. 10].) 
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They reflect the following facts. 
 
On Friday night, October 26, 1984, John listened over and over again to certain music recorded by 

Osbourne. He listened repeatedly to side one of an album called, “Blizzard of Oz” and side two of an 

album called, “Diary of a Madman.” These albums were found the next morning stacked on the turntable 

of the family stereo in the living room. John preferred to listen there because the sound was more intense. 

However, he had gone into his bedroom and was using a set of headphones to listen to the final side of the 

two-record album, “Speak of the Devil” when he placed a .22-caliber handgun next to his right temple 

and took his own life.  When he was found the next morning he was still wearing his headphones and the 

stereo was still running with the arm and needle riding in the center of the revolving record. 
 
Plaintiffs allege that Osbourne is well known as the “mad man” of rock and roll and has become a cult 

figure. The words and music of his songs and even the album covers for his records seem to demonstrate 

a preoccupation with unusual, antisocial and even bizarre attitudes and beliefs often emphasizing such 

things as satanic worship or emulation, the mocking of religious beliefs and death. The message he has 

often conveyed is that life is filled with nothing but despair and hopelessness and suicide is not only 

acceptable, but desirable. Plaintiffs further allege that all of the defendants, through their efforts with the 

media, press releases and the promotion of Osbourne's records, have sought to cultivate this image and to 

profit from it. 
 
Osbourne in his music sought to appeal to an audience which included troubled adolescents and young 

adults who were having a difficult time during this transition period of their life; plaintiffs allege that this 

specific target group was extremely susceptible to the external influence and directions from a cult figure 

such as Osbourne who had become a role model and leader for many of them. Osbourne and CBS knew 

that many of the members of such group were trying to cope with issues involving self-identity, 

alienation, spiritual confusion and even substance abuse. 
 
Plaintiffs allege that a “special relationship” of kinship existed between Osbourne and his avid fans. This 

relationship was underscored and characterized by the personal manner in which the lyrics were directed 

and disseminated to the listeners. He often sings in the first person about himself and about what may be 

some of the listener's problems, directly addressing the listener as “you.” That is, a listener could feel that 

Osbourne was talking directly to him as he listened to the music. 
One of the songs which John had been listening to on the family stereo before he went to his bedroom 

was called “Suicide Solution” which, plaintiffs allege, preaches that “suicide is the only way out.”  

Included in a 28-second instrumental break in the song are some “masked” lyrics (which are not included 

in the lyrics printed on the album cover): 
 
“Wine is fine but whiskey's quicker 
 
Suicide is slow with liquor 
 
Take a bottle drown your sorrows 
 
Then it floods away tomorrows 
 
“Evil thoughts and evil doings 
 
Cold, alone you hand in ruins 
 
Thought that you'd escape the reaper 
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You can't escape the Master Keeper 
 
“Cause you feel life's unreal and you're living a lie 
 
Such a shame who's to blame and you're wondering why 
 
Then you ask from your cask is there life after birth 
 
What you sow can mean Hell on this earth 
 
“Now you live inside a bottle 
 
The reaper's travelling at full throttle 
 
“It's catching you but you don't see 
 
The reaper is you and the reaper is me 
 
“Breaking law, knocking doors 
 
But there's no one at home 
 
Made your bed, rest your head 
 
But you lie there and moan 
 
Where to hide, Suicide is the only way out 
 
Don't you know what it's really about.” 
 
You really know where it's at 
 
You got it 
 
Why try, why try 
 
Get the gun and try it 
 
Shoot, shoot, shoot” (this line was repeated for about 10 seconds). 
 
These lyrics are sung at one and one-half times the normal rate of speech and (in the words of plaintiffs' 

allegations) “are not immediately intelligible. They are perceptible enough to be heard and understood 

when the listener concentrates on the music and lyrics being played during this 28-second interval.” In 

addition to the lyrics, plaintiffs also allege that Osbourne's music utilizes a strong, pounding and driving 

rhythm and, in at least one instance, a “hemisync” process of sound waves which impact the listener's 

mental state. 
 
Following these general allegations, plaintiffs allege that the defendants knew, or should have known, that 

it was foreseeable that the music, lyrics and hemisync tones of Osbourne's music would influence the 

emotions and behavior of individual listeners such as John who, because of their emotional instability, 
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were peculiarly susceptible to such music, lyrics and tones and that such individuals might be influenced 

to act in a manner destructive to their person or body. Plaintiffs further allege that defendants negligently 

disseminated Osbourne's music to the public and thereby (1) aided, advised or encouraged John to 

commit suicide (count I) or (2) created ”an uncontrollable impulse“ in him to commit suicide (count II); 

and that John, as a proximate result of listening to such music did commit suicide on October 26, 1984. 
 
In the remaining two counts, plaintiffs allege, respectively, that defendants' conduct constituted (1) an 

incitement of John to commit suicide (count III) and (2) an intentional aiding, advising or encouraging of 

suicide in violation of Penal Code section 401 (count IV). In all four counts plaintiffs allege that 

defendants acted maliciously and oppressively and thus are liable for punitive damages. 
 

Contentions of the Parties 
 
Plaintiffs argue that Osbourne's music and lyrics were the proximate cause of John's suicide and are not 

entitled to protection under the First Amendment. They seek recovery here on three separate theories. 

They claim that Osbourne and CBS (1) were negligent in the dissemination of Osbourne's recorded 

music, (2) intentionally disseminated that music with knowledge that it would produce an uncontrollable 

impulse to self-destruction in persons like John and (3) intentionally aided, advised or encouraged John's 

suicide in violation of Penal Code section 401, thus giving plaintiffs, as members of a group intended to 

be protected by that statute, a right of action for civil damages. 
 
Defendants' initial and primary response is that plaintiffs' entire action, irrespective of the theory of 

recovery, is barred by the First Amendment's guarantee of free speech. In addition, they argue that the 

public dissemination of Osbourne's recorded music did not, as a matter of law, negligently or intentionally 

invade any right of plaintiffs or constitute a violation of Penal Code section 401. 
 

Discussion 
 

1. The First Amendment Bars Plaintiffs' Action 
 
Our consideration of plaintiffs' novel attempt to seek postpublication damages for the general public 

dissemination of recorded music and lyrics must commence “with [the] recognition of the overriding 

constitutional principle that material communicated by the public media ... [including artistic expressions 

such as the music and lyrics here involved], is generally to be accorded protection under the First 

Amendment to the Constitution of the United States. ( Joseph Burstyn, Inc. v. Wilson (1952) 343 U.S. 

495, 501 [96 L.Ed. 1098, 72 S.Ct. 777] []; Winters v. New York Co. (1948) 333 U.S. 507, 510 [92 L.Ed. 

840, 68 S.Ct. 665] [].)” ( Olivia N. v. National Broadcasting Co. (1977) 74 Cal.App.3d 383, 387 [ 141 

Cal.Rptr. 511] [Olivia I].) “First Amendment rights are accorded a preferred place in our democratic 

society. ( Thomas v. Collins (1945) 323 U.S. 516, 530 [89 L.Ed. 430, 440, 65 S.Ct. 315].) First 

Amendment protection extends to a communication, to its source and to its recipients. ( Va. Pharmacy Bd. 

v. Va. Consumer Council (1976) 425 U.S. 748, 756 [48 L.Ed.2d 346, 354, 96 S.Ct. 1817].) '[A]bove all 

else, the First Amendment means that government has no power to restrict expression because of its 

message, its ideas, its subject matter, or its content.' ( Police Department of Chicago v. Mosley (1972) 408 

U.S. 92, 95 [33 L.Ed.2d 212, 216, 92 S.Ct. 2286]; see Consolidated Edison v. Public Serv. Comm'n (1980) 

447 U.S. 530, 538-539 [65 L.Ed.2d 319, 328-329, 100 S.Ct. 2326]; Carey v. Brown (1980) 447 U.S. 455, 

462-463 [65 L.Ed.2d 263, 270-271, 100 S.Ct. 2286]; Cohen v. California (1971) 403 U.S. 15, 24 [29 

L.Ed.2d 284, 293, 91 S.Ct. 1780]; New York Times Co. v. Sullivan (1964) 376 U.S. 254, 269-270 [11 

L.Ed.2d 686, 700-701, 84 S.Ct. 710, 95 A.L.R.2d 1412].) Applied to the electronic media, the First 

Amendment means that it is the broadcaster that has authority to make programming decisions. (Writers 

Guild of America, West, Inc. v. F. C. C. (C.D.Cal. 1976) 423 F.Supp. 1064, 1154.)” (Olivia N. v. National 
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Broadcasting Co. (1981) 126 Cal.App.3d 488, 492-493 [ 178 Cal.Rptr. 888] [Olivia II].) 
 
First Amendment guaranties of freedom of speech and expression extend to all artistic and literary 

expression, whether in music, concerts, plays, pictures or books. ( Schad v. Mount Ephraim (1981) 452 

U.S. 61, 65 [68 L.Ed.2d 671, 101 S.Ct. 2176] (nonobscene nude dancing).) As the court in Schad noted, 

“Entertainment, as well as political and ideological speech, is protected; motion pictures, programs 

broadcast by radio and television, and live entertainment, such as musical and dramatic works, fall within 

the First Amendment guarantee.” (Ibid.) “[M]usic is a form of expression that is protected by the first 

amendment.” (Cinevision Corp. v. City of Burbank (9th Cir. 1984) 745 F.2d 560, 567, cert. denied, 471 

U.S. 1054 [85 L.Ed.2d 480, 105 S.Ct. 2115].) 
 
“'[T]he life of the imagination and intellect is of comparable import to the presentation of the political 

process; the First Amendment reaches beyond protection of citizen participation in, and ultimate control 

over, governmental affairs and protects in addition the interest in free interchange of ideas and 

impressions for their own sake, for whatever benefit the individual may gain.'” ( Spiritual Psychic Science 

Church v. City of Azusa (1985) 39 Cal.3d 501, 512 [ 217 Cal.Rptr. 225, 703 P.2d 1119].) The rights 

protected are not only those of the artist to give free rein to his creative expression, but also those of the 

listener to receive that expression. (See Va. Pharmacy Bd. v. Va. Consumer Council (1976) 425 U.S. 748, 

756 [48 L.Ed.2d 346, 354-355, 96 S.Ct. 1817].) “[T]he central concern of the First Amendment ... is that 

there be a free flow from creator to audience of whatever message a film or book might convey. ... [T]he 

central First Amendment concern remains the need to maintain free access of the public to the 

expression.” (Young v. American Mini Theatres (1976) 427 U.S. 50, 77 [49 L.Ed.2d 310, 96 S.Ct. 2440], 

conc. opn. of Powell, J.) 
 
However, the freedom of speech guaranteed by the First Amendment is not absolute. There are certain 

limited classes of speech which may be prevented or punished by the state consistent with the principles 

of the First Amendment: (1) obscene speech is not protected by the First Amendment. ( Miller v. 

California (1973) 413 U.S. 15, 23, 34-35 [37 L.Ed.2d 419, 430, 436-437, 93 S.Ct. 2607], rehg. den., 414 

U.S. 881 [38 L.Ed.2d 128, 94 S.Ct. 26]); (2) “libel, slander, misrepresentation, obscenity, perjury, false 

advertising, solicitation of crime, complicity by encouragement, conspiracy, and the like” are also outside 

the scope of constitutional protection. (Konigsberg v. State Bar (1961) 366 U.S. 36, 49, fn. 10 [ 6 L.Ed.2d 

105, 116, 81 S.Ct. 997]); (3) the constitutional freedom for speech and press does not immunize “speech 

or writing used as an integral part of conduct in violation of a valid criminal statute.” (Giboney v. Empire 

Storage Co. (1949) 336 U.S. 490, 498 [93 L.Ed. 834, 841, 69 S.Ct. 684]); and finally, (4) speech which is 

directed to inciting or producing imminent lawless action, and which is likely to incite or produce such 

action, is outside the scope of First Amendment protection. ( Brandenburg v. Ohio (1969) 395 U.S. 444, 

447-448 [23 L.Ed.2d 430, 433-434, 89 S.Ct. 1827].) 
 
Plaintiffs argue that it is the last of these exceptions, relating to culpable incitement, which removes 

Osbourne's music from the protection of the First Amendment. This issue is properly addressed on 

demurrer since the question of whether his music falls within the category of unprotected speech is one of 

law where, as is the case here, the facts are undisputed. ( L. A. Teachers Union v. L. A. City Bd. of Ed. 

(1969) 71 Cal.2d 551, 556 [ 78 Cal.Rptr. 723, 455 P.2d 827]; Johnson v. County of Santa Clara (1973) 31 

Cal.App.3d 26, 32 [ 106 Cal.Rptr. 862].) 
 
It is settled that “... the constitutional guarantees of free speech and free press do not permit a State to 

forbid or proscribe advocacy of the use of force or of law violation except where such advocacy is 

directed to inciting or producing imminent lawless action and is likely to incite or produce such action.” ( 

Brandenburg v. Ohio, supra, 395 U.S. 444, 447 [23 L.Ed.2d 430, 434, 89 S.Ct. 1827]. Thus, to justify a 

claim that speech should be restrained or punished because it is (or was) an incitement to lawless action, 
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the court must be satisfied that the speech (1) was directed or intended toward the goal of producing 

imminent lawless conduct and (2) was likely to produce such imminent conduct. Speech directed to 

action at some indefinite time in the future will not satisfy this test. (Hess v. Indiana (1973) 414 U.S. 105, 

108 [38 L.Ed.2d 303, 94 S.Ct. 326].) 
 
In the context of this case we must conclude, in order to find a culpable incitement, (1) that Osbourne's 

music was directed and intended toward the goal of bringing about the imminent suicide of listeners and 

(2) that it was likely to produce such a result. It is not enough that John's suicide may have been the result 

of an unreasonable reaction to the music; it must have been a specifically intended consequence. (Braxton 

v. Municipal Court (1973) 10 Cal.3d 138, 148 [ 109 Cal.Rptr. 897, 514 P.2d 697].) 
 
We can find no such intent or likelihood here. Apart from the “unintelligible” lyrics quoted above from 

“Suicide Solution,” to which John admittedly was not even listening at the time of his death, there is 

nothing in any of Osbourne's songs which could be characterized as a command to an immediate suicidal 

act. None of the lyrics relied upon by plaintiffs, even accepting their literal interpretation of the words, 

purport to order or command anyone to any concrete action at any specific time, much less immediately. 

Moreover, as defendants point out, the lyrics of the song on which plaintiffs focus their primary objection 

can as easily be viewed as a poetic device, such as a play on words, to convey meanings entirely contrary 

to those asserted by plaintiffs. We note this here not to suggest a reliance upon a construction which is 

contrary to plaintiffs' allegations, but to illuminate the very serious problems which can arise when 

litigants seek to cast judges in the role of censor. 
 
Merely because art may evoke a mood of depression as it figuratively depicts the darker side of human 

nature does not mean that it constitutes a direct “incitement to imminent violence.” The lyrics sung by 

Osbourne may well express a philosophical view that suicide is an acceptable alternative to a life that has 

become unendurable - an idea which, however unorthodox, has a long intellectual tradition.  If that is the 

view expressed, as plaintiffs apparently contend, then defendants are constitutionally free to advocate it. 

Plaintiffs' argument that speech may be punished on the ground it has a tendency to lead to suicide or 

other violence is precisely the doctrine rejected by the Supreme Court in Hess v. Indiana, supra, 414 U.S. 

at pp. 107-109 [38 L.Ed.2d at pp. 306-307] (the words “We'll take the f___g street again (or later),” 

shouted to a crowd at an antiwar demonstration, amounted to “nothing more than advocacy of illegal 

action at some indefinite future time”; words could not be punished as “incitement” on the ground that 

they had a “tendency to lead to violence”). 
 
Moreover, musical lyrics and poetry cannot be construed to contain the requisite “call to action” for the 

elementary reason that they simply are not intended to be and should not be read literally on their face, 

nor judged by a standard of prose oratory. Reasonable persons understand musical lyrics and poetic 

conventions as the figurative expressions which they are. No rational person would or could believe 

otherwise nor would they mistake musical lyrics and poetry for literal commands or directives to 

immediate action. To do so would indulge a fiction which neither common sense nor the First Amendment 

will permit. 
 
While we have found no California case dealing directly with recorded music and lyrics, the claim that 

certain fictional depictions in the film or electronic media have incited unlawful conduct, and should 

result in the imposition of tort liability, is by no means novel. However, all such claims have been rejected 

on First Amendment grounds. (See Olivia I and Olivia II (plaintiff was attacked and “artificially raped” 

with a bottle by persons who had recently seen and discussed similar scenes in the television film, “Born 

Innocent”); Bill v. Superior Court, supra 137 Cal.App.3d 1002 (plaintiff shot outside a theater showing a 

violent movie made by defendants which allegedly attracted violence-prone individuals who were likely 

to injure members of the general public at or near the theater); DeFilippo v. National Broadcasting Co. 
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Inc. (R.I. 1982) 446 A.2d 1036 (plaintiffs' son died attempting to imitate a “hanging stunt” which he saw 

on television); Walt Disney Productions Inc. v. Shannon (1981) 247 Ga. 402 [276 S.E.2d. 580, 20 

A.L.R.4th 321] (plaintiff partially blinded when he attempted to reproduce some sound effects 

demonstrated on television by rotating a lead pellet around in an inflated balloon); Zamora v. Columbia 

Broadcasting System (S.D.Fla. 1979) 480 F.Supp. 199 (minor plaintiff had become so addicted to and 

desensitized by television violence that he developed a sociopathic personality and as a result shot and 

killed an 83-year-old neighbor). 
 
Plaintiffs, recognizing the dearth of case authority which would support their incitement theory, make 

essentially a procedural argument. They contend that the court cannot determine the question of whether 

Osbourne's music and lyrics constituted an incitement but rather the issue should be left to a jury. They 

rely on Olivia I, 74 Cal.App.3d 383, 389-390, where the court, in the first of two appellate decisions 

dealing with the film “Born Innocent,” held that the trial judge, on the day assigned for jury trial and 

without any summary judgment motion pending, should not have viewed the film himself and made fact 

findings that the film did not advocate or encourage violent or depraved acts. The plaintiff had requested a 

trial by jury and was entitled to one. 
 
However, plaintiffs' reliance on this case is misplaced. We view it as strictly a procedural decision dealing 

with the technical rights of a party after a proper request for a jury trial has been made. The First 

Amendment issue was never reached and the appellate opinion itself acknowledged that the court could 

have accomplished the same result if a properly noticed summary judgment motion had been before it. To 

the extent that any broader interpretation is given to Olivia I, we respectfully decline to follow it in this 

case. 
 
In our view, the plaintiffs have fully pleaded the facts which will be presented on the issue of incitement 

and we conclude that, as a matter of law, they fail to meet the Brandenburg standard for incitement and 

that therefore Osbourne's music is speech protected by the First Amendment. 
 
The scope of such protection is not limited to merely serving as a bar to the prior restraint of such speech, 

but also prevents the assertion of a claim for civil damages. “[T]he fear of damage awards ... may be 

markedly more inhibiting than the fear of prosecution under a criminal statute.” ( New York Times Co. v. 

Sullivan (1964) 376 U.S. 254, 277 [11 L.Ed.2d 686, 705, 84 S.Ct. 710].) Musical composers and 

performers, as well as record producers and distributors, would become significantly more inhibited in the 

selection of controversial materials if liability for civil damages were a risk to be endured for publication 

of protected speech. The deterrent effect of subjecting the music and recording industry to such liability 

because of their programming choices would lead to a self-censorship which would dampen the vigor and 

limit the variety of artistic expression. Thus, the imposition here of postpublication civil damages, in the 

absence of an incitement to imminent lawless action, would be just as violative of the First Amendment as 

a prior restraint. 
 

2. The First Amendment Bar Aside, Plaintiffs Have Alleged No Basis for Recovery of Damages 
a. Defendants Cannot Be Liable in Negligence as They Owed No Duty to Plaintiffs 

 
 The threshold and, in this case, dispositive question with respect to the assertion of a claim for negligence 

is whether any duty was owed to the plaintiffs. This is primarily a question of law (Weirum v. RKO 

General, Inc. (1975) 15 Cal.3d 40, 46 [123 Cal.Rptr. 468, 539 P.2d 36]) which is determined by an 

examination of several factors. Those factors include “the foreseeability of harm to the plaintiff, the 

degree of certainty that plaintiff suffered injury, the closeness of the connection between the defendant's 

conduct and the injury suffered, the moral blame attached to the defendant's conduct, the policy of 

preventing future harm, the extent of the burden to the defendant and the consequences to the community 
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of imposing a duty to exercise care with resulting liability for breach, and the availability, cost, and 

prevalence of insurance for the risk involved.” (Rowland v. Christian (1968) 69 Cal.2d 108, 113 [70 

Cal.Rptr. 97, 443 P.2d 561, 32 A.L.R.3d 496]; Peterson v. San Francisco Community College Dist. (1984) 

36 Cal.3d 799, 806 [ 205 Cal.Rptr. 842, 685 P.2d 1193].) 
 
Foreseeability is one of several factors to be weighed in determining whether a duty is owed in a 

particular case. (Isaacs v. Huntington Memorial Hospital (1985) 38 Cal.3d 112, 125 [ 211 Cal.Rptr. 356, 

695 P.2d 653].) “'In this balancing process, foreseeability is an elastic factor. [Citation.] The degree of 

foreseeability necessary to warrant the finding of a duty will thus vary from case to case. For example, in 

cases where the burden of preventing future harm is great, a high degree of foreseeability may be 

required. [Citation.] On the other hand, in cases where there are strong policy reasons for preventing the 

harm, or the harm can be prevented by simple means, a lesser degree of foreseeability may be required. 

[Citation.]'” (Id., at p. 125.) Here, a very high degree of foreseeability would be required because of the 

great burden on society of preventing the kind of “harm” of which plaintiffs complain by restraining or 

punishing artistic expression. The “countervailing policies” which arise out of the First Amendment “have 

substantial bearing upon the issue whether there should be imposed upon [defendants] the exposure to 

liability of the kind for which plaintiffs contend.” (Bill v. Superior Court, supra 137 Cal.App.3d 1002, 

1013.) 
 
Plaintiffs rely on Weirum for the proposition that harm to John from listening to Osbourne's music was 

foreseeable. In that case, a radio station was held liable for the wrongful death of a motorist killed by two 

speeding teenagers participating in the station's promotional giveaway contest. In live periodic 

announcements the station advised its mobile listeners that one of its disc jockeys, “the Real Don Steele,” 

was traveling from location to location in a conspicuous red automobile and advised the audience of his 

intended destinations. The first listener to meet Steele at each location would get a prize. While following 

Steele's car, the two teenagers forced a motorist into the center divider where his car overturned resulting 

in his death. (Weirum v. RKO General Inc., supra, 15 Cal.3d at pp. 44-45.) 
 
In our view, plaintiffs' reliance on Weirum is not justified. As the court there noted, the issue was “civil 

accountability for the foreseeable results of a broadcast which created an undue risk of harm to decedent. 

The First Amendment does not sanction the infliction of physical injury merely because achieved by 

word, rather than act.” (Id., at p. 48.) Indeed, it would not be inappropriate to view the reckless 

importuning in Weirum as a specie of incitement to imminent lawless conduct for which no First 

Amendment protection is justified. What the conduct in Weirum and culpable incitement have in common, 

when viewed from the perspective of a duty analysis, is a very high degree of foreseeability of undue risk 

of harm to others. Under such circumstances, imposition of negligence liability does not offend the First 

Amendment. 
 
The court, in Olivia II, placed Weirum in its proper perspective when it stated, in language equally 

applicable here, “[a]lthough the language utilized by the Supreme Court was broad, it must be understood 

in light of the particular facts of that case. The radio station's broadcast was designed to encourage its 

youthful listeners to be the first to arrive at a particular location in order to win a prize and gain 

momentary glory. The Weirum broadcasts actively and repeatedly encouraged listeners to speed to 

announced locations. Liability was imposed on the broadcaster for urging listeners to act in an inherently 

dangerous manner.” (Id., at p. 496.) That they were very likely to do so was clearly foreseeable. Not so 

here. Osbourne's music and lyrics had been recorded and produced years before. There was not a “real 

time” urging of listeners to act in a particular manner. There was no dynamic interaction with, or live 

importuning of, particular listeners. 
 
While it is true that foreseeability is ordinarily a question of fact (Bigbee v. Pacific Tel. & Tel. Co. (1983) 
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34 Cal.3d 49, 56 [192 Cal.Rptr. 857, 665 P.2d 947]), it may be decided as a question of law if “' under the 

disputed facts there is no room for a reasonable difference of opinion.'” ( Id., at p. 56.) This is such a case. 

John's tragic self-destruction, while listening to Osbourne's music, was not a reasonably foreseeable risk 

or consequence of defendants' remote artistic activities. 
 
Plaintiffs' case is not aided by an examination of the other factors which are a part of the duty analysis. It 

cannot be said that there was a close connection between John's death and defendants' composition, 

performance, production and distribution years earlier of recorded artistic musical expressions. Likewise, 

no moral blame for that tragedy may be laid at defendants' door. John's suicide, an admittedly irrational 

response to Osbourne's music, was not something which any of the defendants intended, planned or had 

any reason to anticipate. Finally, and perhaps most significantly, it is simply not acceptable to a free and 

democratic society to impose a duty upon performing artists to limit and restrict their creativity in order to 

avoid the dissemination of ideas in artistic speech which may adversely affect emotionally troubled 

individuals. Such a burden would quickly have the effect of reducing and limiting artistic expression to 

only the broadest standard of taste and acceptance and the lowest level of offense, provocation and 

controversy.  No case has ever gone so far. We find no basis in law or public policy for doing so here. 
 

b. There Are No Allegations That Defendants Intended to Cause John's Suicide 
 
The third and fourth alleged causes of action are essentially identical. They each rely upon the proposition 

that defendants incur intentional tort liability for John's suicide because of their intentional dissemination 

of Osbourne's recorded music with the alleged knowledge that it would result in self-destructive reactions 

among certain individuals. The third count characterizes this as an intentional incitement to suicide. We 

have already discussed in some detail why Osbourne's music and lyrics cannot be condemned as an 

incitement to imminent lawless action. It is also clear that plaintiffs have not adequately alleged a 

culpable intent. For example, there are no allegations that defendants actually intended any harm to John 

or any other listener. 
 
It is not sufficient simply to allege that defendants intentionally did a particular act. It must also be shown 

that such act was done with the intent to cause injury. ( Tate v. Canonica (1960) 180 Cal.App.2d 898, 909 

[ 5 Cal.Rptr. 28].) In other words, plaintiffs would have to allege that defendants intended to cause John's 

(or some other listener's) suicide and made the subject recorded music available for that purpose. It is 

clear that no such allegation can be made in this case. What plaintiffs have alleged does not demonstrate 

the requisite intent. 
 
The same analysis applies to plaintiffs' allegations (in count IV) regarding the violation of Penal Code 

section 401.  Our Supreme Court has construed that section as proscribing the direct aiding and abetting 

of a specific suicidal act. The statute “contemplates some participation in the events leading up to the 

commission of the final overt act, such as furnishing the means for bringing about the death - the gun, the 

knife, the poison, or providing the water, for the person who himself commits the act of self-murder.” ( In 

re Joseph G. (1983) 34 Cal.3d 429, 436 [ 194 Cal.Rptr. 163, 667 P.2d 1176, 40 A.L.R.4th 690].) While 

this decision was rendered in the context of distinguishing those circumstances when a criminal defendant 

should be charged with murder instead of the lesser crime of aiding and abetting a suicide, we see no 

reason to give less weight here to the court's analysis. Some active and intentional participation in the 

events leading to the suicide are required in order to establish a violation. 
 
To satisfy the burden of section 401, defendants would have to (1) have specifically intended John's 

suicide and (2) have had a direct participation in bringing it about. Plaintiffs' allegations that defendants 

intentionally produced and distributed Osbourne's music do not demonstrate that they intentionally aided 

or encouraged John's suicide. It is not sufficient to allege, as plaintiffs do here, that defendants 
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“intentionally disseminated” Osbourne's music to the general public although they knew, or should have 

known, that there were emotionally fragile people who could have an adverse reaction to it. 
 
In the absence of evidence of the requisite intent and participation, Penal Code section 401 cannot be 

applied to composers, performers, producers and distributors of recorded works of artistic expression 

disseminated to the general public which allegedly have an adverse emotional impact on some listeners or 

viewers who thereafter take their own lives. 
 

Conclusion 
 

Absent an incitement, which meets the standards of Brandenburg v. Ohio, supra, 395 U.S. 444, 447 [23 

L.Ed.2d 430, 433-434], the courts have been universally reluctant to impose tort liability upon any public 

media for self-destructive or tortious acts alleged to have resulted from a publication or broadcast (see, 

e.g., Olivia II, supra, 126 Cal.App.3d 488; Bill v. Superior Court, supra, 137 Cal.App.3d 1002; DeFilippo 

v. National Broadcasting Co. Inc., supra, 446 A.2d 1036; Walt Disney Productions Inc. v. Shannon, supra, 

276 S.E.2d 580; Zamora v. Columbia Broadcasting System Inc., supra, 480 F.Supp. 199.) We share that 

reluctance and, for all of the reasons discussed above, conclude that the defendants, as a matter of law, 

have no liability for John's suicide. 
 
The trial court was thus correct in bringing this action to a prompt end. “[B]ecause unnecessarily 

protracted litigation would have a chilling effect upon the exercise of First Amendment rights, speedy 

resolution of cases involving free speech is desirable. [Citation.]” ( Good Government Group of Seal 

Beach, Inc. v. Superior Court (1978) 22 Cal.3d 672, 685 [ 150 Cal.Rptr. 258, 586 P.2d 572].) 
 

 
Notes and Questions 
 
1. What are the elements of “culpable incitement”? 
 
2.Why did the court find that the defendants owed no duty to the deceased?   

 
 
 

 
MILLER v. CALIFORNIA 

413 U.S. 15 (1973) 
 
 
Mr. Chief Justice BURGER delivered the opinion of the Court. 
 
This is one of a group of ‘obscenity-pornography’ cases being reviewed by the Court in a re-examination 

of standards enunciated in earlier cases involving what Mr. Justice Harlan called ‘the intractable obscenity 

problem.’     Interstate Circuit, Inc. v. Dallas, 390 U.S. 676, 704, 88 S.Ct. 1298, 1313, 20 L.Ed.2d 225 

(1968) (concurring and dissenting). 
 
Appellant conducted a mass mailing campaign to advertise the sale of illustrated books, euphemistically 

called ‘adult’ material. After a jury trial, he was convicted of violating California Penal Code s 311.2(a), a 

misdemeanor, by knowingly distributing obscene matter, and the Appellate Department, Superior Court of 

California, County of Orange, summarily affirmed the judgment without opinion. Appellant's conviction 

was specifically based on his conduct in causing five unsolicited advertising brochures to be sent through 
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the mail in an envelope addressed to a restaurant in Newport Beach, California. The envelope was opened 

by the manager of the restaurant and his mother. They had not requested the brochures; they complained 

to the police. 
 
The brochures advertise four books entitled ‘Intercourse,’ ‘Man-Woman,’ ‘Sex Orgies Illustrated,’ and 

‘An Illustrated History of Pornography,’ and a film entitled ‘Marital Intercourse.’ While the brochures 

contain some descriptive printed material, primarily they consist of pictures and drawings very explicitly 

depicting men and women in groups of two or more engaging in a variety of sexual activities, with 

genitals often prominently displayed. 
I 

 
This case involves the application of a State's criminal obscenity statute to a situation in which sexually 

explicit materials have been thrust by aggressive sales action upon unwilling recipients who had in no 

way indicated any desire to receive such materials. This Court has recognized that the States have a 

legitimate interest in prohibiting dissemination or exhibition of obscene material when the mode of 

dissemination carries with it a significant danger of offending the sensibilities of unwilling recipients or 

of exposure to juveniles.   Stanley v. Georgia, 394 U.S. 557, 567, 89 S.Ct. 1243, 1249, 22 L.Ed.2d 542 

(1969); Ginsberg v. New York, 390 U.S. 629, 637-643, 88 S.Ct. 1274, 1279-1282, 20 L.Ed.2d 195 (1968); 

Interstate Circuit, Inc. v. Dallas, supra, 390 U.S., at 690, 88 S.Ct., at 1306; Redrup v. New York, 386 U.S. 

767, 769, 87 S.Ct., 1414, 1415, 18 L.Ed.2d 515 (1967); Jacobellis v. Ohio, 378 U.S. 184, 195, 84 S.Ct. 

1676, 1682, 12 L.Ed.2d 793 (1964). See Rabe v. Washington, 405 U.S. 313, 317, 92 S.Ct. 993, 995, 31 

L.Ed.2d 258 (1972) (Burger, C.J., concurring); United States v. Reidel, 402 U.S. 351, 360-362, 91 S.Ct. 

1410, 1414-1415, 28 L.Ed.2d 813 (1971) (opinion of Marshall, J.); Joseph Burstyn, Inc. v. Wilson, 343 

U.S. 495, 502, 72 S.Ct. 777, 780, 96 L.Ed. 1098 (1952); Breard v. Alexandria, 341 U.S. 622, 644-645, 71 

S.Ct. 920, 933-934, 95 L.Ed. 1233 (1951); Kovacs v. Cooper, 336 U.S. 77, 88-89, 69 S.Ct. 448, 454, 93 

L.Ed. 513 (1949); Prince v. Massachusetts, 321 U.S. 158, 169-170, 64 S.Ct. 438, 443-444, 88 L.Ed. 645 

(1944). Cf. Butler v. Michigan, 352 U.S. 380, 382-383, 77 S.Ct. 524, 525, 1 L.Ed.2d 412 (1957); Public 

Utilities Comm'n v. Pollak, 343 U.S. 451, 464-465, 72 S.Ct. 813, 821-822, 96 L.Ed. 1068 (1952). It is in 

this context that we are called on to define the standards which must be used to identify obscene material 

that a State may regulate without infringing on the First Amendment as applicable to the States through 

the Fourteenth Amendment. 
 
The dissent of Mr. Justice BRENNAN reviews the background of the obscenity problem, but since the 

Court now undertakes to formulate standards more concrete than those in the past, it is useful for us to 

focus on two of the landmark cases in the somewhat tortured history of the Court's obscenity decisions. In 

Roth v. United States, 354 U.S. 476, 77 S.Ct. 1304, 1 L.Ed.2d 1498 (1957), the Court sustained a 

conviction under a federal statute punishing the mailing of ‘obscene, lewd, lascivious or filthy . . .’ 

materials. The key to that holding was the Court's rejection of the claim that obscene materials were 

protected by the First Amendment. Five Justices joined in the opinion stating: 
 
‘All ideas having even the slightest redeeming social importance-unorthodox ideas, controversial ideas, 

even ideas hateful to the prevailing climate of opinion-have the full protection of the (First Amendment) 

guaranties, unless excludable because they encroach upon the limited area of more important interests. 

But implicit in the history of the First Amendment is the rejection of obscenity as utterly without 

redeeming social importance. . . . This is the same judgment expressed by this Court in Chaplinsky v. New 

Hampshire, 315 U.S. 568, 571-572, 62 S.Ct. 766, 768-769, 86 L.Ed. 1031: 
 
“. . . There are certain well-defined and narrowly limited classes of speech, the prevention and 

punishment of which have never been thought to raise any Constitutional problem. These include the 

lewd and obscene . . .. It has been well observed that such utterances are no essential part of any 
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exposition of ideas, and are of such slight social value as a step to truth that any benefit that may be 

derived from them is clearly outweighed by the social interest in order and morality. . . .' (Emphasis by 

Court in Roth opinion.) 
 
‘We hold that obscenity is not within the area of constitutionally protected speech or press.’ 354 U.S., at 

484-485, 77 S.Ct., 1309 (footnotes omitted). 
 
Nine years later, in Memoirs v. Massachusetts, 383 U.S. 413, 86 S.Ct. 975, 16 L.Ed.2d 1 (1966), the Court 

veered sharply away from the Roth concept and, with only three Justices in the plurality opinion, 

articulated a new test of obscenity. The plurality held that under the Roth definition 
 
‘as elaborated in subsequent cases, three elements must coalesce: it must be established that (a) the 

dominant theme of the material taken as a whole appeals to a prurient interest in sex; (b) the material is 

patently offensive because if affronts contemporary community standards relating to the description or 

representation of sexual matters; and (c) the material is utterly without redeeming social value.’ Id., at 

418, 86 S.Ct., at 977. 
 
The sharpness of the break with Roth, represented by the third element of the Memoirs test and 

emphasized by Mr. Justice White's dissent, id., at 460-462, 86 S.Ct., at 999, was further underscored when 

the Memoirs plurality went on to state: 
 
‘The Supreme Judicial Court erred in holding that a book need not be ‘unqualifiedly worthless before it 

can be deemed obscene.’  A book cannot be proscribed unless it is found to be utterly without redeeming 

social value.'   Id., at 419, 86 S.Ct., at 978 (emphasis in original). 
 
While Roth presumed ‘obscenity’ to be ‘utterly without redeeming social importance,’ Memoirs required 

that to prove obscenity it must be affirmatively established that the material is ‘utterly without redeeming 

social value.’ Thus, even as they repeated the words of Roth, the Memoirs plurality produced a drastically 

altered test that called on the prosecution to prove a negative, i.e., that the material was ‘utterly without 

redeeming social value’-a burden virtually impossible to discharge under our criminal standards of proof. 

Such considerations caused Mr. Justice Harlan to wonder if the ‘utterly without redeeming social value’ 

test had any meaning at all. See Memoirs v. Massachusetts, id., at 459, 86 S.Ct., at 998 (Harlan, J., 

dissenting).  See also id., at 461, 86 S.Ct., at 999 (White, J., dissenting); United States v. Groner, 479 F.2d 

577, 579-581 (CA,5 1973). 
 
Apart from the initial formulation in the Roth case, no majority of the Court has at any given time been 

able to agree on a standard to determine what constitutes obscene, pornographic material subject to 

regulation under the States' police power. See, e.g., Redrup v. New York, 386 U.S., at 770-771, 87 S.Ct., at 

1415-1416. We have seen ‘a variety of views among the members of the Court unmatched in any other 

course of constitutional adjudication.’     Interstate Circuit, Inc. v. Dallas, 390 U.S., at 704-705, 88 S.Ct., 

at 1314 (Harlan, J., concurring and dissenting) (footnote omitted). This is not remarkable, for in the area 

of freedom of speech and press the courts must always remain sensitive to any infringement on genuinely 

serious literary, artistic, political, or scientific expression. This is an area in which there are few eternal 

verities. 
 
The case we now review was tried on the theory that the California Penal Code § 311 approximately 

incorporates the three-stage Memoirs test, supra. But now the Memoirs test has been abandoned as 

unworkable by its author, and no Member of the Court today supports the Memoirs formulation. 
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II 
 

This much has been categorically settled by the Court, that obscene material is unprotected by the First 

Amendment.   Kois v. Wisconsin, 408 U.S. 229, 92 S.Ct. 2245, 33 L.Ed.2d 312 (1972); United States v. 

Reidel, 402 U.S., at 354, 91 S.Ct., at 1411-1412; Roth v. United States, supra, 354 U.S., at 485, 77 S.Ct., 

at 1309. ‘The First and Fourteenth Amendments have never been treated as absolutes (footnote 

omitted).’   Breard v. Alexandria, 341 U.S., at 642, 71 S.Ct., at 932, and cases cited. See Times Film Corp. 

v. Chicago, 365 U.S. 43, 47-50, 81 S.Ct. 391, 393-395, 5 L.Ed.2d 403 (1961); Joseph Burstyn, Inc. v. 

Wilson, 343 U.S., at 502, 72 S.Ct., at 780. We acknowledge, however, the inherent dangers of undertaking 

to regulate any form of expression. State statutes designed to regulate obscene materials must be carefully 

limited. See Interstate Circuit, Inc. v. Dallas, supra, 390 U.S., at 682-685, 88 S.Ct., at 1302-1305. As a 

result, we now confine the permissible scope of such regulation to works which depict or describe sexual 

conduct. That conduct must be specifically defined by the applicable state law, as written or 

authoritatively construed.  A state offense must also be limited to works which, taken as a whole, appeal 

to the prurient interest in sex, which portray sexual conduct in a patently offensive way, and which, taken 

as a whole, do not have serious literary, artistic, political, or scientific value. 
 
The basic guidelines for the trier of fact must be: (a) whether ‘the average person, applying contemporary 

community standards' would find that the work, taken as a whole, appeals to the prurient interest, Kois v. 

Wisconsin, supra, 408 U.S., at 230, 92 S.Ct., at 2246, quoting Roth v. United States, supra, 354 U.S., at 

489, 77 S.Ct., at 1311; (b) whether the work depicts or describes, in a patently offensive way, sexual 

conduct specifically defined by the applicable state law; and (c) whether the work, taken as a whole, lacks 

serious literary, artistic, political, or scientific value. We do not adopt as a constituional standard the 

‘utterly without redeeming social value’ test of Memoirs v. Massachusetts, 383 U.S., at 419, 86 S.Ct., at 

977; that concept has never commanded the adherence of more than three Justices at one time. See supra, 

at 2613. If a state law that regulates obscene material is thus limited, as written or construed, the First 

Amendment values applicable to the States through the Fourteenth Amendment are adequately protected 

by the ultimate power of appellante courts to conduct an independent review of constitutional claims 

when necessary. See Kois v. Wisconsin, supra, 408 U.S., at 232, 92 S.Ct., at 2247; Memoirs v. 

Massachuetts, supra, 383 U.S., at 459-460, 86 S.Ct., at 998 (Harlan, J., dissenting); Jacobellis v. Ohio, 

378 U.S., at 204, 84 S.Ct., at 1686 (Harlan, J., dissenting); New York Times Co. v. Sullivan, 376 U.S. 254, 

284-285, 84 S.Ct. 710, 728, 11 L.Ed.2d 686 (1964); Roth v. United States, supra, 354 U.S., at 497-498, 77 

S.Ct., at 1315-1316 (Harlan, J., concurring and dissenting). 
 
We emphasize that it is not our function to propose regulatory schemes for the States. That must await 

their concrete legislative efforts. It is possible, however, to give a few plain examples of what a state 

statute could define for regulation under part (b) of the standard announced in this opinion, supra: 
 
(a) Patently offensive representations or descriptions of ultimate sexual acts, normal or perverted, actual 

or simulated. 
 
(b) Patently offensive representation or descriptions of masturbation, excretory functions, and lewd 

exhibition of the genitals. 
 
Sex and nudity may not be exploited without limit by films or pictures exhibited or sold in places of 

public accommodation any more than live sex and nudity can be exhibited or sold without limit in such 

public places.  At a minimum, prurient, patently offensive depiction or description of sexual conduct must 

have serious literary, artistic, political, or scientific value to merit First Amendment protection. See Kois v. 

Wisconsin, supra, 408 U.S., at 230-232, 92 S.Ct., at 2246-2247; Roth v. United States, supra, 354 U.S., at 

487, 77 S.Ct., at 1310; Thornhill v. Alabama, 310 U.S. 88, 101-102, 60 S.Ct. 736, 743-744, 84 L.Ed. 1093 



Chapter Four                                     Constitutional Considerations                             

 

 

446 

(1940). For example, medical books for the education of physicians and related personnel necessarily use 

graphic illustrations and descriptions of human anatomy. In resolving the inevitably sensitive questions of 

fact and law, we must continue to rely on the jury system, accompanied by the safeguards that judges, 

rules of evidence, presumption of innocence, and other protective features provide, as we do with rape, 

murder, and a host of other offenses against society and its individual members. 
 
Mr. Justice BRENNAN, author of the opinions of the Court, or the plurality opinions, in Roth v. United 

States, supra; Jacobellis v. Ohio, supra; Ginzburg v. United States, 383 U.S. 463, 86 S.Ct. 952, 16 

L.Ed.2d 31 (1966); Mishkin v. New York, 383 U.S. 502, 86 S.Ct. 958, 16 L.Ed.2d 56 (1966); and 

Memoiors v. Massachusetts, supra, has abandoned his former position and now maintains that no 

formulation of this Court, the Congress, or the States can adequately distinguish obscene material 

unprotected by the First Amendment from protected expression, Paris Adult Theatre I v. Slaton, 413 U.S. 

49, 73, 93 S.Ct. 2628, 2642, 37 L.Ed.2d 446 (Brennan, J., dissenting). Paradoxically, Mr. Justice 

BRENNAN indicates that suppression of unprotected obscene material is permissible to avoid exposure 

to unconsenting adults, as in this case, and to juveniles, although he gives no indication of how the 

division between protected and nonprotected materials may be drawn with greater precision for these 

purposes than for regulation of commercial exposure to consenting adults only. Nor does he indicate 

where in the Constitution he fines the authority to distinguish between a willing ‘adult’ one month past 

the state law age of majority and a weilling ‘juvenile’ one month younger. 
 
 Under the holdings announced today, no one will be subject to prosecution for the sale or exposure of 

obscene materials unless these materials depict or describe patently offensive ‘hard core’ sexual conduct 

specifically defined by the regulating state law, as written or construed. We are satisfied that these specific 

prerequisites will provide fair notice to a dealer in such materials that his public and commercial activities 

may bring prosecution. See Roth v. United States, supra, 354 U.S., at 491-492, 77 S.Ct., at 1312-1313. Cf. 

Ginsberg v. New York, 390 U.S., at 643, 88 S.Ct., at 1282. If the inability to define regulated materials 

with ultimate, god-like precision altogether removes the power of the States or the Congress to regulate, 

then ‘hard core’ pornography may be exposed without limit to the juvenile, the passerby, and the 

consenting adult alike, as, indeed, Mr. Justice Douglas contends. As to Mr. Justice Douglas' position, see 

United States v. Thirty-seven Photographs, 402 U.S. 363, 379-380, 91 S.Ct. 1400, 1409-1410, 28 L.Ed.2d 

822 (1971) (Black, J., joined by Douglas, J., dissenting); Ginzburg v. United States, supra, 383 U.S. at 

476, 491-492, 86 S.Ct., at 950, 974 (Black, J., and Douglas, J., dissenting); Jacobellis v. Ohio, supra, 378 

U.S., at 196, 84 S.Ct., at 1682 (Black, J., joined by Douglas, J., concurring); Roth, supra, 354 U.S., at 

508-514, 77 S.Ct., at 1321-1324 (Douglas, J., dissenting). In this belief, however, Mr. Justice DOUGLAS 

now stands alone. 
Mr. Justice Brennan also emphasizes ‘institutional stress' in justification of his change of view. Nothing 

that '(t)he number of obscenity cases on our docket gives ample testimony to the burden that has been 

placed upon this Court,’ he quite rightly remarks that the examination of contested materials ‘is hardly a 

source of edification to the members of this Court.’   Paris Adult Theatre I v. Slaton, supra, 413 U.S., at 

92, 93, 93 S.Ct., at 2652. He also notes, and we agree, that ‘uncertainty of the standards creates a 

continuing source of tension between state and federal courts . . ..’ ‘The problem is . . . that one cannot say 

with certainty that material is obscene until at least five members of this Court, applying inevitably 

obscure standards, have pronounced it so.’ Id., at 93, 92, 93 S.Ct., at 2652. 
 
It is certainly true that the absence, since Roth, of a single majority view of this Court as to proper 

standards for testing obscenity has placed a strain on both state and federal courts. But today, for the first 

time since Roth was decided in 1957, a majority of this Court has agreed on concrete guidelines to isolate 

‘hard core’ pornography from expression protected by the First Amendment. Now we may abandon the 

casual practice of Redrup v. New York, 386 U.S. 767, 87 S.Ct. 1414, 18 L.Ed.2d 515 (1967), and attempt 

to provide positive guidance to federal and state courts alike. 
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This may not be an easy road, free from difficulty. But no amount of ‘fatigue’ should lead us to adopt a 

convenient ‘institutional’ rationale-an absolutist, ‘anything goes' view of the First Amendment-because it 

will lighten our burdens. ‘Such an abnegation of judicial supervision in this field would be inconsistent 

with our duty to uphold the constitutional guarantees.’   Jacobellis v. Ohio, supra, 378 U.S., at 187-188, 

84 S.Ct., at 1678 (opinion of Brennan, J.). Nor should we remedy ‘tension between state and federal 

courts' by arbitrarily depriving the States of a power reserved to them under the Constitution, a power 

which they have enjoyed and exercised continuously from before the adoption of the First Amendment to 

this day. See Roth v. United States, supra, 354 U.S., at 482-485, 77 S.Ct., at 1307-1309. ‘Our duty admits 

of no ‘substitute for facing up to the tough individual problems of constitutional judgment involved in 

every obscenity case.’ (Roth v. United States, supra, at 498, 77 S.Ct., at 1316); see Manual Enterprises, 

Inc. v. Day, 370 U.S. 478, 488, 82 S.Ct., 1432, 1437, 8 L.Ed.2d 639 (opinion of Harlan, J.) (footnote 

omitted).'   Jacobellis v. Ohio, supra, 378 U.S., at 188, 84 S.Ct., at 1678 (opinion of Brennan, J.). 
 

II 
 
Under a National Constitution, fundamental First Amendment limitations on the powers of the States do 

not vary from community to community, but this does not mean that there are, or should or can be, fixed, 

uniform national standards of precisely what appeals to the ‘prurient interest’ or is ‘patently offensive.’ 

These are essentially questions of fact, and our Nation is simply too big and too diverse for this Court to 

reasonably expect that such standards could be articulated for all 50 States in a single formulation, even 

assuming the prerequisite consensus exists. When triers of fact are asked to decide whether ‘the average 

person, applying contemporary community standards' would consider certain materials ‘prurient,’ it 

would be unrealistic to require that the answer be based on some abstract formulation. The adversary 

system, with lay jurors as the usual ultimate factfinders in criminal prosecutions, has historically 

permitted triers of fact to draw on the standards of their community, guided always by limiting 

instructions on the law. To require a State to structure obscenity proceedings around evidence of a 

national ‘community standard’ would be an exercise in futility. 
 
As noted before, this case was tried on the theory that the California obscenity statute sought to 

incorporate the tripartite test of Memoirs. This, a ‘national’ standard of First Amendment protection 

enumerated by a plurality of this Court, was correctly regarded at the time of trial as limiting state 

prosecution under the controlling case law. The jury, however, was explicitly instructed that, in 

determining whether the ‘dominant theme of the material as a whole . . . appeals to the prurient interest’ 

and in determining whether the material ‘goes substantially beyond customary limits of candor and 

affronts contemporary community standards of decency,’ it was to apply ‘contemporary community 

standards of the State of California.’ 
 
During the trial, both the prosecution and the defense assumed that the relevant ‘community standards' in 

making the factual determination of obscenity were those of the State of California, not some hypothetical 

standard of the entire United States of America. Defense counsel at trial never objected to the testimony 

of the State's expert on community standards or to the instructions of the trial judge on ‘statewide’ 

standards. On appeal to the Appellate Department, Superior Court of California, County of Orange, 

appellant for the first time contended that application of state, rather than national, standards violated the 

First and Fourteenth Amendments. 
 
We conclude that neither the State's alleged failure to offer evidence of ‘national standards,’ nor the trial 

court's charge that the jury consider state community standards, were constitutional errors. Nothing in the 

First Amendment requires that a jury must consider hypothetical and unascertainable ‘national standards' 

when attempting to determine whether certain materials are obscene as a matter of fact. Mr. Chief Justice 

Warren pointedly commented in his dissent in Jacobellis v. Ohio, supra, at 200, 84 S.Ct., at 1685: 
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‘It is my belief that when the Court said in Roth that obscenity is to be defined by reference to 

‘community standards,’ it meant community standards-not a national standard, as is sometimes 

argued. I believe that there is no provable ‘national standard’ . . .. At all events, this Court has not 

been able to enunciate one, and it would be unreasonable to expect local courts to divine one.' 
 
 It is neither realistic nor constitutionally sound to read the First Amendment as requiring that the people 

of Maine or Mississippi accept public depiction of conduct found tolerable in Las Vegas, or New York 

City. See Hoyt v. Minnesota, 399 U.S. 524-525, 90 S.Ct. 2241 (1970) (Blackmun, J., dissenting); Walker v. 

Ohio, 398 U.S. 434, 90 S.Ct. 1884, 26 L.Ed.2d 385 (1970) (Burger, C.J., dissenting); id., at 434-435, 90 

S.Ct., at 1884 (Harlan, J., dissenting); Cain v. Kentucky, 397 U.S. 319, 90 S.Ct. 1110, 25 L.Ed.2d 334 

(1970) (Burger, C.J., dissenting); id., at 319-320, 90 S.Ct., at 1110 (Harlan, J., dissenting); United States 

v. Groner, 479 F.2d 577, at 581-583. O'Meara & Shaffer, Obscenity in The Supreme Court: A Note on 

Jacobellis v. Ohio, 40 Notre Dame Law. 1, 6-7 (1964). See also Memoirs v. Massachusetts, 383 U.S., at 

458, 86 S.Ct., at 997 (Harlan, J., dissenting); Jacobellis v. Ohio, supra, 378 U.S., at 203-204, 84 S.Ct., at 

1686 (Harlan, J., dissenting); Roth v. United States, supra, 354 U.S., at 505-506, 77 S.Ct., at 1319-1320 

(Harlan, J., concurring and dissenting). People in different States vary in their tastes and attitudes, and this 

diversity is not to be strangled by the absolutism of imposed uniformity. As the Court made clear in 

Mishkin v. New York, 383 U.S., at 508-509, 86 S.Ct., at 963, the primary concern with requiring a jury to 

apply the standard of ‘the average person, applying contemporary community standards' is to be certain 

that, so far as material is not aimed at a deviant group, it will be judged by its impact on an average 

person, rather than a particularly susceptible or sensitive person-or indeed a totally insensitive one. See 

Roth v. United States, supra, 354 U.S., at 489, 77 S.Ct., at 1311. Cf. the now discredited test in Regina v. 

Hicklin, (1868) L.R. 3 Q.B. 360. We hold that the requirement that the jury evaluate the materials with 

reference to ‘contemporary standards of the State of California’ serves this protective purpose and is 

constitutionally adequate. 
IV 

 
The dissenting Justices sound the alarm of repression. But, in our view, to equate the free and robust 

exchange of ideas and political debate with commercial exploitation of obscene material demeans the 

grand conception of the First Amendment and its high purposes in the historic struggle for freedom. It is a 

‘misuse of the great guarantees of free speech and free press . . ..’ Breard v. Alexandria, 341 U.S., at 645, 

71 S.Ct., at 934. The First Amendment protects works which, taken as a whole, have serious literary, 

artistic, political, or scientific value, regardless of whether the government or a majority of the people 

approve of the ideas these works represent. ‘The protection given speech and press was fashioned to 

assure unfettered interchange of ideas for the bringing about of political and social changes desired by the 

people,’ Roth v. United States, supra, 354 U.S., at 484, 77 S.Ct., at 1308 (emphasis added). See Kois v. 

Wisconsin, 408 U.S., at 230-232, 92 S.Ct., at 2246-2247; Thornhill v. Alabama, 310 U.S., at 101-102, 60 

S.Ct., at 743-744. But the public portrayal of hard-core sexual conduct for its own sake, and for the 

ensuing commercial gain, is a different matter. 
 
There is no evidence, empirical or historical, that the stern 19th century American censorship of public 

distribution and display of material relating to sex, see Roth v. United States, supra, 354 U.S., at 482-485, 

77 S.Ct., at 1307-1309, in any way limited or affected expression of serious literary, artistic, political, or 

scientific ideas. On the contrary, it is beyond any question that the era following Thomas Jefferson to 

Theodore Roosevelt was an ‘extraordinarily vigorous period,’ not just in economics and politics, but in 

belles lettres and in ‘the outlying fields of social and political philosophies.'We do not see the harsh hand 

of censorship of ideas-good or bad, sound or unsound-and ‘repression’ of political liberty lurking in every 

state regulation of commercial exploitation of human interest in sex. 
 
Mr. Justice Brennan finds ‘it is hard to see how state-ordered regimentation of our minds can ever be 
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forestalled.’   Paris Adult Theatre I v. Slaton, 413 U.S., at 110, 93 S.Ct., at 2661 (Brennan, J., dissenting). 

These doleful anticipations assume that courts cannot distinguish commerce in ideas, protected by the 

First Amendment, from commercial exploitation of obscene material. Moreover, state regulation of hard-
core pornography so as to make it unavailable to nonadults, a regulation which Mr. Justice Brennan finds 

constitutionally permissible, has all the elements of ‘censorship’ for adults; indeed even more rigid 

enforcement techniques may be called for with such dichotomy of regulation. See Interstate Circuit, Inc. 

v. Dallas, 390 U.S., at 690, 88 S.Ct., at 1306. One can concede that the ‘sexual revolution’ of recent years 

may have had useful byproducts in striking layers of prudery from a subject long irrationally kept from 

needed ventilation. But it does not follow that no regulation of patently offensive ‘hard core’ materials is 

needed or permissible; civilized people do not allow unregulated access to heroin because it is a 

derivative of medicinal morphine. 
 
In sum, we (a) reaffirm the Roth holding that obscene material is not protected by the First Amendment; 

(b) hold that such material can be regulated by the States, subject to the specific safeguards enunciated 

above, without a showing that the material is ‘utterly without redeeming social value’; and (c) hold that 

obscenity is to be determined by applying ‘contemporary community standards,’ see Kois v. Wisconsin, 

supra, 408 U.S., at 230, 92 S.Ct., at 2246, and Roth v. United States, supra, 354 U.S., at 489, 77 S.Ct., at 

1311, not ‘national standards.’ The judgment of the Appellate Department of the Superior Court, Orange 

County, California, is vacated and the case remanded to that court for further proceedings not inconsistent 

with the First Amendment standards established by this opinion. See United States v. 12 200-Foot Reels of 

Super 8mm. Film, 413 U.S. 123, at 130 n. 7, 93 S.Ct. 2665, at 2670 n. 7, 37 L.Ed.2d 500. 
 
Vacated and remanded. 
 

* * *  
Justice DOUGLAS’ dissent omitted. 

 
Notes and Questions 
 
1. What guidelines are used to analyze a states regulation of “obscene” material? 
 

 
 

 
LUKE RECORDS, INC. v. NAVARRO 

960 F.2d 134 (11th Cir. 1992) 
 
PER CURIAM: 
 
In this appeal, appellants Luke Records, Inc., Luther Campbell, Mark Ross, David Hobbs, and Charles 

Wongwon seek reversal of the district court's declaratory judgment that the musical recording “As Nasty 

As They Wanna Be” is obscene under Fla.Stat. § 847.011 and the United States Constitution, contending 

that the district court misapplied the test for determining obscenity. We reverse. 
 
Appellants Luther Campbell, David Hobbs, Mark Ross, and Charles Wongwon comprise the musical 

group “2 Live Crew,” which recorded “As Nasty As They Wanna Be.” In response to actions taken by the 

Broward County, Florida Sheriff's Office to discourage record stores from selling “As Nasty As They 

Wanna Be,” appellants filed this action in federal district court to enjoin the Sheriff from interfering 

further with the sale of the recording. The district court granted the injunction, finding that the actions of 

the Sheriff's office were an unconstitutional prior restraint on free speech. The Sheriff does not appeal this 
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determination. 
 
In addition to injunctive relief, however, appellants sought a declaratory judgment pursuant to 28 

U.S.C.A. § 2201 that the recording was not obscene. The district court found that “As Nasty As They 

Wanna Be” is obscene under Miller v. California. 
 
This case is apparently the first time that a court of appeals has been asked to apply the Miller test to a 

musical composition, which contains both instrumental music and lyrics. Although we tend to agree with 

appellants' contention that because music possesses inherent artistic value, no work of music alone may 

be declared obscene, that issue is not presented in this case. The Sheriff's contention that the work is not 

protected by the First Amendment is based on the lyrics, not the music. The Sheriff's brief denies any 

intention to put rap music to the test, but states “it is abundantly obvious that it is only the ‘lyrical’ content 

which makes “As Nasty As They Wanna Be” obscene.” Assuming that music is not simply a sham attempt 

to protect obscene material, the Miller test should be applied to the lyrics and the music of “As Nasty As 

They Wanna Be” as a whole. The basic guidelines for the trier of fact must be: (a) whether “the average 

person, applying contemporary community standards” would find that the work, taken as a whole, appeals 

to the prurient interest; (b) whether the work depicts or describes, in a patently offensive way, sexual 

conduct specifically defined by the applicable state law; and (c) whether the work, taken as a whole, lacks 

serious literary, artistic, political, or scientific value. 413 U.S. at 24, 93 S.Ct. at 2615. This test is 

conjunctive. Penthouse Intern., Ltd. v. McAuliffe, 610 F.2d 1353, 1363 (5th Cir.1980). A work cannot be 

held obscene unless each element of the test has been evaluated independently and all three have been 

met. Id. 
 
Appellants contend that because the central issue in this case is whether “As Nasty As They Wanna Be” 

meets the definition of obscenity contained in a Florida criminal statute, the thrust of this case is criminal 

and the Sheriff should be required to prove the work's obscenity beyond a reasonable doubt. In the 

alternative, appellants assert that at minimum, the importance of the First Amendment requires that the 

burden of proof in the district court should have been by “clear and convincing evidence,” rather than by 

“a preponderance of the evidence.” Assuming, arguendo, that the proper standard is the preponderance of 

the evidence, we conclude that the Sheriff has failed to carry his burden of proof that the material is 

obscene by the Miller standards under that less stringent standard. Thus, to reverse the declaratory 

judgment that the work is obscene, we need not decide which of the standards applies. 
 
There are two problems with this case which make it unusually difficult to review. First, the Sheriff put in 

no evidence but the tape recording itself. The only evidence concerning the three-part Miller test was put 

in evidence by the plaintiffs. Second, the case was tried by a judge without a jury, and he relied on his 

own expertise as to the prurient interest community standard and artistic value prongs of the Miller test. 
 
First, the Sheriff put in no evidence other than the cassette tape. He called no expert witnesses concerning 

contemporary community standards, prurient interest, or serious artistic value. His evidence was the tape 

recording itself. 
 
The appellants called psychologist Mary Haber, music critics Gregory Baker, John Leland and Rhodes 

Scholar Carlton Long. Dr. Haber testified that the tape did not appeal to the average person's prurient 

interest. 
 
Gregory Baker is a staff writer for New Times Newspaper, a weekly arts and news publication supported 

by advertising revenue and distributed free of charge throughout South Florida. Baker testified that he 

authored “hundreds” of articles about popular music over the previous six or seven years. After reviewing 

the origins of hip hop and rap music, Baker discussed the process through which rap music is created. He 
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then outlined the ways in which 2 Live Crew had innovated past musical conventions within the genre 

and concluded that the music in “As Nasty As They Wanna Be” possesses serious musical value. 
 
John Leland is a pop music critic for Newsday magazine, which has a daily circulation in New York, New 

York of approximately six hundred thousand copies, one of the top ten daily newspaper circulations in the 

country. Leland discussed in detail the evolution of hip hop and rap music, including the development of 

sampling technique by street disc jockeys over the previous fifteen years and the origins of rap in more 

established genres of music such as jazz, blues, and reggae. He emphasized that a Grammy Award for rap 

music was recently introduced, indicating that the recording industry recognizes rap as valid artistic 

achievement, and ultimately gave his expert opinion that 2 Live Crew's music in “As Nasty As They 

Wanna Be” does possess serious artistic value. 
 
Of appellants' expert witnesses, Carlton Long testified most about the lyrics. Long is a Rhodes scholar 

with a Ph.D. in Political Science and was to begin an assistant professorship in that field at Columbia 

University in New York City shortly after the trial. Long testified that “As Nasty As They Wanna Be” 

contains three oral traditions, or musical conventions, known as call and response, doing the dozens, and 

boasting. Long testified that these oral traditions derive their roots from certain segments of Afro-
American culture. Long described each of these conventions and cited examples of each one from “As 

Nasty As They Wanna Be.” He concluded that the album reflects many aspects of the cultural heritage of 

poor, inner city blacks as well as the cultural experiences of 2 Live Crew. Long suggested that certain 

excerpts from “As Nasty As They Wanna Be” contained statements of political significance or 

exemplified numerous literary conventions, such as alliteration, allusion, metaphor, rhyme, and 

personification. 
 
The Sheriff introduced no evidence to the contrary, except the tape. 
 
Second, the case was tried by a judge without a jury, and he relied on his own expertise as to the 

community standard and artistic prongs of the Miller test. 
 
The district court found that the relevant community was Broward, Dade, and Palm Beach Counties. He 

further stated: 
 
This court finds that the relevant community standard reflects a more tolerant view of obscene speech 

than would other communities within the state. This finding of fact is based upon this court's personal 

knowledge of the community. The undersigned judge has resided in Broward County since 1958. As a 

practicing attorney, state prosecutor, state circuit judge, and currently, a federal district judge, the 

undersigned has traveled and worked in Dade, Broward, and Palm Beach. As a member of the 

community, he has personal knowledge of this area's demographics, culture, economics, and politics. He 

has attended public functions and events in all three counties and is aware of the community's concerns as 

reported in the media and by word of mouth. 
 
In almost fourteen years as a state circuit judge, the undersigned gained personal knowledge of the nature 

of obscenity in the community while viewing dozens, if not hundreds of allegedly obscene films and other 

publications seized by law enforcement. 
*** 

 
The plaintiffs' claim that this court cannot decide this case without expert testimony and the introduction 

of specific evidence on community standards is also without merit. The law does not require expert 

testimony in an obscenity case. The defendant introduced the Nasty recording into evidence. As noted by 

the Supreme Court in Paris Adult Theatre I [v. Slaton, 413 U.S. 49, 93 S.Ct. 2628, 37 L.Ed.2d 446 (1973) 
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], when the material in question is not directed to a ‘bizarre, deviant group’ not within the experience of 

the average person, the best evidence is the material, which ‘can and does speak for itself.’ Paris Adult 

Theatre I, 413 U.S. at 56 & n. 6, 93 S.Ct. at 2634 & n. 6. 
 
In deciding this case, the court's decision is not based upon the undersigned judge's personal opinion as to 

the obscenity of the work, but is an application of the law to the facts based upon the trier of fact's 

personal knowledge of community standards. In other words, even if the undersigned judge would not 

find As Nasty As They Wanna Be obscene, he would be compelled to do so if the community's standards 

so required. 
 
It is difficult for an appellate court to review value judgments. Although, generally, these determinations 

are made in the first instance by a jury, in this case the district judge served as the fact finder, which is 

permissible in civil cases. Because a judge served as a fact finder, however, and relied only on his own 

expertise, the difficulty of appellate review is enhanced. A fact finder, whether a judge or jury, is limited 

in discretion. “Our standard of review must be faithful to both Rule 52(a) and the rule of independent 

review.” “The rule of independent review assigns to appellate judges a constitutional responsibility that 

cannot be delegated to the trier of fact,” even where that fact finder is a judge. 
 
In this case, it can be conceded without deciding that the judge's familiarity with contemporary 

community standards is sufficient to carry the case as to the first two prongs of the Miller test: prurient 

interest applying community standards and patent offensiveness as defined by Florida law. The record is 

insufficient, however, for this Court to assume the fact finder's artistic or literary knowledge or skills to 

satisfy the last prong of the Miller analysis, which requires determination of whether a work “lacks 

serious artistic, scientific, literary or political value.” 
 
In Pope v. Illinois, the Court clarified that whether a work possesses serious value was not a question to 

be decided by contemporary community standards. The Court reasoned that the fundamental principles of 

the First Amendment prevent the value of a work from being judged solely by the amount of acceptance it 

has won within a given community: 
 
Just as the ideas a work represents need not obtain majority approval to merit protection, neither, insofar 

as the First Amendment is concerned, does the value of the work vary from community to community 

based on the degree of local acceptance it has won. 
 
The Sheriff concedes that he has the burden of proof  to show that the recording is obscene. Yet, he 

submitted no evidence to contradict the testimony that the work had artistic value. A work cannot be held 

obscene unless each element of the Miller test has been met. We reject the argument that simply by 

listening to this musical work, the judge could determine that it had no serious artistic value. 
 

 
Notes and Questions 
 
1. Why did the sheriff lose this case?   
 
2. On what subject was the judge not qualified to render a factual finding?   
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FEDERAL COMMUNICATIONS COMMISSION v. PACIFICA FOUNDATION 

438 U.S. 726 (1978) 
 
 

Mr. Justice STEVENS delivered the opinion of the Court (Parts I, II, III and IV-C) and an opinion in 

which THE CHIEF JUSTICE and Mr. Justice REHNQUIST joined (Parts IV-A and IV-B). 
 
This case requires that we decide whether the Federal Communications Commission has any power to 

regulate a radio broadcast that is indecent but not obscene. 
 
A satiric humorist named George Carlin recorded a 12-minute monologue entitled “Filthy Words” before 

a live audience in a California theater. He began by referring to his thoughts about “the words you 

couldn’t say on the public, ah, airwaves, um, the ones you definitely wouldn’t say, ever.” He proceeded to 

list those words and repeat them over and over again in a variety of colloquialisms. The transcript of the 

recording, which is appended to this opinion, indicates frequent laughter from the audience. 
 
At about 2 o’clock in the afternoon on Tuesday, October 30, 1973, a New York radio station, owned by 

respondent Pacifica Foundation, broadcast the “Filthy Words” monologue. A few weeks later a man, who 

stated that he had heard the broadcast while driving with his young son, wrote a letter complaining to the 

Commission. He stated that, although he could perhaps understand the “record’s being sold for private 

use, I certainly cannot understand the broadcast of same over the air that, supposedly, you control.” 
 
The complaint was forwarded to the station for comment. In its response, Pacifica explained that the 

monologue had been played during a program about contemporary society’s attitude toward language and 

that, immediately before its broadcast, listeners had been advised that it included “sensitive language 

which might be regarded as offensive to some.” Pacifica characterized George Carlin as “a significant 

social satirist” who “like Twain and Sahl before him, examines the language of ordinary people. . . . 

Carlin is not mouthing obscenities, he is merely using words to satirize as harmless and essentially silly 

our attitudes towards those words.” Pacifica stated that it was not aware of any other complaints about the 

broadcast. 
 
On February 21, 1975, the Commission issued a declaratory order granting the complaint and holding that 

Pacifica “could have been the subject of administrative sanctions.” 56 F.C.C.2d 94, 99. The Commission 

did not impose formal sanctions, but it did state that the order would be “associated with the station’s 

license file, and in the event that subsequent complaints are received, the Commission will then decide 

whether it should utilize any of the available sanctions it has been granted by Congress.” 
 
In its memorandum opinion the commission stated that it intended to “clarify the standards which will be 

utilized in considering” the growing number of complaints about indecent speech on the airwaves. Id., at 

94. Advancing several reasons for treating broadcast speech differently from other forms of expression, 

the Commission found a power to regulate indecent broadcasting in two statutes: 18 U.S.C. § 1464 (1976 

ed.), which forbids the use of “any obscene, indecent, or profane language by means of radio 

communications,” and 47 U.S.C. § 303(g), which requires the Commission to “encourage the larger and 

more effective use of radio in the public interest.” 
 
The Commission characterized the language used in the Carlin monologue as “patently offensive,” though 

not necessarily obscene, and expressed the opinion that it should be regulated by principles analogous to 

those found in the law of nuisance where the “law generally speaks to channeling behavior more than 

actually prohibiting it. . . . [T]he concept of ‘indecent’ is intimately connected with the exposure of 



Chapter Four                                     Constitutional Considerations                             

 

 

454 

children to language that describes, in terms patently offensive as measured by contemporary community 

standards for the broadcast medium, sexual or excretory activities and organs at times of the day when 

there is a reasonable risk that children may be in the audience.” 56 F.C.C.2d, at 98. 
 
Applying these considerations to the language used in the monologue as broadcast by respondent, the 

Commission concluded that certain words depicted sexual and excretory activities in a patently offensive 

manner, noted that they “were broadcast at a time when children were undoubtedly in the audience (i. e., 

in the early afternoon),” and that the prerecorded language, with these offensive words “repeated over and 

over,” was “deliberately broadcast.”  Id., at 99. In summary, the Commission stated: “We therefore hold 

that the language as broadcast was indecent and prohibited by 18 U.S.C. [§] 1464.” Ibid. 
 
After the order issued, the Commission was asked to clarify its opinion by ruling that the broadcast of 

indecent words as part of a live newscast would not be prohibited. The Commission issued another 

opinion in which it pointed out that it “never intended to place an absolute prohibition on the broadcast of 

this type of language, but rather sought to channel it to times of day when children most likely would not 

be exposed to it.” 59 F.C.C.2d 892 (1976). The Commission noted that its “declaratory order was issued 

in a specific factual context,” and declined to comment on various hypothetical situations presented by the 

petition. Id., at 893. It relied on its “long standing policy of refusing to issue interpretive rulings or 

advisory opinions when the critical facts are not explicitly stated or there is a possibility that subsequent 

events will alter them.” Ibid. 
 
The United States Court of Appeals for the District of Columbia Circuit reversed, with each of the three 

judges on the panel writing separately. 181 U.S.App.D.C. 132, 556 F.2d 9. Judge Tamm concluded that 

the order represented censorship and was expressly prohibited by § 326 of the Communications Act.8 

Alternatively, Judge Tamm read the Commission opinion as the functional equivalent of a rule and 

concluded that it was “overbroad.” 181 U.S.App.D.C., at 141, 556 F.2d, at 18. Chief Judge Bazelon’s 

concurrence rested on the Constitution. He was persuaded that § 326’s prohibition against censorship is 

inapplicable to broadcasts forbidden by § 1464. However, he concluded that § 1464 must be narrowly 

construed to cover only language that is obscene or otherwise unprotected by the First Amendment. 181 

U.S.App.D.C., at 140-153, 556 F.2d, at 24-30. Judge Leventhal, in dissent, stated that the only issue was 

whether the Commission could regulate the language “as broadcast.” Id., at 154, 556 F.2d, at 31. 

Emphasizing the interest in protecting children, not only from exposure to indecent language, but also 

from exposure to the idea that such language has official approval, id., at 160, and n.18, 556 F.2d, at 37, 

and n. 18, he concluded that the Commission had correctly condemned the daytime broadcast as indecent. 
 
Having granted the Commission’s petition for certiorari, 434 U.S. 1008, 98 S.Ct. 715, 54 L.Ed.2d 749, we 

must decide: (1) whether the scope of judicial review encompasses more than the Commission’s 

determination that the monologue was indecent “as broadcast”; (2) whether the Commission’s order was a 

form of censorship forbidden by § 326; (3) whether the broadcast was indecent within the meaning of § 

1464; and (4) whether the order violates the First Amendment of the United States Constitution. 
 

I 
 
The general statements in the Commission’s memorandum opinion do not change the character of its 

order. Its action was an adjudication under 5 U.S.C. § 554(e) (1976 ed.); it did not purport to engage in 

formal rulemaking or in the promulgation of any regulations. The order “was issued in a specific factual 

context”; questions concerning possible action in other contexts were expressly reserved for the future. 

The specific holding was carefully confined to the monologue “as broadcast.” 
 
“This Court . . . reviews judgments, not statements in opinions.” Black v. Cutter Laboratories, 351 U.S. 
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292, 297, 76 S.Ct. 824, 827, 100 L.Ed. 1188. That admonition has special force when the statements raise 

constitutional questions, for it is our settled practice to avoid the unnecessary decision of such issues. 

Rescue Army v. Municipal Court, 331 U.S. 549, 568-569, 67 S.Ct. 1409, 1419-1420, 91 L.Ed. 1666. 

However appropriate it may be for an administrative agency to write broadly in an adjudicatory 

proceeding, federal courts have never been empowered to issue advisory opinions. See Herb v. Pitcairn, 

324 U.S. 117, 126, 65 S.Ct. 459, 463, 89 L.Ed. 789. Accordingly, the focus of our review must be on the 

Commission’s determination that the Carlin monologue was indecent as broadcast. 
 

II 
 
The relevant statutory questions are whether the Commission’s action is forbidden “censorship” within 

the meaning of 47 U.S.C. § 326 and whether speech that concededly is not obscene may be restricted as 

“indecent” under the authority of 18 U.S.C. § 1464 (1976 ed.). The questions are not unrelated, for the 

two statutory provisions have a common origin. Nevertheless, we analyze them separately. 
 
Section 29 of the Radio Act of 1927 provided: 
 
“Nothing in this Act shall be understood or construed to give the licensing authority the power of 

censorship over the radio communications or signals transmitted by any radio station, and no regulation 

or condition shall be promulgated or fixed by the licensing authority which shall interfere with the right of 

free speech by means of radio communications. No person within the jurisdiction of the United States 

shall utter any obscene, indecent, or profane language by means of radio communication.” 44 Stat. 1172-
1173. 
 
The prohibition against censorship unequivocally denies the Commission any power to edit proposed 

broadcasts in advance and to excise material considered inappropriate for the airwaves. The prohibition, 

however, has never been construed to deny the Commission the power to review the content of completed 

broadcasts in the performance of its regulatory duties. 
 
During the period between the original enactment of the provision in 1927 and its re-enactment in the 

Communications Act of 1934, the courts and the Federal Radio Commission held that the section 

deprived the Commission of the power to subject “broadcasting matter to scrutiny prior to its release,” but 

they concluded that the Commission’s “undoubted right” to take note of past program content when 

considering a licensee’s renewal application “is not censorship.” 
 
Not only did the Federal Radio Commission so construe the statute prior to 1934; its successor, the 

Federal Communications Commission, has consistently interpreted the provision in the same way ever 

since. See Note, Regulation of Program Content by the FCC, 77 Harv.L.Rev. 701 (1964). And, until this 

case, the Court of Appeals for the District of Columbia Circuit has consistently agreed with this 

construction. Thus, for example, in his opinion in Anti-Defamation League of B’nai B’rith v. FCC, 131 

U.S.App.D.C. 146, 403 F.2d 169 (1968), cert. denied, 394 U.S. 930, 89 S.Ct. 1190, 22 L.Ed.2d 459. Judge 

Wright forcefully pointed out that the Commission is not prevented from canceling the license of a 

broadcaster who persists in a course of improper programming. He explained: 
 
“This would not be prohibited ‘censorship,’ . . . any more than would the Commission’s considering on a 

license renewal application whether a broadcaster allowed ‘coarse, vulgar, suggestive, double-meaning’ 

programming; programs containing such material are grounds for denial of a license renewal.” 131 

U.S.App.D.C., at 150-151, n. 3, 403 F.2d, at 173-174, n. 3.  See also Office of Communication of United 

Church of Christ v. FCC, 123 U.S.App.D.C. 328, 359 F.2d 994 (1966). 
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Entirely apart from the fact that the subsequent review of program content is not the sort of censorship at 

which the statute was directed, its history makes it perfectly clear that it was not intended to limit the 

Commission’s power to regulate the broadcast of obscene, indecent, or profane language. A single section 

of the 1927 Act is the source of both the anticensorship provision and the Commission’s authority to 

impose sanctions for the broadcast of indecent or obscene language. Quite plainly, Congress intended to 

give meaning to both provisions. Respect for that intent requires that the censorship language be read as 

inapplicable to the prohibition on broadcasting obscene, indecent, or profane language. 
 
There is nothing in the legislative history to contradict this conclusion. The provision was discussed only 

in generalities when it was first enacted. In 1934, the anticensorship provision and the prohibition against 

indecent broadcasts were re-enacted in the same section, just as in the 1927 Act. In 1948, when the 

Criminal Code was revised to include provisions that had previously been located in other Titles of the 

United States Code, the prohibition against obscene, indecent, and profane broadcasts was removed from 

the Communications Act and re-enacted as § 1464 of Title 18. 62 Stat. 769 and 866. That rearrangement 

of the Code cannot reasonably be interpreted as having been intended to change the meaning of the 

anticensorship provision. H.R.Rep.No. 304, 80th Cong., 1st Sess., A106 (1947). Cf. Tidewater Oil Co. v. 

United  States, 409 U.S. 151, 162, 93 S.Ct. 408, 415, 34 L.Ed.2d 375. 
 
We conclude, therefore, that § 326 does not limit the Commission’s authority to impose sanctions on 

licensees who engage in obscene, indecent, or profane broadcasting. 
 

III 
 
The only other statutory question presented by this case is whether the afternoon broadcast of the “Filthy 

Words” monologue was indecent within the meaning of § 1464. Even that question is narrowly confined 

by the arguments of the parties. 
 
The Commission identified several words that referred to excretory or sexual activities or organs, stated 

that the repetitive, deliberate use of those words in an afternoon broadcast when children are in the 

audience was patently offensive, and held that the broadcast was indecent. Pacifica takes issue with the 

Commission’s definition of indecency, but does not dispute the Commission’s preliminary determination 

that each of the components of its definition was present. Specifically, Pacifica does not quarrel with the 

conclusion that this afternoon broadcast was patently offensive. Pacifica’s claim that the broadcast was 

not indecent within the meaning of the statute rests entirely on the absence of prurient appeal. 
 
The plain language of the statute does not support Pacifica’s argument. The words “obscene, indecent, or 

profane” are written in the disjunctive, implying that each has a separate meaning. Prurient appeal is an 

element of the obscene, but the normal definition of “indecent” merely refers to nonconformance with 

accepted standards of morality. 
 
Pacifica argues, however, that this Court has construed the term “indecent” in related statutes to mean 

“obscene,” as that term was defined in Miller v. California, 413 U.S. 15, 93 S.Ct. 2607, 37 L.Ed.2d 419. 

Pacifica relies most heavily on the construction this Court gave to 18 U.S.C. § 1461 in Hamling v. United 

States, 418 U.S. 87, 94 S.Ct. 2887, 41 L.Ed.2d 590. See also United States v. 12 200-ft. Reels of Film, 413 

U.S. 123, 130 n. 7, 93 S.Ct. 2665, 2670, 37 L.Ed.2d 500 (18 U.S.C. § 1462) (dicta). Hamling rejected a 

vagueness attack on § 1461, which forbids the mailing of “obscene, lewd, lascivious, indecent, filthy or 

vile” material. In holding that the statute’s coverage is limited to obscenity, the Court followed the lead of 

Mr. Justice Harlan in Manual Enterprises, Inc. v. Day, 370 U.S. 478, 82 S.Ct. 1432, 8 L.Ed.2d 639. In that 

case, Mr. Justice Harlan recognized that § 1461 contained a variety of words with many shades of 

meaning. Nonetheless, he thought that the phrase “obscene, lewd, lascivious, indecent, filthy or vile,” 
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taken as a whole, was clearly limited to the obscene, a reading well grounded in prior judicial 

constructions: “[T]he statute since its inception has always been taken as aimed at obnoxiously debasing 

portrayals of sex.” 370 U.S., at 483, 82 S.Ct., at 1434. In Hamling the Court agreed with Mr. Justice 

Harlan that § 1461 was meant only to regulate obscenity in the mails; by reading into it the limits set by 

Miller v. California, supra, the Court adopted a construction which assured the statute’s constitutionality. 
 
The reasons supporting Hamling ‘s construction of § 1461 do not apply to § 1464. Although the history of 

the former revealed a primary concern with the prurient, the Commission has long interpreted § 1464 as 

encompassing more than the obscene. The former statute deals primarily with printed matter enclosed in 

sealed envelopes mailed from one individual to another; the latter deals with the content of public 

broadcasts. It is unrealistic to assume that Congress intended to impose precisely the same limitations on 

the dissemination of patently offensive matter by such different means. 
 
Because neither our prior decisions nor the language or history of § 1464 supports the conclusion that 

prurient appeal is an essential component of indecent language, we reject Pacifica’s construction of the 

statute. When that construction is put to one side, there is no basis for disagreeing with the Commission’s 

conclusion that indecent language was used in this broadcast. 
 

IV 
 
Pacifica makes two constitutional attacks on the Commission’s order. First, it argues that the 

Commission’s construction of the statutory language broadly encompasses so much constitutionally 

protected speech that reversal is required even if Pacifica’s broadcast of the “Filthy Words” monologue is 

not itself protected by the First Amendment. Second, Pacifica argues that inasmuch as the recording is not 

obscene, the Constitution forbids any abridgment of the right to broadcast it on the radio. 
 

A 
 
The first argument fails because our review is limited to the question whether the Commission has the 

authority to proscribe this particular broadcast. As the Commission itself emphasized, its order was 

“issued in a specific factual context.” 59 F.C.C.2d, at 893. That approach is appropriate for courts as well 

as the Commission when regulation of indecency is at stake, for indecency is largely a function of 

context-it cannot be adequately judged in the abstract. 
 
The approach is also consistent with Red Lion Broadcasting Co. v. FCC, 395 U.S. 367, 89 S.Ct. 1794, 23 

L.Ed.2d 371. In that case the Court rejected an argument that the Commission’s regulations defining the 

fairness doctrine were so vague that they would inevitably abridge the broadcasters’ freedom of speech. 

The Court of Appeals had invalidated the regulations because their vagueness might lead to self-
censorship of controversial program content. Radio Television News Directors Assn. v. United States, 400 

F.2d 1002, 1016 (CA7 1968). This Court reversed. After noting that the Commission had indicated, as it 

has in this case, that it would not impose sanctions without warning in cases in which the applicability of 

the law was unclear, the Court stated: 
 
“We need not approve every aspect of the fairness doctrine to decide these cases, and we will not now 

pass upon the constitutionality of these regulations by envisioning the most extreme applications 

conceivable, United States v. Sullivan, 332 U.S. 689, 694, [68 S.Ct. 331, 92 L.Ed. 297] (1948), but will 

deal with those problems if and when they arise.” 395 U.S., at 396, 89 S.Ct., at 1809. 
 
It is true that the Commission’s order may lead some broadcasters to censor themselves. At most, 

however, the Commission’s definition of indecency will deter only the broadcasting of patently offensive 
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references to excretory and sexual organs and activities. While some of these references may be protected, 

they surely lie at the periphery of First Amendment concern. Cf. Bates v. State Bar of Arizona, 433 U.S. 

350, 380-381, 97 S.Ct. 2691, 2707-2708, 53 L.Ed.2d 810. Young v. American Mini Theatres, Inc., 427 

U.S. 50, 61, 96 S.Ct. 2440, 2448, 49 L.Ed.2d 310. The danger dismissed so summarily in Red Lion, in 

contrast, was that broadcasters would respond to the vagueness of the regulations by refusing to present 

programs dealing with important social and political controversies. Invalidating any rule on the basis of 

its hypothetical application to situations not before the Court is “strong medicine” to be applied 

“sparingly and only as a last resort.” Broadrick v. Oklahoma, 413 U.S. 601, 613, 93 S.Ct. 2908, 2916, 37 

L.Ed.2d 830. We decline to administer that medicine to preserve the vigor of patently offensive sexual 

and excretory speech. 
B 

 
When the issue is narrowed to the facts of this case, the question is whether the First Amendment denies 

government any power to restrict the public broadcast of indecent language in any circumstances.  For if 

the government has any such power, this was an appropriate occasion for its exercise. 
 
The words of the Carlin monologue are unquestionably “speech” within the meaning of the First 

Amendment. It is equally clear that the Commission’s objections to the broadcast were based in part on its 

content. The order must therefore fall if, as Pacifica argues, the First Amendment prohibits all 

governmental regulation that depends on the content of speech. Our past cases demonstrate, however, that 

no such absolute rule is mandated by the Constitution. 
 
The classic exposition of the proposition that both the content and the context of speech are critical 

elements of First Amendment analysis is Mr. Justice Holmes’ statement for the Court in Schenck v. United 

States, 249 U.S. 47, 52, 39 S.Ct. 247, 248, 63 L.Ed. 470: 
 
“We admit that in many places and in ordinary times the defendants in saying all that was said in the 

circular would have been within their constitutional rights. But the character of every act depends upon 

the circumstances in which it is done. . . . The most stringent protection of free speech would not protect a 

man in falsely shouting fire in a theatre and causing a panic. It does not even protect a man from an 

injunction against uttering words that may have all the effect of force. . . . The question in every case is 

whether the words used are used in such circumstances and are of such a nature as to create a clear and 

present danger that they will bring about the substantive evils that Congress has a right to prevent.” 
 
Other distinctions based on content have been approved in the years since Schenck. The government may 

forbid speech calculated to provoke a fight. See Chaplinsky v. New Hampshire, 315 U.S. 568, 62 S.Ct. 

766, 86 L.Ed. 1031. It may pay heed to the “ ‘commonsense differences’ between commercial speech and 

other varieties.” Bates v. State Bar of Arizona, supra, 433 U.S., at 381, 97 S.Ct., at 2707. It may treat 

libels against private citizens more severely than libels against public officials. See Gertz v. Robert Welch, 

Inc., 418 U.S. 323, 94 S.Ct. 2997, 41 L.Ed.2d 789. Obscenity may be wholly prohibited. Miller v. 

California, 413 U.S. 15, 93 S.Ct. 2607, 37 L.Ed.2d 419. And only two Terms ago we refused to hold that 

a “statutory classification is unconstitutional because it is based on the content of communication 

protected by the First Amendment.” Young v. American Mini Theatres, Inc., supra, 427 U.S., at 52, 96 

S.Ct., at 2443. 
 
The question in this case is whether a broadcast of patently offensive words dealing with sex and 

excretion may be regulated because of its content. Obscene materials have been denied the protection of 

the First Amendment because their content is so offensive to contemporary moral standards. Roth v. 

United States, 354 U.S. 476, 77 S.Ct. 1304, 1 L.Ed.2d 1498. But the fact that society may find speech 

offensive is not a sufficient reason for suppressing it. Indeed, if it is the speaker’s opinion that gives 
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offense, that consequence is a reason for according it constitutional protection. For it is a central tenet of 

the First Amendment that the government must remain neutral in the marketplace of ideas. If there were 

any reason to believe that the Commission’s characterization of the Carlin monologue as offensive could 

be traced to its political content-or even to the fact that it satirized contemporary attitudes about four-letter 

words-First Amendment protection might be required. But that is simply not this case. These words 

offend for the same reasons that obscenity offends. Their place in the hierarchy of First Amendment 

values was aptly sketched by Mr. Justice Murphy when he said: “Such utterances are no essential part of 

any exposition of ideas, and are of such slight social value as a step to truth that any benefit that may be 

derived from them is clearly outweighed by the social interest in order and morality.” Chaplinsky v. New 

Hampshire, 315 U.S., at 572, 62 S.Ct., at 769. 
 
Although these words ordinarily lack literary, political, or scientific value, they are not entirely outside the 

protection of the First Amendment. Some uses of even the most offensive words are unquestionably 

protected. See, e. g., Hess v. Indiana, 414 U.S. 105, 94 S.Ct. 326, 38 L.Ed.2d 303. Indeed, we may 

assume, arguendo, that this monologue would be protected in other contexts. Nonetheless, the 

constitutional protection accorded to a communication containing such patently offensive sexual and 

excretory language need not be the same in every context. It is a characteristic of speech such as this that 

both its capacity to offend and its “social value,” to use Mr. Justice Murphy’s term, vary with the 

circumstances. Words that are commonplace in one setting are shocking in another. To paraphrase Mr. 

Justice Harlan, one occasion’s lyric is another’s vulgarity. Cf. Cohen v. California, 403 U.S. 15, 25, 91 

S.Ct. 1780, 1788, 29 L.Ed.2d 284. 
 
In this case it is undisputed that the content of Pacifica’s broadcast was “vulgar,” “offensive,” and 

“shocking.” Because content of that character is not entitled to absolute constitutional protection under all 

circumstances, we must consider its context in order to determine whether the Commission’s action was 

constitutionally permissible. 
C 

 
We have long recognized that each medium of expression presents special First Amendment problems. 

Joseph Burstyn, Inc. v. Wilson, 343 U.S. 495, 502-503, 72 S.Ct. 777, 780-781, 96 L.Ed. 1098. And of all 

forms of communication, it is broadcasting that has received the most limited First Amendment 

protection. Thus, although other speakers cannot be licensed except under laws that carefully define and 

narrow official discretion, a broadcaster may be deprived of his license and his forum if the Commission 

decides that such an action would serve “the public interest, convenience, and necessity.” Similarly, 

although the First Amendment protects newspaper publishers from being required to print the replies of 

those whom they criticize, Miami Herald Publishing Co. v. Tornillo, 418 U.S. 241, 94 S.Ct. 2831, 41 

L.Ed.2d 730, it affords no such protection to broadcasters; on the contrary, they must give free time to the 

victims of their criticism. Red Lion Broadcasting Co. v. FCC, 395 U.S. 367, 89 S.Ct. 1794, 23 L.Ed.2d 

371. 
 
The reasons for these distinctions are complex, but two have relevance to the present case. First, the 

broadcast media have established a uniquely pervasive presence in the lives of all Americans. Patently 

offensive, indecent material presented over the airwaves confronts the citizen, not only in public, but also 

in the privacy of the home, where the individual’s right to be left alone plainly outweighs the First 

Amendment rights of an intruder. Rowan v. Post Office Dept., 397 U.S. 728, 90 S.Ct. 1484, 25 L.Ed.2d 

736. Because the broadcast audience is constantly tuning in and out, prior warnings cannot completely 

protect the listener or viewer from unexpected program content. To say that one may avoid further offense 

by turning off the radio when he hears indecent language is like saying that the remedy for an assault is to 

run away after the first blow. One may hang up on an indecent phone call, but that option does not give 

the caller a constitutional immunity or avoid a harm that has already taken place. 
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Second, broadcasting is uniquely accessible to children, even those too young to read. Although Cohen’s 

written message might have been incomprehensible to a first grader, Pacifica’s broadcast could have 

enlarged a child’s vocabulary in an instant. Other forms of offensive expression may be withheld from the 

young without restricting the expression at its source. Bookstores and motion picture theaters, for 

example, may be prohibited from making indecent material available to children. We held in Ginsberg v. 

New York, 390 U.S. 629, 88 S.Ct. 1274, 20 L.Ed.2d 195, that the government’s interest in the “well-being 

of its youth” and in supporting “parents’ claim to authority in their own household” justified the 

regulation of otherwise protected expression. Id., at 640 and 639, 88 S.Ct., at 1280. The ease with which 

children may obtain access to broadcast material, coupled with the concerns recognized in Ginsberg, 

amply justify special treatment of indecent broadcasting. 
 
It is appropriate, in conclusion, to emphasize the narrowness of our holding. This case does not involve a 

two-way radio conversation between a cab driver and a dispatcher, or a telecast of an Elizabethan comedy. 

We have not decided that an occasional expletive in either setting would justify any sanction or, indeed, 

that this broadcast would justify a criminal prosecution. The Commission’s decision rested entirely on a 

nuisance rationale under which context is all-important. The concept requires consideration of a host of 

variables. The time of day was emphasized by the Commission. The content of the program in which the 

language is used will also affect the composition of the audience, and differences between radio, 

television, and perhaps closed-circuit transmissions, may also be relevant. As Mr. Justice Sutherland 

wrote a “nuisance may be merely a right thing in the wrong place,-like a pig in the parlor instead of the 

barnyard.” Euclid v. Ambler Realty Co., 272 U.S. 365, 388, 47 S.Ct. 114, 118, 71 L.Ed. 303. We simply 

hold that when the Commission finds that a pig has entered the parlor, the exercise  of its regulatory 

power does not depend on proof that the pig is obscene. 
 
The judgment of the Court of Appeals is reversed. 
 
It is so ordered. 
 

 
Notes and Questions 
 
1. What is the distinction for purposes of the First Amendment between obscene and indecent 
 
2. What is the rationale for treating broadcasting speech differently from newspaper speech? 
 
 
 
 

 
FEDERAL COMMUNICATIONS COMMISSION, et al., v. FOX TELEVISION STATIONS, INC., 

et al. v. ABC, Inc., et al. 
___ U.S. ____   132 S.Ct. 2307 (2012) 

 
 
Justice KENNEDY delivered the opinion of the Court. 
 
In FCC v. Fox Television Stations, Inc., 556 U.S. 502, 529, 129 S.Ct. 1800, 173 L.Ed.2d 738 (2009) (Fox 

I), the Court held that the Federal Communication Commission's decision to modify its indecency 

enforcement regime to regulate so-called fleeting expletives was neither arbitrary nor capricious. The 

Court then declined to address the constitutionality of the policy, however, because the United States 
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Court of Appeals for the Second Circuit had yet to do so. On remand, the Court of Appeals found the 

policy was vague and, as a result, unconstitutional. 613 F.3d 317 (2010). The case now returns to this 

Court for decision upon the constitutional question. 
 
In Fox I, the Court described both the regulatory framework through which the Commission regulates 

broadcast indecency and the long procedural history of this case. The Court need not repeat all that 

history, but some preliminary discussion is necessary to understand the constitutional issue the case now 

presents. 
A 

 
Title 18 U.S.C. § 1464 provides that “[w]hoever utters any obscene, indecent, or profane language by 

means of radio communication shall be fined ... or imprisoned not more than two years, or both.” The 

Federal Communications Commission (Commission) has been instructed by Congress to enforce § 1464 

between the hours of 6 a.m. and 10 p.m., see Public Telecommunications Act of 1992, § 15(a), 106 Stat. 

954, note following 47 U.S.C. § 303, p. 113 (Broadcasting of Indecent Programming). And the 

Commission has applied its regulations to radio and television broadcasters alike, see Fox I, supra, at 

505–506, 129 S.Ct. 1800; see also 47 CFR § 73.3999 (2010) (Commission regulation prohibiting the 

broadcast of any obscene material or any indecent material between 6 a.m. and 10 p.m.). Although the 

Commission has had the authority to regulate indecent broadcasts under § 1464 since 1948 (and its 

predecessor commission, the Federal Radio Commission, since 1927), it did not begin to enforce § 1464 

until the 1970's. See Campbell, Pacifica Reconsidered: Implications for the Current Controversy over 

Broadcast Indecency, 63 Fed. Com. L.J. 195, 198 (2010). 
 
This Court first reviewed the Commission's indecency policy in FCC v. Pacifica Foundation, 438 U.S. 

726, 98 S.Ct. 3026, 57 L.Ed.2d 1073 (1978). In Pacifica, the Commission determined that George 

Carlin's “Filthy Words” monologue was indecent. It contained “ ‘language that describes, in terms 

patently offensive as measured by contemporary community standards for the broadcast medium, sexual 

or excretory activities and organs, at times of the day when there is a reasonable risk that children may be 

in the audience.’ ” Id., at 732, 98 S.Ct. 3026 (quoting 56 F.C.C.2d 94, 98 (1975)). This Court upheld the 

Commission's ruling. The broadcaster's statutory challenge was rejected. The Court held the Commission 

was not engaged in impermissible censorship within the meaning of 47 U.S.C. § 326 (1976 ed.), see 438 

U.S., at 735–739, 98 S.Ct. 3026, and that § 1464's definition of indecency was not confined to speech 

with an appeal to the prurient interest, see id., at 738–741, 98 S.Ct. 3026. Finding no First Amendment 

violation, the decision explained the constitutional standard under which regulations of broadcasters are 

assessed. It observed that “broadcast media have established a uniquely pervasive presence in the lives of 

all Americans,” id., at 748, 98 S.Ct. 3026, and that “broadcasting is uniquely accessible to children, even 

those too young to read,” id., at 749, 98 S.Ct. 3026. In light of these considerations, “broadcasting ... has 

received the most limited First Amendment protection.” Id., at 748, 98 S.Ct. 3026. Under this standard the 

Commission's order passed constitutional scrutiny. The Court did note the narrowness of its holding, 

explaining that it was not deciding whether “an occasional expletive ... would justify any sanction.” Id., at 

750, 98 S.Ct. 3026; see also id., at 760–761, 98 S.Ct. 3026 (Powell, J., concurring in part and concurring 

in judgment) (“[C]ertainly the Court's holding ... does not speak to cases involving the isolated use of a 

potentially offensive word in the course of a radio broadcast, as distinguished from the verbal shock 

treatment administered by respondent here”). 
 
From 1978 to 1987, the Commission did not go beyond the narrow circumstances of Pacifica and brought 

no indecency enforcement actions. See In re Infinity Broadcasting Corp., 3 FCC Rcd. 930 (1987); see 

also In re Application of WGBH Educ. Foundation, 69 F.C.C.2d 1250, 1254 (1978) (Commission 

declaring it “intend[s] strictly to observe the narrowness of the Pacifica holding”). Recognizing that 

Pacifica provided “no general prerogative to intervene in any case where words similar or identical to 
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those in Pacifica are broadcast over a licensed radio or television station,” the Commission distinguished 

between the “repetitive occurrence of the ‘indecent’ words” (such as in the Carlin monologue) and an 

“isolated” or “occasional” expletive, that would not necessarily be actionable. 69 F.C.C.2d, at 1254. 
 
In 1987, the Commission determined it was applying the Pacifica standard in too narrow a way. It stated 

that in later cases its definition of indecent language would “appropriately includ[e] a broader range of 

material than the seven specific words at issue in [the Carlin monologue].” In re Pacifica Foundation Inc., 

2 FCC Rcd. 2698, 2699. Thus, the Commission indicated it would use the “generic definition of 

indecency” articulated in its 1975 Pacifica order, Infinity Order, 3 FCC Rcd., at 930, and assess the full 

context of allegedly indecent broadcasts rather than limiting its regulation to a “comprehensive index ... of 

indecent words or pictorial depictions,” id., at 932. 
 
Even under this context based approach, the Commission continued to note the important difference 

between isolated and repeated broadcasts of indecent material. See ibid. (considering variables in 

determining whether material is patently offensive including “whether allegedly offensive material is 

isolated or fleeting”). In the context of expletives, the Commission determined “deliberate and repetitive 

use in a patently offensive manner is a requisite to a finding of indecency.” Pacifica Order, 2 FCC Rcd., at 

2699. For speech “involving the description or depiction of sexual or excretory functions ... [t]he mere 

fact that specific words or phrases are not repeated does not mandate a finding that material that is 

otherwise patently offensive ... is not indecent.” Ibid. 
 
In 2001, the Commission issued a policy statement intended “to provide guidance to the broadcast 

industry regarding [its] caselaw interpreting 18 U.S.C. § 1464 and [its] enforcement policies with respect 

to broadcast indecency.” In re Industry Guidance on Commission's Case Law Interpreting 18 U.S.C. § 

1464 and Enforcement Policies Regarding Broadcast Indecency, 16 FCC Rcd. 7999. In that document the 

Commission restated that for material to be indecent it must depict sexual or excretory organs or activities 

and be patently offensive as measured by contemporary community standards for the broadcast medium. 

Id., at 8002. Describing the framework of what it considered patently offensive, the Commission 

explained that three factors had proved significant: 
 
“(1) [T]he explicitness or graphic nature of the description or depiction of sexual or excretory organs or 

activities; (2) whether the material dwells on or repeats at length descriptions of sexual or excretory 

organs or activities; (3) whether the material appears to pander or is used to titillate, or whether the 

material appears to have been presented for its shock value.” Id., at 8003 (emphasis deleted). 
 
As regards the second of these factors, the Commission explained that “[r]epetition of and persistent focus 

on sexual or excretory material have been cited consistently as factors that exacerbate the potential 

offensiveness of broadcasts. In contrast, where sexual or excretory references have been made once or 

have been passing or fleeting in nature, this characteristic has tended to weigh against a finding of 

indecency.” Id., at 8008. The Commission then gave examples of material that was not found indecent 

because it was fleeting and isolated, id., at 8008–8009 (citing, e.g., L.M. Communications of South 

Carolina, Inc. (WYBB(FM) ), 7 FCC Rcd. 1595 (MMB 1992) (finding “a fleeting and isolated utterance” 

in the context of live and spontaneous programming not actionable)), and contrasted it with fleeting 

references that were found patently offensive in light of other factors, 16 FCC Rcd., at 8009 (citing, e.g., 

Temple Radio, Inc. (KUPD–FM), 12 FCC Rcd. 21828 (MMB 1997) (finding fleeting language that 

clearly refers to sexual activity with a child to be patently offensive)). 
 

B 
 
It was against this regulatory background that the three incidents of alleged indecency at issue here took 
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place. First, in the 2002 Billboard Music Awards, broadcast by respondent Fox Television Stations, Inc., 

the singer Cher exclaimed during an unscripted acceptance speech: “I've also had my critics for the last 40 

years saying that I was on my way out every year. Right. So f * * * 'em.” 613 F.3d, at 323. Second, Fox 

broadcast the Billboard Music Awards again in 2003. There, a person named Nicole Richie made the 

following unscripted remark while presenting an award: “Have you ever tried to get cow s* * * out of a 

Prada purse? It's not so f * * *ing simple.” Ibid. The third incident involved an episode of NYPD Blue, a 

regular television show broadcast by respondent ABC Television Network. The episode broadcast on 

February 25, 2003, showed the nude buttocks of an adult female character for approximately seven 

seconds and for a moment the side of her breast. During the scene, in which the character was preparing 

to take a shower, a child portraying her boyfriend's son entered the bathroom. A moment of awkwardness 

followed. 404 Fed.Appx. 530, 533–534 (C.A.2 2011). The Commission received indecency complaints 

about all three broadcasts. See Fox I, 556 U.S., at 510, 129 S.Ct. 1800, 404 Fed.Appx., at 534. 
 
After these incidents, but before the Commission issued Notices of Apparent Liability to Fox and ABC, 

the Commission issued a decision sanctioning NBC for a comment made by the singer Bono during the 

2003 Golden Globe Awards. Upon winning the award for Best Original Song, Bono exclaimed: “ ‘This is 

really, really, f * * * ing brilliant. Really, really great.’ ” In re Complaints Against Various Broadcast 

Licensees Regarding Their Airing of the “Golden Globe Awards” Program, 19 FCC Rcd. 4975, 4976, n. 

4 (2004) ( Golden Globes Order). Reversing a decision by its enforcement bureau, the Commission found 

the use of the F-word actionably indecent. Id., at 4975–4976. The Commission held that the word was 

“one of the most vulgar, graphic and explicit descriptions of sexual activity in the English language,” and 

thus found “any use of that word or a variation, in any context, inherently has a sexual connotation.” Id., 

at 4978–4979. Turning to the isolated nature of the expletive, the Commission reversed prior rulings that 

had found fleeting expletives not indecent. The Commission held “the mere fact that specific words or 

phrases are not sustained or repeated does not mandate a finding that material that is otherwise patently 

offensive to the broadcast medium is not indecent.” Id., at 4980; see also id., at 4982 (“Just as the Court 

[in Pacifica ] held that ... the George Carlin routine ‘could have enlarged a child's vocabulary in an 

instant,’ we believe that even isolated broadcasts of the ‘F–Word’ in situations such as that here could do 

so as well”). 
C 

 
Even though the incidents at issue in these cases took place before the Golden Globes Order, the 

Commission applied its new policy regarding fleeting expletives and fleeting nudity. It found the 

broadcasts by respondents Fox and ABC to be in violation of this standard. 
 

1 
 
As to Fox, the Commission found the two Billboard Awards broadcasts indecent in In re Complaints 

Regarding Various Television Broadcasts Between February 2, 2002, and March 8, 2005, 21 FCC Rcd. 

2664 (2006). Numerous parties petitioned for a review of the order in the United States Court of Appeals 

for the Second Circuit. The Court of Appeals granted the Commission's request for a voluntary remand so 

that it could respond to the parties' objections. Fox Television Stations, Inc. v. FCC, 489 F.3d 444, 453 

(2007). In its remand order, the Commission applied its tripartite definition of patently offensive material 

from its 2001 Order and found that both broadcasts fell well within its scope. See In re Complaints 

Regarding Various Television Broadcasts Between February 2, 2002, and March 8, 2005, 21 FCC Rcd. 

13299 (2006) ( Remand Order); see also Fox I, supra, at 511–513, 129 S.Ct. 1800 (discussing in detail the 

Commission's findings). As pertains to the constitutional issue in these cases, the Commission noted that 

under the policy clarified in the Golden Globes Order, “categorically requiring repeated use of expletives 

in order to find material indecent is inconsistent with our general approach to indecency enforcement.” 

Remand Order, 21 FCC Rcd., at 13308; see also id., at 13325 (“[U]nder our Golden Globe precedent, the 
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fact that Cher used the ‘F-word’ once does not remove her comment from the realm of actionable 

indecency”). Though the Commission deemed Fox should have known Nicole Richie's comments were 

actionably indecent even prior to the Golden Globes Order, 21 FCC Rcd., at 13307, it declined to propose 

a forfeiture in light of the limited nature of the Second Circuit's remand. Id., at 13321. The Commission 

acknowledged that “it was not apparent that Fox could be penalized for Cher's comment at the time it was 

broadcast.” And so, as in the Golden Globes case it imposed no penalty for that broadcast. Id., at 13324, 

13326. 
 
Fox and various intervenors returned to the United States Court of Appeals for the Second Circuit, raising 

administrative, statutory, and constitutional challenges to the Commission's indecency regulations. See 

Fox Television Stations, Inc. v. FCC, 489 F.3d 444. In a 2–to–1 decision, with Judge Leval dissenting, the 

Court of Appeals found the Remand Order arbitrary and capricious because “the FCC has made a 180–

degree turn regarding its treatment of ‘fleeting expletives' without providing a reasoned explanation 

justifying the about-face.” 489 F.3d, at 455. While noting its skepticism as to whether the Commission's 

fleeting expletive regime “would pass constitutional muster,” the Court of Appeals found it unnecessary 

to address the issue. Id., at 462. 
 
The case came here on certiorari. Citing the Administrative Procedure Act, 5 U.S.C. § 551 et seq., this 

Court noted that the Judiciary may set aside agency action that is arbitrary or capricious. In the context of 

a change in policy (such as the Commission's determination that fleeting expletives could be indecent), 

the decision held an agency, in the ordinary course, should acknowledge that it is in fact changing its 

position and “show that there are good reasons for the new policy.” Fox I, 556 U.S., at 515, 129 S.Ct. 

1800. There is no need, however, for an agency to provide detailed justifications for every change or to 

show that the reasons for the new policy are better than the reasons for the old one. Ibid. 
 
Judged under this standard, the Court in Fox I found the Commission's new indecency enforcement policy 

neither arbitrary nor capricious. Id., at 517, 129 S.Ct. 1800. The Court noted the Commission had 

acknowledged breaking new ground in ruling that fleeting and nonliteral expletives could be indecent 

under the controlling standards; the Court concluded the agency's reasons for expanding the scope of its 

enforcement activity were rational. Ibid. Not only was it “certainly reasonable to determine that it made 

no sense to distinguish between literal and nonliteral uses of offensive words,” ibid., but the Court agreed 

that the Commission's decision to “look at the patent offensiveness of even isolated uses of sexual and 

excretory words fits with the context-based approach [approved] ... in Pacifica.” Ibid. Given that “[e]ven 

isolated utterances can ... constitute harmful ‘first blow[s]’ to children,” the Court held that the 

Commission could “decide it needed to step away from its old regime where nonrepetitive use of an 

expletive was per se nonactionable.” Id., at 518, 129 S.Ct. 1800. Having found the agency's action to be 

neither arbitrary nor capricious, the Court remanded for the Court of Appeals to address respondents' First 

Amendment challenges. Id., at 529–530, 129 S.Ct. 1800. 
 
On remand from Fox I, the Court of Appeals held the Commission's indecency policy unconstitutionally 

vague and invalidated it in its entirety. 613 F.3d, at 327. The Court of Appeals found the policy, as 

expressed in the 2001 Guidance and subsequent Commission decisions, failed to give broadcasters 

sufficient notice of what would be considered indecent. Surveying a number of Commission 

adjudications, the court found the Commission was inconsistent as to which words it deemed patently 

offensive. See id., at 330. It also determined that the Commission's presumptive prohibition on the F-word 

and the S-word was plagued by vagueness because the Commission had on occasion found the fleeting 

use of those words not indecent provided they occurred during a bona fide news interview or were 

“demonstrably essential to the nature of an artistic or educational work.” Id., at 331 (internal quotation 

marks omitted). The Commission's application of these exceptions, according to the Court of Appeals, left 

broadcasters guessing whether an expletive would be deemed artistically integral to a program or whether 
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a particular broadcast would be considered a bona fide news interview. The Court of Appeals found the 

vagueness inherent in the policy had forced broadcasters to “choose between not airing ... controversial 

programs [or] risking massive fines or possibly even loss of their licenses.” Id., at 334. And the court 

found that there was “ample evidence in the record” that this harsh choice had led to a chill of protected 

speech. Ibid. 
2 

 
The procedural history regarding ABC is more brief. On February 19, 2008, the Commission issued a 

forfeiture order finding the display of the woman's nude buttocks in NYPD Blue was actionably indecent. 

See In re Complaints Against Various Television Licensees Concerning Their February 24, 2003 

Broadcast of the Program “NYPD Blue”, 23 FCC Rcd. 3147 (2008). The Commission determined that, 

regardless of medical definitions, displays of buttocks fell within the category of displays of sexual or 

excretory organs because the depiction was “widely associated with sexual arousal and closely associated 

by most people with excretory activities.” Id., at 3150. The scene was deemed patently offensive as 

measured by contemporary community standards, ibid.; and the Commission determined that “[t]he 

female actor's nudity is presented in a manner that clearly panders to and titillates the audience,” id., at 

3153. Unlike in the Fox case, the Commission imposed a forfeiture of $27,500 on each of the 45 ABC-
affiliated stations that aired the indecent episode. In a summary order the United States Court of Appeals 

for the Second Circuit vacated the forfeiture order, determining that it was bound by its Fox decision 

striking down the entirety of the Commission's indecency policy. See 404 Fed.Appx., at 533. 
 
The Government sought review of both judgments, see Brief for Petitioners 1, and this Court granted 

certiorari, 564 U.S. ––––, ––– S.Ct. ––––, –––L.Ed.2d –––– (2011). These are the cases before us. 
 

II 
 
A fundamental principle in our legal system is that laws which regulate persons or entities must give fair 

notice of conduct that is forbidden or required. See Connally v. General Constr. Co., 269 U.S. 385, 391, 

46 S.Ct. 126, 70 L.Ed. 322 (1926) (“[A] statute which either forbids or requires the doing of an act in 

terms so vague that men of common intelligence must necessarily guess at its meaning and differ as to its 

application, violates the first essential of due process of law”); Papachristou v. Jacksonville, 405 U.S. 

156, 162, 92 S.Ct. 839, 31 L.Ed.2d 110 (1972) (“Living under a rule of law entails various suppositions, 

one of which is that ‘[all persons] are entitled to be informed as to what the State commands or forbids' ” 

(quoting Lanzetta v. New Jersey, 306 U.S. 451, 453, 59 S.Ct. 618, 83 L.Ed. 888 (1939) (alteration in 

original))). This requirement of clarity in regulation is essential to the protections provided by the Due 

Process Clause of the Fifth Amendment. See United States v. Williams, 553 U.S. 285, 304, 128 S.Ct. 

1830, 170 L.Ed.2d 650 (2008). It requires the invalidation of laws that are impermissibly vague. A 

conviction or punishment fails to comply with due process if the statute or regulation under which it is 

obtained “fails to provide a person of ordinary intelligence fair notice of what is prohibited, or is so 

standardless that it authorizes or encourages seriously discriminatory enforcement.” Ibid. As this Court 

has explained, a regulation is not vague because it may at times be difficult to prove an incriminating fact 

but rather because it is unclear as to what fact must be proved. See id., at 306, 128 S.Ct. 1830. 
 
Even when speech is not at issue, the void for vagueness doctrine addresses at least two connected but 

discrete due process concerns: first, that regulated parties should know what is required of them so they 

may act accordingly; second, precision and guidance are necessary so that those enforcing the law do not 

act in an arbitrary or discriminatory way. See Grayned v. City of Rockford, 408 U.S. 104, 108–109, 92 

S.Ct. 2294, 33 L.Ed.2d 222 (1972). When speech is involved, rigorous adherence to those requirements is 

necessary to ensure that ambiguity does not chill protected speech. 
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These concerns are implicated here because, at the outset, the broadcasters claim they did not have, and 

do not have, sufficient notice of what is proscribed. And leaving aside any concerns about facial 

invalidity, they contend that the lengthy procedural history set forth above shows that the broadcasters did 

not have  fair notice of what was forbidden. Under the 2001 Guidelines in force when the broadcasts 

occurred, a key consideration was “ ‘whether the material dwell[ed] on or repeat[ed] at length’ ” the 

offending description or depiction. 613 F.3d, at 322. In the 2004 Golden Globes Order, issued after the 

broadcasts, the Commission changed course and held that fleeting expletives could be a statutory 

violation. Fox I, 556 U.S., at 512, 129 S.Ct. 1800. In the challenged orders now under review the 

Commission applied the new principle promulgated in the Golden Globes Order and determined fleeting 

expletives and a brief moment of indecency were actionably indecent. This regulatory history, however, 

makes it apparent that the Commission policy in place at the time of the broadcasts gave no notice to Fox 

or ABC that a fleeting expletive or a brief shot of nudity could be actionably indecent; yet Fox and ABC 

were found to be in violation. The Commission's lack of notice to Fox and ABC that its interpretation had 

changed so the fleeting moments of indecency contained in their broadcasts were a violation of § 1464 as 

interpreted and enforced by the agency “fail[ed] to provide a person of ordinary intelligence fair notice of 

what is prohibited.” Williams, supra, at 304, 128 S.Ct. 1830. This would be true with respect to a 

regulatory change this abrupt on any subject, but it is surely the case when applied to the regulations in 

question, regulations that touch upon “sensitive areas of basic First Amendment freedoms,” Baggett v. 

Bullitt, 377 U.S. 360, 372, 84 S.Ct. 1316, 12 L.Ed.2d 377 (1964); see also Reno v. American Civil 

Liberties Union, 521 U.S. 844, 870–871, 117 S.Ct. 2329, 138 L.Ed.2d 874 (1997) (“The vagueness of [a 

content-based regulation of speech] raises special First Amendment concerns because of its obvious 

chilling effect”). 
 
The Government raises two arguments in response, but neither is persuasive. As for the two fleeting 

expletives, the Government concedes that “Fox did not have reasonable notice at the time of the 

broadcasts that the Commission would consider non-repeated expletives indecent.” Brief for Petitioners 

28, n. 3. The Government argues, nonetheless, that Fox “cannot establish unconstitutional vagueness on 

that basis ... because the Commission did not impose a sanction where Fox lacked such notice.” Ibid. As 

the Court observed when the case was here three Terms ago, it is true that the Commission declined to 

impose any forfeiture on Fox, see 556 U.S., at 513, 129 S.Ct. 1800, and in its order the Commission 

claimed that it would not consider the indecent broadcasts either when considering whether to renew 

stations' licenses or “in any other context,” 21 FCC Rcd., at 13321, 13326. This “policy of forbearance,” 

as the Government calls it, does not suffice to make the issue moot. Brief for Petitioners 31. Though the 

Commission claims it will not consider the prior indecent broadcasts “in any context,” it has the statutory 

power to take into account “any history of prior offenses” when setting the level of a forfeiture penalty. 

See 47 U.S.C. § 503(b)(2)(E). Just as in the First Amendment context, the due process protection against 

vague regulations “does not leave [regulated parties] ... at the mercy of noblesse oblige.” United States v. 

Stevens, 559 U.S. ––––, ––––, 130 S.Ct. 1577, 1591, 176 L.Ed.2d 435 (2010). Given that the Commission 

found it was “not inequitable to hold Fox responsible for [the 2003 broadcast],” 21 FCC Rcd., at 13314, 

and that it has the statutory authority to use its finding to increase any future penalties, the Government's 

assurance it will elect not to do so is insufficient to remedy the constitutional violation. 
 
In addition, when combined with the legal consequence described above, reputational injury provides 

further reason for  granting relief to Fox. Cf. Paul v. Davis, 424 U.S. 693, 708–709, 96 S.Ct. 1155, 47 

L.Ed.2d 405 (1976) (explaining that an “alteration of legal status ... combined with the injury resulting 

from the defamation” justifies the invocation of procedural safeguards). As respondent CBS points out, 

findings of wrongdoing can result in harm to a broadcaster's “reputation with viewers and advertisers.” 

Brief for Respondent CBS Television Network Affiliates Assn. et al. 17. This observation is hardly 

surprising given that the challenged orders, which are contained in the permanent Commission record, 

describe in strongly disapproving terms the indecent material broadcast by Fox, see, e.g., 21 FCC Rcd., at 
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13310–13311, ¶ 30 (noting the “explicit, graphic, vulgar, and shocking nature of Ms. Richie's 

comments”), and Fox's efforts to protect children from being exposed to it, see id., at 13311, ¶ 33 (finding 

Fox had failed to exercise “ ‘reasonable judgment, responsibility, and sensitivity to the public's needs and 

tastes to avoid [a] patently offensive broadcas[t]’ ”). Commission sanctions on broadcasters for indecent 

material are widely publicized. See, e.g., F.C.C. Fines Fox, N.Y. Times, Feb. 26, 2008, p. E2; F.C.C. Plans 

Record Fine for CBS, Washington Post, Sept. 24, 2004, p. E1. The challenged orders could have an 

adverse impact on Fox's reputation that audiences and advertisers alike are entitled to take into account. 
 
With respect to ABC, the Government with good reason does not argue no sanction was imposed. The 

fine against ABC and its network affiliates for the seven seconds of nudity was nearly $1.24 million. See 

Brief for Respondent ABC, Inc., et al. 7 (hereinafter ABC Brief). The Government argues instead that 

ABC had notice that the scene in NYPD Blue would be considered indecent in light of a 1960 decision 

where the Commission declared that the “televising of nudes might well raise a serious question of 

programming contrary to 18 U.S.C. § 1464.” Brief for Petitioners 32 (quoting Enbanc Programming 

Inquiry, 44 FCC 2303, 2307 (internal quotation marks omitted)). This argument does not prevail. An 

isolated and ambiguous statement from a 1960 Commission decision does not suffice for the fair notice 

required when the Government intends to impose over a $1 million fine for allegedly impermissible 

speech. The Commission, furthermore, had released decisions before sanctioning ABC that declined to 

find isolated and brief moments of nudity actionably indecent. See, e.g., In re Application of WGBH, 69 

F.C.C.2d, at 1251, 1255 (declining to find broadcasts containing nudity to be indecent and emphasizing 

the difference between repeated and isolated expletives); In re WPBN/WTOM License Subsidiary, Inc., 15 

FCC Rcd. 1838, 1840 (2000) (finding full frontal nudity in Schindler's List not indecent). This is not to 

say, of course, that a graphic scene from Schindler's List involving nude concentration camp prisoners is 

the same as the shower scene from NYPD Blue. It does show, however, that the Government can point to 

nothing that would have given ABC affirmative notice that its broadcast would be considered actionably 

indecent. It is likewise not sufficient for the Commission to assert, as it did in its order, that though “the 

depiction [of nudity] here is not as lengthy or repeated” as in some cases, the shower scene nonetheless 

“does contain more shots or lengthier depictions of nudity” than in other broadcasts found not indecent. 

23 FCC Rcd., at 3153. This broad language fails to demonstrate that ABC had fair notice that its 

broadcast could be found indecent. In fact, a Commission ruling prior to the airing of the NYPD Blue 

episode had deemed 30 seconds of nude buttocks “very brief” and not actionably indecent in the context 

of the  broadcast. See Letter from Norman Goldstein to David Molina, FCC File No. 97110028 (May 26, 

1999), in App. to Brief for Respondent ABC Television Affiliates Assn. et al. 1a; see also Letter from 

Edythe Wise to Susan Cavin, FCC File No. 91100738 (Aug. 13, 1992), id., at 18a, 19a. In light of this 

record of agency decisions, and the absence of any notice in the 2001 Guidance that seven seconds of 

nude buttocks would be found indecent, ABC lacked constitutionally sufficient notice prior to being 

sanctioned. 
 
The Commission failed to give Fox or ABC fair notice prior to the broadcasts in question that fleeting 

expletives and momentary nudity could be found actionably indecent. Therefore, the Commission's 

standards as applied to these broadcasts were vague, and the Commission's orders must be set aside. 
 

III 
 
It is necessary to make three observations about the scope of this decision. First, because the Court 

resolves these cases on fair notice grounds under the Due Process Clause, it need not address the First 

Amendment implications of the Commission's indecency policy. It is argued that this Court's ruling in 

Pacifica (and the less rigorous standard of scrutiny it provided for the regulation of broadcasters, see 438 

U.S. 726, 98 S.Ct. 3026, 57 L.Ed.2d 1073) should be overruled because the rationale of that case has been 

overtaken by technological change and the wide availability of multiple other choices for listeners and 
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viewers. See, e.g., ABC Brief 48–57; Brief for Respondent Fox Television Stations, Inc., et al. 15–26. The 

Government for its part maintains that when it licenses a conventional broadcast spectrum, the public may 

assume that the Government has its own interest in setting certain standards. See Brief for Petitioners 40–

53. These arguments need not be addressed here. In light of the Court's holding that the Commission's 

policy failed to provide fair notice it is unnecessary to reconsider Pacifica at this time. 
 
This leads to a second observation. Here, the Court rules that Fox and ABC lacked notice at the time of 

their broadcasts that the material they were broadcasting could be found actionably indecent under then-
existing policies. Given this disposition, it is unnecessary for the Court to address the constitutionality of 

the current indecency policy as expressed in the Golden Globes Order and subsequent adjudications. The 

Court adheres to its normal practice of declining to decide cases not before it. See, e.g., Sweatt v. Painter, 

339 U.S. 629, 631, 70 S.Ct. 848, 94 L.Ed. 1114 (1950) (“Broader issues have been urged for our 

consideration, but we adhere to the principle of deciding constitutional questions only in the context of 

the particular case before the Court”). 
 
Third, this opinion leaves the Commission free to modify its current indecency policy in light of its 

determination of the public interest and applicable legal requirements. And it leaves the courts free to 

review the current policy or any modified policy in light of its content and application. 
 

* * * 
 
The judgments of the United States Court of Appeals for the Second Circuit are vacated, and the cases are 

remanded for further proceedings consistent with the principles set forth in this opinion. 
 
It is so ordered. 
 
Justice SOTOMAYOR took no part in the consideration or decision of these cases. 
 
Justice GINSBURG, concurring in the judgment. 
 
In my view, the Court's decision in FCC v. Pacifica Foundation, 438 U.S. 726, 98 S.Ct. 3026, 57 L.Ed.2d 

1073 (1978), was wrong when it issued. Time, technological advances, and the Commission's untenable 

rulings in the cases now before the Court show why Pacifica bears reconsideration. Cf. FCC v. Fox 

Television Stations, Inc., 556 U.S. 502, 532–535, 129 S.Ct. 1800, 173 L.Ed.2d 738 (2009) (THOMAS, J., 

concurring). 
 
 
 

 
 FEDERAL COMMUNICATIONS COMMISSION, et al., v. CBS CORPORATION et al. 

132 S.Ct. 2677 (2012) 
 

 
Chief Justice ROBERTS, concurring in the denial of certiorari. 
The petition for a writ of certiorari is denied. 
 
During the finale of the Super Bowl XXXVIII halftime show, entertainers Justin Timberlake and Janet 

Jackson performed a song and dance routine to Timberlake's song “Rock Your Body.” As Timberlake 

ended the duet by singing “gonna have you naked by the end of this song,” he tore away a portion of 

Jackson's bustier, momentarily revealing her breast. The performers subsequently strained the credulity of 
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the public by terming the episode a “wardrobe malfunction.” 
 
The Federal Communications Commission issued an order fining CBS $550,000 for broadcasting the 

nudity. The agency explained that the incident violated the FCC policy against broadcasting indecent 

material, such as nudity and expletives, during the hours when children are most likely to watch 

television. The Third Circuit vacated the order, finding that it violated the Administrative Procedure Act 

as “arbitrary and capricious” agency action. The court held that the FCC's order represented an 

unexplained departure from the agency's longstanding policy of excusing the broadcast of fleeting 

moments of indecency. 663 F.3d 122 (2011). 
 
I am not so sure. As we recently explained in FCC v. Fox Television Stations, Inc., the FCC's general 

policy is to conduct a context-specific examination of each allegedly indecent broadcast in order to 

determine whether it should be censured. 556 U.S. 502, 508, 129 S.Ct. 1800, 173 L.Ed.2d 738 (2009). 

Until 2004, the FCC made a limited exception to this general policy for fleeting expletives. Ibid. But the 

agency never stated that the exception applied to fleeting images as well, and there was good reason to 

believe that it did not. As every schoolchild knows, a picture is worth a thousand words, and CBS 

broadcast this particular picture to millions of impressionable children. 
 
I nonetheless concur in the Court's denial of certiorari. Even if the Third Circuit is wrong that sanctioning 

the Super Bowl broadcast constituted an unexplained departure from the FCC's prior indecency policy, 

that error has been rendered moot going forward. The FCC has made clear that it has abandoned its 

exception for fleeting expletives. Id., at 509–510, 129 S.Ct. 1800. Looking ahead, it makes no difference 

as a matter of administrative law whether the FCC's fleeting expletive policy applies to allegedly fleeting 

images, because the FCC no longer adheres to the fleeting expletive policy. It is now clear that the brevity 

of an indecent broadcast—be it word or image—cannot immunize it from FCC censure. See, e.g., In re 

Young Broadcasting of San Francisco, Inc., 19 FCC Rcd. 1751 (2004) (censuring a broadcast despite the 

“fleeting” nature of the nudity involved). Any future “wardrobe malfunctions” will not be protected on the 

ground relied on by the court below. 
 
Justice GINSBURG, concurring in the denial of certiorari. 
 
The Court's remand in FCC v. Fox Television Stations, Inc., 567 U.S. ––––, 132 S.Ct. 2307, ––– L.Ed.2d 

–––– (2012), affords the Commission an opportunity to reconsider its indecency policy in light of 

technological advances and the Commission's uncertain course since this Court's ruling in FCC v. 

Pacifica Foundation, 438 U.S. 726, 98 S.Ct. 3026, 57 L.Ed.2d 1073 (1978). 
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